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Intellectual Property, and Deputy Director of ) 
the United States Patent and Trademark Office, ) 
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MEMORANDUM IN SUPPORT OF 
DEFENDANTS' RENEWED MOTION TO DISMISS 

Defendants Michelle K. Lee and the United States Patent and Trademark Office 

(collectively "US PTO" or "Office"), through undersigned counsel, respectfully submit this 

memorandum in support of their renewed motion to dismiss Plaintiff Gilbert Hyatt's ("Mr. 

Hyatt's") Complaint for lack of subject matter jurisdiction pursuant to Federal Rule of Civil 

Procedure 12(b)(l). As explained in the USPTO's motion, upon transferring this case for lack 

of jurisdiction in Nevada, the United States District Court for the District of Nevada expressly 

declined to rule on the USPTO's remaining arguments for dismissal. 

INTRODUCTION 

Mr. Hyatt contends in this lawsuit that the USPTO has "unreasonably delayed," under the 

Administrative Procedure Act ("APA"), 5 U.S.C. § 706(1), taking final agency action on 80 

patent applications pending before the Office. What Mr. Hyatt's Complaint fails to acknowledge 



is that the 80 pending applications at issue represent roughly one-fifth of 399 applications he has 

pending before the USPTO, which contain an estimated total of 115,000 claims; that the size, 

volume, and interconnectedness of these 399 applications have created extraordinary challenges 

for the USPTO in examining his applications; that, faced with these challenges, the USPTO, last 

year, commenced a renewed effort to bring order and finality to Mr. Hyatt's applications by 

requiring Mr. Hyatt to take certain steps to help organize and streamline his applications; and 

that, in response to that effort, prosecution is now actively ongoing in Mr. Hyatt's applications, 

with Mr. Hyatt amending many of his claims and engaging in an iterative process with the 14 

patent examiners who the USPTO has dedicated to working full-time on his applications. 

In view of these essential facts, the Court lacks jurisdiction to issue the declaratory and 

injunctive relief Mr. Hyatt seeks. The Court lacks jurisdiction to issue any reliefunder 5 U.S.C. 

§ 706(1) when a final agency action by the Patent Trial and Appeal Board ("Board") is not 

"legally required'' at this time. Norton v. Southern Utah Wilderness Alliance, 542 U.S. 55, 62 

(2004) (emphasis original). Because active prosecution is ongoing at the examiner level, there is 

no discrete, mandatory action that the Board has jurisdiction to take, much less one that the 

Board is legally required to take in any established time-frame. To the extent that Mr. Hyatt is 

simply dissatisfied with the types of actions the USPTO has been taking in his applications, any 

such complaints are not remediable through a lawsuit under § 706(1) that alleges a failure to act. 

The Court also lacks jurisdiction over this case because it is unripe for judicial review. 

The issues in this case are not fit for judicial resolution at this time for many of the same reasons 

that the Court lacks jurisdiction directly under § 706(1). The matter is also unripe because the 

next steps in examining Mr. Hyatt's numerous applications are contingent on future actions that 

he will take and do not rest solely in the hands of the USPTO. 
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Finally, Mr. Hyatt cannot pursue his claim for declaratory relief by invoking the 

Declaratory Judgment Act, 28 U.S.C. § 2201, when that statute only provides a procedural 

mechanism to obtain a declaratory judgment where jurisdiction otherwise exists. Because there 

is no · present case or controversy for this Court to review, and there is no jurisdiction under 

5 U.S.C. § 706(1), all of Mr. Hyatt's claims should be dismissed. 

BACKGROUND 

1. Statutory and Regulatory Background 

The USPTO is responsible for "the granting and issuing of patents" after conducting a 

thorough examination of applications to determine whether they meet the statutory criteria for 

patentability and comply with USPTO rules governing patent examination. 35 U.S.C. § 2(a)(l); 

see id § 131; Blacklight Power, Inc. v. Rogan, 295 F.3d 1269, 1274 (Fed. Cir. 2002) ("The 

PTO's responsibility for issuing sound and reliable patents is critical to the nation."); In re 

Alappat, 33 F.3d 1526, 1535 (Fed. Cir. 1994) (en bane) ("The [Director] has an obligation to 

refuse to grant a patent if he believes that doing so would be contrary to law."). To facilitate the 

USPTO's undertaking such examinations, Congress has conferred on the agency the authority to 

establish regulations that "govern the conduct of proceedings in the Office." 35 U.S.C. § 

2(b)(2)(A); see also In re Bogese, 303 F.3d 1362, 1368 (Fed. Cir. 2002) ("The PTO has inherent 

authority to govern procedure before the PTO, and that authority allows it to set reasonable 

deadlines and requirements for the prosecution of applications."). The USPTO has exercised the 

discretion afforded by Congress by issuing a series of regulations governing the examination of 

patent applications and the appeals of adverse patentability determinations. See, generally, 37 

C.F.R. Ch. 1, Subch. A, Pts. 1 & 41. 

A patent examiner, who has the relevant scientific or technical competence, is responsible 

for examining each application. See In re Berg, 320 F.3d 1310, 1315 (Fed. Cir. 2003). A patent 
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application consists of a "written description of the invention," 35 U.S.C. § 112, and "one or 

more claims," which "provide[ ] the metes and bounds of the right which the patent confers on 

the patentee to exclude others," Corning Glass Works v. Sumitomo Elec. US.A., Inc., 868 F.2d 

1251, 1257 (Fed. Cir. 1989). Because the applicant's rights will be determined by the scope of 

the claims, much of the examination process focuses on the claims. 

Patent examination (also known as "prosecution") generally consists of a back-and-forth 

between the patent examiner and the applicant. The examiner initially looks at each proposed 

claim and reviews it for novelty, support in the written description, and compliance with the rest 

of the patent statute and the USPTO's rules. See, e.g., 35 U.S.C §§ 101, 102, 103, 112 .. In some 

cases,· where the novelty of the claims is self-evident and the claims well-described in the 

application, very little back-and-forth may be required. In other cases, examination may take a 

long time, with many iterations back and forth. 

After initial examination, the examiner sends the applicant an "office action," which may 

allow or reject the claims. If the claims are rejected, the applicant may respond with 

amendments, evidence of patentability, arguments in favor of patentability, or some combination 

thereof. 3 7 C.F .R. § 1.111. The goal of this back-and-forth communication is either to reach an 

agreement on allowable claims, or have the examiner and the applicant set forth their positions in 

the administrative record for appeal to the Board. 35 U.S.C. § 134 ("An applicant ... any of 

whose claims has been twice rejected, may appeal from the decision of the primary examiner."). 

Beyond the statutory mandate that an applicant be allowed to appeal, Congress did not specify a 

procedure for how appeals are taken; instead, the USPTO has exercised its rulemaking authority 

to establish appeal procedures. See 35 U.S.C. § 2(b)(2)(A). 
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Under the USPTO's regulations, before an application may reach the Board's 

jurisdiction, the applicant must file a notice of appeal and an appeal brief, the examiner may file 

an "examiner's answer," and the applicant may file a reply brief. 37 C.F.R. §§ 41.37(a), 

41.39(a), 41.41(a). There is no deadline by which an examiner's answer must be filed. Only 

after the reply brief is filed or the time for filing a reply brief expires does jurisdiction over the 

application pass from the examiner to the Board. 37 C.F.R. § 41.35(a). 

The filing of an appeal brief does not obligate (or even allow) the Board to issue a 

decision. For example, even after the applicant has filed an appeal brief, and before jurisdiction 

passes to the Board, prosecution may be reopened either by the applicant or the examiner. See, 

e.g., 37 C.F.R. § 41.40(b); Manual of Patent Examination Procedure ("MPEP") § 1207.04. 1 

Moreover, USPTO regulations state that "[ q]uestions relating to matters not affecting the merits 

of the invention may be required to be settled before an appeal can be considered." 3 7 C.F .R. 

§ 41.Jl(c). 

A set of appeal briefs generally addresses the claims as previously presented to the 

examiner. See 3 7 C.F .R. § 1.116(b ). Thus, the applicant generally may not amend the claims 

once an appeal brief is filed, except for very limited purposes. See 37 C.F.R. § 41.33(b), (c); 

MPEP § 1206. Once claims are amended, the examiner must reconsider his previous rejections 

in light of the new claim language, with the very strong possibility that the previous rejections 

will no longer apply in the same manner. 

1 The MPEP lays out the procedures that guide examination by the USPTO. The MPEP is 
publicly available at http://www.uspto.gov/web/offices/pac/mpep/, including current and 
archived versions. Unless noted otherwise, the USPTO's cites refer to the current version. 
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2. Mr. Hyatt's Applications 

Mr. Hyatt's applications present an unprecedented situation for the USPTO. Mr. Hyatt 

currently has 399 applications pending with the USPTO that were filed before June 8, 1995, of 

which the 80 applications at issue in this case are but a part. See Defendants' Exhibit ("DEX") A 

(Declaration of Robert A. Clarke), ii 4; DEX B (sample Requirement in one of the 80 
. . 

applications at issue) at 3; see also Hyatt v. US. Patent & Trademark Office, No. 1:13-cv-1535, 

2014 WL 2446176, at *1 (E.D. Va. May 29, 2014) (Hilton, J.). · By both historical and 

contemporary standards, each of Mr. Hyatt's 399 pending applications contains an immense 

number of claims-on average, 299 total claims. DEX Bat 3, 9. Thus, almost every one of Mr. 

Hyatt's pending applications has one of the largest claim sets that the USPTO has ever 

encountered in any application. Id at 3. By comparison, the patents issued by the USPTO in FY 

2012 averaged between 16 and 17 claims per patent. Id. at 10. For example, application serial 

number 08/458,143 ("the ' 143 application"), which Mr. Hyatt refers to as "Docket No. • "2 

contains a total ofmclairns. Id. at 10. The family of the • application collectively contains 

a total of - claims.3 Id at 12. All told, the USPTO estimates that Mr. Hyatt has 

approximately 115,000 claims pending across all 399 applications. Id. at 10; see Hyatt, 2014 

WL 2446176, at *l. 

2 Every application filed with the USPTO that proceeds to examination receives a serial number, 
which is the official number used to identify that application and to access the file by the 
applicant and the public. See 37 C.F.R. §1.5(a) (explaining that patent applicants must use serial 
numbers when transacting business with the USPTO). In his Complaint, Mr. Hyatt instead uses 
his own personal docket numbers to refer to his applications. Consistent with Office practice, 
the USPTO will refer to the applications by official serial number and, for the Court's 
convenience, also identify Mr. Hyatt's corresponding personal docket number, when referring to 
one of the 80 applications referenced in Exhibit 1 of the Complaint. 

3 Patents may be part of a "family," or may be · considered "related," when they substantially 
share a common written description, or specification. 
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Moreover, Mr. Hyatt's specifications are hundreds of pages long. For example, the 

specifications filed in the • applications that are subject to the Requirement attached as Exhibit 

B are approximately . pages long. DEX B at 7. As a point of reference, the USPTO deems 

any specification (the written description plus drawings plus original claims) longer than 20 

pages to be a "Jumbo Application" subject to special rules and fees. See id.; MPEP § 608.01 

[if6.31]. 

Mr. Hyatt's applications are not only unprecedented in their size and volume, but also in 

their interconnectedness. Hyatt, 2014 WL 2446176, at *l. All of Mr. Hyatt's pending 

applications are "related" to - that is, share written descriptions with - other applications. "Each 

of thc .399 pending applications purportedly incorporates by reference and claims the benefit of 

priority to numerous earlier-filed applications often dating back into the early 1970s." Id. 

Moreover, "[m]any of the pending applications not only claim priority to a web of overlapping, 

earlier-filed applications, but are also themselves 'parents' for the overlapping priority claims of 

numerous other later-filed applications." Id. 

To avoid repetition and maintain consistency, examination of any application requires 

ongoing knowledge of the claims in the other related applications. See, e.g., MPEP 

§ 706.07(h)(XI)(A) (explaining that a Board decision is controlling in related applications). The 

examiner must also have an intimate knowledge of the written description and drawings in the 

application. See 35 U.S.C. § 112; MPEP §§ 2161-86 (many sections explaining ways in which 

examiner must compare claims to written description). 

As another member of this Court recently held in ruling on one of Mr. Hyatt's cases, 

"[t]he size, volume, and interconnectedness of Plaintiffs applications [has] complicated their 
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examination by the USPTO and contributed to examination delays." Hyatt, 2014 WL 2446176, 

at* 1.4 

Faced with an extraordinary situation, the USPTO determined last year that -

DEX B at 31; see also Hyatt, 

2014 WL 2446176, at *6 (concluding that "[t]he Requirements arose to compel Plaintiff's 

cooperation in organizing the claims among his applications"). Thus, 

Mr. Hyatt's applications, id. at 4, the USPTO grouped the 

applications into 12 families, each corresponding to a common specification, and, beginning in 

August 2013, began issuing a series of formal Requirements to the applications in 11 of the 12 

families. See Hyatt, 2014 WL 2446176, at *1; see, e.g., DEX Bat 6-26; id. at 4-5. The USPTO 

issued Requirements in 385 of Mr. Hyatt's pending applications. DEX A~ 5; see also DEX Bat 

29-31 (setting forth legal basis for the Requirements). 

The Requirements generally made three demands of Mr. Hyatt: (1) that he select no more 

than 600 total claims per family for examination (still an immense number of claims to keep 

track of), while also allowing Mr. Hyatt to justify why additional claims should be examined; (2) 

that for each claim he selects, he identify the earliest applicable priority date and supporting 

4 Mr. Hyatt's prior case in this Court challenged the extent to which the USPTO was required to 
keep the Requirements confidential under 35 U.S.C. § 122. The Court granted the USPTO's 
motion to dismiss, or in the alternative for summary judgment, finding that § 122's 
determinations of special circumstances warranting disclosure were "committed to agency 
discretion by law" and thus judicially unreviewable under the APA, 5 U.S.C. § 70l(a)(2). See 
Hyatt, 2014 WL 2446176, at *3-5. The Court found that eve:p. if jurisdiction existed, the USPTO 
had properly determined that two exceptions to§ 122's confidentiality requirements applied. See 
id. at *5-7. The case is on appeal to the Federal Circuit. See Hyatt v. US. Patent & Trademark 
Office, No. 2014-1596 (Fed. Cir.) (docketed July 7, 2014). 
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disclosure; and (3) that he present a copy of the pending claims in accordance with current 

practice. DEX B at 26-29. Without the Requirements, the USPTO explamed, the agency .. 

Id. at 31. 

Given the need for consistency across applications in the same family, Requirements 

were issued in applications that were still in the midst of prosecution, as well as in applications 

that Mr. Hyatt had appealed to the Board. DEX A~ 6. 

3. Applications that Are the Subject of Mr. Hyatt's Judicial Complaint 

Mr. Hyatt's Complaint alleges delay in the adjudication of 80 applications for which he at 

one time filed appeals at the Board. 5 In all but four of those cases, his appeal brief was allegedly 

filed between 2003 and 2012. Compl. Ex. 1 (only docket nos. 379 and 547 allege appeal briefs 

filed in 2002, and docket nos. 856 and 865 allege appeal briefs filed in 1999). 

From approximately 2003 until 2012, the examination of many or most of Mr. Hyatt's 

applications was stayed during the pendency of multiple proceedings before the Board, as well as 

civil lawsuits brought by Mr. Hyatt against the USPTO, the outcome of which affected 

examination of all or many of his pending applications. Se,e Hyatt, 2014 WL 2446176, at *1; 

see, e.g., Kappos v. Hyatt, --- U.S. ---, 132 S.Ct. 1690 (2012); Hyatt v. Dudas, 551 F.3d 1307 

(Fed. Cir. 2008); Hyatt v. Dudas, 492 F.3d 1365 (Fed. Cir. 2007). Hence, between 2003 and 

2012, in many of Mr. Hyatt's applications, the USPTO issued suspensions of action, explaining 

5 Mr. Hyatt filed a related case in the District of Nevada, case no. 2:14-cv-00011-JCM-NJK, on 
January 3, 2014, and filed an amended complaint on April 25, 2014. In that case, Mr. Hyatt 
alleges agency inaction on two of his patent applications, much like he alleges agency inaction 
on 80 of his patent applications here. Although the US PTO moved to dismiss the related case on 
similar grounds as it moved to dismiss this case in Nevada, the court has not yet ruled on that 
motion, even to determine whether transfer is appropriate. 
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that a "court [or Board] decision relevant to the examination of this application will be rendered 

soon." Compl. tj! 61; see id. Ex. 1 (other than applications labeled Dkt 337 and 560, showing vast 

majority ofUSPTO suspensions issued in time period between 2003 and 2012). 

Soon after the Supreme Court issued its decision in Kappos v. Hyatt, --- U.S. ---, 132 

S.Ct. 1690 (2012), the USPTO resumed examination of Mr. Hyatfs pending applications, 

including taking the unprecedented action of dedicating 12 (now 14) primary examiners to 

prepare actions on his 399 applications. See DEX Bat 24; DEX A tj! 3. In September or October 

2013, four or five months before he filed this suit, the USPTO issued Requirements in each of 

the 80 applications at issue, among hundreds of Mr. Hyatt's other applications. See Compl. tj! 60; 

DEX A tj!tj! 5, 8. Thus, prosecution has now been reopened in each of the 80 applications that 

was on appeal at the Board when the Requirements issued. 6 

The examiners have since taken significant actions in Mr. Hyatt's applications, not only 

with respect to the 80 applications at issue in this case, which are described in more detail below, 

d. Regardless, the USPTO's intent to .reopen prosecution in all 
80 applications by issuing the Requirement was clear from its course of action and from the 
nature of the Requirement itself. Given that Mr. Hyatt has now responded to the Requirements 
in all 80 applications, the USPTO has issued non-final office actions in many of them, and Mr. 
Hyatt has responded to some of those non-final office actions by amending his claims, there can 
be no dispute that prosecution has, as a practical matter, been reopened and is actively underway 
in all 80 applications. Moreover, given the altered state of Mr. Hyatt's applications since 
issuance of the Requirements, the appeal briefs Mr. Hy&tt previously filed in these applications 
would undoubtedly raise arguments that are now moot. See, e.g., DEX A tj! 14 (describing Mr. 
Hyatt's amendment of claims in response to the Requirement in one of the eigb.t applications that 
did not contain language expressly reopening prosecution); see also 37 C.F.R. § 41.33 (claim 
amendments generally not allowed after filing appeal brief unless prosecution is reopened). 
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and the other 305 applications subject to the Requirement, but also as to other applications that 

were not subject to Requirements. See, e.g., DEX C (excerpt of 1218-page office action on the 

merits from USPTO in application no. 05/849,812, dated April 25, 2013); DEX D (excerpt of 

579-page office action on the merits from USPTO in application no. 07/493,061, dated May 24, 

2013); DEX E (excerpt of 514-page examiner's answer on the merits from USPTO in 

application no. 05/302,771, dated April 7, 2014). 

Mr. Hyatt has responded to the Requirements in each of the 80 applications -

7 DEX A ~ 15. In . of those applications, he amended his 

claims in responding to the Requirement. Id. :rrm of the 80 applications, the examiner has 

taken the claims selected by Mr. Hyatt in response to the Requirement and issued a non-final 

office action. Id ~ 16; see, e.g., DEX F (sample Office Action in application no. -

which Mr. Hyatt refers to as "Docket No- In llllof those • applications, Mr. Hyatt 

responded to the non-final office actio 

DEX A ~ 17; see, e.g., DEX 

As a result, the examiner will now need to consider Mr. Hyatt's proposed amendments to 

the claims and issue a responsive paper accordingly. DEX A~ 17; 37 C.F.R. §§ 1.111, 1.113. In 

the other 21 applications out of the 24 subject to non-final office actions, Mr. Hyatt's response is 

due in the next zero to six months. DEX A~ 19. It remains to be seen whether Mr. Hyatt will 

amend those applications 

7 He has also filed petitions with the agency challenging the Requirements themselves. See DEX 
A ~21. 
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In the remaining. 

applications, the USPTO is still assessing Mr. Hyatt's response to the Requirements and 

preparing its next action. DEX A~ 20. 

Thus, prosecution is active and ongoing in each of the 80 applications about which Mr. 

Hyatt complains. The next steps in that prosecution will depend in large part on Mr. Hyatt' s own 

actions. 

4. Mr. Hyatt's Requested Relief 

Despite the ongoing, iterative nature of the prosecution process, Mr. Hyatt filed this 

lawsuit on February 27, 2014, alleging that the USPTO has unreasonably delayed taking action 

on the 80 pending applications that he previously appealed to the Boatd. Citing the Declaratory 

Judgment Act, 28 U.S.C. § 2201, the Complaint seeks "a declaration from the Court that the 

PTO's action has been unreasonably delayed under 5 U.S.C. § 706(1)." Compl. ~ 67; see also id., 

Prayer for Relief,~ A. Mr. Hyatt also brings a claim for injunctive relief directly under 5 U.S.C. 

§ 706(1), and prays for an Order " [d]irecting Defendants to issue a final decision from the 

Appeal Board in each of the 80 patent applications referenced in Exhibit 1 on a schedule of one 

per month starting within three months." Id., Prayer for Relief,~ B. He further asks that the 

Court "order the PTO not to reopen prosecution on the appeals or otherwise delay final 

resolution on the merits of the appeals as presented to the Appeal Board in each of these 80 

appealed applications." Id. Additionally, he requests an order "[d]irecting the parties to confer 

on the status monthly and to appear before this Court for a status check monthly[.]" Id., Prayer 

for Relief, ~ C. 

For the reasons set forth below, the Court lacks jurisdiction over Mr. Hyatt's claims for 

injunctive and declaratory relief. 
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LEGAL STANDARDS 

A motion to dismiss pursuant to Federal Rule of Civil Procedure 12(b )( 1) challenges a 

court's jurisdiction over the subject matter of the suit. See Fed. R. Civ. P. 12(b)(l). One way to 

attack subject matter jurisdiction through a Rule 12(b)(l) motion is by asserting that a complaint 

simply fails to allege facts upon which subject-matter jurisdiction can be based. See Adams v. 

Bain, 697 F. 2d 1213, 1219 (4th Cir. 1982). Alternatively, a Rule 12(b)(l) motion may attack 

subject matter jurisdiction by asserting that, as a factual matter, the plaintiff cannot meet his 

burden of establishing a jurisdictional basis for tlie suit. See id. at 1215. Under this approach, in 

order to determine whether jurisdietion exists, a trial court may consider evidence extrinsic to the 

complaint. Id. (citing Mims v. Kemp, 516 F.2d 21 (4th Cir. 1975)). The USPTO raises this 

second type of challenge and thus relies on the attached exhibits in support of its jurisdictional 

arguments. Because Mr. Hyatt is the party invoking the Court's jurisdiction, he bears the burden 

of establishing the existence of subject matter jurisdiction. See Kokkonen v. Guardian Life Ins. 

Co. of America, 511 U.S. 375, 377 (1994). 

ARGUMENT 

I. THE COURT LACKS JURISDICTION UNDER 5 U.S.C. § 706(1) BECAUSE 
PROSECUTION IS ACTIVELY UNDERWAY, AND THE BOARD IS NOT 
LEGALLY REQUIRED TO RENDER A DECISION ON THE MERITS OF MR. 
HYATT'S APPLICATIONS AT THIS TIME. 

Section 706(1) provides that a reviewing court shall "compel agency action unlawfull_y 

withheld or unreasonably delayed." 5 U.S.C. § 706(1). As the Supreme Court cautioned in 

Norton v. Southern Utah Wilderness Alliance, 542 U.S. 55 (2004) (hereinafter "SUWA"), 

however, "[f]ailures to act are sometimes remediable under the APA, but not always." Id. at 61. 

Most importantly, "the only agency action that can be compelled under the APA is action legally 

required." Id. at 62 (emphasis original). Where a court is asked to compel action that is not 
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legally required, it must dismiss the claim for lack of jurisdiction. See Village of Bald Head 

Island v. U.S. Army Corps of Engineers, 714 F.3d 186 (4th Cir. 2103) (affirming dismissal on 

basis of lack of jurisdiction where plaintiff agency was not legally required to take action that 

plaintiff alleged was unreasonably delayed or unlawfully withheld under 5 U.S.C. § 706(1)); 

Hamandi v. Chertoff, 550 F. Supp. 2d 46, 49-50 (D.D.C. 2008) (describing jurisdictional 

limitations on courts adjudicating claims under 5 U.S.C. § 706(1)). 

Such is the case here, where Plaintiff seeks to compel issuance of decisions by the Board 

that are not legally required in view of the active state of prosecution. Moreover, to the extent 

that Plaintiff is attempting to use this lawsuit to avoid the Requirements the USPTO issued in his 

80 pending applications, any such challenge to agency action is improper in a suit alleging a 

purported failure to act under 5 U.S.C. § 706(1). 

A. The Action Plaintiff Seeks to Compel Is Not Legally Required 

The action Mr. Hyatt seeks to compel - a final Board deci&.ion - must be "legally 

required" for Mr .. Hyatt's suit to be justiciable because, at the time the APA was enacted, 

§ 706(1) was intended to carry forward the traditional writ of mandamus. See SUWA, 542 U.S. 

at 63. The traditional remedy of mandamus was limited to enforcing "a specific, unequivocal 

command ... about which [an official] had no discretion whatsoever." SUWA, 542 U.S. at 63 

(internal quotation rriarks and citations omitted). The Court in SUWA thus endorsed the view 

that "§ 706(1) empowers a court only to compel an agency 'to perform a ministerial or non

discretionary act' or 'to take action upon a matter, without directing how it shall act.'" Id at 64 

(quoting Attorney General's Manual on the Administrative Procedure Act 108 (1947) (emphasis 

added by Supreme Court)). By way of example, the Court posited a situation where an agency is 

compelled by law to act within a certain time period, but the manner of acting is left to the 
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agency's discretion. See id. at 65. In such a situation, "a court can compel the agency to act, but 

has no power to specify what the action must be." Id. 

The limitations on judicial review under § 706(1) serve an important purpose: They 

prevent courts from becoming entangled in affairs that lie within an agency's lawful discretion. 

As the Court explained in SUWA: , 

The principal purpose of the AP A limitations we have discussed - and of the 
traditional limitations upon mandamus from which they were derived - is to . 
protect agencies from undue judicial interference with their lawful discretion, and 
to avoid judicial entanglement in abstract policy disagreements which courts lack 
both expertise and information to resolve. If courts were empowered to enter 
general orders compelling compliance with broad statutory mandates, they would 
necessarily be empowered, as well, to determine whether compliance was 
achieved - which would mean that it would ultimately become the task of the 
supervising court, rather than the agency, to work out compliance with the broad 
statutory mandate, injecting the judge into day-to-day agency management. . .. 
The prospect of pervasive oversight by federal courts over the manner and pace of 
agency compliance with such congressional directives is not contemplated by the 
APA. 

Id. at 66-67. 

Mr. Hyatt's claims for declaratory and injunctive relief under 5 U.S.C. § 706(1) run afoul 

of these principles because they would require the Court to entangle itself in the adjudication of 

80 patent applications that are in active prosecution, when a final Board decision is not required 

or even permissible at this stage of patent prosecution. Mr. Hyatt's applications are in the midst 

of an iterative examination process that depends on future actions to be taken by both the 

USPTO and Mr. Hyatt. 

All 80 of the patent applications at issue are subject to Requirements, which the USPTO 

issued in September or October 2013, in an effort to place Mr. Hyatt's applications in a condition 

that would allow the USPTO to examine them, and hopefully identify patentable subject matter, 

in an efficient and effective manner. See DEX A ~ 8; DEX B at 31 . Mr. Hyatt responded to the 
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Requirements with respect to all 80 applications at issue in this suit by choosing claims for 

continued prosecution and, in some cases, amending his claims. See DEX A, 15. In . fthese 

applications, the USPTO is still assessing Mr. Hyatt's response to the Requirements and working 

on its next action. Id. , 20. 

In the remaining . applications, the examiner has taken the claims selected by Mr .. Hyatt 

in response to the Requirement and issued a non-final office action. Id. , 16; see, e.g., DEX F. 

In .. of thos. applications, Mr. Hya 

. DEX A , 17. As a result, the examiner will now need to 

- Id. 

The landscape of the applications subject to Mr. Hyatt's Complaint has changed 

markedly even since he filed his Complaint and the USPTO filed its original motion to dismiss in 

Nevada. Application No. - which Mr. Hyatt refers to as "Docket No. - is 

illustrative of 

Mr. Hyatt responded to the Requirements in that application b~ 

Id. , 18. 

Id. & DEX F. 

DEX A , 18 & DEX G. One of the 14 examiners working full-time on Mr. Hyatt's claims, see 
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DEX A~ 3, will now need to 

In the other I applications out of th. subject to non-final office actions, Mr. Hyatt's 

response is due in the next zero to six months. Id ~ 19. It remains to be seen how Mr. Hyatt will 

respond to those office actions - including whether he will 

- and what action that response will necessitate 

from the USPTO. But, specifics aside, it cannot be denied that further prosecution will occur 

before the Board would assume jurisdiction over any appeal. 

Despite the iterative process that continues between Mr. Hyatt and the examiners with 

respect to the examination of all 80 of the applications at issue, Mr. Hyatt asks this Cow1 to issue 

a declaratory judgment finding that USPTO has unreasonably delayed under § 706(1) and to 

"direct[] Defendants to issue a final decision from the. Appeal Board in each of the 80 patent 

applications ... on a schedule of one per month starting within three months." Compl., Prayer 

for Relief, ~~ A, B. But given that examination is actively ongoing in all 80 of his applications, 

the Board does not even have jurisdiction to take the action that Mr. Hyatt asks this Court to 

compel. Unless or until Mr. Hyatt's patent applications are again in a position to be appealed to 

the Board, he appeals those rejections to the Board, the examiner files his "examiner's answer," 

and Mr. Hyatt files a reply brief (or the time for him to do so lapses), the Board cannot act. See 

37 C.F.R. §§ 41.35(a), 41.37(a), 41.39(a), 41.41(a). Thus, far from asking this Court to 

"perform a ministerial or non-discretionary act" that is "legally required" at this time, SUWA, 

542 U.S. at 64, Mr. Hyatt asks the Court to order the Board to take an action that is entirely 

inappropriate given the present state of examination. 
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If granted, Mr. Hyatt's requested relief would put this Court in exactly the position that 

the Supreme Court cautioned against in SUWA: "[i]t would ultimately become the task of the 

supervising court, rather than the agency, to work out compliance with the broad statutory 

mandate [to grant and issue patents], injecting the judge into day-to-day agency management. .. 

. " Id at 66-67; see Compl., Prayer for Relief,, C (requesting an Order "[d]irecting the parties to 

confer on the status monthly and to appear before this Court for a status check monthly"). 

Moreover, while Mr. Hyatt asks the.Court to "[d]irect Defendants to issue a final decision from 

the Appeal Board in each of the 80 patent applications . . . on a schedule of one per month 

starting within three months," Compl., Prayer for Relief, , B, "[t]he prospect of pervasive 

oversight by federal courts over the manner and pace of agency compliance with such 

congressional directives is not contemplated by the AP A," SUWA, 542 U.S. at 66. This is 

particularly so where, unlike the example the Supreme Court gave in SUWA, there is no 

indication that Congress intended the USPTO to complete ·adjudication of patent applications 

"within a certain time period." SUWA, 542 U.S. at 67; cf Safadi v. Howard, 466 F. Supp. 2d 

696, 699 (E.D. Va. 2006) (Ellis, J.) (finding that this Court lacked jurisdiction to compel United 

States Citizenship and Immigration Services ("USCIS") to adjudicate adjustment of status 

application more quickly, where "[n]owhere in the statute is there any reference to time limits for 

the processing of adjustment of status applications or the need for expedition in doing so"). 

Moreover, Congress expressly conferred on the agency the authority and discretion "to 

establish regulations governing the conduct of proceedings in the Office," 35 U.S.C. 

§ 2(b )(2)(A), and the USPTO is actively carrying out those proceedings at this time. Given this 

ongoing activity, where the USPTo· has 14 primary examiners dedicated to processing Mr. 

Hyatt's application, an order compelling agency action is plainly unwarranted. See In re Am. 
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Fed of Gov't Employees, AFL-CIO, 790 F.2d 116 (D.C. Cir. 1986) (declining to issue a court 

order compeliing agency action unreasonably delayed where, although past delays were 

"intolerable," agency was diligently making progress in reducing a backlog of administrative 

appeals); cf Safadi, 466 F. Supp. 2d at 701 ("[W]hile the application processing time that has 

elapsed in this case has been substantial, the evidence that USCIS is actively processing 

plaintiffs application makes clear that this is not a case where USCIS has refused to adjudicate 

or process an application. Instead, it is a case in which USCIS is and has been processing 

plaintiffs adjustment of status application, but has done so at a pace plaintiff finds 

unsatisfactory."). 

The role Mr. Hyatt is asking this Court to assume is especially ill-advised under the 

circumstances of this case, where Mr. Hyatt's 399 pending applications are unprecedented in 

their "size, volume, and interconnectedness." Hyatt, 2014 WL 2446176, at *l. Mr. Hyatt's 

applications raise complicated technical and legal issues. If Mr. Hyatt is to receive a patent -

either because an examiner issues a notice of allowance or because the Board ultimately 

determines that the examiner's rejections lack merit - it should be because the Office had the 

time to thoroughly consider the merits of his arguments for why he is entitled to a patent, not 

because a clock is ticking. Conversely, any Board decision needs to be as comprehensive as 

possible to withstand the inevitable judicial scrutiny that will follow should it affirm some or all 

of the rejections. See United Steelworkers of Am. v. Rubber Manufacturers Ass 'n, 783 F.2d 

1117, 1120 (D.C. Cir. 1986) (imposition of compressed time frame on the agency to take future 

action would ill-serve public interest where agency action must be "careful[] and thorough[] if 

the agency's action is to pass judicial scrutiny"). 
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When the USPTO issues a patent, it is imparting substantial rights to the patent owner, 

which can be enforced broadly against the public. See, e.g., Callaway Golf Co. v. Kappos, 802 

F. Supp. 2d 678, 686 (E.D. Va. 2011) (Brinkema, J.) ("Patents are government-granted 

monopolies that provide the patent holders with tremendous power to suppress competition. 

Accordingly, there is a strong public interest in ensuring that patents are valid.") (internal citation 

omitted). The public interest thus strongly disfavors imposing arbitrary deadlines that may 

prevent USPTO from sufficiently examining patent claims, especially where Congress has 

imposed no such deadlines. 

B. Mr. Hyatt Cannot Use a Suit Alleging a Failure to Act to Challenge Action It 
Has Received But Does Not Like 

Furthermore, to the extent that Mr. Hyatt's real dissatisfaction lies with the fact that the 

80 applications at issue were made subject to Requirements after he had filed an appeal with the 

Board, any such complaint is not properly before the Court in this action under 5 U.S.C. § 

706(1). Mr. Hyatt's prayer that the Court "order the PTO not to reopen prosecution on the 

appeals or otherwise delay final resolution on the merits of the appeals as presented to the 

I 

Appeal Board in each of these 80 appealed applications" strongly suggests· that he is attempting 

to use this suit to influence the manner in which the USPTO conducts proceedings - a plainly 

inappropriate use of§ 706(1).8 Compl., Prayer for Relief, if B. It is well-established that Mr. 

8 The position Mr. Hyatt took on the transfer of this case also raises questions about the goal of 
this suit. When the USPTO moved to dismiss Mr. Hyatt's suit in the District of Nevada, it 
explained that, in addition to the reasons presented in this memorandum, any jurisdiction would 
lie exclusively in this Court or in the Federal Circuit in the first instance. Mr. Hyatt responded 
that, if the Nevada court found that exclusive jurisdiction lay outside Nevada, it should transfer 
the case to this Court. The USPTO argued that transfer to the Federal Circuit would be more 
appropriate because, as Mr. Hyatt "has brought this suit seeking to hasten the agency action, a 
transfer to the Federal Circuit presents the avenue of least delay." Order, Dkt. 29 at 4. Although 
the Nevada court found the USPTO's position more persuasive, it pointed out that, as plaintiff, 
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Hyatt cannot seek review of the USPTO' s decision to issue the Requirements under the guise of 

an alleged failure to act. See Sierra Club v. Peterson, 228 F.3d 559, 568 (5th Cir. 2000) (en 

bane) (rejecting plaintiffs' claim under 5 U.S.C. § 706(1) where the agency "has been acting, but 

the [plaintiffs] simply do not believe its actions have complied" with the relevant statute); 

Ecology Center, Inc. v. US. Forest Serv., 192 F.3d 922, 926 (9th Cir. 1999) ("This court has 

refused to allow plaintiffs to evade the finality requirement with complaints about the sufficiency 

of an agency action 'dressed up as an agency's failure to act."'). 

If Mr. Hyatt ultimately wishes to challenge the Requirements, he must first finish 

exhausting administrative remedies, as he has already begun to do by filing petitions that 

challenge the propriety of the Requirements themselves and then seeking reconsideration of any 

denials. See DEX Ai! 21; see 5 U.S.C. § 704 (provision of the APA requiring "final agency 

action" before any judicial review may be obtained). This AP A suit to "compel agency action" 

under 5 U.S.C. § 706(1) is not the proper mechanism to reach those questions.9 

Yet to compel immediate Board decisions in the 80 subject applications would effectively 

nullify the Requirements, as Mr. Hyatt is presumably asking for the Board to take action on 

appeal briefs that he filed before the Requirements, which bear little resemblance to the current 

state of Mr. Hyatt's applications. See, e.g., DEX A i!il 15 & 18 (describing amendments filed in 

response to the Requirements themselves, and in response to subsequent non-final office actions) 

& DEX G. Mr. Hyatt should not be permitted to hijack the administrative process by compelling 

Mr. Hyatt could have filed in any appropriate forum "even if that might result in greater delay in 
obtaining the relief Hyatt ostensibly seeks." Id (emphasis added). 

9 Mr. Hyatt's Complaint does not ask for judicial review under any provision of the APA other 
than 5 U.S.C. § 706(1), and thus cannot be read to challenge the propriety of the Requirements or 
any subsequent action of the USPTO. 
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an agency action that is not presently required. The Court should dismiss his§ 706(1) claims for 

lack of subject matter jurisdiction. 

II. MR. HYATT'S REQUEST FOR INJUNCTIVE AND DECLARATORY RELIEF 
UNDER 5 U.S.C. § 706(1) IS NOT RIPE FOR JUDICIAL REVIEW. 

This Court also lacks jurisdiction over Mr. Hyatt's claims for injunctive and declaratory 

relief under 5 U.S.C. § 706(1) because they are unripe for judicial review. A lack of ripeness 

deprives a court of subject matter jurisdiction. See Sansotta v. Town of Nags Head, 724 F. 3d 

533, 548 (4th Cir. 2013) ("Ripeness is a question of subject matter jurisdiction.") (internal 

quotation marks omitted). 10 If the Court determines that it lacks subject matter jurisdiction, it 

must dismiss the action. Arbaugh v. Y&H Corp., 546 U.S. 500, 514 (2006). 

"The injunctive and declaratory judgment remedies are discretionary, and courts 

traditionally have been reluctant to apply them to administrative determinations unless these 

arise in the context of a controversy 'ripe' for judicial resolu~ion." Abbott Labs. v. Gardner, 387 

U.S. 136, 148 (1967). The rationale of the ripeness doctrine is similar to the rationale for the 

limitations on judicial review under § 706(1 ): The doctrine exists "to prevent the courts, through 

avoidance of premature adjudication, from entangling themselves in abstract disagreements over 

administrative policies, and also to protect the agencies from judicial interference until an 

administrative decision had been formalized and its effects felt in a concrete way by the 

challenging parties." Id at 148-49. 

10 Although any appeal of this action would be to the United States Court of Appeals for the 
Federal Circuit, see Order, Dkt. No. 29 at 2-4, when reviewing a district court's conclusion that 
the causes of action in a case are not ripe for adjudication, and therefore are beyond the Article 
III jurisdiction of the federal courts, the Federal Circuit applies the law of the regional circuit in 
which the district court sits. See Cedars-Sinai Medical Center v. Watkins, 11 F.3d 1573, 1580 
(Fed. Cir. 1993). 
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The Supreme Court has set forth a two-part test to assess whether a claim is ripe for 

review: A court must first evaluate the fitness of the issues for judicial decision, and, second, the 

hardship to the parties of withholding court consideration. Id. at 149. Furthermore, "[a] claim is 

not ripe for adjudication if it rests upon contingent future events that may not occur as 

anticipated; or indeed may not occur at all." Texas v. United States, 523 U.S. 296, 300 (1998) 

(internal quotation marks omitted). 

With regard to the first prong of the Abbott Laboratories analysis, Mr. Hyatt's claims are 

not fit for judicial resolution for many of the same reasons that the Court lacks jurisdiction under 

5 U.S.C. § 706(1). See supra Pt. I.A. As discussed above, Mr. Hyatt is seeking to compel a 

Board decision that is not even within the Board's jurisdiction to take at this time. See 37 C.F.R. 

§ 41.35(a). With prosecution actively underway at the examiner level, Mr. Hyatt is still 

substantially amending his claims in response to USPTO actions, and the USPTO is responding. 

Consequently, the Court could not simply review a closed administrative record and determine 

that the Board has taken too long to act on a matter that is ripe for its decision. To the contrary, 

any administrative record is growing and changing each time the USPTO or Mr. Hyatt takes 

another action on his applications. 

With regard to the second prong of the Abbott Laboratories test, any hardship from the 

Court finding that his § 706(1) claims were unripe for judicial review would be minimal. 

Ultimately, Mr. Hyatt's interest in his pending applications lies in his ability to capitalize on his 

full patent term for any applications that issue as patents. Because Mr. Hyatt filed his 

applications before June 8, 1995, he would be entitled to a patent term of 17 years from whatever 

date any patent ultimately issued. See 35 U.S.C. § 154 (1988). Thus, the later any patent issues, 

the later his patent term extends. 
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Under the Abbott Laboratories test, "if the interests of the court and agency in postponing 

review outweigh the interests of those seeking relief, settled principles of ripeness squarely call 

for adjudication to be postponed." Action on Smoking & Health v. Dep 't of Labor, 28 F.3d 162, 

164 (D.C. Cir. 1994) (internal quotation marks omitted). Here, the balance of interests in this 

case clearly favors allowing the USPTO to continue its active processing of Mr. Hyatt's 

applications without judicial intervention. 

Finally, when the USPTO can take future actions and what types of actions it will take 

depends on the choices Mr. Hyatt makes in prosecuting his applications. Accordingly, the path 

forward "rests upon contingent future events that may not occur as anticipated, or indeed may 

not occur at all." Texas, 523 U.S. at 300. For this reason, too, the Court should dismiss this 

action as unripe for judicial review. 

III. MR. HYATT'S CLAIM UNDER THE DECLARATORY JUDGMENT ACT 
SHOULD LIKEWISE BE DISMISSED FOR LACK OF JURISDICTION. 

For the reasons discussed above, this Court lacks jurisdiction over this action in its 

entirety, as both counts of the Complaint turn on asking the Court to find that the USPTO has 

unreasonably delayed taking action on the 80 patent applications under 5 U.S.C. § 706(1). See 

Compl. ~il 66, 72. That Mr. Hyatt has framed his claim for declaratory relief as one arising 

under the Declaratory Judgment Act, 28 U.S.C. § 2201, does not save his cause, as that statute is 

not itself a jurisdictional grant. See Skelly Oil Co. v. Phillips Petroleum Co., 339 U.S. 667, 671-

72 (1950). Rather, it is a procedural vehicle that provides a remedy only if the court has 

jurisdiction from some other source. Aetna Life Ins. Co. of Hartford, Conn. v. Haworth, 300 

U.S. 227, 240 (1937); see also StoneEagle Servs., Inc. v. Gillman, 746 F.3d 1059, 1062 (Fed. 

Cir. 2014); Mut. Life Ins. Co. of New Yorkv. Moyle, 116 F.2d 434, 437 (4th Cir. 1940). 
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Thus, for courts to issue a declaratory judgment under 28 U.S.C. § 2201, a case must "(i) 

meet the constitutional 'case or controversy' requirement and also (ii) present a valid basis for 

subject matter jurisdiction, i.e. diversity or federal question jurisdiction." Dunn Computer Corp. 

v. Loudcloud, Inc., 133 F. Supp~ 2d 823, 826 (E.D. Va. 2001) (Ellis, J.). As explained above, this 

case satisfies neither requirement: It fails to meet the "case or controversy" requirement because 

the claims are unripe for judicial review, see supra Pt. II, and it also fails to present a valid basis 

for subject matter jurisdiction since Mr. Hyatt cannot show that final agency action is legally 

required under 5 U.S.C. § 706(1). Thus, Mr. Hyatt's claim under the Declaratory Judgment Act 

plainly requires dismissal. 

Moreover, even if Mr. Hyatt's request for a declaratory judgment did meet these 

requirements (in fact, it meets neither), the "exercise of [declaratory judgment] jurisdiction rests 

within the sound discretion of the district court." Dunn Computer Corp., 133 F. Supp. 2d at 826 

(alteration original). The Fourth Circuit has articulated certain factors courts should consider 

when deciding whether to exercise such discretion. Ordinarily, "a federal district court 

should . . . entertain a declaratory judgment within its jurisdiction when it finds that the 

declaratory relief sought (i) 'will serve a useful purpose in clarifying and settling the legal 

relations in issues' and (ii) 'will terminate and afford relief from the uncertainty, insecurity, .and 

controversy giving rise to the proceeding."' Nautilus Ins. Co. v. Winchester Homes, Inc., 15 F.3d 

371, 375 (4th Cir. 1994) (quoting Aetna Cas. & Sur. Co. v. Quarles, 92 F.3d 321, 325 (4th Cir. 

1937)). 

Neither factor applies here. A declaratory judgment to the effect that the USPTO 

unreasonably delayed final action on the 80 pending applications would not "terminate and 

afford relief from the uncertainty, insecurity, and [purported] controversy giving rise to the 

25 



proceeding" because patent prosecution would necessarily continue in the 80 pending 

applications absent accompanying injunctive relief. Moreover, far from serving a useful purpose 

in settling the. legal relations at issue, an advisory opinion about USPTO delay could have 

unintended consequences well beyond this litigation. 

For example, if Mr. Hyatt were to obtain a patent and sue a third party for infringement, 

that party may assert that the patent is unenforceable for "prosecution laches," meaning the 

patentee unreasonably delayed in prosecuting his patent. Symbol Techs., Inc. v. Lemelson 

Medical, Edu. & Research Foundation, 422 F.3d 1378, 1384-85 (Fed. Cir. 2005). Any litigation 

over prosecution laches would necessitate an examination of Mr. Hyatt's delays, which he has 

wholly failed to recognize in his Complaint. "In particular, multiple examples of repetitive 

refilings that demonstrate a pattern of unjustifiably delayed prosecution may be held to constitute 

!aches." Symbol Techs., 422 F.3d at 1385. Here, as explained above, Mr. Hyatt has 399 

applications pending that were filed before June 8, 1995. All 399 of these applications are part 

of the same "extended family" since their claims for benefit of priority and their incorporation of 

previous applications by reference are inextricably linked. DEX Bat 3. According to the Federal 

Circuit, "refiling an application solely containing previously-allowed claims for the business 

purpose of delaying their issuance can be considered an abuse of the patent system." Symbol 

Techs., 422 F.3d at 1385. Many of Mr. Hyatt's applications claim priority to applications filed 

as early as 1970, meaning he alleges the subject matter was invented in 1970, but they were not 

actually filed until 1995. 

For instance, in application serial no. 08/419,585 ("the '585 application," which Mr. 

Hyatt refers to as "Docket No. 111111 Mr. Hyatt first filed claims in April 1995, but he alleged 

that they were supported by a written description 
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DEX H at 2. By the time Mr. Hyatt 

- DEX I at 17. Thus, not only did Mr. Hya 

Any advisory opinion declaring that the USPTO "has unreasonably delayed in processing 

Mr. Hyatt's patent applications" runs the risk of being used by Mr. Hyatt to a~empt to insulate 

himself .against a charge of pro~ecution laches involving a hypothetical future patent. Resolving 

this issue should be left to any future patent infringement litigation on any patent that actually 

issues. This Court should not mire itself in the decades-long prosecution history of 80 

voluminous applications, including assessing the relative culpability for delay of both the 

USPTO and Mr. Hyatt in each individual application, to issue a declaratory judgment that could 

have serious coll.ateral consequences for private litigants. 

In sum, this Court lacks jurisdiction over Mr. Hyatt's claim under the Declaratory 

Judgment Act, but even if the Court had jurisdiction, it should decline to exercise its discretion to 

issue a declaratory judgment. 

CONCLUSION 

For the foregoing reasons, this Court lacks subject matter jUrisdiction over this action in 

its entirety and should dismiss the Complaint. 
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