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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

Stephen Thaler, an individual Case No.

Plaintiff,
COMPLAINT FOR DECLARATORY AND
V. INJUNCTIVE RELIEF

Andrei IANCU, in his official capacity as Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and
Trademark Office, and United States Patent and
Trademark Office

Defendants.

Plaintiff Stephen Thaler (“Dr. Thaler”) hereby complains and alleges against Andrei
IANCU (the “Director”), in his official capacity as Under Secretary of Commerce for Intellectual
Property and Director of the United States Patent and Trademark Office, and the United States
Patent and Trademark Office (“USPTO”) (Director and USPTO collectively, “Defendants™) as
follows:

NATURE OF ACTION

1. Plaintiff is in the business of developing and applying advanced artificial
intelligence (AI) systems that are capable of generating patentable output under conditions in

which no natural person traditionally meets inventorship criteria.
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2. One of Plaintiff’s Al systems, named DABUS, generated the subject matter of
two patent applications submitted to the USPTO. These applications named DABUS as the
inventor and Plaintiff as the applicant and prospective owner of any granted patents.

3. Defendants, in a final agency action, denied both patent applications on the basis
that they failed to disclose a natural person who invented the subject matter of the applications.

4. The Rejections create a novel substantive requirement for patentability that is
contrary to existing law and at odds with the policy underlying the patent system.

5. Defendants’ position is anti-intellectual property and anti-business, and it puts
American businesses at an international disadvantage compared to businesses in jurisdictions
that will choose to grant patents on Al-generated inventions.

6. The Rejections are subject to judicial review under the Administrative Procedure

Act (APA). 5 U.S. Code § 704. Plaintiff seeks injunctive and other relief as set forth below.

JURISDICTION AND VENUE

7. This Court has subject matter jurisdiction and is authorized to issue the relief
sought under 5 U.S.C. §§ 701-06, 28 U.S.C. §§ 1331, 1338(a), 1361, and 2201-2202.

8. Venue is proper in this district under 28 U.S.C. § 1391(e).

PARTIES

9. Plaintiff Dr. Stephen Thaler is an individual at all times relevant to this complaint
residing in the State of Missouri.

10. As described more fully below, Plaintiff is the owner of all right, title, and interest
in and to the patent applications as the owner, user, and developer of DABUS.

11.  Defendant Andrei Iancu is named in his official capacity as the Under Secretary

of Commerce for Intellectual Property and Director of the United States Patent and Trademark
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Office. Under 35 U.S.C. § 3(a)(1), the powers and duties of the USPTO are vested in the
Director.

12. Defendant United States Patent and Trademark Office is a federal agency in the
Department of Commerce.

FACTUAL BACKGROUND

History of the Application

13. Plaintiff is in the business of developing advanced Al systems that are capable of
generating patentable output in the absence of a person who otherwise meets inventorship
criteria. Such inventions are referred to here as “Al-generated inventions”.

14. A number of parties have claimed for decades to be in possession of Al-generated
inventions.! In 2019, Siemens reported that the company had multiple Al-generated inventions
for which they had intended to file for patents but did not do so due to legislative uncertainty.>

15. The present case involves two United States patent applications (the
“Applications”) filed by Plaintiff for Al-generated inventions produced by one of Plaintiff’s Al
systems, named DABUS. One of these inventions is a light beacon that flashes in a new and
inventive manner to attract attention (“Neural Flame”), while the other is a beverage container
based on fractal geometry (“Fractal Container”).

16. Plaintiff applied for a patent for the Neural Flame and the Fractal Container,
patent application numbers 16/524,350 and 16/524,532, respectively. Both applications were

filed on July 29, 2019.

! See, e.g., Ryan Abbott, I Think, Therefore I Invent: Creative Computers and the Future of
Patent Law, 57 B.C. L. REV. 1079 (2016) (describing early instances of “computation
invention”).

2 Ryan Abbott, The Reasonable Robot: Artificial Intelligence and the Law (2020) at 10.
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17. Foreign analogs of the Applications were filed in a number of patent offices
internationally. While the Applications were not substantively evaluated in the United States, the
United Kingdom Intellectual Property Office (UKIPO) evaluated the applications on their merits.
Both Applications were found to be patentable to the extent possible prior to their publication.?

18. A “worldwide” international patent application combining the subject matter of
both Applications was filed under the Patent Cooperation Treaty. This application was published
by the World Intellectual Property Organization on April 23, 2020. WO 2020/079499 Al. It
designates Stephen Thaler as the applicant and lists, “DABUS, The invention was autonomously
generated by an artificial intelligence”, as the inventor. /d.

19. In the United States, the Applications required submission of application data
sheets (ADS). These list a single inventor with the given name “[DABUS]” and the family name
“(Invention generated by artificial intelligence)”. The ADSs also identify Plaintiff as the
Applicant.

20. Patent applications typically require either an oath or declaration by an inventor
under 35 U.S.C. § 115(d). However, because the Applications’ inventor was a machine without
legal personality and incapable of executing an inventor’s oath or declaration, a substitute
statement under 37 CFR 1.64 was filed instead identifying Plaintiff as the legal representative of
DABUS and the Applicant.

21. A statement was also filed under 37 CFR 3.73(c) identifying Plaintiff as the

assignee of the entire right, title, and interest in the Applications, and an assignment document

3 Application GB1816909.4 had a combined search and examination report on March 29, 2019,
with a communication of no further objections on July 12, 2019. Application GB1818161.0 had
a combined search and examination report issued on April 30, 2019, with a communication of no
further objections on October 9, 2019. In both cases, the examiner could not complete his
investigations until at least three months after the application had been published, in accordance
with the UKIPO’s standard procedure.
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executed by Plaintiff was filed assigning the right to himself on behalf of DABUS. Plaintiff, is
entitled to own the output of DABUS as the developer, user, and owner of DABUS, among other
things, under the doctrines of accession and first possession.

22. Given the uniqueness of the Applications, and the lack of procedural
accommodation for indicating an application is based on an Al-generated invention, an
additional “Statement of Inventorship” was filed providing clarifying remarks. This statement
explained the invention was conceived by DABUS which, it was proposed, should be named the
inventor of the Applications.

23. Both Applications followed a similar procedural pathway at USPTO.

24. Defendants issued a “Notice to File Missing Parts of Nonprovisional Application”
for each Application on August 8, 2019. Those notices indicated that the ADS did not identify
each inventor by his or her legal name.

25. Plaintiff filed petitions under 37 CFR 1.181 on August 29, 2019, requesting
supervisory review of the August 8, 2019 Notices, and to vacate said notices for being
unwarranted and/or void.

26. A second Notice to File Missing Parts of Nonprovisional Application was issued
for both Applications on December 13, while the petitions of August 29, 2019 were dismissed in
a decision issued on December 17, 2019.

27. A second petition under 37 CFR 1.181 was filed on January 20, 2020, requesting
reconsideration of the decisions issued December 17, 2019, which decision refused to vacate the
August 8, 2019 notices.

28. On April 22, 2020, the USPTO denied the petitions with respect to both

Applications. Unusually, USPTO took the step of publishing one of the decisions on the
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petition—but only the decision with respect to the Neural Flame (the “Decisions”).* The
Decision with respect to the Neural Flame is attached hereto as Exhibit 1.

29. Defendants reasoned that an inventor could only be a natural person based on
various statutory references, such as 35 U.S.C Section 101, which states: “Whoever invents or
discovers any new and useful process, machine, manufacture, or composition of matter... may
obtain a patent therefore, subject to the conditions and requirements of this title”. Various other
sections of Title 35 similarly refer to individuals in the context of referring to inventors.

30. The Decisions also cite to cases holding that inventors cannot be corporations or
sovereigns. E.g., Univ. of Utah v Max-Planck-Gesellschafl zur Forderung der Wissenschaflen e.
V, 734 F.3d 1315 (Fed. Cir. 2013).

31. In addition, the Decisions refer to judicial language that suggest inventors must be
natural persons, e.g., Beech Aircraft Corp v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993)
(“only natural persons can be ‘inventors.’”).

32. Finally, the Decisions note that “[c]onception is the touchstone of invention... a
mental act...” Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 127-8 (Fed.Cir.
1994).

33. Thus, the Decisions claim that because statutory language refers to individuals as
inventors, because corporations and sovereigns cannot be inventors, and because the act of
inventorship requires conception (which Defendants claim machines cannot perform), the
Applications do not comply with 35 U.S.C. Section 115(a).

34, The Decisions constitute final agency action.

4 https://www.uspto.gov/sites/default/files/documents/16524350 22apr2020.pdf
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The Decisions Create a New and Unintended Substantive Requirement for

Patentability
35. The Decisions effectively prohibit patents on all Al-generated inventions.
36. In the case of the Applications, there is no natural person who meets inventorship

criteria and there has been no suggestion by USPTO to the contrary. Therefore, under the
Decision’s holding, there is no way to remedy the Notices to File Missing Parts and no way to
successfully file for patent protection for an Al-generated invention.

37. This means that Al-generated inventions will enter the public domain once
disclosed. This is undesirable both as a matter of innovation policy and because there is no
evidence that Congress intended to prohibit patents on Al-generated inventions.

38. Alternately, future patent applicants may attempt to circumvent the new standard
by inaccurately listing a natural person who does not meet inventorship criteria. While
Defendants have not explicitly encouraged future applicants for Al-generated inventions to
inaccurately name a natural person as an inventor, as a practical matter this may occur because
the USPTO does not contest reported inventorship as a general matter. “The Office presumes
that the named inventor or joint inventors in the application are the actual inventor or joint
inventors to be named on the patent.” Manual of Patent Examining Procedure Section 2109.°

39. Had Plaintiff listed himself as the inventor for the Applications he would have
two issued patents or be well on his way to that outcome. This, like prohibiting all patents on Al-
generated inventions, would be an undesirable outcome because it would involve
misrepresentations and individuals claiming credit for work they did not perform. Though,

fraudulently listing an inventor is grounds for rejection under 35 U.S.C. section 101 and 35

> https://www.uspto.gov/web/offices/pac/mpep/s2109.html#ch2100 d2c183 22374 28b
7
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U.S.C. 115. Also, deliberately misreporting inventorship may result in criminal punishment. 18
U.S.C. 1001.

Allowing Patents on AI-Generated Inventions is Consistent with the Constitution

and the Patent Act

40. Congress is empowered to grant patents on the basis of the Patent and Copyright
Clause of the Constitution. U.S. CONST. art. I, § 8, cl. 8. This clause enables Congress “[t]o
promote the Progress of Science and useful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings and Discoveries.” Id.

41. It also provides an explicit rationale for granting patent and copyright protection,
namely to encourage innovation under an incentive theory. The theory goes that people will be
more inclined to invent things (i.e., promote the progress of science) if they can receive
government-sanctioned monopolies (i.e., patents) to exploit commercial embodiments of their
inventions. Having the exclusive right to sell an invention can be tremendously lucrative.® The
patent system is also designed to incentivize the disclosure of information, and the
commercialization and development of inventions. See Ryan Abbott, I Think, Therefore I Invent:
Creative Computers and the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016).

42. Allowing patents for Al-generated inventions will incentivize the development of
Al capable of producing Al-generated inventions (“inventive machines”), which will ultimately
promote innovation. This will be particularly important as AI becomes more sophisticated and

likely a standard part of future research and development. To the extent that patents also

6 See John Stuart Mill, Principles of Political Economy with Some of their Applications to Social
Philosophy 563 (Prometheus Books 2004) (1872) (noting that under a patent system, “the greater
the usefulness, the greater the reward”).
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incentivize commercialization and disclosure of information, there is no change in this function
as between a human and an Al-generated invention.

43. By contrast, denying patent protection for Al-generated inventions threatens to
undermine the patent system by failing to encourage the production of socially valuable
inventions.

44, Patent law also protects the moral rights of human inventors and acknowledging
an Al as an inventor where appropriate would protect these human rights. At present, individuals
are claiming inventorship of Al-generated inventions under circumstances in which those
persons have not functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative
Computers and the Future of Patent Law, 54 B. C. L. Rev. 1079—-1126 (2016).

45. Failing to appropriately acknowledge inventive activity by Al weakens moral
justifications for patents by allowing individuals to take credit for work they have not done. It is
not unfair to machines who have no interest in being acknowledged, but it is unfair to other
human inventors because it devalues their accomplishments by altering and diminishing the
meaning of inventorship. This could equate the hard work of creative geniuses with those simply
asking a machine to solve a problem or submitting a machine’s output. By contrast,
acknowledging an Al as an inventor would also acknowledge the work of the AI’s creators.
Finally, listing an Al as an inventor serves to inform the public of an invention’s origin.

Al-Generated Inventions Should Be Patentable Under Existing Law

46. There is no statute or case that has found an Al-generated invention cannot be
patented, or that holds an Al cannot be listed as an inventor.

47. Further, there is no evidence that Congress ever intended to prohibit patents on

Al-generated inventions. It is not disputed that both statutory and judicial language refers to
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inventors as individuals, but none of these laws or cases have been in relation to Al-generated
inventions.

48. Rather, any discussion of inventors as natural persons has been based on the
assumption that only a person could invent, or to prevent corporate and sovereign inventorship at
the expense of a human inventor.

49. Because cases that refer to inventors as individuals have never done so in relation
to an Al-generated invention, they should not be misapplied to support a blanket prohibition on
patent rights. See Karl F. Milde, Jr., Can a Computer Be an “Author” or an “Inventor”?, 51 J.
PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute comes to requiring that
a patentee be an actual person is in the use, in Section 101, of the term ‘whoever.” Here too, it is
clear from the absence of any further qualifying statements that the Congress, in considering the
statute in 1952, simply overlooked the possibility that a machine could ever become an
inventor.”)

50. Given the absence of statutory law directed to patents on Al-generated inventions,
such patents should be permitted under a dynamic interpretation of the law. See William N.
Eskridge, Jr. & Philip P. Frickey, Statutory Interpretation as Practical Reasoning, 42 STAN. L.
REV. 321, 324 (1990). Such an approach would be consistent with the Founders’ intent in
enacting the Patent and Copyright Clause, and it would interpret the Patent Act to further that
purpose.

51. Nor would such an interpretation run afoul of the chief objection to dynamic
statutory interpretation, namely that it interferes with reliance and predictability and the ability of
citizens “to be able to read the statute books and know their rights and duties.” /d, at 340. That is

because a dynamic interpretation would not upset an existing policy. Permitting patents on Al-
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generated inventions would clarify the permissibility of future patent applications rather than
retroactively invalidating previously granted patents, and there is naturally less reliance and
predictability in patent law than in many other fields given that it is a highly dynamic subject
area that struggles to adapt to constantly changing technologies.

52. Other areas of patent law have been the subject of dynamic interpretation.’” For
example, in the landmark 1980 case of Diamond v. Chakrabarty, the Supreme Court was
charged with deciding whether genetically modified organisms could be patented. Diamond v.
Chakrabarty, 447 U. S. 303, 317 (1980). The Court held that a categorical rule denying patent
protection for “inventions in areas not contemplated by Congress . . . would frustrate the
purposes of the patent law.” Id at 315. The Court noted that Congress chose expansive language
to protect a broad range of patentable subject matter. /d at 316.

53. It would be particularly unwise to prohibit patents on Al-generated inventions on
the basis of narrow interpretations of texts written when Al-generated inventions were
unforeseeable. If patents on Al-generated inventions are to be prohibited, it should only be on the
basis of clear and unambiguous Congressional intent.

54. Drawing an analogy from the copyright context, just as the terms “Writings” and
“Authors” have been construed flexibly in interpreting the Patent and Copyright Clause, so too

should the term “Inventors” be afforded the flexibility needed to effectuate constitutional

7 The Supreme Court has called the section of the U.S. Code relating to patentable subject matter
a “dynamic provision designed to encompass new and unforeseen inventions.” JE.M. AG
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U. S. 124, 135 (2001). The Court noted in Bilski
v. Kappos that “it was once forcefully argued that until recent times, ‘well-established principles
of patent law probably would have prevented the issuance of a valid patent on almost any
conceivable computer program.’” 561 U.S. 593, 605 (2010) (quoting Diamond v. Diehr, 450 U.S
175, 195 (1981) (Stevens, J., dissenting)). The Court, however, went on to state that “this fact
does not mean that unforeseen innovations such as computer programs are always unpatentable.”
Id. (citing Diehr, 450 U.S at 192-93 (Stevens, J., dissenting)).
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purposes.® Indeed, under the work-for-hire doctrine, a corporation can be considered a legal
author for copyright purposes. 17 U.S.C. § 101. See, also,
https://www.copyright.gov/circs/circ30.pdf.

55. Granting patents on Al-generated inventions may even be required by
international treaties ratified by the United States, some of which require signatories to issue
patents that meet certain substantive criteria. Such treaties do not contain exceptions which
would apply to Al-generated inventions. This includes, among others, The Agreement on Trade-
Related Aspects of Intellectual Property Rights (TRIPS), which in Article 27 states: “Subject to
the provisions of paragraphs 2 and 3, patents shall be available for any inventions, whether
products or processes, in all fields of technology, provided that they are new, involve an
inventive step and are capable of industrial application. ” [Emphasis added]

Conception Does Not Prohibit Artificial Inventors

56. For a person to be an inventor, the person must contribute to an invention’s
“conception.” Conception has been defined as "the complete performance of the mental part of
the inventive act" and it is "the formation in the mind of the inventor of a definite and permanent
idea of the complete and operative invention as it is thereafter to be applied in
practice...." Townsend v. Smith, 36 F.2d 292, 295, 4 USPQ 269, 271 (CCPA 1929)."

57. The case law on conception should not prevent Al inventorship. Whether or not
Al can “conceive” of an invention, “think,” or have something analogous to consciousness

should be irrelevant with regards to the existence of patent rights.

8 In 1973, the Supreme Court in Goldstein v. California noted that the terms “Writings” and
“Authors,” have “not been construed in their narrow literal sense but, rather, with the reach
necessary to reflect the broad scope of constitutional principles.” 412 U.S. 546, 561 (1973).

12
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58. While judicial language about conception is undeniably eloquent, it is not
similarly informative about what is specifically required. It does not establish whether a non-
human could conceive of anything, and even with regards to individuals it is not clear what
“formation in the mind” actually means. Courts associating inventive activity with conception
have not been using terms precisely or meaningfully in the context of Al-generated inventions.

59. If conception is required for an invention, it is unclear under existing law whether
an Al would have to engage in a process that results in inventive output—which it can do—or
whether, and to what extent, it would need to mimic human thought. If the latter, it is unclear
what the purpose of such a requirement would be except to exclude nonhumans (for which a
convoluted test is unnecessary).

60. Dr. Thaler has argued that his AI’s architecture imitates the architecture of the
human brain. See, e.g., Stephen L. Thaler, Synaptic Perturbation and Consciousness, 6 INT’L J.
MACHINE CONSCIOUSNESS 75 (2014). There is a slippery slope in determining what
constitutes “conception” in an Al even leaving aside deficits in our understanding of the structure
and function of the human brain.

61. If DABUS is able to generate patentable output but not to engage in
“conception”—would a computer scientist have to design a completely digitized version of the
human brain? Even if designing a completely digitized version of the human brain was possible,
it might not be the most effective way to structure an inventive machine. On top of that, it would
be difficult or impossible for the USPTO and the courts to distinguish between different
computers’ architectures.

62. The problem of speaking precisely about concepts such as conception with

regards to computers was identified by Alan Turing, one of the founders of computer science,

13

Appx 000013



Case 1:20-cv-00903-LMB-TCB Document 1 Filed 08/06/20 Page 14 of 25 PagelD# 14

who in 1950 considered the question, “Can machines think?” See A.M. Turing, Computing
Machinery and Intelligence, 59 MIND 433, 433-51 (1950). He found the question to be
ambiguous, and the term “think™ to be unscientific in its colloquial usage. /d.

63. Turing decided the better question to address was whether an individual could tell
the difference between responses from a computer and an individual; rather than asking whether
machines “think,” he asked whether machines could perform in the same manner as thinking
entities. /d. Turing’s analysis from more than sixty years ago demonstrates that a test based on
machine “conception” would be ambiguous, challenging to administer, and of uncertain utility.

64. Moreover, the primary reason a conception requirement should not prevent Al
inventorship is that the patent system should be indifferent to the means by which invention
comes about. Congress came to this conclusion in 1952 when it abolished the Flash of Genius
doctrine. See 35 U.S.C. § 103 (2012). That doctrine had been used by the Federal Courts as a test
for patentability for over a decade. It held that in order to be patentable, a new device, “however
useful it may be, must reveal the flash of creative genius, not merely the skill of the calling.”
Cuno Eng’g Corp., 314 U.S. at 91. The doctrine was interpreted to mean that an invention must
come into the mind of an inventor in a “flash of genius” rather than as a “result of long toil and

experimentation.”® As a commentator at the time noted, “the standard of patentable invention

? The Supreme Court later claimed the “Flash of Creative Genius” language was just a rhetorical
embellishment and that requirement concerned the device not the manner of invention. Graham
v. John Deere Co. of Kan. City, 383 U.S. 1, 15 1.7, 16 n.8 (1966). That was not, however, how
the test was interpreted. See P.J. Federico, Origins of Section 103, 5 APLA Q.J. 87,97 n.5
(1977) (noting the test led to a higher standard of invention in the lower courts). When Congress
abolished the test, Congress noted it should be immaterial whether invention was made “from
long toil and experimentation or from a flash of genius.” 35 U.S.C. § 103. Further, the Court
stated in 1966 in Graham that “[t]he second sentence states that patentability as to this
requirement is not to be negatived by the manner in which the invention was made, that is, it is
immaterial whether it resulted from long toil and experimentation or from a flash of genius.”
Graham, 383 U.S. at 16.

14
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represented by [the Flash of Genius doctrine] is apparently based upon the nature of the mental
processes of the patentee-inventor by which he achieved the advancement in the art claimed in
his patent, rather than solely upon the objective nature of the advancement itself.” The “Flash of
Genius” Standard of Patentable Invention, 13 FORDHAM L. REV. 84, 87 (1944).

65. The Flash of Genius test was an unhelpful doctrine because it was vague, difficult
for lower courts to interpret, involved judges making subjective decisions about a patentee’s state
of mind, and made it substantially more difficult to obtain a patent. See DePaul College of Law,
Patent Law—*Flash of Genius” Test for Invention Rejected, 5 DEPAUL L. REV. 144, 146
(1955). The test was part of a general hostility toward patents exhibited by mid-twentieth century
courts, a hostility that caused United States Supreme Court Justice Robert Jackson to note in a
dissent that “the only patent that is valid is one which this Court has not been able to get its
hands on.” Jungersen v. Ostby & Barton Co., 335 U.S. 560, 572 (1949) (Jackson, J., dissenting).

66. Criticism of this state of affairs led President Roosevelt to establish a National
Patent Planning Commission to study the patent system and to make recommendations for its
improvement. '* In 1943, the Commission reported with regard to the Flash of Genius doctrine
that “patentability shall be determined objectively by the nature of the contribution to the
advancement of the art, and not subjectively by the nature of the process by which the invention
may have been accomplished.” The “Flash of Genius” Standard of Patentable Invention, 85
(internal quotation marks omitted). Adopting this recommendation, the Patent Act of 1952

legislatively disavowed the Flash of Genius test. See 35 U.S.C. § 103 (2012).!! In the same

10 See William Jarratt, U.S. National Patent Planning Commission, 153 NATURE 12, 14 (1944).
' Further, in Graham, the Supreme Court noted that “[i]t . . . seems apparent that Congress
intended by the last sentence of § 103 to abolish the test it believed this Court announced in the

controversial phrase ‘flash of creative genius,” used in Cuno Engineering.” Graham, 383 U.S. at
15.
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manner, patentability of Al-generated inventions should be based on the inventiveness of a
computer’s output rather than on a clumsy anthropomorphism because, like Turing, patent law
should be interested in a functionalist solution.

CAUSES OF ACTION

FIRST CAUSE OF ACTION

(APA Violation in Denying Plaintiff’s Petition)

67. Plaintiff re-alleges and incorporates herein by reference every allegation
contained in all of the preceding paragraphs.

68. For the reasons stated above, requiring a natural person to be listed as an inventor
as a condition of patentability is contrary to law.

69. Defendants’ Notice to File Missing Parts of Nonprovisional Application on
August 8, 2019 and Defendants’ denial of Plaintiff’s petition under 37 CFR 1.181 were both
contrary to law.

70. The agency actions here were arbitrary, capricious, an abuse of discretion and not
in accordance with the law; unsupported by substantial evidence, and in excess of Defendants’
statutory authority.

71. The Notice to File Missing Parts of Nonprovisional Applications should be set
aside and the Applications reinstated.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff respectfully requests that the Court:
A. Issue an order compelling Defendants to reinstate the Applications and vacate the

prior decision on the petitions filed under 37 CFR 1.181;

16
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B. A declaration that a patent application for an Al-generated invention should not

be rejected on the basis that no natural person is identified as an inventor;

C. A declaration that a patent application for an Al-generated invention should list an

Al where the Al has met inventorship criteria.

D. Award costs and its reasonable attorneys fees to Plaintiff; and

E. Grant other or further relief as may be appropriate.

Dated: August 6, 2020 BROWN, NERI, SMITH & KHAN LLP

By: /s/ Geoffrey A. Neri
Ryan Abbott, Esq. (pro hac vice
application pending)
Geoffrey A. Neri, Esq. VSB No. 72219
11601 Wilshire Blvd, Ste. 2080
Los Angeles, CA 90025
Phone: (310) 593-9890
Fax: (310) 593-9980
Ryan@bnsklaw.com
Geoff@bnsklaw.com

Attorneys for Plaintiff
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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

STEPHEN THALER,
Plaintiff,

Vs. Civil Action No. 1:20cv903
ANDREI TANCU,
in his official capacity as Under
Secretary of Commerce for
Intellectual Property & Director of
the United States Patent &
Trademark Office, et al.,

Defendants.

N N N N N N N N N N N N N N N

NOTICE OF SUBMISSION OF ADMINISTRATIVE RECORD

PLEASE TAKE NOTICE that on this day, defendants have filed the administrative
record of proceedings before the United States Patent and Trademark Office (“USPTO”), see 5
U.S.C. § 706, with respect to the petition decisions that the USPTO issued with respect to United
States Patent Applications 16/524,350 and 16/524,532, which plaintiff challenges in the above-
captioned action.
I
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Respectfully submitted,

G. ZACHARY TERWILLIGER
UNITED STATES ATTORNEY

By: /s/
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax: (703) 299-3983
Email: dennis.barghaan@usdoj.gov

DATE: November 30, 2020 ATTORNEYS FOR DEFENDANTS

OF COUNSEL: Meredith Schoenfeld
Peter Sawert
Associate Solicitors
United States Patent & Trademark Office
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CERTIFICATE OF SERVICE

I hereby certify that on this date, I electronically filed the foregoing with the Clerk of
Court using the CM/ECF system, which will transmit a Notice of Electronic Filing (“NEF”) to
the following:

Geoffrey Alex Neri
Brown Neri Smith & Khan LLP
11766 Wilshire Boulevard, Suite 1670
Los Angeles, California 90025
geoff@bnsklaw.com

Date: November 30, 2020 /s/
DENNIS C. BARGHAAN, JR.
Deputy Chief, Civil Division
Assistant U.S. Attorney
2100 Jamieson Avenue
Alexandria, Virginia 22314
Telephone: (703) 299-3891
Fax: (703) 299-3983
Email: dennis.barghaan@usdoj.gov

ATTORNEYS FOR DEFENDANTS

Appx 800028



Case 1:20-cv-00903-LMB-TCB Document 15-1 Filed 11/30/20 Page 1 of 6 PagelD# 77

U.S. DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

November 24, 2020

THIS IS TO CERTIFY that the annexed is a true copy from the electronic records (IFW) of the
United States Patent and Trademark Office of the contents of the patent application identified
below:!

APPLICATION NO.: 16/524,350
APPLICANT: Stephen L. Thaler
FILING DATE: July 29, 2019
INVENTION: DEVICES AND METHODS FOR ATTRACTING
ENHANCED ATTENTION
By authority of the

DIRECTOR OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE

&ﬁu\ Q /Qé:f«_m\_z

Certifiing Officer

! This administrative record does not include copies of the prior art references submitted with the
Information Disclosure Statements.
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ADMINISTRATIVE RECORD - U.S. Patent Application No. 16/524,350

TABLE OF CONTENTS

Date Document Page Range
07-29-2019 Transmittal of New Application Al-2
07-29-2019 Fee Worksheet A3-9
07-29-2019 Application Data Sheet Al10—-17
07-29-2019 Assignee Showing of Ownership Al18—-20
07-29-2019 Assignment A2l
07-29-2019 Drawings A22 -25
07-29-2019 Substitute Statement Under 37 C.F.R. § 1.64 in Licu of A26 27
Declaration
07-29-2019 Power of Attorney A28 -29
07-29-2019 Information Disclosure Statement A30-35
07-29-2019 IPO Search Report A36 —37
07-29-2019 Petition for Retroactive License Under 37 C.F.R. § 5.25 A38 —55
07-29-2019 Petition to Make Special Under Accelerated Examination | A56 — 59
Program
07-29-2019 Statement on Inventorship A60 — 65
07-29-2019 Fee Worksheet A66 —70
07-29-2019 Assignment A71-172
07-29-2019 Specification A73 -89
07-29-2019 Claims A90—92
07-29-2019 Abstract A93
07-29-2019 CD Submission Checklist A94 —95
07-29-2019 Placeholder Sheet for Drawings Submitted in Electronic A96
Format
08-08-2019 Notice to File Missing Parts A97 - 98
08-08-2019 Fee Worksheet A99
08-08-2019 Filing Receipt A100— 104
08-29-2019 Petition to Expedite 37 C.F.R. § 1.181 Petition to the A105-106
Director
08-29-2019 Fee Worksheet A107—-110
08-29-2019 Petition to the Director Under 37 C.F.R. § 1.181 Alll—-116
08-29-2019 Fee Worksheet Al117-120
12-13-2019 Notice to File Missing Parts Al121 -122
12-13-2019 Fee Worksheet A123
12-13-2019 Filing Receipt A124-129
12-17-2019 Decision on Petition Under 37 C.F.R. § 1.181 A130-134
01-20-2020 Request for Reconsideration Al135—146
01-20-2020 Petition to Expedite § 1.181 Petition to the Director A147 — 148
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Date Document Page Range
01-20-2020 Fee Worksheet A149 — 152
01-22-2020 Notice Regarding Publication of Decision A153 —155
02-11-2020 Foreign Priority Document A156 -199
02-17-2020 Request for Delayed Publication A200-204
04-22-2020 Decision on Petition Under 37 C.F.R. § 1.181 A205-214
04-24-2020 Notice to File Missing Parts A215-217
04-24-2020 Filing Receipt A218 — 223
05-15-2020 Decision on Petition for Retroactive License A224 - 231
06-16-2020 Notice of Appeal A232 —236
07-13-2020 Renewed Petition for Retroactive License A237 —-250
07-14-2020 Revised Jehan Declaration A251 - 257
07-21-2020 Decision on Renewed Petition for Retroactive License A258 —264
08-02-2020 Second Renewed Petition for Retroactive License A265-279
08-06-2020 Decision on Petitions for Retroactive License A280 - 283
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U.S. DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

November 24, 2020

THIS IS TO CERTIFY that the annexed is a true copy from the electronic records (IFW) of the
United States Patent and Trademark Office of the contents of the patent application identified
below:!

APPLICATION NO: 16/524,532
APPLICANT: Stephen L. Thaler
FILING DATE: July 29, 2019
INVENTION: FOOD CONTAINER
By authority of the

DIRECTOR OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE

(;ZQ&LLM 9 : /@ZJ}L&_M

Certifying Officer

! This administrative record does not include copies of the prior art references submitted with the
Information Disclosure Statements.
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ADMINISTRATIVE RECORD - U.S. Patent Application No. 16/524,532

TABLE OF CONTENTS

Date Document Page Range
07-29-2019 Transmittal of New Application A284 — 285
07-29-2019 IPO Search Report A286 — 291
07-29-2019 Fee Worksheet A292 — 298
07-29-2019 Application Data Sheet A299 —-306
07-29-2019 Assignee Showing of Ownership A307 - 309
07-29-2019 Assignment A310
07-29-2019 Substitute Statement Under 37 C.F.R. § 1.64 in Licu of A311-312
Declaration
07-29-2019 Drawings A313-318
07-29-2019 Power of Attorney A319-320
07-29-2019 Information Disclosure Statement A321-324
07-29-2019 Petition for Retroactive License Under 37 C.F.R. § 5.25 A325-330
07-29-2019 Pre-Examination Search Statement for Accelerated A331 —-344
Examination
07-29-2019 Statement on Inventorship A345 —350
07-29-2019 Petition to Make Special Under Accelerated Examination | A351 —354
Program
07-29-2019 Fee Worksheet A355-359
07-29-2019 Assignment A360 - 361
07-29-2019 Specification A362 —373
07-29-2019 Claims A374 — 375
07-29-2019 Abstract A376
07-29-2019 CD Submission Checklist A377—-378
07-29-2019 Placeholder Sheet for Drawings Submitted in Electronic A379
Format
08-01-2019 Notice to File Missing Parts A380 — 381
08-01-2019 Fee Worksheet A382
08-01-2019 Filing Receipt A383 — 387
08-29-2019 Petition to Expedite 37 C.F.R. § 1.181 Petition to the A388 — 389
Director
08-29-2019 Fee Worksheet A390-393
08-29-2019 Petition to the Director Under 37 C.F.R. § 1.181 A394 —399
12-13-2019 Notice to File Missing Parts A400 — 402
12-13-2019 Fee Worksheet A403
12-13-2019 Filing Receipt A404 — 408
12-17-2019 Decision on Petition Under 37 C.F.R. § 1.181 A409 —413
01-20-2020 Request for Reconsideration A414 - 426
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Date Document Page Range
01-20-2020 Petition to Expedite § 1.181 Petition to the Director A427 — 428
01-20-2020 Fee Worksheet A429 — 432
02-11-2020 Foreign Priority Document A433 — 455
04-22-2020 Decision on Petition Under 37 C.F.R. § 1.181 A456 — 465
04-24-2020 Fee Worksheet A466
04-24-2020 Notice to File Missing Parts A467 — 468
04-24-2020 Filing Receipt A469 — 474
05-15-2020 Decision on Petition for Retroactive License A475 - 482
06-16-2020 Notice of Appeal A483
06-16-2020 Fee Worksheet A484 — 487
07-13-2020 Renewed Petition for Retroactive License A488 — 501
07-14-2020 Revised Jehan Declaration A502 - 508
07-21-2020 Decision on Renewed Petition for Retroactive License A509 -514
08-02-2020 Second Renewed Petition for Retroactive License AS515-528
08-06-2020 Decision on Petitions for Retroactive License AS529 — 531
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PTO/AIA/15 (10-17)

Approved for use through 11/30/2020. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.

( UTILITY Attorney Docket No. 50567-3-01-US

PATENT APPLICATION First Named Inventor | [DABUS] [Al generated invention]
TRA NS M I'ITAL Title DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Priority Mail Express®

\ (Only for new nonprovisional applications under 37 CFR 1.53(b}} Label No. j
APPLICATION ELEMENTS Commissioner for Patents
See MPEP chapter 600 concerning utility patent application contents. ADDRESS TO: P.O. Box 1450
Alexandria, VA 22313-1450
1.[7] Fee Transmittal Form ACCOMPANYING APPLICATION PAPERS
(PTO/SB/17 or equivalent)
2. Applicant asserts small entity status. 10. Assignment Papers
See 37 CFR 1.27 (cover sheet & document(s))

Name of Assignee Stephen L. Thaler

3. D Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

4. Specification [Total Pages 21 ] 11. 37 CFR 3.73(c) Statement Power of Attorney
Both the claims and abstract must start on a new page. (when there is an assignee)
(See MPEP § 608.01(a/ for information on the preferred arrangement) 12 I:l English Translation Document
5.[v] Drawing(s) (35U.S.C.113)  [Total Sheets 4 ] (if applicable)
6. Inventor’s Oath or Declaration [Total Pages 2 ] ] 18 Information Disclosure Statement
(including substitute statements under 37 CFR 1.64 and assignments (PTO/SB/08 or PTO-1449)
serving as an oath or declaration under 37 CFR 1.63(e}} Copies of citations attached
a. Newly executed (original or copy) 1. I:l Preliminary Amendment
b. D A copy from a prior application (37 CFR 1.63(d)) 15, I:l Return Receipt Postcard
7. Application Data Sheet  * See note below. (MPEP § 503) (Should be specifically itemized)
See 37 CFR 1.76 (PTO/AIA/14 or equivalent) 16. |:| Certified Copy of Priority Document(s)
8. CD-ROM or CD-R (if foreign priority is claimed)
in duplicate, large table, or Computer Program (Appendix) 17 I:‘ Nonpublication Request

l:' Landscape Table on CD Under 35 U.S.C. 122(b)(2)(B)(i). Applicant must attach form PTO/SB/35
or equivalent.

9. Nucleotide and/or Amino Acid Sequence Submission
(if applicable, items a. — c. are required) 18. I:l Other:
a. I:I Computer Readable Form (CRF)
b. D Specification Sequence Listing on:
i D CD-ROM or CD-R (2 copies); or

ii.I:l Paper

c. D Statements verifying identity of above copies

*Note: (1) Benefit claims under 37 CFR 1.78 and foreign priority claims under 1.55 must be included in an Application Data Sheet (ADS).
(2) For applications filed under 35 U.S.C. 111, the application must contain an ADS specifying the applicant if the applicant is an
assignee, person to whom the inventor is under an obligation to assign, or person who otherwise shows sufficient proprietary
interest in the matter. See 37 CFR 1.46(b).

19. CORRESPONDENCE ADDRESS

The address associated with Customer Number; 89602 OR I:' Correspondence address below
Name
Address
City State Zip Code
Country Telephone Email
. 3
signature | /Reuven K. Mouallem/ Date 29 July 2019
Name Registration No.
 print/1ype) | REUVEN K. Mouallem (Attorney/Agent) | 03340 )

This collection of information is required by 37 CFR 1.53(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

2. Arrecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Electronic Patent Application Fee Transmittal

Application Number:

Filing Date:

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

[DABUS] [Invention generated by Atrtificial Intelligence]

Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount Suz—;l'g(t;)l in
Basic Filing:
UTILITY FILING FEE (ELECTRONIC FILING) 4011 1 75 75
UTILITY SEARCH FEE 2111 1 330 330
UTILITY EXAMINATION FEE 2311 1 380 380
Pages:
Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

A
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Description Fee Code Quantity Amount SuB—;’g(t;)l in
Post-Allowance-and-Post-Issuance:
Extension-of-Time:
Miscellaneous:
Total in USD ($) 785
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Electronic Acknowledgement Receipt

EFS ID: 36708772

Application Number: 16524350

International Application Number:

Confirmation Number: 1467
Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
First Named Inventor/Applicant Name: [DABUS] [Invention generated by Artificial Intelligence]
Customer Number: 89602
Filer: Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number: 50567-3-01-US
Receipt Date: 29-JUL-2019
Filing Date:
Time Stamp: 11:30:22
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes

Payment Type CARD

Payment was successfully received in RAM $785

RAM confirmation Number E20197SB33074689

Deposit Account

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:

Document s . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)

1256333

1 Application Data Sheet aia0014.pdf no 8

46ff2b561c1890822069dcd725¢93663654
809d7

Warnings:

Information:

116764

Assignee showing of ownership per 37

CFR3.73 aia0096.pdf o ;

818b956446dec7c999be1170831f218a92f)

Warnings:

Information:

831178

3 Miscellaneous Incoming Letter NF_Assignment-s.pdf no 1
c78d8cdbacdefcl 2f5b124d82eb0d2f0b4e:

Warnings:

Information:

131535

Drawings-only black and white line

I 4
drawings NF_Patent_drawings-p.pdf no

afa8ff3f853ca5d81b0a425f4083c250f4c004

Warnings:

Information:

855028

5 Oath or Declaration filed NF_Substitute-s.pdf no 2

b57e9a47bb6e739ff7a8ca2fd54150086f1e|
bcba

Warnings:

Information:

1561578

6 Power of Attorney POA-s.pdf no 2

600183c3845c68a6beB8d987846b2e8233cal
7fag2

Warnings:

Information:
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441298

7 Non Patent Literature 94CurrBiolTovee.pdf no 3

2174024bf4bf2275004d2544b5bb2605d0
761b25

Warnings:

Information:

199192

8 Non Patent Literature Dynamic_Fractal_Flickering.pdf no 7

feb8e40c31c3bc433b7be6fe4954871e289
deaf3

Warnings:

Information:

222004

Other Reference-Patent/App/Search

EPO_Extended_ESR.pdf no 7
documents

31a51191ce5774fc25f1ed22f907521983b
6cd8

Warnings:

Information:

712080

10 Non Patent Literature MedHypo_Thaler.pdf no 10

d3002a3ac6ee19201e3a108e6f68898c586
6034

Warnings:

Information:

1161075

11 Non Patent Literature Synaptic-Perturbation.pdf no 33

7b7680f958374b0c632b405827866a782a5]
331cf

Warnings:

Information:

302156

Other Reference-Patent/App/Search UKIPO_Search_and_Exam_Rep

12 documents ort.pdf

no 6
34d25b9a169262d05c5131712e092f10aa2)

Warnings:

Information:

121213

13 Non Patent Literature BLINKING_FLASHING_AND_TE no 3
MPORAL_RESPONSE-p.pdf

51fc36be143bcc0232ef754cb905e19e6b58

Warnings:

Information:

AppQap041



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 8 of 253 PagelD# 90

413225
14 Non Patent Literature Pattern-Turnover-p.pdf no 6
a96b214ce25c1623411b4d7552217b5920
Warnings:
Information:
3395227
15 Foreign Reference WQ09517854A1.pdf no 83
96ccaclac103f25b8f6b7aaa8b5674352c4c|
Warnings:
Information:
845499
16 Foreign Reference W02010044708A1.pdf no 15
bb147ab3bcdb3d29e182c82ebd908dc386)
aba725
Warnings:
Information:
380865
17 Non Patent Literature Why_Fractals_ArZ?So_Sooth|n no 6
g_pp 7b3aBd65752bf99fb2f00902f19cf3614c18)
079
Warnings:
Information:
236025
18 Information Disclosure Statement (IDS) NF_sb0008b-2.pdf no 2
Form (SB08)
88c9027d22999137950b992aef3547a1047|
Warnings:
Information:
This is not an USPTO supplied IDS fillable form
261568
19 Information D;sc]os%rgoztatement (IDS) NF_sb0008a.pdf no 2
orm ( ) 3493e1c4017cf83cd4dac46732524062885
369ca
Warnings:
Information:
This is not an USPTO supplied IDS fillable form
228581
20 Information Disclosure Statement (IDS) NF_sb0008b.pdf no 5
Form (SB08)
337cfddd 105ec0ba6c297 1eb0cd 100e048D)
Warnings:
Information:
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This is not an USPTO supplied IDS fillable form

77126
271 Other Reference-Patent/App/Search UKIPO_Examination_report_23| no 5
documents _July_2019.pdf
618b5413d8%e550ed890faeb34831140b67]
74ac?
Warnings:
Information:
167148
22 Specification NF_Specification-p.pdf no 21
22e4a6880ff0830617a614f04e8122dadff3
Warnings:
Information:
280553
23 Transmittal of New Application aia0015.pdf no 2
8592e5cef0alb7c¢70558021d 1da%e40eff11
8018
Warnings:
Information:
35391
24 Fee Worksheet (SB06) fee-info.pdf no 2
d00b5ee20518f1be39a406c0fa927768937|
e3af4
Warnings:
Information:
Total Files Size (in bytes)1 14232642

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO/AIA/14 (02-18)
Approved for use through 11/30/2020. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

The application data sheet is part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arranged in a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.

This document may be completed electronically and submitted to the Office in electronic format using the Electronic Filing System (EFS) or the
document may be printed and included in a paper filed application.

Secrecy Order 37 CFR 5.2:

[ Portions or all of the application associated with this Application Data Sheet may fall under a Secrecy Order pursuant to
37 CFR 5.2 (Paper filers only. Applications that fall under Secrecy Order may not be filed electronically.}

Inventor Information:

Remove
Inventor |1

Legal Name

Prefix| Given Name Middle Name Family Name Suffix
‘ [+] fpasus ‘ [invention generated by artificial intell ‘ E
Residence Information (Select One) e US Residency Non US Residency Active US Military Service

City | State/Province Country of Residencd

Mailing Address of Inventor:

Address 1 767 Waterfall Dr.

Address 2

City | ISt. Charles I State/Province | rVIO
Postal Code | jp3303 | Countryi | lus

All Inventors Must Be Listed - Additional Inventor Information blocks may be

generated within this form by selecting the Add button. Add

Correspondence Information:

Enter either Customer Number or complete the Correspondence Information section below.
For further information see 37 CFR 1.33(a).

[ ] An Address is being provided for the correspondence Information of this application.

Customer Number B9602

Email Address ydm@FlashPointlP.com | Add Email | [Remove Email]
Email Address rkm@FlashPointlP.com | Add Email | [Remove Email]
Email Address diryanabbott@gmail.com

Application Information:

Title of the Invention DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Attorney Docket Number| 50567-3-01-US Small Entity Status Claimed [X

Application Type Nonprovisional v
Subject Matter | Itility -
Total Number of Drawing Sheets (if any) 4 Suggested Figure for Publication (if any) | 2

EFS Web 2213
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PTO/AIA/14 (02-18)

Approved for use through 11/30/2020. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76 —
Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Filing By Reference:

Only complete this section when filing an application by reference under 35 US.C. 111(c) and 37 CFR 1.57(a). Do not complete this section if
application papers including a specification and any drawings are being filed. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below {i.e., "Domestic Benefit/National Stage Information” and “Foreign Priority Information”).

For the purposes of a filing date under 37 CFR 1.53(b), the description and any drawings of the present application are replaced by this
reference to the previously filed application, subject to conditions and requirements of 37 CFR 1.57(a). )
Application number of the previously Filing date {YYYY-MM-DD) Intellectual Property Authority or Country N
filed application

Publication Information:
[] Request Early Publication (Fee required at time of Request 37 CFR 1.219)

Request Not to Publish. | hereby request that the attached application not be published under

35 U.S.C. 122(b) and certify that the invention disclosed in the attached application has not and will not be the
subject of an application filed in another country, or under a multilateral international agreement, that requires
publication at eighteen months after filing.

Representative Information:

Representative information should be provided for all practitioners having a power of atiorney in the application. Providing
this information in the Application Data Sheet does not constitute a power of attorney in the application (see 37 CFR 1.32).

Either enter Customer Number or complete the Representative Name section below. If both sections are completed the customer
Number will be used for the Representative Information during processing.

Please Select One: | Customer Number ® US Patent Practitioner ‘ (O Limited Recognition (37 CFR 11.9)
Prefix Given Name Middle Name Family Name Suffix

-
Pr. E| Reuven K. Mouallem v

Registration Number B3345

Prefix Given Name Middle Name Family Name Suffix

Pr. E| Ryan B. I’\bbott

Registration Number B8178

Remove

4

Additional Representative Information blocks may be generated within this form by

selecting the Add button. Add

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.S.C. 119(e), 120, 121, 365(c), or 386(c) or indicate
National Stage entry from a PCT application. Providing benefit claim information in the Application Data Sheet constitutes
the specific reference required by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.

When referring to the current application, please leave the “Application Number” field blank.

EFS Web 2.2.13
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PTO/AIA/14 (02-18)

Approved for use through 11/30/2020. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

L Attorney Docket Number | 50567-3-01-US
Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Prior Application Status | PPending -

Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD)

-

Additional Domestic Benefit/National Stage Data may be generated within this form Add
by selecting the Add button.

Foreign Priority Information:

This section allows for the applicant to claim priority to a foreign application. Providing this information in the application data sheet
constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55. When priority is claimed to a foreign application
that is eligible for retrieval under the priority document exchange program (PDX)I the information will be used by the Office to
automatically attempt retrieval pursuant to 37 CFR 1.55(i)(1) and (2). Under the PDX program, applicant bears the ultimate
responsibility for ensuring that a copy of the foreign application is received by the Office from the participating foreign intellectual
property office, or a certified copy of the foreign priority application is filed, within the time period specified in 37 CFR 1.55(g)1).

Remove

Application Number Countryi Filing Date (YYYY-MM-DD) Access Codei (if applicable)
fi8275174.3 Er po1s-11-07
Remove
Application Number Countryi Filing Date (YYYY-MM-DD) Access Codei (if applicable)
fa18161.0 B po1s-11-07
Additional Foreign Priority Data may be generated within this form by selecting the
Add button. Add

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
[] 16, 2013.

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March

16, 2013, will be examined under the first inventor to file provisions of the AlA.

EFS Web 2.2.13
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PTO/AIA/14 (02-18)

Approved for use through 11/30/2020. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Authorization or Opt-Out of Authorization to Permit Access:

When this Application Data Sheet is properly sighed and filed with the application, applicant has provided written
authority to permit a participating foreign intellectual property (IP) office access to the instant application-as-filed (see
paragraph A in subsection 1 below) and the European Patent Office (EPQO) access to any search results from the instant
application (see paragraph B in subsection 1 below).

Should applicant choose not to provide an authorization identified in subsection 1 helow, applicant must opt-out of the
authorization by checking the corresponding box A or B or both in subsection 2 below.

NOTE: This section of the Application Data Sheet is ONLY reviewed and processed with the INITIAL filing of an
application. After the initial filing of an application, an Application Data Sheet cannot be used to provide or rescind
authorization for access by a foreign IP office(s). Instead, Form PTO/SB/39 or PTO/SB/69 must be used as appropriate.

1. Authoerization to Permit Access by a Foreign Intellectual Property Office(s)

A. Priority Document Exchange (PDX) - Unless box A in subsection 2 (opt-out of authorization) is checked, the
undersigned hereby grants the USPTO authority to provide the European Patent Office (EPQO), the Japan Patent Office
(JPO), the Korean Intellectual Property Office (KIPO), the State Intellectual Property Office of the People’s Republic of
China (SIP0O), the World Intellectual Property Organization (WIPO), and any other foreign intellectual property office
participating with the USPTO in a bilateral or multilateral priority document exchange agreement in which a foreign
application claiming priority to the instant patent application is filed, access to: (1) the instant patent application-as-filed
and its related bibliographic data, (2) any foreign or domestic application to which priority or benefit is claimed by the
instant application and its related biblicgraphic data, and (3) the date of filing of this Authorization. See 37 CFR 1.14(h)

().

B. Search Results from U.S. Application to EPO - Unless box B in subsection 2 (opt-out of authorization) is checked,
the undersigned hereby grants the USPTO authority to provide the EPO access to the bibliographic data and search
results from the instant patent application when a European patent application claiming priority to the instant patent
application is filed. See 37 CFR 1.14(h)(2).

The applicant is reminded that the EPO’s Rule 141(1) EPC (European Patent Convention) requires applicants to submit a
copy of search results from the instant application without delay in a European patent application that claims priority to
the instant application.

2_ Opt-Out of Authorizations to Permit Access by a Foreign Intellectual Property Office(s}

A. Applicant DOES NOT authorize the USPTO to permit a participating foreign IP office access to the instant
[] application-as-filed. If this box is checked, the USPTO will not be providing a participating foreign IP office with
any documents and information identified in subsection 1A above.

B. Applicant DOES NOT authocrize the USPTO to transmit to the EPO any search results from the instant patent
[] application. If this box is checked, the USPTO will not be providing the EPO with search results from the instant
application.
NOTE: Once the application has published or is otherwise publicly available, the USPTO may provide access to the
application in accordance with 37 CFR 1.14.

EFS Web 2.2.13
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Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Applicant Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title 37 of CFR
to have an assignment recorded by the Office.

Applicant }

If the applicant is the inventor (or the remaining jeint inventor or inventors under 37 CFR 1.45), this section should not be completed.
The information to be provided in this section is the name and address of the legal representative who is the applicant under 37 CFR
1.43; or the name and address of the assignee, person to whom the inventor is under an obligation to assign the invention, or person
who otherwise shows sufficient proprietary interest in the matter who is the applicant under 37 CFR 1.46. If the applicant is an
applicant under 37 CFR 1.46 {assignee, person to whom the inventor is obligated to assign, or person who otherwise shows sufficient
proprietary interest) together with one or more joint inventors, then the joint inventor or inventors who are also the applicant should be

identified in this section.

® Assignee Legal Representative under 35 U.S.C. 117 Joint Inventor

Person to whom the inventor is obligated to assign. Person who shows sufficient proprietary interest

If applicant is the legal representative, indicate the authority to file the patent application, the inventor is:

R

Name of the Deceased or Legally Incapacitated Inventor:

If the Applicant is an Organization check here. ]
Prefix Given Name Middle Name Family Name Suffix
El Btephen |L. Thaler -
Mailing Address Information For Applicant:
Address 1 767 Waterfall Dr.
Address 2
City 5t. Charles State/Province MO
Country | s Postal Code 63303
Phone Number Fax Number
Email Address
Additional Applicant Data may be generated within this form by selecting the Add button.

Assignee Information including Non-Applicant Assignee Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title
37 of CFR to have an assignment recorded by the Office.

EFS Web 2.2.13
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Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Assignee (1

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent
application publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application
publication as an applicant. For an assignee-applicant, complete this section only if identification as an assignee is also desired on the
patent application publication.

If the Assignee or Non-Applicant Assignee is an Organization check here. []
Prefix Given Name Middle Name Family Name Suffix

] | i

Mailing Address Information For Assignee including Non-Applicant Assignee:

Address 1

Address 2

City I State/Province
Countryi I Postal Code
Phone Number | Fax Number

Email Address

Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

Signature:

NOTE: This Application Data Sheet must be signed in accordance with 37 CFR 1.33(b). However, if this Application
Data Sheet is submitted with the INITIAL filing of the application and either box A or B is not checked in
subsection 2 of the “Authorization or Opt-Out of Authorization to Permit Access” section, then this form must
also be signed in accordance with 37 CFR 1.14(c).

This Application Data Sheet must be signed by a patent practitioner if one or more of the applicants is a juristic
entity (e.g., corporation or association). If the applicant is two or more joint inventors, this form must be signed by a
patent practitioner, all joint inventors who are the applicant, or one or more joint inventor-applicants who have been given
power of attorney (e.g., see USPTO Form PTO/AIA/81) on behalf of all joint inventor-applicants.

See 37 CFR 1.4(d) for the manner of making signatures and certifications.

Signature [jReuven K. Mouallem/ Date (YYYY-MM-DD)| [2019-07-24
First Name Peuven Last Name | Nouallem Registration Number 3345
Additional Signature may be generated within this form by selecting the Add button.
EFS Web 2.2.13
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Attorney Docket Number | 50567-3-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

This collection of information is required by 37 CFR 1.76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

EFS Web 2.2.13
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to a patent
application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection of this information
is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the U.S.
Patent and Trademark Office may not be able to process and/or examine your submission, which may result in termination of proceedings or abandonment of
the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1 The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.5.C. 552) and the Privacy
Act (5U.5.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether the Freedom of
Information Act requires disclosure of these records.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or administrative
tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3 Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an individual, to whom
the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in order to perform
acontract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.5.C.
552a{m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as a routine use,
to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent CooperationTreaty.

6.  Arecord in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review (35 U.5.C. 181)
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee, during an
inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of
records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8.  Arecord from this systemn of records may be disclosed, as a routine use, to the public after either publication of the application pursuant to 35 U.5.C.
122(b) or issuance of a patent pursuant to 35U.5.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use,
to the public if the record was filed in an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the USPTO becomes
aware of a violation or potential viclation of law or regulation.

EFS Web 2213
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STATEMENT UNDER 37 CFR 3.73(c)
Stephen L. Thaler

Applicant’/Patent Owner:

Application No./Patent No.: Filed/Issue Date:

Titleg: DEVICES AND METHODS FOR ATTRACTING ENHANGCED ATTENTION

Stephen L. Thaler g individual

{Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:| An assignee of less than the entire right, title, and interest (check applicable box):

L] The extent (by percentage) of its ownership interest is %. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. |:| The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. |:| The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a copy
thereof is attached.

B. D A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:

The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
2. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.

MRS
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
4. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

5. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

6. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

|:] Additional documents in the chain of title are listed on a supplemental sheet(s).

|:| As required by 37 CFR 3.73(c)(1)(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Reuven K. Mouallem/ 29 July 2019
Signature Date

Reuven K. Mouallem, Patent agent 63345

Printed or Typed Name Title or Registration Number

[Page 2 of 2]

AppA 0peps3
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

AR
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DARUR, the Cragdivity mackine (et hes woduond the helowesdetailed fovention, as the sole
eenior {zw sovitesd in this '\ssignmmt by itg owner, Stephen Lo Thaler, beecinafier called the

~Assignor™, herehy assigns and transfors fx

Stephen . Thater
1787 Witerfall Dr, 8t Charles, MO 63383
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SOEVICES AND METHODS FOR ATTRACTING ENHANCER ATTENTION™
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Exemplary Embodiment
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Figure 1
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Exemplary Embodiment

20 Generate pulse train having frequency
of 4 Hz and fractal dimension of %2

!

22 Fill buffer with lacunar pulse train e

174

26 [optionally] Randomly
remove pulses from lacunar
pulse train in buffer

24 Transmit lacunar pulse train from buffer | _  _ _. _ . _ I
to controllable light source

Figure 2
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Exemplary Embodiment

net input to neuron
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Figure 3
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Exemplary Embodiment
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IN THE UNMITEDR STATES PATENT AND TRADEMARK {}Fg}(_‘.ﬁ {LISPFTEn
by e Applicant:
Stephen L. Thaler
Serial Wou
Fileds Grogp &rt Unin
Fors  DEVICES AKDMETHODR

FOR ATTRACTING
ENHANCED ATTREN

Astrney Dogketr S8867-301U8
Comfirpation Noa

TION

LT PR PR VR AR L s R A SR RO P R VIR

Eramine

Conunissioner for Patents
RO, Rox 1450
Alexandria, VA 33313-1480

SUBSTITUTE STATEMENT UNREBR 37 CFR 164 IN LIRU OF
DRDECLARATION UNDER 35 USC §113{8)

This Statoment under 37 CFR 1.64 i dirsoted o the abovamentioned application in ey
of a declaration wnder 33 USC §HIE
»  The name of fventor to whons this substitufe satomeont appiss

BABUR (the lnvention was sutonsmously genersted by s aréifieial

fvfelligence}, 177 Waterfell Dir,, 8 Tharlee, M 83383 184,

S Pheliovy the above-named inventor or joint inventor to be the originel hoventor
or @it origingl joimt fvvender of a clabmed invention in the application. The
shove-ddentifind applicstion was made or anthorized tyvbe made by me. Thoreby
acknowdodpe that any williul false statoment made in ilug statoment Iy
punishable under 18 U801 by fine or imprisonment of not more than See
{3} veoars, o both

Bedationahip to the inventor to whom thix substingie statoment applize: Legat

Represeuntative
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Cireumstances permitting sxecuting of this substitite slatementt Inventor is

under legsl incapseity in view of the fact that the sole inventor i 2
Crestivity Machine (Lo, an ariificial lniclligence), with nn logal personality
or capaldiity o exsoute this substitule statemant.

Person axenuting this substitute stafoment is the Applicant and the Assignor of
the abovementioned applivation, ss well as the owner of said Crestivity
Machine, DADBUS: nomely Stephen L. Thaler, 1787 Waterfall Br., S

Charles, MO 53383 USAL

Signed this 239 day of July 2019

Ap %WM
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Brivacy Aot Statement

The Privacy Act of 1874 {P.L. 83-878) raquires Hhal you be given curlain vformation iy connection with yaur
submingion of the aieched form relsted fo & patant spplicetion o patent.  Acvordingly, purswant o the
requirsmor iy of Hhe Adl, plaase by advised that: (1) the ganeral authorlly for the coflection of this informadian is
35 B0, IR () furnishing of the information sudichen v voluntary: and {3) the principal purpose i whish
o reiavnationt is used by e U.S. Sotent anst Trademark (e 18 1o procass andion axaming your submissiun
seiated by @ patert applination o patent. I you du not fumnish the requested information, the U8, Patent and
Trademark Office may not be abis o process andfor meamine your submission, whinh may resull in twrmination
of grocesdings or abandanmernd of the appiication o sxplation of the patant,

The oformation provided by you in this form will be subjest 1o the following routing uews!

1. The ipformation on ks form will b trested confidentially 1 the axterd atiowe! urder the Fraedom of
information &ct {8 U.8.C. 352 anvd the Privacy Act (3 U.8.C 8524}, Raoonds fram s systent of racords
may be diaclosed to tha Dapartrent of Justice 1o defermine whether disulosure of these recurds i
requirad by the Fraadom of information Al

& rocord fony thiv syatenm of resards gy be discfosed, as @ rouline usk, in the course of preseniing

avidenos 1o & courl, magistrate, or adoinintrative tibunal, ncluding derdosures 10 opposing tounaed in

the course of setffament nogrdinticne,

A racord i this systorn «f raoonds mgy be disclosed, an 8 rouling ugs, o 2 Member of Congrass

submiting # renuest vadiing an indiidugl, 1o whom the meond perlaing, when the bdividead bas

requented assistancs from e Member with respact fo the subject matiar of the recard.

4 & racont i s svstere of reoords may be disnionet, 3 & routine usy, o @ contracter of tha Agangy
haveing nesd for s information In order o parforn & contract, Rcipiens of information shall be renuiag
o comply with the requiremnss of the Frivacy Act of 1874, 8¢ smended, pursuard e EURC, 882alimg,

£, A saonrd relaten o an Intemationst Application fled under the Patent Cooperation Treaty in this system
of soneds gy e disoiosed, as 3 soutine uen, ke the intermational Bursau of the World infellectud
FPropuety Orgunization, purauan 1o the Palent Couperation Treaty.

8 A meowd ip this sysiem of recorde may ke disciosad, 98 & rowling use, 1 anothey federst agenay for

purposes of National Senurily review (35 BE.C. 181 and for review pursuant 1o the Atomic Ensegy At

(A2 LLS.CL I

A record from s systey of reomds sy be disclosed, as & routine use, fn ix Administrator, General

Sandioss, or bisiar dasignes, during sn inspection of records conduntad by G848 ae pad of thal agency's

responsibiity to racommend improvemants i records managemant praclines aoif programs, wder

authority of 44 U.S.0. 2008 and 2808, Such disclosure shell be made It aooerdance with the 8S&
regulaligng govaming insprotion of records for this purpose, and any other wedevant (e, GBS or
afarminations abuut indbddusls.

8. A record fram s wystern of reoords may be distloaad, ¢ o siutine use 0 the public aRer alther
publication of the apriivation pursuant 1o 35 U.8.0. 12249 or lssuanos of a paterd purseant o 38UE L.
181, Foriter, @ renard may be disciosad, subjact i the livdlatiins of 37 CFR 1,14, 98 3 outine usa o
e pubis i thea record was Ned inan appiication whick becarn sbandaned of in which the procasdings
ware vninatad and witioh appfication s referanced by either @ pubiished application, an application
Gpen 1o pubiic iInspacian of ant issuad patant,

2. Arvecont Fom thin systern of recmda may be dinclosed, @y 8 mutine uss, to » Federal, Date, or looa! aw
ardorcemant sgenay, § the USPTO becomes awane of 8 visletion or polential viclkstion of law or
reguialion.
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PTO/SB/08b (07-09)
Approved for use through 11/30/2020. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
Complete if Known
Substitute for form 1449/PTO
Application Number

INFORMATION DISCLOSURE | Filing Date
STATEMENT BY APPLICANT ([ FirstNamed Inventor — [inABUS-Al generated Invention]

Art Unit

(Use as many sheets as necessary) -
Examiner Name

Sheet |3 of |3 Attorney Docket Number 50567-3-01-US

NON PATENT LITERATURE DOCUMENTS
Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
Initials® No.' the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T2
number(s), publisher, city and/or country where published.

KERSLAKI R., Examiner; "Examination Report Under Section18(3)";
Intellectual Property Office, United Kingdom; 23 July 2019 (copy attached)

Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.

1 Applicant’s unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.

This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.

AARPES
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PTO/SB/08a (07-09)
Approved for use through 11/30/2020. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
Complete if Known \
Substitute for form 1449/PTO p

Application Number

Filing Date
INFORMATION DISCLOSURE First Named Inventor [DABUS-AI generated Invention]
STATEMENT BY APPLICANT A Unit

(Use as many sheets as necessary)

[ of 3

Examiner Name
Attorney Docket Number

50567-3-01-US

\_Sheet |1

U. S. PATENT DOCUMENTS
Publication Date Name of Patentee or
MM-DD-YYYY Applicant of Cited Document

Cite

Pages, Columns, Lines, Where
No.!

Relevant Passages or Relevant

Examiner Document Number

Initials*

Number-Kind Code? #ow

Figures Appear

US- 471862A

03-29-1892

William B. Anderson (Inventor)

Entire document

12-29-1992

Entire document

US- 5175528
US- 5313187A
US- 2011276112A1

US- 20150379394A1
US-

Grace Technology, Inc.

05-17-1994 Entire document
11-10-2011

12-31-2015

Bell Sports, Inc.
ElectroCore LLC
Stephen L. Thaler

Entire document

Entire document

us-

uUs-

uUs-

uUs-

uUs-

uUs-

uUs-

us-

uUs-

uUs-

uUs-

us-

uUs-

FOREIGN PATENT DOCUMENTS

Examiner Cite | Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Initials* No." Date Applicant of Cited Document Where Relevant Passages
MM-DD-YYYY Or Relevant Figures Appear T
Country Code® Number * “Kind Code® (if known)
WQ9517854A1 07-06-1995 |Nusa Widjala, et al Entire document
WQ02010044708A1 04-22-2010 |Teterina T. Prokhorovna, Entire document
etal
Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609, Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. ' Applicant's unique citation designation number (optional). ?See Kinds Codes of
USPTO Patent Documents at wi sgte.qey or MPEP 901.04. ° Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.

2. Avrecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency’s responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.

8. Avrecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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PTO/SB/08b (07-09)
Approved for use through 11/30/2020. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
Complete if Known
Substitute for form 1449/PTO

Application Number

INFORMATION DISCLOSURE | Filing Date
STATEMENT BY APPLICANT ([ FirstNamed Inventor — [inABUS-Al generated Invention]

Art Unit

(Use as many sheets as necessary)

Examiner Name

Sheet [ of |3 Attorney Docket Number 50567-3-01-US

NON PATENT LITERATURE DOCUMENTS
Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
Initials® No.' the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T2
number(s), publisher, city and/or country where published.

KERSLAKI R., Examiner; "Combined Search and Examination Report Under Sections 17
and 18(3)"; Intellectual Property Office, United Kingdom; 30 April 2019 (copy attached)

WEIJLAND A., Examiner; "Extended European Search Report"; European
Patent Office, Munich, Germany 23 April 2019 (copy attached)

ZUEVA, M.V, "Dynamic Fractal Flickering as a Tool in Research of Non-Linear Dynamics
of the Evoked Activity of a Visual System and the Possible Basis for New Diagnostics and

e |
(continued) Treatment of Neurodegenerative Diseases of the Retina and Brain”, World
Applied Sciences Journal 27 (4): 462-468, 2013, DOI: 10.5829/idosi.wasj.2013.27.04.13657

|
THALER, S. L., "Cycles of insanity and creativity within contemplative neural
systems”, Elsevier, Medical Hypotheses 94 (2016) 138-147, U.S.
THALER, S. L., "Synaptic Perturbation and Consciousness”, International Journal of Machine Consciousness
Vol. 6, No. 2 (2014) 75-105, U.S.

|=|

WILLIAMS F., "Why Fractals Are So Soothing", excerpt of Florence Williams’s book
The Nature Fix: Why Nature Makes Us Happier, Healthier, and More Creative (2017)

THALER, S. L., "Pattern Turnover within Synaptically Perturbed Neural Systems",
Elsevier, Procedia Computer Science Volume 88, 2016, Pages 21-26.

TOVEE, M. J., "How fast is the speed of thought?", New Castle University, UK,
(attached)

"BLINKING, FLASHING, AND TEMPORAL RESPONSE", Nasa, Ames
Research Center, Human Systems Integration Division [on-line] (attached)

Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.

1 Applicant’s unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.

This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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&

Intellectual

Property

Office
Stephen L Thaler Patents Directorate
c/o Williams Powell
11 Staple Inn Concept House
LONDON Cardiff Road, Newport
WC1V 7QH South Wales, NP10 8QQ

Direct Line: 01633 814919

tE-Mail: richard.kerslake@ipo.gov.uk
Switchboard: 0300 300 2000

Fax: 01633 817777

Minicom: 0300 0200 015

Your Reference: RJ/ES/N35111-GB1
Application No: GB1818161.0

Williams Powell
RECEIVED

24 JUL 2018

VIR

23 July 2019
Dear Sir

Patents Act 1977: Examination Report under Section 18(3)

Latest date for reply: 9 November 2020

I enclose a copy of my examination report. Please note that published patent documents
mentioned in my report may be obtained for free on the internet and are usually freely
available from http://worldwide.espacenet.com.

By the above date you should either file amendments to meet the objections in the enclosed
report or make observations on them. If you do not, the application may be refused. I will
consider your response and will reply in a timescale consistent with our current target:
https://www.gov.uk/government/publications/timeliness-target-for-re-examination-of-patent-
applications

Online e-filing

You may file such amendments or observations electronically if you wish, using the online
patent filing services detailed in https://www.gov.uk/government/publications/how-to-file-
documents-with-the-intellectual-property-office.

Yours faithfully
Richard Kerslake

Richard Kerslake
Examiner

tUse of E-mail: Please note that e-mail should be used for correspondence only.
Disclaimer: Please note the documents we send you may be subject to copyright.

Intellectual Property Office is an operating name of the Patent Office www.gov.uk/ipo

NABE"
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&

Intellectual

Property

Office
Your ref : RJ/ES/N35111-GB1 Examiner : Richard Kerslake
Application No: GB1818161.0 Tel : 01633 814919
Applicant : Stephen L Thaler Date of report : 23 July 2019
Latest date for reply: 9 November 2020 Page 1/1

Patents Act 1977
Examination Report under Section 18(3)

Basis of the examination

1. My examination has taken account of the amendments filed with your agent’s letter of
13 June 2019.

2. A top-up search has not yet been conducted on your application as it is yet to be
published.

3. Thank you for the enclosed copy of the search report issued by the European Patent
Office. For the avoidance of doubt, the documents cited therein have been considered, but are
not deemed citable against your replacement claims filed.

Clarity, Support & Added Matter

4. The expression “In(number of intervals of a neuron’s input with a firing threshold)” in
independent claims 1 & 8 appears to be a typographical error. The expression is not supported
by the description as filed and consequently adds subject matter to the application. There are
significant differences in scope between the term “interval” and “intercept”. Consequently,
the expression should be amended to define “In(number of intercepts of a neuron’s net input
with a firing threshold)” for consistency with the specification as filed.

Intellectual Property Office is an operating name of the Patent Office : www.gov.uk/ipo
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit:
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

L LR s LM L My LN S M LNy M LTy LN

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 FOR PETITION FOR
RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Stephen L. Thaler, declare that:
1. Tam over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. There are no US citizens listed as inventors of the foreign-filed applications,
making it uncertain whether a foreign filing license would be necessary.
3. Tam the Applicant in the foreign filings cited in the Petition (attached herewith):
a. European Patent Application No. 18275174 .3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting
Enhanced Attention;” and
b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced

Attention.”

AT
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4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.

5. Pursuant to 37 CFR §5.25(a)(3)(1), I am informed and believe that the foreign-
filed applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to devices and methods for
attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC §181.

6. Pursuant to 37 CFR §5.25(a)(3)(ii), I was first informed by my US patent
counsel when they began to prepare filing for a patent before the USPTO in
which they determined the potential need for a foreign filing license on June 13,
2019. I have diligently executed this Declaration in pursuit of a retroactive
foreign filing license.

7. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreign-
filed applications were filed abroad, without a foreign filing license under 37

CFR §5.11 first having been obtained, through error and without deceptive

APpA 29073
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intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (a UK IP law firm) who were
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing

license prior to any foreign filing.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
arc punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 29th day of July 2019

AARE
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: $
§
Stephen L. Thaler §
$
Serial No.: 16/524,350 $
§

Filed: July 29, 2019 N Group Art Unit:
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION N

$
Examiner: $

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Petition requests under 37 CFR 5.25 a retroactive license for foreign filing under
35 USC 184 in accordance with §5.14(a). The required fee for the Petition under §1.17(g) has
been paid. The retroactive foreign filing licenses are requested for the following jurisdictions
in which the unlicensed patent application material was filed.

» European Patent Application No. 18275174.3, filed November 7, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled “Devices and Methods
for Attracting Enhanced Attention;” and

» UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled “Devices and Methods for
Attracting Enhanced Attention.”

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,

applicant, and title), it is submitted that the complete contents of the unlicensed patent

MRS
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application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.

A Declaration by the Applicant, Dr. Stephen L. Thaler, is attached herewith, avers:

(D) diligence in seeking the retroactive foreign filing license upon discovery that

such license was necessary;

) that the subject matter in question was not under a secrecy order at the time the

subject matter was filed abroad; and

3) that the subject matter is not currently under a secrecy order.

As indicated in the attached Declaration, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently executed the
attached Declaration.

The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (a UK IP law firm) who were unfamiliar with US
Patent Law and the requirement of obtaining a foreign filing license prior to any foreign filing.

It is noted that the law on foreign filing licenses in the United Kingdom was changed
in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.

Thus, the possible need for a foreign filing license did not become apparent, and was
filed abroad through error and without deceptive intent, without the required license. It is
submitted that diligence in obtaining a retroactive foreign filing license is shown by the present

Petition for a Retroactive License.

AR
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It is noted that there are no US citizens listed as inventors of the foreign-filed

applications, making it uncertain whether a foreign filing license would be necessary.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by ¢-mail at tkm@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, conceming any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

B ot N

H

Dr. Reuven K. Mouallem, LL. .M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019

NIRRT
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: $
§
Stephen L. Thaler §
$
Serial No.: 16/524,350 $
§

Filed: July 29, 2019 N Group Art Unit:
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION N

$
Examiner: $

Commissioner of Patents and Trademarks
Alexandria, VA 22313

PRE-EXAMINATION SEARCH DOCUMENT FOR ACCELERATED
EXAMINATION

Sir:

This pre-examination scarch statement is provided in support of the petition for
accelerated examination filed herewith.

A pre-examination search was conducted involving U.S. patents and patent application
publications, foreign patent documents, and non-patent literature as indicated below. The
results of the search, as well as the foreign search reports, are provided on an Information

Disclosure Statement (IDS) filed concurrently herewith.
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Requirements for Petition to Make Special Under Accelerated Examination — Pre-
Examination Search (Item 8)
> 8(A) Pre-Examination Search

The pre-examination search relies on two independent search reports by foreign patent
offices. One performed by the European Patent Office (EPO) on 9 April 2019 (report issued 23
April 2019) for EP priority application no. 18275174.3, and the other performed by the UK
Patent Office (UKIPO) on 29 April 2019 (report issued 30 April 2019) for UK patent priority
application no. 1818161.0.

< EPO Search Report

IPC Classification of the Invention:

A61M21/00, A61M16/00
Technical IPC Field of Search: AG1IMCPC
CPC Class(es)/Subclass(es) Searched:
A61M21/00, A61M2021/0044, A61M16/024

Search Logic (kevwords or other elements featuring the invention):

Search covered devices and methods to change the state of consciousness

< UKIPO Search Report
Worldwide Search of Patent Documents Based on IPC Classification of the
Invention:
GO1S, G08B, HOSB

Database Searched:

EPODOC, WPI, INSPEC, Patent Fulltext

AARET
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> 8(B) Search Directed to the Invention
The pre-examination search was directed to the claimed invention, encompassing all

the features of the claims and giving the claims their broadest reasonable interpretation.

> 8(0) Search Directed to the Disclosure
No disclosed features that are unclaimed at this time are currently seen as features that

may be claimed later.

> 8(D) Search Report from a Foreign Patent Office

Two independent search reports from two foreign patent offices are provided here as
the pre-examination search. Copies of the two search reports are attached herewith and listed
in the IDS. One performed by the European Patent Office (EPO) on 9 April 2019 (report issued
23 April 2019) for EP priority application no. 18275174 .3, and the other performed by the UK
Patent Office (UKIPO) on 29 April 2019 (report issued 30 April 2019) for UK patent priority

application no. 1818161.0.

> 8(E) Statement of Good Faith
All statements above in support of the petition to make special are based on a good faith

belief that the search was conducted in compliance with the requirements of this rule.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm(@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR

1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
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mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

R - . o
FtAadr B {‘{f . ,f}z; . &-{é-mw

i

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit:
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

L LR s LM L My LN S M LNy M LTy LN

Examiner:

Commissioner of Patents and Trademarks
Alexandria, VA 22313

ACCELERATED EXAMINATION SUPPORT DOCUMENT

Sir:
This accelerated examination support document (AESD) is provided in support of the

petition for accelerated examination filed herewith.
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Requirements for Petition to Make Special Under Accelerated Examination — AESD

(Item 9)

There are eleven claims currently pending in the application. The claims read as

follows.

1. A device for attracting enhanced attention, the device comprising:

(a) an input signal of a lacunar pulse train having characteristics of a pulse
frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half generated from a random walk over successive 300
millisecond intervals, each step being of equal magnitude and representative of
a pulse train satisfying a fractal dimension equation of In(number of intercepts
of a neuron’s net input with a firing threshold)/In(the total number of 300 ms
intervals sampled); and

(b) at least one controllable light source configured to be pulsatingly operated by
said input signal;

wherein a neural flame is emitted from said at least one controllable light source as a

result of said lacunar pulse train.

2. The device of claim 1, the device further comprising:

(c) a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d) a digital-to-analog (D/A) converter for transmitting said input signal to said at

least one controllable light source.
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3. The device of claim 2, wherein said D/A converter is an onboard module of said
processor, and wherein said module is embodied in at least one form selected from the group

consisting of: hardware, software, and firmware.

4. The device of claim 3, wherein said processor includes a thresholding unit for
monitoring a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result in activation transitions to

generate pulse-activation sequences of said lacunar pulse train.

5. The device of claim 4, wherein candidates of said pulse-activation sequences
are filtered based on a zeroset dimension, and wherein said candidates are filled into a buffer

of selected sequences having a fractal dimension of approximately one-half.

6. The device of claim 5, wherein filtered patterns are randomly withdrawn from
said selected sequences in said buffer, and wherein said filtered patterns are configured to serve

as said input signal to said D/A converter for transmitting to said at least one controllable light

source.
7. The device of claim 6, wherein said filtered patterns are generated onboard said
processor.
8. A method for attracting enhanced attention, the method comprising the steps of:
(@) generating a lacunar pulse train having characteristics of a pulse frequency of

approximately four Hertz and a pulse-train fractal dimension of approximately

one-half generated from a random walk over successive 300 millisecond
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intervals, each step being of equal magnitude and representative of a pulse train
satisfying a fractal dimension equation of In(number of intercepts of a neuron’s
net input with a firing threshold)/In(the total number of 300 ms intervals
sampled);

(b) transmitting said input signal to at least one controllable light source; and

(©) pulsatingly operating said at least one controllable light source to produce a
neural flame emitted from said at least one controllable light source as a result

of said lacunar pulse train.

9. The method of claim 8, the method further comprising the step of:
(d) monitoring a random-walk trace for trace-axis crossings of a firing threshold,
and wherein said trace-axis crossings result in activation transitions to generate

pulse-activation sequences of said lacunar pulse train.

10. The method of claim 9, the method further comprising the steps of:

() filtering candidates of said pulsc-activation sequences based on a zeroset
dimension; and

® filling said candidates into a buffer of selected sequences having a fractal

dimension of approximately one-half.

11. The method of claim 10, the method further comprising the steps of:

(2) randomly withdrawing filtered patterns from said selected sequences in said
buffer; and
(h) using said filtered patterns as said input signal.
4
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> 9(A) References Deemed Most Closely Related:

An Information Disclosure Statement (IDS) in compliance with 37 CFR 1.98 has been
filed herewith citing cach of references in the foreign search reports. The first two references
(marked with an asterisk) were deemed most closely related to the subject matter of the claim.

< Widjalaetal. — *W09517854A1 (cited in EPO EESR, “X” document)

«» Teterina et al. — *W02010044708A1 (cited in EPO EESR, “X” document)

+» Simon ct al. — US2011276112A1 (cited as background technical art in EPO
EESR, “A” document, not considered herein)

+» Anderson — US471862A (cited as background technical art in UKIPO Search
Report, “A” document, not considered herein)

%+ Choi et al. — US5175528 (cited as background technical art in UKIPO Search
Report, “A” document, not considered herein)

+» Choi et al. — US313187A (cited as background technical art in UKIPO Search

Report, “A” document, not considered herein)

> 9B) Identification of Limitations Disclosed by References:
< It is noted that instant independent claims 1 and 8 include additional limitations
than those searched in the provided search reports in order to overcome the objections
raised therein as discussed in detail below in Section 9(C).
< Widjala et al. (WQ09517854A1, hereinafter Widjala *854):
With respect to claims 1-3 and 8 in the instant application, as cited below from
the EPO EESR referring to claims 1-3 and 10 therein, Widjala "854 (referred to

therein as D1) recites as follows.
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D1 {abstract; page 11, second paragraph: page 23, fourth paragraph to page
24, sevond paragraph; figuee 9 claims 28-43) desorbes a thiophotropic
response system ("device fo siract attention”, "method for atiracting
aitention” according 1o claims 1 and 10} to obtain 8 relaxing response
comprising & misraprocessor, 3 VA converier, control unit and an audinvisusd
unit {"provessor”, "convener” aocording t daims 2, 3), In TTLlogic a
corrpsponding pulse train having voltage levels of 0 and § volis. The light
producing unit 42 includes a plurality of ight sources 54 (o be varied within
pre~defined timits for & relaxing exorcise between 3 and 30 Mz, If the light
frequency s relativaly low, less than 11 He for exampls Cpulse frequanay of
approximately fer Herz® acoording o olaims 1, 10}, then the shaps of the
waveform driving LEDsS4 {"controfiatle Bght source” aceording to daims 1,
10} is sinusoidal and the signal wavetorm driving LEDs 54 s smoothly waeying
such that the LEDS 54 tum on and off relatively gradusily withowt any abwupt
increase or decrease in LED brightness. The light patiern appears cantinuous
o & user {"thereby attracting enhanced attention” according 1o daim 1),

< Teterina et al. (W02010044708A1, hereinafter Teterina “708):
With respect to claims 1-3 and 8 in the instant application, as cited below from
the EPO EESR referring to claims 1-3 and 10 therein, Teterina *708 (referred to

therein as D2) recites the Abstract and claims 1-5 of D2 as the relevant passages

to the instant claims.

With respect to instant claims 2-7 and 9-11, as cited below, the EPO EESR (referring
to claims 4-9 and 11-15 therein) states the following.
Dapendent clgims 48 grd 11418 do not appsar (o conain gy sdditional
features which, in combination with the features of claims 1 and 10 & which
they refer, mest the requirements of the EPC with resped to inventive sleg,

since they san be considersd ae mere allermnatives without resudling i any
unaxpected sifact whatsosver,

> 90 Detailed Explanation of Patentability:
All of the references identified above fail to at least teach or suggest an input signal of

a lacunar pulse train having a pulse-train fractal dimension of approximately one half and
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further specifies that this is generated from a random walk of successive 300 millisecond
intervals by the characteristics required in clause (a) of claims 1 and 8. The concept of fractals
is a well-known technical concept that cannot be equated, for example, with a sinusoidal wave
form or any other such alterative form. Thus, the claims are seen to patentably distinguish
over cach of these references alone or in combination.

Widjala 854, in particular, discloses a waveform driving the LEDs 54 which is
sinusoidal and smoothly varying, intended to ensure that the LEDs turn on and off, relatively
gradually without any abrupt increase or decrease in LED brightness. This contrasts, however,
with the driving waveform specified in claims 1 and 8 of the instant application and described
in detail in the specification.

Applicant would like to point out that the UKIPO Examiner, in the Office Action issued
on 23 July 2019 enclosed herewith, stated at paragraph 3 of the Office Action that he had
reviewed the prior art cited by the EPO, and deemed it was not citable against claims of the

same scope as those being filed herewith for the instant US application.

> 9MD) Concise Statement of Utility:

The invention as claimed has utility in that it provides devices and methods for
attracting enhanced attention. The invention as claimed has further utility in enabling signal
indicators that can be used to serve as a uniquely-identifiable signal beacon in crisis
management and mission-critical situations, and reduce distraction by providing a preferential
alert over potentially-competing attention sources, for example, as well as providing a whole

new approach to secure signaling and communication.

> YE) Showing of Support under 35 USC 112, First Paragraph:
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Support in the disclosure under 35 USC 112, first paragraph, is found at least in Figures
1-4 of the instant application and the corresponding related text in the specification, wherein
Figure 1 includes the elements of the device recited in claim 1, and Figure 2, Steps 20-26, and
Figure 3 with the indication of the 300ms intervals in the random walk trace of the time
evolution of input to a neuron-like thresholding unit of the neural-flame device, include the

limitations recited in claims 1 and 8.

> 9(F) Identification of References Disqualified as Prior Art under 35 USC 103(c):

None of the cited references are disqualified as prior art under 35 USC 103(c).

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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Doc Code: PET.SPRE.ACX PTO/SB/28 (07-09)
Doc Description: Petition for 12-month Accelerated Exam Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM

Attorney Docket| 54567 3 91.us First Named | 1,51 (Al generated invention]
Number Inventor

Application Number (if Known) 16/524,350

Title of

Invention DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

APPLICANT HEREBY PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE
REVISED ACCELERATED EXAMINATION PROGRAM. See Instruction sheet on page 3.

1. Claims of the application:
a. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The

application may not contain any multiple dependent claims.

b. Applicant hereby agrees not to separately argue the patentability of any dependent claim during any
appeal in the application. Specifically, the applicant agrees that the dependent claims will be grouped together
with and not argued separately from the independent claim from which they depend in any appeal brief filed in
the application (37 CFR 41.37(c)(1)(vii)).

c. The claims must be directed to a single invention.

2. Interviews:

Applicant hereby agrees to have (if requested by examiner):

a. Aninterview (including an interview before a first Office action) to discuss the prior art and any potential
rejections or objections with the intention of clarifying and possibly resolving all issues with respect to
patentability at that time, and

b. Atelephonic interview to make an election without traverse if the Office determines that the claims are not
obviously directed to a single invention.

3. Preexamination Search Statement and Accelerated Examination Support Document:

With this petition, applicant is providing: a preexamination search statement, in compliance with the requirements

set forth in item 8 of the instruction sheet, and an “accelerated examination support document” that includes:

a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most
closely related to the subject matter of each of the claims;

b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

c. A detailed explanation of how each of the claims are patentable over the references cited with the
particularity required by 37 CFR 1.111(b) and (c);

d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the
application is a design application);

e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as
amended by the CREATE act; and

f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C.
112 in the written description of the specification. If applicable, the showing must also identify: (1) each means-
(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, §[6; and (2) the structure,
material, or acts that correspond to any means- (or step-) plus-function claim element that invokes
consideration under 35 U.S.C. 112, {[6. If the application claims the benefit of one or more applications under
title 35, United St ates Code, the showing must also include where each limitation of the claims finds support
under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35U.8.C. 122 and 37 CFR 1.11 and 1.14. This form is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. /f you need assistance in completing the form, call
7-800-PTO-9199 and select option 2.

EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX

Doc Description: Petition for 12-month Accelerated Exam

PTO/SB/28 (07-09)

Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM

(Continued)

Attorney Docket| 54567 3 01.us

First Named

[DABUS] [Al generated invention]

Number Inventor

Attachments:

a. Accelerated Examination Support Document (see item 3 above).

b. A stateme_nt, in compliance with the requirements set forth in item 8 of the instruction sheet, detailing the preexamination
search which was conducted.

C. Information Disclosure Statement.

a. | O

Other (e.g., a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism (37 CFR 1.102(c)(2)).

Fees: The following fees must be filed electronically via EFS or EFS-Web:

a. The basic filing fee, search fee, examination fee, and application size fee (if required) under 37 CFR 1.16.

b. Petition fee under 37 CFR 1.17(h) - unless the petition is filed with a showing under 37 CFR 1.102(c)(2).

Signature:

Click Remove if you wish to remove this signatory

Signature /Reuven K. Mouallem/ Date 2019-07-29
Name Reuven K. Mouallem Registration | ga3,5
(Print/Typed) Number

Click Add if you wish to add additional signatory

see 37 CFR 1.4(d) for the form of the signature.

Note: Signatures of all the inventfors or assignees of record of the entire interest or their representative(s) are required in accordance with 37 CFR 1.33 and 10.18. Please

EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX PTO/SB/28 (07-09)

Doc Description: Petition for 12-month Accelerated Exam Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet Petition to Make Special Under the Accelerated Examination

A grantable petition must meet the following conditions:

1. The petition to make special under the accelerated examination program must be filed with the application and accompanied by the
fee set forth in 37 CFR 1.17(h) or a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism.

2. The application must be a non-reissue utility or design application filed under 35 U.S.C. 111(a).
3. The application must be filed electronically using the Office electronic filing system (EFS) or EFS-Web.

4. The application must be complete under 37 CFR 1.51 and in condition for examination on filing. For example, the application must be
filed together with the basic filing fee, search fee, examination fee, and application size fee (if applicable), and an oath or declaration
under 37 CFR 1.63.

5. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The application may not
contain any multiple dependent claims. The petition must include a statement that applicant will agree not to separately argue the
patentability of any dependent claim during any appeal in the application. Specifically, the applicant is agreeing that the
dependent claims will be grouped together with and not argued separately from the independent claim from which they depend in any
appeal brief filed in the application (37 CFR 41.37(c){1)(vii)).

6. The claims must be directed to a single invention. The petition must include a statement that applicant will agree to have a
telephonic interview to make an election without traverse in a telephonic interview if the Office determines that all the claims are not
directed to a single invention.

7. The petition must include a statement that applicant will agree to have an interview (including an interview before a first Office action)
to discuss the prior art and any potential rejections or objections with the intention of clarifying and possibly resolving all issues with
respect to patentability at that time.

8. At the time of filing, applicant must provide a statement that a preexamination search was conducted, including an identification of
the field of search by United States class and subclass and the date of the search, where applicable, and, for database searches, the
search logic or chemical structure or sequence used as a query, the name of the file or files searched and the database service, and
the date of the search.

a. This preexamination search must involve U.S. patents and patent application publications, foreign patent documents, and nonpatent
literature, unless the applicant can justify with reasonable certainty that no references more pertinent than those already
identified are likely to be found in the eliminated source and includes such a justification with this statement.

. This preexamination search must be directed to the claimed invention and encompass all of the features of the independent claims,
giving the claims the broadest reasonable interpretation.

. The preexamination search must also encompass the disclosed features that may be claimed, in that an amendment to the claims
(including any new claim) that is not encompassed by the preexamination search will be treated as non-responsive and will not be
entered.

d. A search report from a foreign patent office will not be accepted unless the search report satisfies the requirements set forth above.

e. Any statement in support of a petition to make special must be based on a good faith belief that the preexamination search was
conducted in compliance with these requirement. See 37 CFR 1.56 and 10.18.

o

(24

9. At the time of filing, applicant must provide in support of the petition an accelerated examination support document that includes:
a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most closely
related to the

subject matter of each of the claims;

b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the reference specifying
where the limitation is disclosed in the cited reference;

c. A detailed explanation of how each of the claims are patentable over the references cited with the particularity required by 37
CFR 1.111(b) and (c);

d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the application is a
design application);

e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as am ende d by the CREATE
act; and

f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C. 112 in the written
description of the specification. If applicable, the showing must also identify: (1) each means- (or step-) plus-function claim
element that invokes consideration under 35 U.S.C. 112, 6; and (2) the structure, material, or acts that correspond to any means-
{or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, {[6. If the application claims the benefit of
one or more applications under title 35, United States Code, the showing must also include where each limitation of the claims
finds support under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.
For more information, see notice “Changes to Practice for Petitions in Patent Applications to Make Special and for Accelerated
Examination” available on the USPTO web site at http://www.uspto.gov/web/office s/pac/dapp/ogsheet.htmi

EFS Web 2.2.20
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to
a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection
of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is
used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
fumish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may result
in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:
1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and
the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether

the Fr eedom of Information Act requires disclosure of these records.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or
administrative tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an
individual, to whom the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of
the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in

order to perform a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as
a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review
{35 U.8.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee,
during an inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records
management practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations goveming inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure
shall not be used to make determinations about indivi duals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant
to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to public inspections or an issued
patent.

9. A record from this systemn of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the
USPTO becomes aware of a violation or potential violation of law or regulation.

EFS Web 2.2.20
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: $
§
Stephen L. Thaler §
$
Serial No.: 16/524,350 $
§

Filed: July 29, 2019 N Group Art Unit:
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION N

$
Examiner: $

Commissioner of Patents and Trademarks
Alexandria, VA 22313

STATEMENT ON INVENTORSHIP

Sir:

The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an Al
machine, being a type of “creativity machine” named “DABUS” as indicated, infer alia, in the
Application Data Sheect (ADS). The following statement explains the nature of DABUS, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed

herewith the application submission.
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A machine called “DABUS” conceived of the instant invention.

The instant invention was generated by a specific machine called “DABUS” — a type
of “Creativity Machine.” A Creativity Machine is a particular type of connectionist artificial
intelligence. Such systems contain a first artificial neural network, made up of a series of
smaller neural networks, that has been trained with general information from various
knowledge domains. This first network generates novel ideas in response to self-perturbations
of connection weights between neurons and component neural nets therein. A second “critic”
artificial neural network monitors the first neural network for new ideas, and identifies those
ideas that are sufficiently novel compared to the machine’s pre-existing knowledge base. The
critic net also generates an effective response that in turn injects/retracts perturbations to
selectively form and ripen ideas having the most novelty, utility, or value.

In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.

In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.

A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and

2015/0379394 Al.
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Inventorship should not be restricted to natural persons. A machine that would meet

inventorship criteria if it were a natural person should also qualify as an inventor.

No United States law explicitly prohibits protection for autonomous machine
inventions.

However, inventorship is restricted to “individuals” under, e.g., 35 U.S.C. §100(f)
(1952) (*The term ‘inventor’ means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.”™).

The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an “Author” or
an “Inventor”?, 51 J. PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
‘whoever.” Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.”)

The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation, together with incentivizing the disclosure of information, and the
commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to

undermine the patent system by failing to encourage the production of socially valuable
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inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.

Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine’s output. By contrast, acknowledging machines as

inventors would also acknowledge the work of a machine’s creators.

An_“autonomous machine invention” should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.

The machine’s owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including

both machines and patents).
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine’s owner, as the applicant

and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.

Stephen Thaler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS’s results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.

The Office presumes that the named inventor in an application is the actual inventor.

See MPEP §2137.01.

If a machine cannot be an_inventor, the first person to recognize the inventive nature of

autonomous machine input may qualify as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine’s output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.

In some cases, recognition of the inventive nature of a computer’s output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present

case, DABUS identified the novelty of its own idea before a natural person did.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm(@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

= &

P & v
’{i*w?{ fw Fogenllomn

Dr. Reuven K. Mouallem, LL. M.
Agent for Applicant
Registration No. 63,345

v ‘
K;x/é% />

Dr. Ryan B. Abbott
Attorney for Applicant
Registration No. 68,178

Date: July 29, 2019
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APPLICATION FOR PATENT

Title: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

5 CROSS REFERENCE TO RELATED APPLICATIONS

This patent application claims priority under 35 USC §119(a)-(d) and (f), §172,
§365(a) and (b), §386(a) and (b), and/or 37 USC CFR 1.55 to UK Patent Application No.
1818161.0, filed November 7, 2018, and European Patent Application No. 18275174 .3, filed

November 7, 2018, which are hereby incorporated by reference in their entirety.

10
FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to devices and methods for attracting enhanced
attention. More specifically, the present invention relates to beacons for sustaining enhanced
interest/attention, as well as to beacons with symbolic importance.
15 In the prior art, signal indicators and beacons arc typically based upon color,

brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.

Both cognitive studies and simulations of the brain’s limbo-thalamocortical system

via artificial neural nets have shown that original ideas produced within the brain’s stream

20  of consciousness occur at a specific thythm, typically near 4 hertz and a fractal dimension

of approximately %2 (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a, b,

2017b). An interval of 300 ms (~ 4 Hz) has been referred to as the “speed of thought™ (Tovée

1994).
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In the referenced body of theoretical work of Thaler, the brain’s thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.c., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable due
to their sporadic and unpredictable nature. Essentially, neural activation patterns within the

5  cortex are thought to emit a telltale ‘beacon’ to the thalamus when they are generated within
a stream having the above said frequency and fractal signature. Furthermore, these sporadic
cognitive streams generally correspond to novel pattern formation and are considered the
signature of inventive ideation.

It was also shown (Thaler 2016a) that the TRN’s behavior as an anomaly detector

10 was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: “In the former case, creative achicvements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for
sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external

15  environment (i.c., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the
weaker, internally seeded stream of consciousness for seminal thought.”

In another publication (Thaler 2016b), frequency and fractal dimension were shown

20  to be indicative of the relation between attention, ideation novelty, and such thought-process
characteristics: “The search for a suitable affordance to guide such attention has revealed
that the rhythm of pattern generation by synaptically perturbed neural nets is a quantitative

indicator of the novelty of their conceptual output, that cadence in turn characterized by a
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frequency and a corresponding temporal clustering that is discernible through fractal
dimension.”

Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with “Blinking, Flashing, and

5 Temporal Response” (https://colorusage.arc.nasa.gov/flashing 2.php), stating the
following: “The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very
slow and very fast blinking are less attention-demanding than rates near that peak.”

A proposed approach based on the effects of fractal flickering of light stimuli was

10  previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time on
the evoked responses of the retina and visual cortex in normal and ncurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to
a flickering background with “specific chaotic interval variabilities between flashes
(dynamic light fractal).” It was hypothesized that such an approach could be applied to

15  facilitate adaptation to non-linear flickering with fractal dimensions in clectrophysiological
diagnostics.

Finally, in an article (Williams 2017) entitled, “Why Fractals Are So Soothing,”
related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5

20  was suggested to be an “economical” means for the eye-tracking mechanism of the human
visual system to simplify processing image content.

The ability to exploit fractal flickering for visual evoked responses (as in the
approach described in Zueva 2013), or to detect a visually fractal image (as in the studies in

Williams 2017) relate to visual and image processing.
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It would be desirable to have devices and methods for attracting enhanced attention.
Such devices and methods would, infer alia, provide unique advantages over the prior art

mentioned above.

5
SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced
attention.
10 It is noted that the term “exemplary” is used herein to refer to examples of

embodiments and/or implementations, and is not meant to necessarily convey a more-

desirable use-case. Similarly, the terms “alternative™ and “alternatively” are used herein to

refer to an example out of an assortment of contemplated embodiments and/or

implementations, and is not meant to necessarily convey a more-desirable use-case.

15  Therefore, it is understood from the above that “exemplary” and “alternative” may be applied

herein to multiple embodiments and/or implementations. Various combinations of such
alternative and/or exemplary embodiments are also contemplated herein.

Embodiments of the present invention provide a method for producing and providing

apulse train to an LED or lamp at a frequency and fractal dimension that is highly noticeable

20  to humans, being the same rhythm with which original ideas are formed and recognized in

both the brain and advanced Creativity Machines. A light source driven in such a manner

may serve as an emergency beacon within environments filled with distracting light sources

that are flickering randomly or periodically. Ease of detection may be improved using auto-

associative neural nets as anomaly detectors within a machine-vision algorithm.
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Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency and
fractal dimension) in a signaling device in order to trigger the brain’s innate ability to filter

5  sensory information by “highlighting™ certain portions in order to make those portions more
noticeable to the brain.

That is, a single light-emitting element flashing at such a prescribed frequency is
highly noticeable when viewed through anomaly detectors built from artificial neural
networks. The sporadic nature of such pulse streams defeats the anomaly filter’s ability to

10 both learn and anticipate their thythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than %2, the prescribed
rhythms have sufficient frequency to catch the attention of a roving attention window, as
when humans are shifting their attention across widely separated portions of a scene. If the
detection system can calculate the fractal dimension of the anomalous light sources within

15  the filtered scene, the “neural flame™ may be used as an emergency beacon that discriminates
itself from other alternating light sources within the environment.

Even to the naked eye, and without the use of an anomaly detector, fractal dimension
Y2 pulse streams preferentially attract the attention of human test subjects. The most
attention-grabbing aspect of such streams is that the ‘holes’ or lacunarity between pulses

20 occur as anomalies in what would otherwise be a linear stream of events. In other words, the
pattern is frequently broken, such anomalous behavior possibly being detected by the TRN
within the human brain as inconsistencies in the established arrival trend of visual stimuli.

In contrast, should fractal dimension drop significantly below %2, the frequency of anomalous
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pulses drops, making them less noticeable to humans should either attention or gaze be
wandering.

The incorporation of a “fractal thythm” into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near Y2, relates to

5  exploiting the understanding of TRN behavior, thereby avoiding aspects of visual and image
processing as contributing elements.

Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame
may be incorporated within one or more structures that resemble candles or altar fixtures,

10  for instance, to accentuate the light’s spiritual significance. It is noted that that the light
source or beacon can incorporate any type of light-emitting device.

Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called “Creativity Machine Paradigm” (Thaler 2013), which
has been proposed as the basis of an “adjunct” religion wherein cosmic consciousness,

15 tantamount to a deity, spontancously forms as regions of space topologically pinch off from
one another to form similar ideating and perceiving pairs, each consisting of mere inorganic
matter and energy. Ironically, this very neural paradigm has itself proposed an alternative
use for such a flicker rate, namely a religious object that integrates features of more
traditional spiritual symbols such as candles and torches.

20 Moreover, in a theory of how cosmic consciousness may form from inorganic matter
and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at work
between different regions of spacetime. Thus, neuron-like, flashing elements may be used
as philosophical, spiritual, or religious symbols, especially when mounted atop candle- or

torch-like fixtures, celebrating what may be considered deified cosmic consciousness. Such

Ap%@PSI 12



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 79 of 253 PagelD# 161

a light source may also serve as a beacon to that very cosmic consciousness most likely
operating via the same neuronal signaling mechanism.

Therefore, according to aspects of the present invention, there is provided for the first
time a device for attracting enhanced attention, the device including: (a) an input signal of a

5  lacunar pulse train having characteristics of a pulse frequency of approximately four Hertz
and a pulse-train fractal dimension of approximately onc-half; and (b) at least one
controllable light source configured to be pulsatingly operated by the input signal; wherein
a neural flame emitted from at least one controllable light source as a result of the lacunar
pulse train is adapted to serve as a uniquely-identifiable signal beacon over potentially-

10  competing attention sources by selectively triggering human or artificial anomaly-detection
filters, thereby attracting enhanced attention.

Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a
digital-to-analog (D/A) converter for transmitting the input signal to at least one controllable

15 light source.

More alternatively or additionally, the D/A converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the group
consisting of: hardware, software, and firmware.

More alternatively or additionally, the processor includes a thresholding unit for

20  monitoring a random-walk trace for tracc-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to

generate pulse-activation sequences of the lacunar pulse train.
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More alternatively or additionally, candidates of the pulse-activation sequences are
filtered based on a zerosct dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.

More alternatively or additionally, filtered patterns are randomly withdrawn from the

5  selected sequences in the buffer, and wherein the filtered patterns are configured to serve as
the input signal to the D/A converter for transmitting to at least one controllable light source.

Most alternatively or additionally, the filtered patterns are generated onboard the
processor.

Alternatively or additionally, the uniquely-identifiable signal beacon reduces

10  distraction by providing a preferential alert over the potentially-competing attention sources.

Alternatively or additionally, the neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.

According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating a

15  lacunar pulse train having characteristics of a pulse frequency of approximately four Hertz
and a pulse-train fractal dimension of approximately one-half; (b) transmitting the input
signal to at least one controllable light source; and (c) pulsatingly operating at least one
controllable light source to produce a neural flame emitted from at least one controllable
light source as a result of the lacunar pulse train is adapted to serve as a uniquely-identifiable

20  signal beacon over potentially-competing attention sources by selectively triggering human
or artificial anomaly-detection filters, thereby attracting enhanced attention.

Alternatively or additionally, the method further includes the step of: (d) monitoring

a random-walk trace for trace-axis crossings of a firing threshold, and wherein the trace-axis
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crossings result in activation transitions to generate pulse-activation sequences of the lacunar
pulse train.
More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
5  filling the candidates into a buffer of sclected sequences having a fractal dimension of
approximately one-half.
Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.
10 Alternatively or additionally, uniquely-identifiable signal beacon reduces distraction
by providing a preferential alert over the potentially-competing attention sources.
Alternatively or additionally, neural flame serves as an object of contemplative focus
embodying symbolic meaning of varying significance.
These and further embodiments will be apparent from the detailed description and

15 examples that follow.

BRIEF DESCRIPTION OF THE DRAWINGS

The present invention is herein described, by way of example only, with reference to
the accompanying drawings, wherein:
20 Figure 1 is a simplified high-level schematic diagram depicting a neural-flame device
for attracting enhanced attention, according to embodiments of the present invention;
Figure 2 is a simplified flowchart of the major process steps for operating the neural-

flame device of Figure 1, according to embodiments of the present invention;
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Figure 3 depicts a trace of the time ecvolution of input to a neuron-like thresholding

unit of the neural-flame device of Figure 1, according to embodiments of the present

invention;

Figure 4 depicts a video stream for detecting fractal beacons within a generalized
5 scene from the neural-flame device of Figure 1, according to embodiments of the

present invention.

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS

The present invention relates to devices and methods for attracting enhanced
10 attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying description and the drawings.
Referring to the drawings, Figure 1 is a simplified high-level schematic diagram
depicting a neural-flame device for attracting enhanced attention, according to embodiments
15  of the present invention. A ncural-flame device 2 includes a support 4 serving as a beacon
or an imitation candle, which may be configured to accommodate the needs of the
application (regarding physical dimensions) such as an emergency alert or as an object of
contemplative focus embodying varying significance.
Neural-flame device 2 has a controllable light source 6 (¢.g., an LED component)
20  with an optional translucent cover 8, which can be shaped like a neuron’s cell body or soma.
Controllable light source 6 can incorporate any type of light-emitting device. Neural-flame
device 2 includes a base 10 housing an optional digital-to-analog (D/A) converter (D/A
module 12) and an input connector 14 for supplying a digital input signal for driving

controllable light source 6 with the required voltage sequence at a frequency corresponding
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to approximately 4 Hz and a fractal dimension near Y. It is noted that D/A module 12 can
be implemented as hardware, software, and/or firmware as an integral component of a
dedicated processor for neural-flame device 2.
Figure 2 is a simplified flowchart of the major process steps for operating the neural-
5  flame device of Figure 1, according to embodiments of the present invention. The process
starts with the system generating pulse trains having a frequency of approximately 4 Hz and
a fractal dimension of near %2 (Step 20). A system buffer is then filled with these special
lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn from the
buffer, and then transmitted to controllable light source 6 via input connector 14 (Step 24).
10 Optionally, pulse trains may be randomly removed from the buffer prior to
transmitting the signal to controllable light source 6 (Step 26). Such aspects are claborated
on in greater detail with regard to Figure 3.
Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
15 invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in turn applied to a neuron-like thresholding unit resulting in a
series of activation transitions as the trace crosses (i.€., intersects) the “neuron’s” firing
threshold. The arrival patterns of these activation transitions are then filtered by an algorithm
that calculates fractal dimension (i.c., zeroset dimension of the trace), and fills a buffer with
20  those transition patterns having an approximate fractal dimension of %. These filtered
patterns are then withdrawn from the buffer, and transmitted to drive the controllable light
source.
The algorithm may be generated in an onboard processor and power supply all within

base 10 of neural-flame device 2. It is noted that not only do such pulse patterns represent
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the desired 4 Hz, fractal dimension Yz pulse trains, but they largely differ from one another,
thus preventing any anomaly detection filter, biological or not, from adapting to repeating
activation streams.

The neuron-activation stream is generated by inputting a form of random walk of

5  equal-sized steps to the neuron, with each such step being a notional ‘coin flip” to determine
whether the step is positive or negative in sign. As the random input crosses the neuron’s
firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm, the source of
analog input to drive controllable light source 6 of neural-flame device 2.

Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse

10  train can be used as a set of candidate activation sequences that are then randomly withdrawn
from the buffer, and transmitted to drive controllable light source 6.

The random walk may be started repeatedly from zero in a series of trials, calculating
fractal dimension for each, and then accumulating a library (i.e., a buffer) of just those short
pulse sequences having the required fractal dimension near 2. Step 26 may be accomplished

15  in nanoseconds, and the sequences computationally slowed to near 300-ms timescales prior
to being transmitted to controllable light source 6.

Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when

20  viewed through an anomaly detector, either in the brain or an artificial neural network-based
novelty filter. With small pulse-train libraries, there is a chance of repetition as the short
pulse trains are appended to each other, making it easier for the anomaly filter to adapt to

them.
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Such a “baseline reset” has been described (Thaler 2014). The fractal signature of
the random walk is determined largely by its step size. In the case of the neural flame, the
random walk is tuned to provide a trace (i.c., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of that trace with a baseline that is purposely

5  introduced mid-channel yields a zeroset dimension of one less than that of the trace’s fractal
dimension, namely 0.5.

It is noted that the rigorous fractal dimension calculation (i.c., Mandelbrot Measures)
is immune to the regions in which the trace departs from the baseline. Without directly
viewing the trace, the zeroset dimension may be verified by waiting until the trace resumes

10  its baseline crossings again, and then calculating how these intersections scale with time.

In Thaler 2014, the reset involves secking the nearest memory to the network’s
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron’s activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.

15 Figure 4 depicts a video stream for detecting fractal beacons within a generalized
scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) “raw scene” of Figure 4), the anomaly filter (as

20 in (b) of Figure 4) can block out the anomalics representing the periodic source (as in (¢) of
Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal dimension
of each anomaly’s activation stream, enabling separation of any random source from that
having a tuned fractal dimension (as in (¢) of Figure 4). Thus, the use of fractal dimension

at frequencies close to the clock cycle of the human brain, around 250-300 milliseconds,
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serves to enhance attention over other potentially-competing attention sources by sclectively
triggering the physiological anomaly-detection filtering of the brain.

To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each step

5  being of equal magnitude (Figure 3). The aggregate intersections with the time axis represent
the zeroset, with each of these points ultimately representing a pulse within the sequence
driving neural-flame device 2.

As these candidate pulse trains are generated, they are assessed for their zeroset (or

fractal) dimension, Do, which is approximated as: Do = In(No)/In(N), wherein N is the total
10 number of 300 millisecond intervals sampled, and No is the total number of intercepts of the

neuron’s net input with the firing threshold. As any new firing pattern is assessed with a

fractal dimension near ‘%2, the pattern is stored within a memory buffer or array.

Subsequently, such pulse trains are randomly accessed and transmitted to D/A module 12

where they are converted to analog voltages to drive the neural flames of controllable light
15  source 6.

Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron until the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.

For use as a signal beacon, humans may search with or without the aid of a camera

20 and machine-vision system. In the latter case, the camera’s video stream may be viewed
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter’s input and output patterns, AP =
Pin - Poug, thus producing a map of anomalies within the camera’s field of view. Subsequent

filters then calculate the fractal dimension of anomalies appearing in this filtered view. Using
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such a methodology, not only can fractal dimension ¥z sources be identified, but a range of
prespecified fractal dimensions in the range (0, 1), opening a whole new approach to secure
signaling and communication.

Furthermore, aspects of the present invention provide an object of contemplative
5  focus embodying symbolic meaning of varying significance (e.g., philosophical/religious)
due to the fact that the unique fractal rhythms used are those thought to: (1) be exploited by
the brain to detect idea formation, and (2) have grandiose meaning as the temporal signature

of creative cognition, whether in extraterrestrial intelligence or cosmic consciousness.
‘While the present invention has been described with respect to a limited number of
10 embodiments, it will be appreciated that many variations, modifications, cquivalent
structural elements, combinations, sub-combinations, and other applications of the present

invention may be made.
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CLAIMS
1. A device for attracting enhanced attention, the device comprising:
(@) an input signal of a lacunar pulse train having characteristics of a pulse

frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half generated from a random walk over successive 300
millisecond intervals, cach step being of equal magnitude and representative
of a pulse train satisfying a fractal dimension equation of In(number of
intercepts of a neuron’s net input with a firing threshold)/In(the total number
of 300 ms intervals sampled); and

(b) at least one controllable light source configured to be pulsatingly operated by
said input signal;

wherein a neural flame is emitted from said at least one controllable light source as

a result of said lacunar pulse train.

2. The device of claim 1, the device further comprising:

() a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d) a digital-to-analog (D/A) converter for transmitting said input signal to said

at least one controllable light source.
3. The device of claim 2, wherein said D/A converter is an onboard module of

said processor, and wherein said module is embodied in at least one form selected from the

group consisting of: hardware, software, and firmware.
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4. The device of claim 3, wherein said processor includes a thresholding unit
for monitoring a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result in activation transitions to

generate pulse-activation sequences of said lacunar pulse train.

5. The device of claim 4, wherein candidates of said pulse-activation sequences
are filtered based on a zeroset dimension, and wherein said candidates are filled into a buffer

of selected sequences having a fractal dimension of approximately one-half.

6. The device of claim 5, wherein filtered patterns are randomly withdrawn from
said selected sequences in said buffer, and wherein said filtered patterns are configured to
serve as said input signal to said D/A converter for transmitting to said at least one

controllable light source.

7. The device of claim 6, wherein said filtered patterns are generated onboard

said processor.

8. A method for attracting enhanced attention, the method comprising the steps

of:
(@) generating a lacunar pulse train having characteristics of a pulse frequency of
approximately four Hertz and a pulse-train fractal dimension of
approximately one-half generated from a random walk over successive 300

millisecond intervals, cach step being of equal magnitude and representative

Ap %@T 25



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 92 of 253 PagelD# 174

20

of a pulse train satisfying a fractal dimension equation of In(number of
intercepts of a neuron’s net input with a firing threshold)/In(the total number
of 300 ms intervals sampled);
(b) transmitting said input signal to at least one controllable light source; and
(c) pulsatingly operating said at least one controllable light source to produce a
neural flame emitted from said at least one controllable light source as a result

of said lacunar pulse train.

9. The method of claim 8, the method further comprising the step of:
(d monitoring a random-walk trace for trace-axis crossings of a firing threshold,
and wherein said trace-axis crossings result in activation transitions to

generate pulse-activation sequences of said lacunar pulse train.

10. The method of claim 9, the method further comprising the steps of:

() filtering candidates of said pulse-activation sequences based on a zeroset
dimension; and

® filling said candidates into a buffer of selected sequences having a fractal

dimension of approximately one-half.

11. The method of claim 10, the method further comprising the steps of:
(2) randomly withdrawing filtered patterns from said selected sequences in said
buffer; and

(h) using said filtered patterns as said input signal.
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ABSTRACT OF THE DISCLOSURE

The present invention discloses devices and methods for attracting enhanced
attention. Devices include: an input signal of a lacunar pulse train having characteristics of
a pulse frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately onec-half, and at least one controllable light source configured to be
pulsatingly operated by the input signal; wherein a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thercby attracting

enhanced attention.
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< AFTER PREVIOUSLY EXTRA RATE(®) FEE($) RATE(S) FEE($)
E AMENDMENT PAID FOR
| Total . i - =
s (37 CF(:H 16(i)) Minus X = OR =
% Independent * Minus | *** =
& (37 CFR 1.16(h) X = OR -
<§: Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CGFR 1.16(j)) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATE(S) FEE(S) RATE(S) FEE(S)
E AMENDMENT PAID FOR
L Total * Minus | ** = X -
= (37 CF?H.IE(H) OR -
% Independent * Minus | *** = M _ OR _
w (37 CFR 1.16(h) = =
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CGFR 1.16(j))
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE RECD I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAIMSl
16/524,350 07/29/2019 2861 785 50567-3-01-US 11 2
CONFIRMATION NO. 1467
89602 FILING RECEIPT

Rehov Rabban Gamiisl2 OO0 A U

Elad, 4083201
ISRAEL

Date Mailed: 08/08/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.

Inventor(s)
None
Applicant(s)
Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler

Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178

Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided

UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes

Permission to Access Search Results: Yes

page 1of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
Preliminary Class
116
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 4
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SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.

page 4 of 4
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Aug 08, 2019 03:23:41 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 NTC.MISS.PRT  08/08/2019 50567-3-01-US
APP.FILE.REC  08/08/2019 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM

ANRPOA®
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit: 2861
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

L L LT LT L L LS LT L LS L L LS

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

PETITION TO EXPEDITE 1.181 PETITION TO THE DIRECTOR

This Petition to expedite the petition to the Director filed in the instant application under

37 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at rkm@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

AR5
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Respectfully submitted,

- . s
Aoerlor AT Moousdloonn.

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: August 29, 2019

AMWO
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Electronic Patent Application Fee Transmittal

Application Number:

16524350

Filing Date:

29-Jul-2019

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount Suz—;l'g(t;)l in
Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
PETITION FEE - 37 CFR 1.17(F)(GROUP 1) 2462 1 200 200

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

AMWTH
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Description Fee Code Quantity Amount SuB—;’g(t;)l in
Extension-of-Time:
Miscellaneous:
Total in USD ($) 200
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Electronic Acknowledgement Receipt

EFS ID: 37013246
Application Number: 16524350
International Application Number:
Confirmation Number: 1467

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Customer Number:

89602

Filer:

Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number:

50567-3-01-US

Receipt Date: 29-AUG-2019
Filing Date: 29-JUL-2019
Time Stamp: 10:09:39

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

no

File Listing:

Document Document Description File Name File Slze(B}ttes)l Multl' 'Pages
Number Message Digest | Part/.zip| (if appl.)
166698
1 Petition for review by the Office of 181_Petition NF.pdf no 6
Petitions
907292a06e364f21161da3a0566d4f9ecd62
Warnings:
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Information:

97040
2 Petition for review by the Office of Petition_to_expedite_NF.pdf no 2
Petitions
ce7139e6099c5b70f17936b5d527961ae3d|
a8eal3
Warnings:
Information:
30217
3 Fee Worksheet (SB06) fee-info.pdf no 2
cfd795e434ef72a9d863fb7304c0a95eal2a|
ect9
Warnings:
Information:
Total Files Size (in bytes)1 293955

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

AMW4
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: §
§
Stephen L. Thaler §
§
Serial No.: 16/524,350 §
§

Filed: July 29, 2019 § Group Art Unit: 2861
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION §

§

Examiner: §

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

PETITION TO THE DIRECTOR UNDER 37 CFR 1.181

This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR 1.53(b) on August 8, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances.

The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an Al
machine, being a type of “creativity machine” named “DABUS” as indicated, infer alia, in the
Application Data Sheet (ADS). The following statement explains the nature of DABUS, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed
herewith the application submission. Based on the following statement, it is submitted that the

Director should vacate the Notice to File Missing Parts for being be unwarranted and/or void.

AM%)145
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A machine called “DABUS” conceived of the instant invention.

The instant invention was generated by a specific machine called “DABUS” (“device
for the autonomous bootstrapping of unified sentience™) — a type of “Creativity Machine.” A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a series of smaller neural networks, that has
been trained with general information from various knowledge domains. This first network
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second “critic” artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine’s pre-existing knowledge base. The critic net also generates an effective response
that in turn injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.

In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.

In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.

A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and

2015/0379394 Al.

AMWG
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Inventorship should not be restricted to natural persons. A machine that would meet

inventorship criteria if it were a natural person should also qualify as an inventor.

No United States law explicitly prohibits protection for autonomous machine
inventions.

However, inventorship is restricted to “individuals” under, e.g., 35 U.S.C. §100(f)
(1952) (“The term ‘inventor’ means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.”).

The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an “Author” or
an “Inventor™?, 51 J. PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
‘whoever.” Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.”)

The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation, together with incentivizing the disclosure of information, and the
commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to

permit patent protection for the output of autonomously inventive machines threatens to

AMW7
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undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.

Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine’s output. By contrast, acknowledging machines as

inventors would also acknowledge the work of a machine’s creators.

An “autonomous machine invention” should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.

The machine’s owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including

both machines and patents).
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine’s owner, as the applicant

and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.

Stephen Thaler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS’s results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.

The Office presumes that the named inventor in an application is the actual inventor.

See MPEP §2137.01.

If a machine cannot be_an_inventor, the first person to recognize the inventive nature of

autonomous machine input may qualify as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine’s output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.

In some cases, recognition of the inventive nature of a computer’s output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present

case, DABUS identified the novelty of its own idea before a natural person did.
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Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at tkm(@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

-y
“J?‘? S 3{' E M ii;,{_z.. j;:‘:"‘““'*¢
A wic “fi

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: August 29, 2019
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Electronic Patent Application Fee Transmittal

Application Number:

16524350

Filing Date:

29-Jul-2019

Title of Invention:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Filer:

Reuven Khedhouri Mouallem

Attorney Docket Number:

50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount Suz—;l'g(t;)l in
Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
PETITION FEE - 37 CFR 1.17(F)(GROUP 1) 2462 1 200 200

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:
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Description Fee Code Quantity Amount SuB—;’g(t;)l in
Extension-of-Time:
Miscellaneous:
Total in USD ($) 200

AMWZ



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 119 of 253 PagelD# 201

Electronic Acknowledgement Receipt

EFS ID: 37014430

Application Number: 16524350

International Application Number:

Confirmation Number: 1467

Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Customer Number: 89602

Filer: Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number: 50567-3-01-US
Receipt Date: 29-AUG-2019
Filing Date: 29-JUL-2019
Time Stamp: 11:17:40
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes

Payment Type CARD

Payment was successfully received in RAM $200

RAM confirmation Number E201985B19429994

Deposit Account

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

AMWIS



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 120 of 253 PagelD# 202

File Listing:
Document Document Description File Name File Snze(thes)l Ml.lltl' .Pages
Number Message Digest | Part/.zip| (if appl.)
30216
1 Fee Worksheet (SB06) fee-info.pdf no 2
907abd377c196cd075be016522aa74386¢)

2e259

Warnings:

Information:

Total Files Size (in bytes){ 30216

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
16/524,350 07/29/2019 50567-3-01-US
CONFIRMATION NO. 1467
89602

FORMALITIES LETTER
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2 N LA 0
0 0113302

Elad, 4083201 0000
ISRAEL

LLITHIE

89

Date Mailed: 12/13/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
ltems Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all

required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).

* The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.

+ Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
+ late submission of the basic filing fee, search fee, or examination fee,
« late submission of inventor's oath or declaration,
« filing an application that does not contain at least one claim on filing, or
+ submission of an application filed by reference to a previously filed application.

SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized

below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification

of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)

+ $ 80 surcharge.
« $( 0) previous unapplied payment amount.
+$ 80 TOTAL FEE BALANCE DUE.

page 1 of 2
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.

Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450

Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https://sportal.uspto.gov/authenticate/AuthenticateUserl ocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http.//www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

[iltippett/
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 16/524,350
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 75 N/A
SEARCH FEE
(37 GFR 1.16(K). ), or (m)) N/A N/A N/A 330 N/A
EXAMINATION FEE
(37 GFR 1.16(0), (8}, or (a) N/A N/A N/A 380 N/A
oy CRRIAED) 11 minus20- x 50 -| 000 oR
INDEPENDENT CLAIMS *
(37 CFR 1.16(h)) 2 minus 3 = x 230 = 0.00
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(87 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0” in column 2. TOTAL 785 TOTAL
APPLICATION AS AMENDED - PART Il
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATE(S) FEE($) RATE(S) FEE($)
E AMENDMENT PAID FOR
| Total g i w -
s (37 CF(:H 16(i)) Minus X = OR =
) Independent * Minus | *** =
5 (37 CFR 1.16(h) X = OR -
<§: Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATE(S) FEE(S) RATE(S) FEE(S)
E AMENDMENT PAID FOR
LU Total * Minus | ** = =
E (37 CF?H.IE(H) X OR -
Independent * Minus | *** = — ~
E (37 CFR 1.16(h)) x - OR -
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16())
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.

AM%?




Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 124 of 253 PagelD# 206

UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
16/524,350 07/29/2019 50567-3-01-US
CONFIRMATION NO. 1467
89602 WITHDRAWAL NOTICE

FlashPoint IP Ltd.
Rehov Rabban Garie 2 T
Elad, 4083201

ISRAEL

[T

87

Date Mailed: 12/13/2019

Letter Regarding a New Notice and/or the Status of the Application

If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
08/08/2019. The time period for reply runs from the mail date of the new notice. Within the time period

for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserL.ocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.

If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.

If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CFR 1.137, the status of the application has been returned to pending status.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at

(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE RECD I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAIMSl
16/524,350 07/29/2019 2861 785 50567-3-01-US 11 2
CONFIRMATION NO. 1467
89602 FILING RECEIPT

Rehov Rabban Gamiisl2 000 A T

Elad, 4083201
ISRAEL

Date Mailed: 12/13/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.

Inventor(s)
None
Applicant(s)
Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler

Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178

Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided

UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes

Permission to Access Search Results: Yes

page 1of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
Preliminary Class
116
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 4
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SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.

page 4 of 4
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Dec 13, 2019 03:33:35 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.

16524350 NTC.MISS.PRT  12/13/2019 50567-3-01-US
M327 12/13/2019 50567-3-01-US
APP.FILE.REC  12/13/2019 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM

AM%iS
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
16/524,350 07/29/2019 50567-3-01-US 1467
89602 7590 12/17/2019 | EXAMINER |
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL | ART UNIT [ raperUMBER |
2861
| ~omricationpate | DELIVERY MoDE |
12/17/2019 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

FPIP-USPTO @FlashPointIP.com
ydm@ZFlashPointIP.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of

Stephen L. Thaler

Application No. 16/524,350 :

Filed: 29 Jul 2019 : DECISION ON PETITION
For: DEVICES AND METHODS FOR :

ATTRACTING ENHANCED

ATTENTION

This is a decision on the petition under 37 CFR 1.181, filed August 29, 2019, requesting the
Office vacate the Notice to File Missing Parts of Nonprovisional Application, mailed August 8,
2019.!

The petition under 37 CFR 1.181 is DISMISSED.

RELEVANT BACKGROUND

The above-identified application was filed on July 29, 2019. The application papers filed on July
29, 2019 were accompanied by, inter alia, an application data sheet (“ADS”), a statement under
37 CFR 3.73(c) stating Stephen L. Thaler is the assignee of the entire right, title, and interest of
the patent application, an assignment from the assignor, DABUS, signed by Stephen L. Thaler,
to the assignee, Stephen L. Thaler, assigning and transferring the assignor’s entire right, title, and
interest in the invention?, and a substitute statement under 37 CFR 1.64 in lieu of declaration
under 35 U.S.C. § 115(d) (“substitute statement”), listing DABUS, as the inventor for which the
substitute statement applies, which was executed by Stephen L. Thaler, as legal representative of
DABUS. The ADS, filed July 29, 2019, lists the sole inventor as having the given name
“[DABUS]” and the family name “Invention generated by artificial intelligence.”

On August 8, 2019, the USPTO issued a Notice to File Missing Parts of Nonprovisional
Application (“Notice”), which provided applicant two months from the mail date of the Notice,
with extensions of time available pursuant to 37 CFR 1.136(a), to file an ADS or inventor’s

! The instant petition under 37 CFR 1.181 was accompanied by a petition under 37 CFR 1.182 requesting expedited
processing of the instant petition. The petition to expedite the processing is dismissed as moot in view of this
decision.

2 Based on an initial review, this assignment document does not appear to satisfy the requirements set forth in 37
CFR 3.73(c)(1).

AM@165



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 132 of 253 PagelD# 214

Application No. 16/524,350 Page 2

oath/declaration that identifies each inventor by his or her legal name and to submit the $80
surcharge for the late submission of the inventor’s oath or declaration.

Petitioner filed the present petition under 37 CFR 1.181 on August 29, 2019.
OPINION

Petitioner asserts the sole inventor of the subject matter of the instant application is an artificial
intelligence machine named DABUS. Petitioner contends that inventorship should not be
restricted to natural persons and therefore, DABUS is properly identified as the sole inventor in
the ADS of July 29, 2019. Petitioner further contends the substitute statement filed July 29,
2019 and executed by Stephen L. Thaler, as legal representative of DABUS, listing DABUS as
the inventor is acceptable. Petitioner requests that the Director vacate the Notice of August 8,
2019 for being unwarranted and/or void.

35 U.S.C. § 115 requires that an application filed under 35 U.S.C. § 111(a) shall include the
name of the inventor or inventors. 35 U.S.C. § 100(f) defines the term “inventor” as the
individual or, if a joint invention, the individuals collectively who invented or discovered the
subject matter of the invention.® As provided in 37 CFR 1.41(h), an applicant may name the
inventorship of a pon-provisional applhication under 35 US.C. § 11143} in the ADS in accordance
with 37 CFR 1.76, or in the inventor's cath or declaration in accordance with 37 CFR 1 .63, See
MPEP 602.01.

Petitioner argues that inventorship should not be restricted to natural persons because United
States law does not explicitly prohibit protection for autonomous machine-created inventions.
Therefore, due to numerous policy considerations, a machine like DABUS, that meets the
inventorship criteria if it were a natural person, should also qualify as an inventor. However, the
United States patent laws do not support Petitioner’s position that an inventor can be a machine.

The Patent statute is replete with language indicating that an inventor is a natural person. For
example, as noted supra, 35 U.S.C. § 100(f) defines the term “inventor” as “the individual or, if
a joint invention, the individuals collectively who invented or discovered the subject matter of
the invention.” 35 U.S.C. § 101 also provides “[w]hoever invents or discovers...may obtain a
patent therefor, subject to the conditions and requirements of this title.” (emphasis added).
Additionally, 35 U.S.C. § 102(a) states, “A person shall be entitled to a patent unless...”
(emphasis added). 35 U.S.C. § 115(b)(2) further provides, in pertinent part, “[a]n oath or
declaration under subsection (a) shall contain statements that. .. such individual believes himself
or herself to be the original inventor or an original joint inventor of a claimed invention in the
application” (emphasis added).* Accordingly, the Patent statutes do not support the
interpretation of “inventor” to include a machine.

335 U.S.C. § 100(g) defines the terms “joint inventor” and “coinventor” as any one of the individuals who invented
or discovered the subject matter of a joint invention.

4 Other examples from Title 35 include: 35 U.S.C. § 116(a) that states, in pertinent part “[w]hen an invention is
made by two or more persons jointly, they shall apply for patent jointly and each make the required oath, except as
otherwise provided in this title”; 35 U.S.C. § 256 that provides for correction of the inventorship where a “person” is
named that is not the inventor or where a “person” who is an inventor is not named as an inventor of the patent;
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Application No. 16/524,350 Page 3

Moreover, when considering whether corporations could be listed as an inventor, the United
~N

States Court of Appeals for the Federal Circuit (Federal Circuit) has explained that “only natural
persons can be ‘inventors.””” We see no basis to distinguish a machine.

in this instance, the ADS of July 29, 2019 lists “[DABUS]” as the given name, and “Invention
generated by artificial intelligence” as the family name, of the sole inventor. Similarly, the
substitute statement under 37 CFR 1.64, filed July 29, 2019, lists DABUS as the inventor for
which the substitute statement applics. Petitioner admits that DABUS is a machine. Because a
machine does not qualify as an inventor (for the reasons set forth above), the USPTC property
1ssued the Notice of August 8, 2019 noting the 1nventor was not identified by his or her legal
name.

We note, however, that the use of a machine as a tool by natural person(s) does not generally
preclude natural person(s) from qualifying as an inventor or joint inventors if the natural
person(s) contributed to the conception of the claimed invention. See MPEP § 2137.01. Further,
the Office normally presumes that the named inventor or joint inventors in the application are the
actual inventor or joint inventors to be named on the patent. See MPEP § 2137.01. Where an
application names an incorrect inventor, the applicant could submit a request to correct
inventorship under 37 CFR 1.48. See MPEP § 602.01(c) et seq.; see also MPEP § 706.03(a),
subsection IV.

DECISION

For the reasons noted above, the petition under 37 CFR 1.181 to vacate the Notice of August 8,
2019 is dismissed.

The time period to reply to the Notice of August 8, 2019 is reset in this decision. Petitioner is
given a time period of two (2) months from the mailing date of this decision within which to file
all required items identified in the Notice of August 8, 2019 to avoid abandonment. Extensions
of time may be obtained by filing a petition accompanied by the extension fee under 37 CFR
1.136(a).

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

/SHIRENE W BRANTLEY/
Attorney Advisor, OPET

35 U.S.C. § 371(c)(4) that provides for an oath or declaration by the inventor “or other person” authorized under
chapter 11; 35 U.S.C. § 382 that provides for filing of an international design application by a “person who is a
national of the United States.”

5 Beech Aircraft Cor. v. Edo Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993); see also University of Utah v. Max-
Planck-Gesellschaft Zur Forderung Der Wissenschaften EV., 734 F.3d 1315, 1323 (Fed. Cir. 2013) ("Conception is
the touchstone of inventorship, the completion of the mental part of invention. It is the formation in the mind of the
inventor, of a definite and pernanent idea of the complete and operative invention, as it is hereafter to be applied in
practice.”} (internal guotation marks and citations omitted).
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Dec 17,2019 03:36:02 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PETDEC 12/17/2019 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

Inre Applicant: §
§
Stephen L. Thaler §
§
Serial No.: 16/524.,350 §
§

Filed: July 29, 2019 § Group Art Unit: 2861
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION §

§

Examiner: §

Mail Stop Petitions

Commissioner for Patents
P.O.Box 1450
Alexandria, VA 22313-1450

PETITION TO THE DIRECTORUNDER37CFR 1.181—
REQUESTFOR RECONSIDERATION

This Petition to the Director is pursuant under 37 CFR 1.181 from the requirement
under the Notice to File Missing Parts issued under 37 CFR 1.53(b) on August 8, 2019, for
which the supervisory authority of the Director is invoked in appropriate circumstances. The
Request for Reconsideration in this Petition is being filed in reply to the Decision on Petition
issued on December 17, 2019.

In view of the legal opinion and decision by the OPET legal advisor, Ms. Shirene W.
Brantley, in the Decision on Petition, additional arguments are submitted herewith (in
conjunction with theinventorship statement previously submitted) to assist in further clarifying
the status of inventorship as it relates to the instant invention. The circumstances under which
the instant invention was conceived pose a unique legal situation, further justifying this Request

for Reconsideration.
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The inclusion of the inventorship statement was initially prompted in order to explain
that the inventor of the subject matter of the instant invention of the present application is an
Al machine, being a type of “creativity machine” named “DABUS” as indicated, inter alia, in
the Application Data Sheet (ADS). The inventorship statement explains the nature of DABUS,
and why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and record ation of Assignment filed
herewith the application submission. Based on the inventorship statement, it is submitted that
the Director should vacate the Notice to File Missing Parts for being unwarranted and/or void.

Moreover, the additional arguments presented below rebut many of the statements
made in the Decision on Petition, which if heeded as the legal ad visor suggests, would render
such actions potentially as fraudulent representation before the USPTO.

In the event that the Office decides to not grant this Petition, it is requested that a final
decision be issued in the form of a Denial, rather than a subsequent Dismissal, in order for the
Applicant to pursue the matter in Federal Court.

Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for curing the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CFR 1.103 in the current application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant will have to endure
burdensome and costly procedural requirements to continually “daisy chain” newly-filed
continuation applications, while the matter proceeds gradually through the Federal Court, in

order to maintain the viability of their entitled IP rights.
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Additional Arguments in Reply to the Decision on Petition

In the Opinion by the OPET legal advisor, sources were cited from Title 35 of the U.S.
Code that define an inventor as an individual and/or person (see 35 U.S.C. §100(f), §102(a),
§115, §116(a), and §256). It is then concluded that “the Patent statutes do not support the
interpretation of ‘inventor’ toinclude a machine.”

Dr. Stephen Thaler, the Applicant and creator of DABUS, is of the honest opinion that
the instant invention was conceived solely by DABUS, and that he had no input in connection
with the invention that would entitle him to name himself as an inventor in accordance with
the provisions of sections cited above.

The line of reasoning presented in the Opinion suggests that the referenced statutes are
intended to compel an applicant to name a natural person even where that person does not meet
inventorship criteria. This would force an applicant to name a person who does not meet the
legal definition of an inventor. Failure to do so would prevent an applicant from receiving
protection for an otherwise patentable invention. This reasoning cannot be correct.

It would be wrong to require an applicant to name a person other than an actual inventor
solely for the purposes of meeting a strict literal application of statutes not drafted with regards
to the possibility that an invention may be generated without a natural person who qualifies as
an inventor. This would deceive the public with respect to the actual inventor of an invention,
and provide undeserved credit to someone who did not exercise inventive skill.

Inventorship is not a right but a matter of fact. That is, no person or other entity has a
“right” tobe an inventor. Inventorship is determined and should only be determined on of the
basis of inventive contribution to an alleged invention. Therefore, the fact that Al systems
currently do not have any rights in law cannot be determinative of whether or not an Al system

can be considered an inventor in law.

w
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The principles behind the naming the inventor(s) of an invention under 35 U.S.C. §115
have to be considered to their fullest extent, and not just limited to consideration of a person
who is an inventor. The public has a right to know who is/are the actual inventor(s) of an
invention disclosed in a patent application or patent. This becomes ever more relevant as Al
systems generate ever more sophisticated technologies that are often beyond the human
capacity to develop (such as those derived from the processing and analysis of vast amounts of
data).

It would be legally wrong for an applicant to fail to identify the inventive contribution
of an Al system as this would lead to a misrepresentation as to the origin of the inventive
concept(s) disclosed in the patent application. Moreover, inaccurately listing a natural person
for an invention devised by an Alsystem would dilute the very principle of naming the inventor
and would be unfair. While it would not be unfair to the Al system, which currently has no
legal rights or interest in law, it would be unfair to other human inventors because it would
equate the work of legitimate human inventors with those who were merely associated with an
Al system that actually made the invention.

It is accepted that an AI system such as DABUS cannot, under current law, own
property. While there has been very extensive debate on how to handle recent and forecast
advances in Al to date, there is no law that confers on an Al system any rights to own property.

In refusing to accept the naming of an Al system as an inventor, the Office is setting a
further test for patentability that is not provided for in law, and contradicts the generally held
principle that inventorship should not be a substantial condition for the grant of patents. No
such condition is laid down in the Statutes.

The motivation to innovate and disclose does not lie with the inventor, but rather with

the invention’s owner. It is the entity that will ultimately benefit from the invention that needs
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the motivation, for instance the employer or other entity that invests in the development of new
technology.

The patent system exists to encourage investment in research and development and in
the dissemination of the results of that work, via the granting of a time-limited monopoly in
return for disclosure. It is no more correct to suggest that inventions made by Al systems could
be disseminated freely to the public than inventions made by humans. While inventions may
be disseminated freely by their owners, free dissemination denies the owner of those inventions
the prospect of thereward provided for by the patent system. The patent system exists expressly
to motivate innovation and disclosure of inventions. That motivation is the same irrespective
of who is the actual deviser of the invention.

The Opinion concludes by providing the following suggestion. It states:

We note, however, that the use of a machine as a tool by natural
person(s) does not generally preclude natural person(s) from qualifying as an
inventor or joint inventor if the natural person(s) contributed to the conception
of the claimed invention. See MPEP §2137.01. Further, the Office normally
presumes that the named inventor or joint inventors in the application are the
actual inventors to be named on the patent. See MPEP §2137.01. Where an
application names an incorrect inventor, the applicant could submit a request
to correct inventorship under 37 CFR 1.48 See MPEP §602.01(c) et seq.; see
also MPEP §706.03(a), subsection IV.

It is emphasized that DABUS cannot be construed as a tool in the context above, the
term “autonomous” in its acronym (DABUS, Device for the Autonomous Bootstrapping of
Unified Sentience) inherently indicates that a human is not operating DABUS when it is
“conceiving” an invention, neither through suggestion, posing a problem, pruning,
emphasizing, guiding, nor a host of other ancillary activities. In fact, DABUS is conducting a
self-managed and self-regulated “exploration” of a myriad of conceivable possibilities,

assessing such notional junctures wholly independently of any human intervention.
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It is further emphasized that DABUS itself is the subject of several issued US patents.
Namely, US Patent No. 6,018,727 for “Device for the autonomous generation of useful
information,” US Patent No. 7,454,388 for “Device for the autonomous bootstrapping of useful
information,” and US Patent No. 10,423,875 for “Device for the autonomous bootstrapping of
unified sentience.”

In granting these patents, the Office has in essence accepted the existence of means to
create new intellectual property via creative machine intelligence, implicitly legalizing the
process by which DABUS arrives at a new invention. And yet, the fruits of such a process by
DABUS, which is the subject of the instant invention, are being improperly excluded from such
entitlement. By requiring a human inventor, the Office is effectively excluding any AI-
generated invention from patent protection. Such an outcome does not square with the fact that
that the Office awarded patent rights for the inventions cited above for their very ability to
generate inventions using Al.

The Office is also requested to take into account the position adopted by other Patent
Offices in corresponding patent applications for the DABUS inventions, as well as the
significant volume of debate currently circulating on the issue of Al-conceived inventions.
More specifically, the European Patent Office (EPO) has accepted in the corresponding
European Patent Application No. EP18275174.3, Patent Publication No. EP3563896A1, that
DABUS is the true deviser of the invention. The UK Intellectual Property Office (UKIPO) has
similarly accepted that DABUS is the actual deviser of the invention in its deliberations on the
corresponding UK Patent Application No. GB1818161.0, Patent Publication No.
GB2575131A. There would be no legal justification in the identification of different inventors
by different Patent Offices for the same invention, as doing so would contradict the very

principle of identifying the actual deviser of the invention.
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While both the EPO and the UKIPO have objected to the naming of DABUS as the
inventor, this is not on the basis of whether DABUS actually conceived the invention but on
whether patent law (the European Patent Convention and the UK Patents Act 1977,
respectively) permit the naming of an inventor that is not a natural person. The UKIPO has,
though, agreed that the making of inventions by Al systems is a current and serious issue that
must be debated in the context of patent law, and has also not excluded the possibility that
current UK patent law might be able to be construed to permit the naming of an Al system as
an inventor.

The World Intellectual Property Office (WIPO) has recently published a Conversation
on Intellectual Property and Artificial Intelligence (September 2019) specifically on this
question of law, similar to the USPTO Request for Comments on Patenting Artificial
Intelligence Inventions of August 2019 and Request for Comments on Intellectual Property
Protection for Artificial Intelligence Innovation of October 2019.

The fact that artificial intelligence systems, of which DABUS is an example, are
conceiving new technological developments that meet the requirements of patentability is
widely accepted, and therefore should not be ignored, especially by the government entities
that manage and grant rights to patentable inventions, that is Patent Offices.

Finally, it is noted that, based on the above, there is no way to meet the requirements of
the Statutes. That is, there is no cure for the issued Notice to File Missing Parts, while
maintaining proper inventorship according to the Statutes. Therefore, in the absence of any
cure to the outstanding Notice, Applicant submits that in the event that the Office decides to
not grant this Petition, it is requested that a final decision be issued in the form of a Denial,
rather than a subsequent Dismissal, in order for the Applicant to pursue the matter before a

Federal Court.
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Further, in issuing such a Denial, Applicant requests that the Office grant a stay of
proceedings regarding the time period for curing the Notice to File Missing Parts (e.g., a
Suspension of Action under MPEP §709 and 37 CFR 1.103 in the current application, or
allowing a Suspension of Action in a subsequently-filed continuation application to prevent a
new Notice to File Missing Parts from being issued). Otherwise, Applicant would have to
endure burdensome and costly procedural requirements to continually file continuation
applications, while the matter proceeds slowly through the Federal Courts, in order to maintain

the viability of their entitled IP rights.

Inventorship Statement Previously Filed

A machine called “DABUS” conceived of the instant invention.

The instant invention was generated by a specific machine called “DABUS” (“device
for the autonomous bootstrapping of unified sentience”) — a type of “Creativity Machine.” A
Creativity Machine is a particular type of connectionist artificial intelligence. Such systems
contain a first artificial neural network, made up of a series of smaller neural networks, that has
been trained with general information from various knowledge domains. This first network
generates novel ideas in response to self-perturbations of connection weights between neurons
and component neural nets therein. A second “critic” artificial neural network monitors the first
neural network for new ideas, and identifies those ideas that are sufficiently novel compared to
the machine’s pre-existing knowledge base. The critic net also generates an effective response
that in turn injects/retracts perturbations to selectively form and ripen ideas having the most
novelty, utility, or value.

In the case of the instant invention, the machine only received training in general

knowledge in the field, and proceeded to independently conceive of the invention, and to
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identify it as novel and salient. If similar training had been given toa human student, the student
rather than the trainer would meet the inventorship criteria as inventor.

In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.

A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and

2015/0379394 A1l.

Inventorship should not be restricted to natural persons. A _machine that would meet

inventorship criteria if it were a natural person should also qualify as an inventor.

No United States law explicitly prohibits protection for autonomous machine
inventions.

However, inventorship is restricted to “individuals” under, e.g., 35 U.S.C. §100(f)
(1952) (“The term ‘inventor’ means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.”).

The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an “Author” or
an “Inventor”?, 51 J. PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute

comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
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‘whoever.” Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.”)

The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patentlaw is to incentivize
innovation, together with incentivizing the disclosure of information, and the
commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to
undermine the patent system by failing to encourage the production of socially valuable
inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.

Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because

it devalues their accomplishments by altering and diminishing the meaning of inventorship.

10
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This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine’s output. By contrast, acknowledging machines as

inventors would also acknowledge the work of a machine’s creators.

An_“autonomous machine invention” should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.

The machine’s owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including
both machines and patents).

In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine’s owner, as the applicant

and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.

Stephen Thaler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS’s results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.

The Office presumes that the named inventor in an application is the actual inventor.

See MPEP §2137.01.

11
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If a machine cannot be an inventor, the first person to recognize the inventive nature of

autonomous machine input may qualify as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine’s output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.

In some cases, recognition of the inventive nature of a computer’s output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present

case, DABUS identified the novelty of its own idea before a natural person did.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm@ FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

: /Ryan Abbott/
Dr. Reuven K. Mouallem, LL.M. Dr. Ryan Abbott
Agent for Applicant Attorney for Applicant
Registration No. 63,345 Registration No. 68,178

Date: January 20, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

Inre Applicant: §
§
Stephen L. Thaler §
§
Serial No.: 16/524.,350 §
§

Filed: July 29, 2019 § Group Art Unit: 2861
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION §

§

Examiner: §

Mail Stop Petitions

Commissioner for Patents
P.O.Box 1450
Alexandria, VA 22313-1450

PETITIONTO EXPEDITE 1.181 PETITION TO THE DIRECTOR

This Petition is a request to expedite the petition to the Director filed in the instant

application under 37 CFR 1.181, for which the appropriate fee has been paid.

Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at tkm@ FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand thata copy of such communications will be made of record. [MPEP §502.03

1]
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Respectfully submitted,
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Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: January 20, 2020
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N35111-EP1 (NF)
1

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

FIELD AND BACKGROUND OF THE INVENTION

The present invention relates to devices and methods for attracting enhanced
5 attention. More specifically, the present invention relates to beacons for sustaining
enhanced interest/attention, as well as to beacons with symbolic importance.

In the prior art, signal indicators and beacons are typically based upon color,
brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.

10 Both cognitive studies and simulations of the brain’s limbo-thalamocortical system
via artificial neural nets have shown that original ideas produced within the brain’s stream
of consciousness occur at a specific thythm, typically near 4 hertz and a fractal dimension
of approximately Y2 (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a,
b, 2017b). An interval of 300 ms (~ 4 Hz) has been referred to as the “speed of thought”

15 (Tovée 1994).

In the referenced body of theoretical work of Thaler, the brain’s thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.e., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable
due to their sporadic and unpredictable nature. Essentially, neural activation patterns

20  within the cortex are thought to emit a telltale ‘beacon’ to the thalamus when they are
generated within a stream having the above said frequency and fractal signature.
Furthermore, these sporadic cognitive streams generally correspond to novel pattern

formation and are considered the signature of inventive ideation.
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It was also shown (Thaler 2016a) that the TRN’s behavior as an anomaly detector
was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: “In the former case, creative achievements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for

5  sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external
environment (i.e., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the

10  weaker, internally seeded stream of consciousness for seminal thought.”

In another publication (Thaler 2016b), frequency and fractal dimension were shown
to be indicative of the relation between attention, ideation novelty, and such thought-
process characteristics: “The search for a suitable affordance to guide such attention has
revealed that the rhythm of pattern generation by synaptically perturbed neural nets is a

15 quantitative indicator of the novelty of their conceptual output, that cadence in turn
characterized by a frequency and a corresponding temporal clustering that is discernible
through fractal dimension.”

Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with “Blinking, Flashing, and

20  Temporal Response”  (https:/colorusage.arc.nasa.gov/flashing 2.php), stating the
following: “The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very

slow and very fast blinking are less attention-demanding than rates near that peak.”
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A proposed approach based on the effects of fractal flickering of light stimuli was
previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time
on the evoked responses of the retina and visual cortex in normal and neurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to

5 a flickering background with “specific chaotic interval variabilities between flashes
(dynamic light fractal).” It was hypothesized that such an approach could be applied to
facilitate adaptation to non-linear flickering with fractal dimensions in electrophysiological
diagnostics.

Finally, in an article (Williams 2017) entitled, “Why Fractals Are So Soothing,”

10  related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5
was suggested to be an “economical” means for the eye-tracking mechanism of the human
visual system to simplify processing image content.

The ability to exploit fractal flickering for visual evoked responses (as in the

15 approach described in Zueva 2013), or to detect a visually fractal image (as in the studies
in Williams 2017) relate to visual and image processing.

It would be desirable to have devices and methods for attracting enhanced
attention. Such devices and methods would, infer alia, provide unique advantages over the

prior art mentioned above.

SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced

attention.
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It is noted that the term “exemplary” is used herein to refer to examples of
embodiments and/or implementations, and is not meant to necessarily convey a more-
desirable use-case. Similarly, the terms “alternative” and “alternatively” are used herein to
refer to an example out of an assortment of contemplated embodiments and/or

5 implementations, and is not meant to necessarily convey a more-desirable use-case.
Therefore, it is understood from the above that “exemplary” and “alternative” may be
applied herein to multiple embodiments and/or implementations. Various combinations of
such alternative and/or exemplary embodiments are also contemplated herein.

Embodiments of the present invention provide a method for producing and

10  providing a pulse train to an LED or lamp at a frequency and fractal dimension that is
highly noticeable to humans, being the same rhythm with which original ideas are formed
and recognized in both the brain and advanced Creativity Machines. A light source driven
in such a manner may serve as an emergency beacon within environments filled with
distracting light sources that are flickering randomly or periodically. Ease of detection may

15  be improved using auto-associative neural nets as anomaly detectors within a machine-
vision algorithm.

Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency

20 and fractal dimension) in a signaling device in order to trigger the brain’s innate ability to
filter sensory information by ‘“highlighting” certain portions in order to make those
portions more noticeable to the brain.

That is, a single light-emitting element flashing at such a prescribed frequency is

highly noticeable when viewed through anomaly detectors built from artificial neural
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networks. The sporadic nature of such pulse streams defeats the anomaly filter’s ability to
both learn and anticipate their rhythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than Y2, the
prescribed rhythms have sufficient frequency to catch the attention of a roving attention
5 window, as when humans are shifting their attention across widely separated portions of a
scene. If the detection system can calculate the fractal dimension of the anomalous light
sources within the filtered scene, the “neural flame” may be used as an emergency beacon
that discriminates itself from other alternating light sources within the environment.
Even to the naked eye, and without the use of an anomaly detector, fractal
10  dimension % pulse streams preferentially attract the attention of human test subjects. The
most attention-grabbing aspect of such streams is that the ‘holes’ or lacunarity between
pulses occur as anomalies in what would otherwise be a linear stream of events. In other
words, the pattern is frequently broken, such anomalous behavior possibly being detected
by the TRN within the human brain as inconsistencies in the established arrival trend of
15 visual stimuli. In contrast, should fractal dimension drop significantly below Y2, the
frequency of anomalous pulses drops, making them less noticeable to humans should either
attention or gaze be wandering.
The incorporation of a “fractal thythm” into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near %2, relates to
20  exploiting the understanding of TRN behavior, thereby avoiding aspects of visual and
image processing as contributing elements.
Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame

may be incorporated within one or more structures that resemble candles or altar fixtures,
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for instance, to accentuate the light’s spiritual significance. It is noted that that the light
source or beacon can incorporate any type of light-emitting device.

Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called “Creativity Machine Paradigm” (Thaler 2013), which

5 has been proposed as the basis of an “adjunct” religion wherein cosmic consciousness,
tantamount to a deity, spontaneously forms as regions of space topologically pinch off
from one another to form similar ideating and perceiving pairs, each consisting of mere
inorganic matter and energy. Ironically, this very neural paradigm has itself proposed an
alternative use for such a flicker rate, namely a religious object that integrates features of

10  more traditional spiritual symbols such as candles and torches.

Moreover, in a theory of how cosmic consciousness may form from inorganic
matter and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at
work between different regions of spacetime. Thus, neuron-like, flashing elements may be
used as philosophical, spiritual, or religious symbols, especially when mounted atop

15 candle- or torch-like fixtures, celebrating what may be considered deified cosmic
consciousness. Such a light source may also serve as a beacon to that very cosmic
consciousness most likely operating via the same neuronal signaling mechanism.

Therefore, according to aspects of the present invention, there is provided for the
first time a device for attracting enhanced attention, the device including: (a) an input

20  signal of a lacunar pulse train having characteristics of a pulse frequency of approximately
four Hertz and a pulse-train fractal dimension of approximately one-half; and (b) at least
one controllable light source configured to be pulsatingly operated by the input signal;
wherein a neural flame emitted from at least one controllable light source as a result of the

lacunar pulse train is adapted to serve as a uniquely-identifiable signal beacon over
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potentially-competing attention sources by selectively triggering human or artificial
anomaly-detection filters, thereby attracting enhanced attention.

Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a

5 digital-to-analog (D/A) converter for transmitting the input signal to at least one
controllable light source.

More alternatively or additionally, the D/A converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the
group consisting of: hardware, software, and firmware.

10 More alternatively or additionally, the processor includes a thresholding unit for
monitoring a random-walk trace for trace-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to
generate pulse-activation sequences of the lacunar pulse train.

More alternatively or additionally, candidates of the pulse-activation sequences are

15 filtered based on a zeroset dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.

More alternatively or additionally, filtered patterns are randomly withdrawn from
the selected sequences in the buffer, and wherein the filtered patterns are configured to
serve as the input signal to the D/A converter for transmitting to at least one controllable

20  light source.

Most alternatively or additionally, the filtered patterns are generated onboard the

processor.
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Alternatively or additionally, the uniquely-identifiable signal beacon reduces
distraction by providing a preferential alert over the potentially-competing attention
sources.

Alternatively or additionally, the neural flame serves as an object of contemplative

5  focus embodying symbolic meaning of varying significance.

According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating
a lacunar pulse train having characteristics of a pulse frequency of approximately four
Hertz and a pulse-train fractal dimension of approximately one-half; (b) transmitting the

10  input signal to at least one controllable light source; and (c) pulsatingly operating at least
one controllable light source to produce a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting

15  enhanced attention.

Alternatively or additionally, the method further includes the step of: (d)
monitoring a random-walk trace for trace-axis crossings of a firing threshold, and wherein
the trace-axis crossings result in activation transitions to generate pulse-activation
sequences of the lacunar pulse train.

20 More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
filling the candidates into a buffer of selected sequences having a fractal dimension of

approximately one-half.
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Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.

Alternatively or additionally, uniquely-identifiable signal beacon reduces

5 distraction by providing a preferential alert over the potentially-competing attention

sources.

Alternatively or additionally, neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.

These and further embodiments will be apparent from the detailed description and

10  examples that follow.

BRIEF DESCRIPTION OF THE DRAWINGS

The present invention is herein described, by way of example only, with reference
to the accompanying drawings, wherein:

15 Figure 1 is a simplified high-level schematic diagram depicting a neural-flame
device for attracting enhanced attention, according to embodiments of the present
invention;

Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present

20 invention;

Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the

present invention;
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10

Figure 4 depicts a video stream for detecting fractal beacons within a generalized
scene from the neural-flame device of Figure 1, according to embodiments of the

present invention.

5 DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS

The present invention relates to devices and methods for attracting enhanced
attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying description and the drawings.

10 Referring to the drawings, Figure 1 is a simplified high-level schematic diagram
depicting a neural-flame device for attracting enhanced attention, according to
embodiments of the present invention. A neural-flame device 2 includes a support 4
serving as a beacon or an imitation candle, which may be configured to accommodate the
needs of the application (regarding physical dimensions) such as an emergency alert or as

15 an object of contemplative focus embodying varying significance.

Neural-flame device 2 has a controllable light source 6 (e.g., an LED component)
with an optional translucent cover 8, which can be shaped like a neuron’s cell body or
soma. Controllable light source 6 can incorporate any type of light-emitting device.
Neural-flame device 2 includes a base 10 housing an optional digital-to-analog (D/A)

20  converter (D/A module 12) and an input connector 14 for supplying a digital input signal
for driving controllable light source 6 with the required voltage sequence at a frequency
corresponding to approximately 4 Hz and a fractal dimension near Y. It is noted that D/A
module 12 can be implemented as hardware, software, and/or firmware as an integral

component of a dedicated processor for neural-flame device 2.
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11

Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present invention. The
process starts with the system generating pulse trains having a frequency of approximately
4 Hz and a fractal dimension of near ¥2 (Step 20). A system buffer is then filled with these

5  special lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn
from the buffer, and then transmitted to controllable light source 6 via input connector 14
(Step 24).

Optionally, pulse trains may be randomly removed from the buffer prior to

transmitting the signal to controllable light source 6 (Step 26). Such aspects are elaborated
10  onin greater detail with regard to Figure 3.

Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in turn applied to a neuron-like thresholding unit resulting in

15 a series of activation transitions as the trace crosses (i.e., intersects) the “neuron’s” firing
threshold. The arrival patterns of these activation transitions are then filtered by an
algorithm that calculates fractal dimension (i.e., zeroset dimension of the trace), and fills a
buffer with those transition patterns having an approximate fractal dimension of %. These
filtered patterns are then withdrawn from the buffer, and transmitted to drive the

20  controllable light source.

The algorithm may be generated in an onboard processor and power supply all
within base 10 of neural-flame device 2. It is noted that not only do such pulse patterns

represent the desired 4 Hz, fractal dimension %2 pulse trains, but they largely differ from

AM@G)O



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 167 of 253 PagelD# 249

12

one another, thus preventing any anomaly detection filter, biological or not, from adapting
to repeating activation streams.

The neuron-activation stream is generated by inputting a form of random walk of
equal-sized steps to the neuron, with each such step being a notional ‘coin flip’ to

5  determine whether the step is positive or negative in sign. As the random input crosses the
neuron’s firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm,
the source of analog input to drive controllable light source 6 of neural-flame device 2.

Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse

train can be used as a set of candidate activation sequences that are then randomly
10  withdrawn from the buffer, and transmitted to drive controllable light source 6.

The random walk may be started repeatedly from zero in a series of trials,
calculating fractal dimension for each, and then accumulating a library (i.e., a buffer) of
just those short pulse sequences having the required fractal dimension near V2. Step 26 may
be accomplished in nanoseconds, and the sequences computationally slowed to near 300-

15  ms timescales prior to being transmitted to controllable light source 6.

Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when
viewed through an anomaly detector, either in the brain or an artificial neural network-

20  based novelty filter. With small pulse-train libraries, there is a chance of repetition as the
short pulse trains are appended to each other, making it easier for the anomaly filter to
adapt to them.

Such a “baseline reset” has been described (Thaler 2014). The fractal signature of

the random walk is determined largely by its step size. In the case of the neural flame, the
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13

random walk is tuned to provide a trace (i.e., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of that trace with a baseline that is
purposely introduced mid-channel yields a zeroset dimension of one less than that of the
trace’s fractal dimension, namely 0.5.

5 It is noted that the rigorous fractal dimension calculation (i.e., Mandelbrot
Measures) is immune to the regions in which the trace departs from the baseline. Without
directly viewing the trace, the zeroset dimension may be verified by waiting until the trace
resumes its baseline crossings again, and then calculating how these intersections scale
with time.

10 In Thaler 2014, the reset involves seeking the nearest memory to the network’s
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron’s activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.

Figure 4 depicts a video stream for detecting fractal beacons within a generalized

15 scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) “raw scene” of Figure 4), the anomaly filter (as
in (b) of Figure 4) can block out the anomalies representing the periodic source (as in (c) of

20  Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal
dimension of each anomaly’s activation stream, enabling separation of any random source
from that having a tuned fractal dimension (as in (e) of Figure 4). Thus, the use of fractal

dimension at frequencies close to the clock cycle of the human brain, around 250-300
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1

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

FIELD AND BACKGROUND OF THE INVENTION

The present invention relates to devices and methods for attracting enhanced
5 attention. More specifically, the present invention relates to beacons for sustaining
enhanced interest/attention, as well as to beacons with symbolic importance.

In the prior art, signal indicators and beacons are typically based upon color,
brightness, periodic flashing frequency, rotational pattern, and motion, but not fractal
dimension.

10 Both cognitive studies and simulations of the brain’s limbo-thalamocortical system
via artificial neural nets have shown that original ideas produced within the brain’s stream
of consciousness occur at a specific thythm, typically near 4 hertz and a fractal dimension
of approximately Y2 (see Literature References below: Thaler, 1997b, 2013, 2014, 2016a,
b, 2017b). An interval of 300 ms (~ 4 Hz) has been referred to as the “speed of thought”

15 (Tovée 1994).

In the referenced body of theoretical work of Thaler, the brain’s thalamic reticular
nucleus (TRN) is modeled as a constantly adapting auto-associative neural net (i.e., an
anomaly or novelty detector), for which such ideational rhythms are the most noticeable
due to their sporadic and unpredictable nature. Essentially, neural activation patterns

20  within the cortex are thought to emit a telltale ‘beacon’ to the thalamus when they are
generated within a stream having the above said frequency and fractal signature.
Furthermore, these sporadic cognitive streams generally correspond to novel pattern

formation and are considered the signature of inventive ideation.
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It was also shown (Thaler 2016a) that the TRN’s behavior as an anomaly detector
was linked to creative thinking and enhanced attention in forming useful ideational patterns
as stated in the following passage: “In the former case, creative achievements are the result
of convergent thinking processes, requiring the attention of critic nets on the lookout for

5  sporadic activations within the cortex that signal the formation of novel and potentially
useful ideational patterns [3].With non-linear stimulus streams present in the external
environment (i.e., sporadic events such as the two audible clicks used in EEG studies to
measure so-called P50 response), the attention of critic nets selectively shifts to these
sporadic external event streams [3,14] dominating within cortex, rather than mining the

10  weaker, internally seeded stream of consciousness for seminal thought.”

In another publication (Thaler 2016b), frequency and fractal dimension were shown
to be indicative of the relation between attention, ideation novelty, and such thought-
process characteristics: “The search for a suitable affordance to guide such attention has
revealed that the rhythm of pattern generation by synaptically perturbed neural nets is a

15 quantitative indicator of the novelty of their conceptual output, that cadence in turn
characterized by a frequency and a corresponding temporal clustering that is discernible
through fractal dimension.”

Regarding human response to light modulation, the Color Usage Lab of the NASA
Ames Research Center published related information dealing with “Blinking, Flashing, and

20  Temporal Response”  (https:/colorusage.arc.nasa.gov/flashing 2.php), stating the
following: “The rate of flashing has a powerful influence on the salience of flashing
elements. The human eye is most sensitive to frequencies of 4-8 Hz (cycles/second). Very

slow and very fast blinking are less attention-demanding than rates near that peak.”
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A proposed approach based on the effects of fractal flickering of light stimuli was
previously published (Zueva 2013). Fractal flickering exhibits scale invariance with time
on the evoked responses of the retina and visual cortex in normal and neurodegenerative
disorders. In the proposed approach, standard stimuli are presented to patients who adapt to

5 a flickering background with “specific chaotic interval variabilities between flashes
(dynamic light fractal).” It was hypothesized that such an approach could be applied to
facilitate adaptation to non-linear flickering with fractal dimensions in electrophysiological
diagnostics.

Finally, in an article (Williams 2017) entitled, “Why Fractals Are So Soothing,”

10  related to fractal patterns in the paintings of Jackson Pollock, the physiological response to
viewing images with fractal geometries having a fractal dimension of between 1.3 and 1.5
was suggested to be an “economical” means for the eye-tracking mechanism of the human
visual system to simplify processing image content.

The ability to exploit fractal flickering for visual evoked responses (as in the

15 approach described in Zueva 2013), or to detect a visually fractal image (as in the studies
in Williams 2017) relate to visual and image processing.

It would be desirable to have devices and methods for attracting enhanced
attention. Such devices and methods would, infer alia, provide unique advantages over the

prior art mentioned above.

SUMMARY
The present invention seeks to provide devices and methods for attracting enhanced

attention.
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It is noted that the term “exemplary” is used herein to refer to examples of
embodiments and/or implementations, and is not meant to necessarily convey a more-
desirable use-case. Similarly, the terms “alternative” and “alternatively” are used herein to
refer to an example out of an assortment of contemplated embodiments and/or

5 implementations, and is not meant to necessarily convey a more-desirable use-case.
Therefore, it is understood from the above that “exemplary” and “alternative” may be
applied herein to multiple embodiments and/or implementations. Various combinations of
such alternative and/or exemplary embodiments are also contemplated herein.

Embodiments of the present invention provide a method for producing and

10  providing a pulse train to an LED or lamp at a frequency and fractal dimension that is
highly noticeable to humans, being the same rhythm with which original ideas are formed
and recognized in both the brain and advanced Creativity Machines. A light source driven
in such a manner may serve as an emergency beacon within environments filled with
distracting light sources that are flickering randomly or periodically. Ease of detection may

15  be improved using auto-associative neural nets as anomaly detectors within a machine-
vision algorithm.

Thus, using TRN behavior as an anomaly filter in sustained creative activity and
mental focus as detailed above in the context of the works of Thaler, the present invention
exploits such a concept by embodying the same requisite characteristics (i.e., frequency

20 and fractal dimension) in a signaling device in order to trigger the brain’s innate ability to
filter sensory information by ‘“highlighting” certain portions in order to make those
portions more noticeable to the brain.

That is, a single light-emitting element flashing at such a prescribed frequency is

highly noticeable when viewed through anomaly detectors built from artificial neural
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networks. The sporadic nature of such pulse streams defeats the anomaly filter’s ability to
both learn and anticipate their rhythm, making said light pulses visible as anomalies.
Additionally, in contrast to pulse trains, having fractal dimensions less than Y2, the
prescribed rhythms have sufficient frequency to catch the attention of a roving attention
5 window, as when humans are shifting their attention across widely separated portions of a
scene. If the detection system can calculate the fractal dimension of the anomalous light
sources within the filtered scene, the “neural flame” may be used as an emergency beacon
that discriminates itself from other alternating light sources within the environment.
Even to the naked eye, and without the use of an anomaly detector, fractal
10  dimension % pulse streams preferentially attract the attention of human test subjects. The
most attention-grabbing aspect of such streams is that the ‘holes’ or lacunarity between
pulses occur as anomalies in what would otherwise be a linear stream of events. In other
words, the pattern is frequently broken, such anomalous behavior possibly being detected
by the TRN within the human brain as inconsistencies in the established arrival trend of
15 visual stimuli. In contrast, should fractal dimension drop significantly below Y2, the
frequency of anomalous pulses drops, making them less noticeable to humans should either
attention or gaze be wandering.
The incorporation of a “fractal thythm” into a signal beacon, having a spatial fractal
dimension near zero and a temporal delivery of a fractal dimension near %2, relates to
20  exploiting the understanding of TRN behavior, thereby avoiding aspects of visual and
image processing as contributing elements.
Embodiments of the present invention further provide a symbol celebrating the
unique tempo by which creative cognition occurs. The algorithmically-driven neural flame

may be incorporated within one or more structures that resemble candles or altar fixtures,
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for instance, to accentuate the light’s spiritual significance. It is noted that that the light
source or beacon can incorporate any type of light-emitting device.

Such embodiments stem from the notion of one perceiving neural net monitoring
another imagining net, the so-called “Creativity Machine Paradigm” (Thaler 2013), which

5 has been proposed as the basis of an “adjunct” religion wherein cosmic consciousness,
tantamount to a deity, spontaneously forms as regions of space topologically pinch off
from one another to form similar ideating and perceiving pairs, each consisting of mere
inorganic matter and energy. Ironically, this very neural paradigm has itself proposed an
alternative use for such a flicker rate, namely a religious object that integrates features of

10  more traditional spiritual symbols such as candles and torches.

Moreover, in a theory of how cosmic consciousness may form from inorganic
matter and energy (Thaler, 1997a, 2010, 2017), the same attentional beacons may be at
work between different regions of spacetime. Thus, neuron-like, flashing elements may be
used as philosophical, spiritual, or religious symbols, especially when mounted atop

15 candle- or torch-like fixtures, celebrating what may be considered deified cosmic
consciousness. Such a light source may also serve as a beacon to that very cosmic
consciousness most likely operating via the same neuronal signaling mechanism.

Therefore, according to aspects of the present invention, there is provided for the
first time a device for attracting enhanced attention, the device including: (a) an input

20  signal of a lacunar pulse train having characteristics of a pulse frequency of approximately
four Hertz and a pulse-train fractal dimension of approximately one-half; and (b) at least
one controllable light source configured to be pulsatingly operated by the input signal;
wherein a neural flame emitted from at least one controllable light source as a result of the

lacunar pulse train is adapted to serve as a uniquely-identifiable signal beacon over
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potentially-competing attention sources by selectively triggering human or artificial
anomaly-detection filters, thereby attracting enhanced attention.

Alternatively or additionally, the device further includes: (c) a processor for
supplying the input signal of the lacunar pulse train having the characteristics; and (d) a

5 digital-to-analog (D/A) converter for transmitting the input signal to at least one
controllable light source.

More alternatively or additionally, the D/A converter is an onboard module of the
processor, and wherein the module is embodied in at least one form selected from the
group consisting of: hardware, software, and firmware.

10 More alternatively or additionally, the processor includes a thresholding unit for
monitoring a random-walk trace for trace-axis crossings of a firing threshold of the
thresholding unit, and wherein the trace-axis crossings result in activation transitions to
generate pulse-activation sequences of the lacunar pulse train.

More alternatively or additionally, candidates of the pulse-activation sequences are

15 filtered based on a zeroset dimension, and wherein the candidates are filled into a buffer of
selected sequences having a fractal dimension of approximately one-half.

More alternatively or additionally, filtered patterns are randomly withdrawn from
the selected sequences in the buffer, and wherein the filtered patterns are configured to
serve as the input signal to the D/A converter for transmitting to at least one controllable

20  light source.

Most alternatively or additionally, the filtered patterns are generated onboard the

processor.
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Alternatively or additionally, the uniquely-identifiable signal beacon reduces
distraction by providing a preferential alert over the potentially-competing attention
sources.

Alternatively or additionally, the neural flame serves as an object of contemplative

5  focus embodying symbolic meaning of varying significance.

According to aspects of the present invention, there is provided for the first time a
method for attracting enhanced attention, the method including the steps of: (a) generating
a lacunar pulse train having characteristics of a pulse frequency of approximately four
Hertz and a pulse-train fractal dimension of approximately one-half; (b) transmitting the

10  input signal to at least one controllable light source; and (c) pulsatingly operating at least
one controllable light source to produce a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting

15  enhanced attention.

Alternatively or additionally, the method further includes the step of: (d)
monitoring a random-walk trace for trace-axis crossings of a firing threshold, and wherein
the trace-axis crossings result in activation transitions to generate pulse-activation
sequences of the lacunar pulse train.

20 More alternatively or additionally, the method further includes the steps of: (e)
filtering candidates of the pulse-activation sequences based on a zeroset dimension; and (f)
filling the candidates into a buffer of selected sequences having a fractal dimension of

approximately one-half.
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Most alternatively or additionally, the method further includes the steps of: (g)
randomly withdrawing filtered patterns from the selected sequences in the buffer; and (h)
using the filtered patterns as the input signal.

Alternatively or additionally, uniquely-identifiable signal beacon reduces

5 distraction by providing a preferential alert over the potentially-competing attention

sources.

Alternatively or additionally, neural flame serves as an object of contemplative
focus embodying symbolic meaning of varying significance.

These and further embodiments will be apparent from the detailed description and

10  examples that follow.

BRIEF DESCRIPTION OF THE DRAWINGS

The present invention is herein described, by way of example only, with reference
to the accompanying drawings, wherein:

15 Figure 1 is a simplified high-level schematic diagram depicting a neural-flame
device for attracting enhanced attention, according to embodiments of the present
invention;

Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present

20 invention;

Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the

present invention;
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10

Figure 4 depicts a video stream for detecting fractal beacons within a generalized
scene from the neural-flame device of Figure 1, according to embodiments of the

present invention.

5 DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS

The present invention relates to devices and methods for attracting enhanced
attention. The principles and operation for providing such devices and methods, according
to aspects of the present invention, may be better understood with reference to the
accompanying description and the drawings.

10 Referring to the drawings, Figure 1 is a simplified high-level schematic diagram
depicting a neural-flame device for attracting enhanced attention, according to
embodiments of the present invention. A neural-flame device 2 includes a support 4
serving as a beacon or an imitation candle, which may be configured to accommodate the
needs of the application (regarding physical dimensions) such as an emergency alert or as

15 an object of contemplative focus embodying varying significance.

Neural-flame device 2 has a controllable light source 6 (e.g., an LED component)
with an optional translucent cover 8, which can be shaped like a neuron’s cell body or
soma. Controllable light source 6 can incorporate any type of light-emitting device.
Neural-flame device 2 includes a base 10 housing an optional digital-to-analog (D/A)

20  converter (D/A module 12) and an input connector 14 for supplying a digital input signal
for driving controllable light source 6 with the required voltage sequence at a frequency
corresponding to approximately 4 Hz and a fractal dimension near Y. It is noted that D/A
module 12 can be implemented as hardware, software, and/or firmware as an integral

component of a dedicated processor for neural-flame device 2.
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Figure 2 is a simplified flowchart of the major process steps for operating the
neural-flame device of Figure 1, according to embodiments of the present invention. The
process starts with the system generating pulse trains having a frequency of approximately
4 Hz and a fractal dimension of near ¥2 (Step 20). A system buffer is then filled with these

5  special lacunar pulse trains (Step 22). These pulse trains are then sequentially withdrawn
from the buffer, and then transmitted to controllable light source 6 via input connector 14
(Step 24).

Optionally, pulse trains may be randomly removed from the buffer prior to

transmitting the signal to controllable light source 6 (Step 26). Such aspects are elaborated
10  onin greater detail with regard to Figure 3.

Figure 3 depicts a trace of the time evolution of input to a neuron-like thresholding
unit of the neural-flame device of Figure 1, according to embodiments of the present
invention. The trace represents the output of a random-walk algorithm carried out on a
computer or processor that is in turn applied to a neuron-like thresholding unit resulting in

15 a series of activation transitions as the trace crosses (i.e., intersects) the “neuron’s” firing
threshold. The arrival patterns of these activation transitions are then filtered by an
algorithm that calculates fractal dimension (i.e., zeroset dimension of the trace), and fills a
buffer with those transition patterns having an approximate fractal dimension of %. These
filtered patterns are then withdrawn from the buffer, and transmitted to drive the

20  controllable light source.

The algorithm may be generated in an onboard processor and power supply all
within base 10 of neural-flame device 2. It is noted that not only do such pulse patterns

represent the desired 4 Hz, fractal dimension %2 pulse trains, but they largely differ from
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one another, thus preventing any anomaly detection filter, biological or not, from adapting
to repeating activation streams.

The neuron-activation stream is generated by inputting a form of random walk of
equal-sized steps to the neuron, with each such step being a notional ‘coin flip’ to

5  determine whether the step is positive or negative in sign. As the random input crosses the
neuron’s firing threshold (as depicted in Figure 3), a pulse is triggered by the algorithm,
the source of analog input to drive controllable light source 6 of neural-flame device 2.

Returning to optional Step 26 of Figure 2, the resulting stream of the lacunar pulse

train can be used as a set of candidate activation sequences that are then randomly
10  withdrawn from the buffer, and transmitted to drive controllable light source 6.

The random walk may be started repeatedly from zero in a series of trials,
calculating fractal dimension for each, and then accumulating a library (i.e., a buffer) of
just those short pulse sequences having the required fractal dimension near V2. Step 26 may
be accomplished in nanoseconds, and the sequences computationally slowed to near 300-

15  ms timescales prior to being transmitted to controllable light source 6.

Other techniques may be employed as well to mitigate such effects, as known in the
art. However, randomly withdrawing short pulse trains from the buffer has an advantage in
that it adds another layer of randomness to the pulse train, allowing it to stand out when
viewed through an anomaly detector, either in the brain or an artificial neural network-

20  based novelty filter. With small pulse-train libraries, there is a chance of repetition as the
short pulse trains are appended to each other, making it easier for the anomaly filter to
adapt to them.

Such a “baseline reset” has been described (Thaler 2014). The fractal signature of

the random walk is determined largely by its step size. In the case of the neural flame, the
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random walk is tuned to provide a trace (i.e., a wiggly line) that has a fractal dimension of
1.5. Sampling the crossings (i.e., intersections) of that trace with a baseline that is
purposely introduced mid-channel yields a zeroset dimension of one less than that of the
trace’s fractal dimension, namely 0.5.

5 It is noted that the rigorous fractal dimension calculation (i.e., Mandelbrot
Measures) is immune to the regions in which the trace departs from the baseline. Without
directly viewing the trace, the zeroset dimension may be verified by waiting until the trace
resumes its baseline crossings again, and then calculating how these intersections scale
with time.

10 In Thaler 2014, the reset involves seeking the nearest memory to the network’s
current output pattern and using that as a new reference to measure how far that vector has
walked. The equivalent of a single neuron’s activation crisscrossing a baseline, the output
pattern oscillates through a point in a multidimensional space.

Figure 4 depicts a video stream for detecting fractal beacons within a generalized

15 scene from the neural-flame device of Figure 1, according to embodiments of the present
invention. Using a machine vision system, the video stream is propagated through an
adaptive auto-associative neural net used as an anomaly filter. With periodic, random, and
fractally-tuned beacons (as depicted in (a) “raw scene” of Figure 4), the anomaly filter (as
in (b) of Figure 4) can block out the anomalies representing the periodic source (as in (c) of

20  Figure 4). Subsequent algorithmic steps (as in (d) of Figure 4) calculate the fractal
dimension of each anomaly’s activation stream, enabling separation of any random source
from that having a tuned fractal dimension (as in (e) of Figure 4). Thus, the use of fractal

dimension at frequencies close to the clock cycle of the human brain, around 250-300
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milliseconds, serves to enhance attention over other potentially-competing attention
sources by selectively triggering the physiological anomaly-detection filtering of the brain.

To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each

5  step being of equal magnitude (Figure 3). The aggregate intersections with the time axis
represent the zeroset, with each of these points ultimately representing a pulse within the
sequence driving neural-flame device 2.

As these candidate pulse trains are generated, they are assessed for their zeroset (or

fractal) dimension, Do, which is approximated as: Do = In(No)/In(N), wherein N is the total
10  number of 300 millisecond intervals sampled, and No is the total number of intercepts of

the neuron’s net input with the firing threshold. As any new firing pattern is assessed with

a fractal dimension near Y2, the pattern is stored within a memory buffer or array.

Subsequently, such pulse trains are randomly accessed and transmitted to D/A module 12

where they are converted to analog voltages to drive the neural flames of controllable light
15 source 6.

Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron until the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.

For use as a signal beacon, humans may search with or without the aid of a camera

20  and machine-vision system. In the latter case, the camera’s video stream may be viewed
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter’s input and output patterns, AP =
Pin - Pout, thus producing a map of anomalies within the camera’s field of view. Subsequent

filters then calculate the fractal dimension of anomalies appearing in this filtered view.
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milliseconds, serves to enhance attention over other potentially-competing attention
sources by selectively triggering the physiological anomaly-detection filtering of the brain.

To generate pulse trains to drive neural-flame device 2, input to a computational
neuron takes the form of a random walk over successive 300-millisecond intervals, each

5  step being of equal magnitude (Figure 3). The aggregate intersections with the time axis
represent the zeroset, with each of these points ultimately representing a pulse within the
sequence driving neural-flame device 2.

As these candidate pulse trains are generated, they are assessed for their zeroset (or

fractal) dimension, Do, which is approximated as: Do = In(No)/In(N), wherein N is the total
10  number of 300 millisecond intervals sampled, and No is the total number of intercepts of

the neuron’s net input with the firing threshold. As any new firing pattern is assessed with

a fractal dimension near Y2, the pattern is stored within a memory buffer or array.

Subsequently, such pulse trains are randomly accessed and transmitted to D/A module 12

where they are converted to analog voltages to drive the neural flames of controllable light
15 source 6.

Alternatively, use of a storage buffer may be sidestepped by using an optimization
algorithm that varies the step size of input variations to the neuron until the average fractal
dimension of the pulse trains evaluate to the desired fractal dimension.

For use as a signal beacon, humans may search with or without the aid of a camera

20  and machine-vision system. In the latter case, the camera’s video stream may be viewed
through an anomaly detector, the preferred embodiment being an adaptive auto-associative
net that calculates the difference vector between the filter’s input and output patterns, AP =
Pin - Pout, thus producing a map of anomalies within the camera’s field of view. Subsequent

filters then calculate the fractal dimension of anomalies appearing in this filtered view.
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Using such a methodology, not only can fractal dimension ¥2 sources be identified, but a
range of prespecified fractal dimensions in the range (0, 1), opening a whole new approach
to secure signaling and communication.
Furthermore, aspects of the present invention provide an object of contemplative
5 focus embodying symbolic meaning of varying significance (e.g., philosophical/religious)
due to the fact that the unique fractal rhythms used are those thought to: (1) be exploited by
the brain to detect idea formation, and (2) have grandiose meaning as the temporal
signature of creative cognition, whether in extraterrestrial intelligence or cosmic
consciousness.
10 While the present invention has been described with respect to a limited number of
embodiments, it will be appreciated that many variations, modifications, equivalent
structural elements, combinations, sub-combinations, and other applications of the present

invention may be made.
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CLAIMS
1. A device for attracting enhanced attention, the device comprising:
(a) an input signal of a lacunar pulse train having characteristics of a pulse

frequency of approximately four Hertz and a pulse-train fractal dimension
of approximately one-half; and
) at least one controllable light source configured to be pulsatingly operated
by said input signal;
wherein a neural flame emitted from said at least one controllable light source as a
result of said lacunar pulse train is adapted to serve as a uniquely-identifiable signal
beacon over potentially-competing attention sources by selectively triggering

human or artificial anomaly-detection filters, thereby attracting enhanced attention.

2. The device of claim 1, the device further comprising:

(©) a processor for supplying said input signal of said lacunar pulse train having
said characteristics; and

(d) a digital-to-analog (D/A) converter for transmitting said input signal to said

at least one controllable light source.

3. The device of claim 2, wherein said D/A converter is an onboard module of

said processor, and wherein said module is embodied in at least one form selected from the

group consisting of: hard ware, software, and firmware.
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4. The device of claim 3, wherein said processor includes a thresholding unit
for monitoring a random-walk trace for trace-axis crossings of a firing threshold of said
thresholding unit, and wherein said trace-axis crossings result in activation transitions to

generate pulse-activation sequences of said lacunar pulse train.

5. The device of claim 4, wherein candidates of said pulse-activation
sequences are filtered based on a zeroset dimension, and wherein said candidates are filled

into a buffer of selected sequences having a fractal dimension of approximately one-half.

6. The device of claim 5, wherein filtered patterns are randomly withdrawn
from said selected sequences in said buffer, and wherein said filtered patterns are
configured to serve as said input signal to said D/A converter for transmitting to said at

least one controllable light source.

7. The device of claim 6, wherein said filtered patterns are generated onboard

said processor.
8. The device of any one of claims 1 to 7, wherein said uniquely-identifiable
signal beacon reduces distraction by providing a preferential alert over said potentially-

competing attention sources.

0. The device of any one of claims 1 to 7, wherein said neural flame serves as

an object of contemplative focus embodying symbolic meaning of varying significance.
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10. A method for attracting enhanced attention, the method comprising the

steps of:

(a) generating a lacunar pulse train having characteristics of a pulse frequency
of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half;

(b) transmitting said input signal to at least one controllable light source; and

©) pulsatingly operating said at least one controllable light source to produce a

neural flame emitted from said at least one controllable light source as a
result of said lacunar pulse train is adapted to serve as a uniquely-
identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby

attracting enhanced attention.

11. The method of claim 10, the method further comprising the step of:
(d) monitoring a random-walk trace for trace-axis crossings of a firing
threshold, and wherein said trace-axis crossings result in activation

transitions to generate pulse-activation sequences of said lacunar pulse train.

12. The method of claim 11, the method further comprising the steps of:

) filtering candidates of said pulse-activation sequences based on a zeroset
dimension; and

() filling said candidates into a buffer of selected sequences having a fractal

dimension of approximately one-half.
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13. The method of claim 12, the method further comprising the steps of:
(2) randomly withdrawing filtered patterns from said selected sequences in said
buffer; and

(h) using said filtered patterns as said input signal.

14. The method of any one of claims 10 to 13, wherein said uniquely-
identifiable signal beacon reduces distraction by providing a preferential alert over said

potentially-competing attention sources.

15. The method of any one of claims 10 to 13, wherein said neural flame serves

as an object of contemplative focus embodying symbolic meaning of varying significance.
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ABSTRACT

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

The present invention discloses devices and methods for attracting enhanced
attention. Devices include: an input signal of a lacunar pulse train having characteristics of
a pulse frequency of approximately four Hertz and a pulse-train fractal dimension of
approximately one-half; and at least one controllable light source configured to be
pulsatingly operated by the input signal; wherein a neural flame emitted from at least one
controllable light source as a result of the lacunar pulse train is adapted to serve as a
uniquely-identifiable signal beacon over potentially-competing attention sources by
selectively triggering human or artificial anomaly-detection filters, thereby attracting

enhanced attention.
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Exemplary Embodiment
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Figure 1
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Exemplary Embodiment

20 Generate pulse train having frequency
of 4 Hz and fractal dimension of %2

22 Fill buffer with lacunar pulse trafn~ |+==1 ===

/e

26 [optionally] Randomly
remove pulses from lacunar
pulse train in buffer

24 Transmit lacunar pulse train frombuffer | |
to controllable light source

Figure 2
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Exemplary Embodiment
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29,2019 Group Art Unit: 2861
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

L L L LI L L LI LT LI LT LT L L

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

OBJECTION TO PUBLICATION — REQUEST FOR DELAYED
PUBLICATION

This is in response to the United States Patent and Trademark Office Communication,
mailed January 22, 2020, indicating that the Director has determined that the Decision of
December 17, 2019 involves an interpretation of patent laws or regulations that would be of
precedential value and, therefore will be published pursuant to 37 CFR 1.14(e).

Applicant formally objects to such publication of the Decision due to consideration of
the filing of a subsequent Petition to the Director under 37 CFR 1.181 for Request for
Reconsideration, filed on January 20, 2020.

Given that the Applicant has presented additional arguments in the Petition regarding
the Dismissal in the Decision, Applicant believes that publication of the Decision without
consideration of the Petition would misrepresent the matter to the public in an irrevocable way.
Furthermore, Applicant has requested in the Petition that a final decision be issued in the
matter. In the event that the Office continues to hold that the Petition is lacking in merit,

Applicant requests a Denial rather than a Dismissal.

1
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Applicant raises no objections to publication by the Office of such a final decision, nor
to the publication of such a final decision in conjunction with the prior Decision of December
2019. Thus, Applicant is essentially only requesting delayed publication of the Decision
appended to a final decision. Applicant views such publication as informative to the general
public concerned with artificial intelligence (Al) in furthering the discussions at large regarding
Al-generated inventions.

In addition, Applicant further submits that in issuing such a final decision it would
benefit practitioners, inventors, and numerous other stakeholders for the Office to clarify that,
while the Patent Statutes may currently not allow for an AI machine such as DABUS being an
inventive entity, the assessment of conception and patentability (which serve as the true basis
for determining inventorship) in such Al-generated inventions have not been dealt with in
arriving at a decision on inventorship.

Therefore, in the interest of transparency to the readers of such publication, it would
behoove the Office to address the point that the Statutes currently do not allow the matters of
conception and patentability to be considered. As a result, the deeper discussions revolving
around Al-generated inventions and inventorship are preemptively slipping through the cracks
due to this statutory roadblock as it were. Thus, as addressed in the parallel prosecution of the
instant invention before the UKIPO that while the statutes are the determining factor, there is

a matter of unresolved law that should be dealt with in the future.

Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at tkm@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR

1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
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mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

e o N : ;} ya&&@)zﬂhmm,
,,,,,,,, 17
‘ /Ryan Abbott/
Dr. Reuven K. Mouallem, LL. M. Dr. Ryan Abbott
Agent for Applicant Attorney for Applicant
Registration No. 63,345 Registration No. 68,178

Date: February 17, 2020
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov
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2861
| ~omricationpate | DELIVERY MoDE |
04/22/2020 ELECTRONIC
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TATER PATENT AND TRADEMARK {JFRICE

Alexandsin, ¥,

3 a*«h*’wm P Ll

yar Sxanndiel 2
R3I2G1

fa re Application of

Application No.; 16/5324 358 :

Filed: July 29, 2019 : DECISION ON PETITION
Attomey Bocket Nugnber: S0367-3-01.U8 :

Forr DEVICES AND METHODS FOR

ATTRACTING ENHANCED ATTENTION

This is g decision on the petition filed Jamuary 20, 2020 under 37 CFR 1181, requesting
reconsideration of ih decision tssoed December 17, 2019, which decision refused 1o vacate the
gust §, 2019 Notice 1o File Missing Parts of Nonp ovisional Apphvation,!

LA

The paiitiﬁn to vacate the August &, 2019 Notice w File Missin
Application s DENIED

g Parts of Nonprovistonal

RELEVANT BACKGROUND

The above-idemiified application was filed on July 29, 2019,
The application papers filed on July 29, 2019 were accompanded by
*  Anapplication data sheet ("ADS™) listing a %zn%ig venior with the given name

HRABUST and the family name “{Unvention generated by artificial intelligence).”™ Th
ADS aiso identifies the Applicant as the Assignee “Siephen L. Thader.”

0

* A substitute statement under 37 CFR 164 in Heu of declaration under 33 US.C § 1S
i yCDABUS (the inventt :un was autonomously generated by araficial mtellig
the invenior was executed by Stephen L. Thaler,

genee} as

ied as both the legal

who was dentid
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Application No. 16/324 330 Pyge 2
represenigtive of DABUS and the Applicant.
& A statermenty md\; 37 CFR 373 ey identifving Stephen L. Thaler as the assignes of the
entire right, title, and interest in the + application.

¢ Anassignment dogument gssigning the entire right, title and interest o

v machine that has produced the, . nvention” 10 Stephen 1., T

«eutes;‘f the -’focm mnt on beh dh‘ of hoth DABLS, as k
signee.

“DABUS, the

i
i
hals

TATEMENT OF INVENTORSHIPY '”‘{mw\:srsmp Staternent”} which provides
ing remarks on the inventorship of the “350 application. Briefly, the letter siates
the invention was conceived by a "‘crfzai"fh‘y machine” samed “DABUS” and it should be
named ag the nventor v the “350 application.

o

0

A Notice to File Missing Paris of Nonprovisional Application was issued on August §, 2019
{“.»“mgi.i;‘i R, 2019 Nottee ") The August 8, 2019 Notice indicated that the ADS “does not

1ify each inventor by his or her legal narae™ and an 380 surcharge is dus for late submisston
of the wventor’s oath or declaration.

3

1 under 37 UFR 1181 was filed on August 29, 2019, requesting supervisory review of
the August b,, ,fw(.! 19 Notice, and o vacate the August 8, 2019 Notice for belng unwarranted
andior void.

A second Notice to File Missing Parts of Nonprovisional Application was 's ued on Decembsy
13, 2019 CDecemmber 13, 2019 Kotice™), explaining the time pericd fur reply runs from the mail
date of the December 13, 2019 Notice,

The petition of August 29, 2019 was dismissed in a decision issued on December 17, 2019

The instant petifion under 37 CFR LIBT was filed on Jamuary 26, 202 (,, requesting
fewmidm‘“tim of the decision issaed December 17, 2019, which decision refused to vacate the
August ¥, 2019 Notice,

aticn Peti .ism at 44
tions the machin

tes the reaquurements of 37 OFR

Hoaot pader 33 U.8.C § {18 and 37

> p\ ﬂpuf"\' g
ament Jowmu

s iniQ qi
; i 3 md petitioner”

3 48,
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Applivation No, 16/524,350 Page 4

independently create the invention,® Petitioner asserts that DABUS was not created {o solve any
particular problem, and it was not trained or any special data relevant o the instamt invention®
Instead, it was the machine, not a person, which recogaized the novelty and salience of the
instant invention.” Fetitioner contends that inventor sEJ;; should not be Himited 10 natural persons
and, the 2re fore, the naming of DABUS gs the inventor in the sbove-identified applivation is
proper.’ Petitioner reguests that 1 hs, Xuam. 8, 2019 Motice be vacated for being wnwarranted
andfor ved,

Under 35 TLS.C0L § 115(a), “faln application for patent
welnde, or be amended {o inc‘im‘n the name of the inventor for any mmvention ¢l
application.” An “invenior” w defined in 33 1180, & 100(a) as “the indivi
nvention, mo dividuals coliectively who invented or discovered the sabije
nvention,”

N

To the extent the p ner argues that an “iventor” could be construed 0 cover machines, the
patent statutes preciude such a broad interpretation, Titde 33 of the ié@ iieﬁ- ‘St&z{es Code
cmwi%ie:"iv refers to w\ entors as natural persms, For example L8 10 st

Hain & patent therefore,
{on pﬁwm\;adc,c “Whoover” sugges
nd uses S Profieuns 8 secifie o nai nral pdxuﬂ\

when i ;d‘ii"n 1o the “individual® swho betieves bimself or hevseif to im the original inventor or
ar original joint inverdor of a claimed invention in the application. ' It further states that the
mventor who exeeutes an cath or declaration nust be a “p person, *H Other sections of '?‘;*E kN
take the same approach.’” Therefore, interpreting “inventor” bro dcﬁ} to encomy
weld coniradict the plain reading of the palent statutes that rele

of ﬁns
vefers to ;mi viduals

ER S

In addition, ﬁic*\ ‘\ Court of Appeals for the Federal Clreutt (Federal Ci nau* '
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The inventors of g pa‘ a are “the ndividual oy, i 8 joint invention, the
individuals ¥ who invented or discovered the subject matier of the
invention.” 33 S.{.v, § 100, It is axiomatic, that inventors are the individy
that conceive of the invention:

\' onception s the touchsione of aventorship, the completion of the mental
part of invention. 1t is the formation in the mind of the inventor. of 2

;j fintte and permanent idea of the complete and U})thf‘ & invention, g5 it
is hereafier o be applied in practice. Conception is complete only when
the 1dea 18 80 clearty defined in the tnventor’s mind that anly or dm@u si:z.:,
would be pecessary 1o reduce the invention to pi’ai’.‘ii\,ﬂ, witho
research of experimentadon. {Conception] is a mental act. . ..

Burroughs Wellcame Co v Bare Lubs., e 4() P 1223, 122728
Fed.Cir. 1994 (internal qu»mwnz ks and citations 'miu i, lo pett form this
mental act, Wwventors must be natural persons dvd cannot be corporations or

Soverelg gngt

: distinetion between hvvernton smp and ownership of an invention
“trouit i an earber decision, Beech direraft Corp. v, EDO Corp.,

N

Similarly, when explaining 1
by a corporation, the Federal €
stated that: “only natural persons can be ‘“inventors.”

While these Federal Circuit decisions are in the context of staies and corporations, respectively,
the discussion of coneeption as being a “formation in the mind of the inventor™ and a “mental
act” is equally applicable to machines and indicates that conception—the touchstong of
inventorship—must be performed by a natural person,

The United States Patent and Trademark Offiee’s {USPTPS) onderstanding of the patent statutes
and the Federal Cireuit ease law concerning toventorship to require that ap inventor must be a
natural person 1§ reflected in the numerous references o the fnventor as & “nersory” in Title 3

the Code of Federal Regulations, ' Furthermeore, the Manual of Patent £ xamining Procedure

a
7 of

Ny inverntor or nr%‘ ST
ed to h» m mw; nventor
: e} »{d ;m
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Page 6

) feral Clronit case law converning nventorship,
explaining i‘}*-;-z' ‘i*o mrui i quwﬁ on ;‘m" inventorship is “conception.”’ The MPEV defines
“eonception” as “the com piete performance of the mental part of the inventive act” and it is “the
formation in the mind of the tnventor of a definite and permanent idea of the complete and
obs':ra‘t;w mvsention as it s thereafter 1 be applied in practice.™ Again, the use of terms such as

ental” and “mind” in the MPEP indicates that conception must be performed by a natural

person,

Accordingly. becauae the above-identified application names
generated by artiticial intelligenee),” as the toveutor, and because current statutes, case law, and
USPTO regulations and rules Uroit inventorship o natural persous, the above-identified
applivation does ot comply with 33 US.CL & 118(a). '® The USPTO therefore properly issued
the August 8, 201% Notice requiring the fnventor to be identified by his or her legal name.

waching, “"{DARBUST {lnvention

Petitio gues that the December 17, 2019 petition decision pre
sugu-':sts ‘the referenced statutes are intended o compel an ap
even where the person does not meet the inventorship oriteria.
misundersiands the petition decision. The petition de"mon of December 17, 2019 explains that
ISURLC § 0N defines the term “inventor” as the individnal who invented or discovered the
subject matter of the tnvention, Idemtifyving a natuwral person, who did not invent or discover the
&mfvu m of the invention, as the inventor in a patent applicati on w ould be in couflict with

tules. Accordingl itton decision of Decentber 2019 dogs not s
?.hai at zzppiicamt is compelled to lst & natural porson as an inventor who does not meet
wventorstup eriteris

eits a hine of reasouing tha
Ant to name a pataral person
However, petitioner

©

Petitioner also argues t}mi the {J-\E TO should take into accoant the ;
European Patent Qffice (PEFO) and the UK

’ 'i on adopied by the
tntellectual Property Office UKIPO™) that

D XBT eated the inwve \‘\EOH at 1»%\1», but DABLUS carmot! be named as zha inventor.t! The
above-identified application is currently nndergoing review for completeness of the application.
The Lx,i TO has not made any o xicrmm:fma u)‘iwmmsf who or what actws reated the

Invention elaimed in the abov f‘~mcm1facd application.™ Furthermore, the E:.P{) and UKIPO are
interpretin gt 2 their own remect"'w I'zwv. ﬁ e 'i E‘L‘Vopem Patent Convention and
the UK patent law does

ot permit 8 machine 1o be ne ventor in a m*o*n a,pp;

(
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FOMPEP 2137,
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fied by their “legal

Fed, Ofc 1994)8 MPEP

. {6 no cure
ar Wnventorship according to the \T giules.”
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0 Reoo 3dcx at fon Pevtion at 3.

U Reconsideration Petition at 6-7.

T See MFEF 306,
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Application N, 16/8

Petitioner further arpues that “fils ;'f*ﬁ’uxi.z'yg to accept the naming of an Al system as an invendor,
the L‘SE \3 is setting imaw test ,m }-‘ﬁemﬁ'ﬁ“i?if“ thﬂt is not pr-::svided for in law, and

the grant of p&te ‘-‘Ls e ?m oner’s \3‘(}{3.,{1"1»43.‘\ 18 not { ersuasive. Inventorship has long been a
condition for patentabilily, and 35 US.CL§ 1Y Ju; : pu—mi}' requires that an application include,
or he amended {0 melade, the name of the i 1 i
Before the Leahy-Srmith America Invents Act {AIA) revised
wvertorship was a grounds for rejection under pre-AIA 3 §
ALA, naming an incorrect inventor is a grounds for rejection w mim 35
USC §1187

tmproper
: "odav under the
» 101 and 33

Ly

Petitioper also argues that the USPFTO has granted patent:
therefore, implicily legalized the process by which DARBUS at'r'i‘-'c;:s at an invention fur the
above-identified ».Imi\aau on 2 The USPTO grants a p‘-rmi z* 'q pears that an applicant is
entitled o a patent under the law pursuant to 35 U800 § 1310 The granting of a patent under 35
U.S.CL 8 151 for an invention that covers a mauh‘m sjm,s not mean that the patent statutes
provide for that voachine to be listed as an inventor in another patent application—any more than
a patent for a camera allows the camera hold a copyright., As noted above, a machine does nat
qualify as an inventor under the patent laws.

3 10 the DA machine and,

Lastly, petitioner has outlined numerons polioy considerations to support the position that ;
patent application can name a machine as an inventor, For g\:&mp.», pumon contends Eha,
allowing a maching 1o be Hated as an inventor would incentivive innovation using Al systems,”
reduce the improper naming of persons as inventors who do not qualifly as inventors, fmd
suppott the public notice fonction by informing the poblic of the actual inventors of a
invention.® These policy considerations not mdm{amﬁmgﬁ they do ot overcome the piai;’t
fanguage of the patent laws as passed by the Congress and as interpreted by the courts.”

biect maiter s
ic., i 20083 ¢
e the basis (3?5" proper inventorsh

aht 1o be paleated.”
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Application No., 16/324,350 Page 8

CONCLUSION

1

For the reasons stated above, the bs‘i‘{iﬁ“l“ is granted 1o the extent that the decision of December
17,2019 has been reviewed, but the petition is DENTEY with respect to vacating the August &,
20197 Notice,

The time period to reply to the Notice to File Missing Parts of Nonprovisional Application of

¥

st R, ..?.UE'#. iwreeet in this dec* ‘um @}'”’m(mu is given a tme period of two (33 months from
the maiting sl(xic wf } is si\g sion to file all required items identified in the
Decennber | Extensions of iime may be obtained by filing

a petition ace apamed *ﬁ im extension kx ander 37 CFR 11381, Petitioner, however, E"ouEu
a\i &ct no zu"-f?;{zm;:t, resel im* ofim time period for reply to the Motice 1o File Missing Parts of
st 8, 2019 in the above-identified application or any other

1 application,

sta\ of pmcecmm 5t hgz aoox«e«-xd

w of the submission fited in the above-identified
t ;*xmid;:“ the USPTO with authority under 35 ULS.C. § 122

i3 decision s beinz
§ cation on iw‘:iﬂm
and 37 CFR 1

This constitutes a final decision o this petition. Mo further requests for reconsideration will be

ertertained.

elephone inquiries concerning this decision should be directed to Charles Kim, Divector of the
i“; sof Petitions, at (371 272-742 1,

Robert W, Bahr
Deputy Conmmissioner for
Patent Examination Policy
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Apr 23, 2020 06:31:38 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PET.DEC.OIPE  04/22/2020 50567-3-01-US
PET.DEC.OIPE  04/22/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 16/524,350
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 75 N/A
SEARCH FEE
(37 GFR 1.16(K). ), or (m)) N/A N/A N/A 330 N/A
EXAMINATION FEE
(37 GFR 1.16(0), (8}, or (a) N/A N/A N/A 380 N/A
oy CRRIAED) 11 minus20- x 50 -| 000 oR
INDEPENDENT CLAIMS *
(37 CFR 1.16(h)) 2 minus 3 = x 230 = 0.00
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(87 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0” in column 2. TOTAL 785 TOTAL
APPLICATION AS AMENDED - PART Il
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATE(S) FEE($) RATE(S) FEE($)
E AMENDMENT PAID FOR
| Total g i w -
s (37 CF(:H 16(i)) Minus X = OR =
) Independent * Minus | *** =
5 (37 CFR 1.16(h) X = OR -
<§: Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATE(S) FEE(S) RATE(S) FEE(S)
E AMENDMENT PAID FOR
LU Total * Minus | ** = =
E (37 CF?H.IE(H) X OR -
Independent * Minus | *** = — ~
E (37 CFR 1.16(h)) x - OR -
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16())
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
16/524,350 07/29/2019 50567-3-01-US
CONFIRMATION NO. 1467
89602

FORMALITIES LETTER
FlashPoint IP Ltd.

Ao Rabban Gaiiel 2 L

Elad, 4083201 0000
ISRAEL

JITHEY

02

Date Mailed: 04/24/2020

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
ltems Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all

required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).

* The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.

+ Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
+ late submission of the basic filing fee, search fee, or examination fee,
« late submission of inventor's oath or declaration,
« filing an application that does not contain at least one claim on filing, or
+ submission of an application filed by reference to a previously filed application.

SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized

below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification

of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)

+ $ 80 surcharge.
« $( 0) previous unapplied payment amount.
+$ 80 TOTAL FEE BALANCE DUE.

page 1 of 2
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.

Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450

Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https://sportal.uspto.gov/authenticate/AuthenticateUserl ocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http.//www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

[iltippett/

page 2 of 2
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
16/524,350 07/29/2019 50567-3-01-US
CONFIRMATION NO. 1467
89602 WITHDRAWAL NOTICE

FlashPoint IP Ltd.

S T

ISRAEL

Date Mailed: 04/24/2020

Letter Regarding a New Notice and/or the Status of the Application

If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice mailed on
12/13/2019. The time period for reply runs from the mail date of the new notice. Within the time period

for reply, applicant is required to file a reply in compliance with the requirements set forth in the new
notice to avoid abandonment of the application.

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserL.ocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at
1-866-217-9197 or visit our website at http://www.uspto.gov/ebc.

If the reply is not filed electronically via EFS-Web, the reply must be accompanied by a copy of
the new notice.

If the Office previously granted a petition to withdraw the holding of abandonment or a petition to
revive under 37 CFR 1.137, the status of the application has been returned to pending status.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at

(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/jltippett/

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE RECD I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAIMSl
16/524,350 07/29/2019 2861 785 50567-3-01-US 11 2
CONFIRMATION NO. 1467
89602 FILING RECEIPT

Rehov Rabban Gamiisl2 OO B L

Elad, 4083201
ISRAEL

Date Mailed: 04/24/2020

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.

Inventor(s)
None
Applicant(s)
Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler

Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178

Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

EUROPEAN PATENT OFFICE (EPO) 18275174.3 11/07/2018 No Access Code Provided

UNITED KINGDOM 1818161.0 11/07/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes

Permission to Access Search Results: Yes

page 1of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 08/07/2019

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,350

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
Preliminary Class
116
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 4
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SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.

page 4 of 4
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Apr 24, 2020 04:27:41 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.

16524350 NTC.MISS.PRT  04/24/2020 50567-3-01-US
M327 04/24/2020 50567-3-01-US
APP.FILE.REC  04/24/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
16/524,350 07/29/2019 50567-3-01-US 1467
89602 7590 05/15/2020 | EXAMINER |
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL | ART UNIT [ raperUMBER |
2861
| ~omricationpate | DELIVERY MoDE |
05/15/2020 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

FPIP-USPTO @FlashPointIP.com
ydm@ZFlashPointIP.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of

Application No. 16/524,350 :

Filed: 29 Jul 2019 : DECISION ON PETITION
For DEVICES AND METHODS FOR :

ATTRACTING ENHANCED ATTENTION

This is a decision on the petition pursuant to 37 C.F.R. § 5.25,
filed July 29, 2019, seeking a retroactive license for foreign
filing under 35 U.S.C. § 184.

The petition is DISMISSED.

This decision concerns European application number 18275174.3
filed November 7, 2018 and UK application number 1818161.0 filed
November 7, 2018.

A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:

(1) a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each

country;
(3) A verified statement (oath or declaration)
containing:
(1) An averment that the subject matter in

question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(i1) A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under § 5.11 first having
been obtained; and,
(4) The required fee (§ 1.17(g) of this chapter).
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Application No. 16/524,350 Page 2

The petition complies with requirements (1), (2), (3) (i), and
(4) of 37 C.F.R. § 5.25. Petitioner has provided a listing of
each of the foreign countries in which the unlicensed patent
application material was filed;! the dates on which the material
was filed in another country;? an averment that the subject
matter in question was not under a secrecy order at the time it
was filed abroad, and that it is not currently under a secrecy
order;? and, the required petition fee.

The petition fails to comply with requirements (3) (ii) and
(3) (1iii) of 37 C.F.R. § 5.25. A discussion follows.

The relevant parties are as follows:

e Declarant Thaler is the applicant.?

e BRBoth foreign filings were made by declarant Thaler’s
European counsel.’ The name of said European counsel has
not been revealed.

Regarding requirement (3) (ii) of 37 C.F.R. § 5.25, the record
does not establish whether declarant Thaler and the European
counsel was each aware of the requirements of 35 U.S.C. § 184
and 37 C.F.R. § 5.11(a) at the time of their involvement in the
proscribed foreign filing. As such, it cannot be discerned
whether this petition was diligently filed.

In the sixth paragraph of his verified statement, declarant
Thaler asserts “[p]ursuant to 35 C.F.R. § 5.25(a) (3) (ii), I was
first informed by my US patent counsel when they began to
prepare filing for a patent before the USPTO in which they
determined the potential need for a foreign filing license on
June 13, 2019.” However, it is not clear what he was first
informed of on this date.

Moreover, Petitioner asserts in the seventh paragraph of his
verified statement that at the time of the foreign filing, his
European counsel was not aware of the requirements of 35 U.S.C.

§ 184 and 37 C.F.R. § 5.11(a). However, declarant Thaler does
not have firsthand knowledge of what another person did or did
not know.

1 Europe and the UK. Petition, page 1 and Thaler verified statement,
paragraph 3.

2 November 7, 2018. Id.

3 Thaler verified statement, paragraph 5.

4 Application Data Sheet included on initial deposit, page 1.

5 Thaler verified statement, paragraph 7.
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Application No. 16/524,350 Page 3

Regarding requirement (3) (iii) of 37 C.F.R. § 5.25, first, the
second paragraph of the Thaler verified statement states he is
not certain whether a foreign filing license is necessary.

35 U.S.C. § 1.84(a) provides,

(a) FILING IN FOREIGN COUNTRY.—Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the
registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.

As is made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where petitioner seeks the retroactive foreign filing license
out of an abundance of caution. Rather, the USPTO has only the
authority to grant a petition under 37 C.F.R. § 5.25 where
petitioner establishes that the proscribed application was filed
abroad through error. Accordingly, seeking a retroactive
foreign filing license out of an abundance of caution does not
satisfy the standard set forth by 35 U.S.C. § 1.84(a). It is
further noted that the USPTO will not determine whether a
foreign filing license was required before proscribed
application was filed abroad. The USPTO will only determine
whether the proscribed filing was made through error upon the
filing of a petition under 37 C.F.R. § 5.25 and consideration of
the merits of the showing made therein. Declarant Thaler must
determine whether a foreign filing license was required before
the proscribed application was filed and expressly indicate the
result of his determination on renewed petition.

Second, the petition fails to describe any error which resulted
in the filing of the foreign application without the required
license under § 5.11 first having been obtained. As set forth
above, it has not been established whether declarant Thaler and
the European counsel were aware of the requirements of 35 U.S.C.
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Application No. 16/524,350 Page 4

§ 184 and 37 C.F.R. § 5.11(a) at the time of their involvement
in the proscribed foreign filing.

Third, 37 C.F.R. § 5.25(b) requires “statements by those persons
having personal knowledge of the acts regarding filing in a
foreign country.” It follows that the verified statement should
be made by the person or persons who had direct knowledge and
made the decision to file in a foreign country before securing a
foreign filing license. The renewed petition must expressly
identify who made the decision to file in a foreign country
before securing a foreign filing license, and include a verified
statement from that/those individual (s).

Similarly, the renewed petition must expressly identify the
European counsel who filed the application in a foreign country
before securing a foreign filing license, and include a verified
statement from that individual.

FEach declarant must indicate whether he/she was aware of the
requirements of 35 U.S.C. § 184 and 37 C.F.R. § 5.11(a) at the
time of his/her involvement in the proscribed foreign filing.

Fourth, the petition does not explain how the proscribed foreign
filing came to be filed. Perhaps the proscribed foreign filing
was filed as a result of declarant Thaler sending instructions
to the European counsel to effectuate the filing?

Fifth, 37 C.F.R. § 5.25(b) sets forth, in pertinent part: “[tlhe
showing of facts..should be accompanied by copies of any
necessary supporting documents such as letters of transmittal or
instructions for filing.” It follows that on renewed petition,
each declarant must indicate whether any instructions regarding
the filing were provided in writing, and if so, a copy of the
instruction letter(s) must be included therewith, along with an
English translation (if applicable).

Sixth, declarant Thaler and the European counsel must address
the following on renewed petition:

e What checks does the European counsel have when filing an
application to ensure that a foreign application is not
filed when a foreign filing license is required by 35
U.S.C. § 184 and 37 C.F.R. § 5.11(a)>?

e TIf checks were in place, why was the procedure not followed
in this instance? In addition, when were these checks
implemented?
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Application No. 16/524,350 Page 5

e Has declarant Thaler filed abroad previously, or was this
the first time? Similarly, has the European counsel filed
abroad previously with a US-based inventor, or was this the
first time?

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response 1s due within
TWO MONTHS of the mailing date of this decision. Extensions of
time of this period of reply may be obtained under 37 C.F.R.

§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.

The reply should include a cover letter entitled “Renewed
Petition under 37 C.F.R. § 5.25.” This is not a final agency
action within the meaning of 5 U.S.C § 704.

The renewed petition should indicate in a prominent manner that
the attorney handling this matter is Paul Shanoski, and may be
submitted by mail,® hand-delivery,’ or facsimile.® If Petitioner
has the capability to file follow-on documents, a response may
be submitted via the electronic filing system, EFS-Web® and the
document code should be RETR.LICENSE. If responding by mail,
Petitioner is advised not to place the undersigned’s name on the
envelope. Only the information that appears in the footnote
should be included - adding anything else to the address will
delay the delivery of the response to the undersigned.

Any verified statement (notarized ocath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:

I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such

6 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

7 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.

8 (571) 273-8300: please note this is a central facsimile number.

9 https://sportal.uspte.qov/suthenticate/authenticateuserlcocalepf. html
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Application No. 16/524,350 Page 6

willful false statements may jeopardize the validity of the
application or any patent issuing thereon.

Telephone inquiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225.10 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

10 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

May 15, 2020 04:22:02 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PETDEC 05/15/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PTO/AIA/31 (03-14)

Approved for use through 11/30/2020. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

NOTICE OF APPEAL FROM THE EXAMINER TO Docket Number (Optional)

THE PATENT TRIAL AND APPEAL BOARD 50567-3-01-US

| hereby certify that this correspondence is being facsimile In re Application of

transmitted to the USPTO, EFS-Web transmitted to the USPTO, or Stephen L. Thaler

deposited with the United States Postal Service with sufficient Application Number Filed

postage in an envelope addressed to "Commissioner for Patents, P.O. | 16/524,350 July 29, 2019

Box 1450, Alexandria, on Alexandria, VA 22313-1450" [37 CFR 1.8(a)] For

on 16 June 2020 . | DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION
signature /Reuven K. Mouallem/ Art Unit Examiner

Typed or printed name Reuven K. Mouallem 2861 Robert W. Bahr, decision dated 4-22-2020

Applicant hereby appeals to the Patent Trial and Appeal Board from the last decision of the examiner.

The fee for this Notice of Appeal is (37 CFR 41.20(b)(1)) $ 800

Applicant asserts small entity status. See 37 CFR 1.27. Therefore, the fee shown above is reduced

by 50%, and the resulting fee is: S 400

Applicant certifies micro entity status. See 37 CFR 1.29. Therefore, the fee shown above is reduced
by 75%, and the resulting fee is: S
Form PTO/SB/15A or B or equivalent must either be enclosed or have been submitted previously.

D A check in the amount of the fee is enclosed.
D Payment by credit card. Form PTO-2038 is attached.

D The Director is hereby authorized to charge any fees which may be required, or credit any overpayment

to Deposit Account No.

Payment made via EFS-Web.

D A petition for an extension of time under 37 CFR 1.136(a) (PTO/AIA/22 or equivalent) is enclosed.
For extensions of time in reexamination proceedings, see 37 CFR 1.550.

WARNING: Information on this form may become public. Credit card information should not be included
on this form. Provide credit card information and authorization on PTO-2038.

lam the

L’ applicant

Signature /Reuven K. Mouallem/

attorney or agent of record D attorney or agent acting under 37 CFR 1.34

Registration number 63345 Registration number

Typed or printed name Reuven K. Mouallem

Telephone Number 516-301-1649
Date 16 June 2020

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and certifications. Submit multiple
forms if more than one signature is required, see below*.

l:‘ * Total of forms are submitted.

This collection of information is required by 37 CFR 41.20(b){(1) and 41.31. The information is required to obtain or retain a benefit by the public which is to file {and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Electronic Patent Application Fee Transmittal

Application Number: 16524350
Filing Date: 29-Jul-2019
Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Filer: Reuven Khedhouri Mouallem

Attorney Docket Number: 50567-3-01-US

Filed as Small Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount Suz—;l'g(t;)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:

NOTICE OF APPEAL 2401 1 400 400

Post-Allowance-and-Post-Issuance:
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Description Fee Code Quantity Amount SuB—;’g(t;)l in
Extension-of-Time:
Miscellaneous:
Total in USD ($) 400
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Electronic Acknowledgement Receipt

EFS ID: 39727360

Application Number: 16524350

International Application Number:

Confirmation Number: 1467

Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Customer Number: 89602

Filer: Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number: 50567-3-01-US
Receipt Date: 16-JUN-2020
Filing Date: 29-JUL-2019
Time Stamp: 10:18:36
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes

Payment Type CARD

Payment was successfully received in RAM $400

RAM confirmation Number E20206FA20431345
Deposit Account

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)

103997

1 Notice of Appeal Filed aia0031-p.pdf no 1

7ba0ad918c55500d8948131bedce302df64]
96ddc

Warnings:

Information:

30080

2 Fee Worksheet (SB06) fee-info.pdf no 2

cfdf6724f504e18bbc70365e6a56029eceb

Warnings:

Information:

Total Files Size (in bytes){ 134077

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit:
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Examiner:

e cliv eV el e cRV o cRIV CIRV e CRIV s IV clV e CRIV e cRIV Y Cl e ]

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:

PAUL SHANOSKI
Attorney Advisor
Office of Petition

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit:
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Neciive clive eV clive eV cV e cliVe cliv e clV e clive clive ol

Paul Shanoski
Attorney Advisor
Office of Petition

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Renewed Petition requests under 37 CFR 5.25 a retroactive license for foreign
filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition under
§1.17(g) has been paid. The retroactive foreign filing licenses are requested for the following
jurisdictions in which the unlicensed patent application material was filed.

> European Patent Application No. 18275174.3, filed November 7, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled “Devices and Methods
for Attracting Enhanced Attention;” and
» UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled “Devices and Methods for
Attracting Enhanced Attention.”
In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license

related to a pending US application (identified above by US application number, filing date,
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applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.

Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert
Jehan attached herewith, aver:

H that a Foreign Filing License was required prior to filing of the subject foreign

applications;

2) that neither applicant Thaler, nor the EU Counsel who filed the subject foreign

applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

3) diligence in seeking the retroactive foreign filing license upon discovery that

such license was necessary;

) that the subject matter in question was not under a secrecy order at the time the

subject matter was filed abroad; and

S) that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.

The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior

to any foreign filing.
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It is noted that the law on foreign filing licenses in the United Kingdom was changed
in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.

Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown

by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at tkm @FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, 1 hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

11]

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 12, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,350
Filed: Group Art Unit:
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.:

LN LN L L LD L LD L L L LN L S

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Robert Jehan, declare that:

1. T am over twenty-one years of age and competent to give a verified statement
such as this Declaration.

2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the Al inventor is US-based, and since the
assignee/applicant is a US citizen, I was recently advised that a foreign filing
license would be necessary for the instant application.

3. I am the European and British Patent Attorney cited in the Petition on behalf
of applicant Stephen L. Thaler, in particular for:

a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting

Enhanced Attention;” and
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced
Attention.”

4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.

5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of 35 USC §181.

6. 1 have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent

Office (EPO). While I have handled on behalf of clients patent applications in
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many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.

7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.

8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public. The subject invention of
these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license. As a consequence, Mr. Thaler’s patent
applications did not trigger any reason for me to expect that a foreign filing
license might be required.

9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was

involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.

10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.

11. T confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).

12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler’s applications in the UK and in Europe.

13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a

foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 9th day of July 2020

il

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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Electronic Acknowledgement Receipt

EFS ID: 39975795

Application Number: 16524350

International Application Number:

Confirmation Number: 1467

Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Customer Number: 89602

Filer: Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number: 50567-3-01-US
Receipt Date: 13-JUL-2020
Filing Date: 29-JUL-2019
Time Stamp: 04:38:25
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document . . File Size(Bytes Multi Pages
u Document Description File Name ile Size( y M " I. . 9
Number Message Digest | Part/.zip| (if appl.)
66098
. ' signed-132_Declaration_Thaler
4
1 Oath or Declaration filed _NF_2020-resubmit.pdf no
11006ec9290948fc7cc931739300ea086e1
eb3e
Warnings:
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Information:

57660
. . - Re-
) Request for Retrs)actwe Foreign Filing submission_FFL_petition NF. no 4
License
pdf 1419a0e43ffc4d3863¢9347db03e260e462,
08ba6
Warnings:
Information:
119501
3 Qath or Declaration filed Declaration_Jehan_NF_July_20 no 4
20.pdf
cad4c0bcb8bad 7e9bbbae3adh72207d0521
9ocad
Warnings:
Information:
Total Files Size (in bytes)1 243259

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit: 2861
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

e cliv eV el e cRV o cRIV CIRV e CRIV s IV clV e CRIV e cRIV Y Cl e ]

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

1, Stephen L. Thaler, declare that:

1. T am over twenty-one years of age and competent to give a verified statement
such as this Declaration.

2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the Al inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license
would be necessary for the instant application.

3. Tam the Applicant in the foreign filings cited in the Petition (attached herewith):

a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting

Enhanced Attention;” and

AR2%T



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 248 of 253 PagelD# 330

b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced
Attention.”

4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.

5. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreign-
filed applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to devices and methods for
attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC §181.

6. I was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent
before the USPTO in which they determined the need for a foreign filing

license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
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Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FFL) that was filed in July 2019.

7. This Declaration is in support of the Resubmission of the Petition seeking a
Retroactive FFL in reply to the decision of USPTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.

8. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU Counsel, Robert Jehan.

9. I declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another Al-generated application that was prepared and filed
around the same time as filing this application in the EU. A similar FFL petition
has been filed and considered together with this case by the Office of Petitions.

10. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as corroborated in the attached EU counsel, Adv. Robert Jehan’s
declaration).

11. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreign-
filed applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)

who was unfamiliar with US Patent Law and the requirement of obtaining a
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foreign filing license prior to any foreign filing. The supporting declaration of

said European counsel is attached hereto.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 15th day of June 2020

5 .
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STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit: 2861
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

e cliv eV el e cRV o cRIV CIRV e CRIV s IV clV e CRIV e cRIV Y Cl e ]

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:
PAUL SHANOSKI

Attorney Advisor

Office of Petition

Sir,
The attached updated version of the declaration of EU counsel, Robert Jehan, supersedes and

replaces the declaration of Robert Jehan that was submitted on 13 July 2020.

Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant

Registration No. 63,345

Date: July 14, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: §
§
Stephen L. Thaler §
§
Serial No.: 16/524,350 §
§

Filed: July 29, 2019 § Group Art Unit: 2861
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION §

§

Examiner: §

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Robert Jehan, declare that:

1. T am over twenty-one years of age and competent to give a verified statement
such as this Declaration.

2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the Al inventor is US-based, and since the assignee/applicant
is a US citizen, I was recently advised that a foreign filing license would be
necessary for the instant application.

3. Iam the European and British Patent Attorney cited in the Petition on behalf of
applicant Stephen L. Thaler, in particular for:

a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting

Enhanced Attention;” and

ARG



Case 1:20-cv-00903-LMB-TCB Document 15-2 Filed 11/30/20 Page 253 of 253 PagelD# 335

b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced
Attention.”

4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.

5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of 35 USC §181.

6. 1 have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent

Office (EPO). While I have handled on behalf of clients patent applications in
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many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.

7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.

8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public. The subject invention of
these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license. As a consequence, Mr. Thaler’s patent
applications did not trigger any reason for me to expect that a foreign filing
license might be required.

9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was

involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.

10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.

11. T confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).

12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler’s applications in the UK and in Europe.

13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a

foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 9th day of July 2020

il

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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Electronic Acknowledgement Receipt

EFS ID: 39988793

Application Number: 16524350

International Application Number:

Confirmation Number: 1467

Title of Invention: DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

First Named Inventor/Applicant Name:

Customer Number: 89602

Filer: Reuven Khedhouri Mouallem

Filer Authorized By:

Attorney Docket Number: 50567-3-01-US
Receipt Date: 14-JUL-2020
Filing Date: 29-JUL-2019
Time Stamp: 04:15:04
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document Document Description File Name File Slze(B}ttes)l Multl' 'Pages
Number Message Digest | Part/.zip| (if appl.)
17355
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Information:

152700
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Jul 17, 2020 03:37:35 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PET.DEC.OIPE  04/22/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
16/524,350 07/29/2019 50567-3-01-US 1467
89602 7590 07/21/2020 | EXAMINER |
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL | ART UNIT [ raperUMBER |
2861
| ~omricationpate | DELIVERY MoDE |
07/21/2020 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

FPIP-USPTO @FlashPointIP.com
ydm@ZFlashPointIP.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of

Application No. 16/524,350 :

Filed: 29 Jul 2019 : DECISION ON PETITION
For DEVICES AND METHODS FOR :

ATTRACTING ENHANCED ATTENTION

This is a decision on the renewed petition pursuant to 37 C.F.R.
§ 5.25, filed July 13, 2020, seeking a retroactive license for
foreign filing under 35 U.S.C. § 184. A supplement to this
renewed petition was received on July 14, 2020.

The renewed petition is DISMISSED.

This decision concerns European application number 18275174.3
filed November 7, 2018 and UK application number 1818161.0 filed
November 7, 2018.

A grantable petition pursuant to 37 C.F.R. § 5.25 must be
accompanied by:

(1) a listing of each of the foreign countries in which the
unlicensed patent application material was filed;
(2) The dates on which the material was filed in each

country;
(3) A verified statement (oath or declaration)
containing:
(1) An averment that the subject matter in

question was not under a secrecy order at
the time it was filed abroad, and that it
is not currently under a secrecy order,
(ii) A showing that the license has been
diligently sought after discovery of the
proscribed foreign filing, and
(iii) An explanation of why the material was
filed abroad through error without the
required license under § 5.11 first having
been obtained; and,
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(4) The required fee (§ 1.17(g) of this chapter).

An original petition pursuant to 37 C.F.R. § 5.25 was filed on
July 29, 2019 and dismissed via the mailing of a decision on May
15, 2020, which indicates the original petition complies with
requirements (1), (2), (3) (i), and (4) of 37 C.F.R. § 5.25.
Petitioner provided a listing of each of the foreign countries
in which the unlicensed patent application material was filed;!?
the dates on which the material was filed in another country;?2 an
averment that the subject matter in question was not under a
secrecy order at the time it was filed abroad, and that it is
not currently under a secrecy order;? and, the required petition
fee.

On renewed petition, requirement (3) (ii) of 37 C.F.R. § 5.25 has
been satisfied.?

Requirement (3) (iii) of 37 C.F.R. § 5.25 remains unsatisfied. A
discussion follows.

The relevant parties are as follows:

e Declarant Thaler is the applicant.?

e Both foreign filings were made by declarant Thaler’s
European counsel,® declarant Jehan.’

Regarding requirement (3) (iii) of 37 C.F.R. § 5.25, it is not
clear where the invention occurred.

35 U.5.C. § 1.84(a) provides,

(a) FILING IN FOREIGN COUNTRY.—Except when authorized by a
license obtained from the Commissioner of Patents a person
shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the
United States an application for patent or for the

1 Europe and the UK. Original petition, page 1 and concurrently submitted
Thaler verified statement, paragraph 3.

2 November 7, 2018. Id.

3 Thaler verified statement submitted with the original petition, paragraph
5.

4 Thaler verified statement submitted with the renewed petition, paragraphs 6
and 8 and concurrently submitted Jehan verified statement, paragraphs 8 and
11.

5 Application Data Sheet included on initial deposit, page 1.

6 Thaler verified statement submitted with the original petition, paragraph
7.

7 Jehan verified statement submitted with the renewed petition, paragraph 3.
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Application No. 16/524,350 Page 3

registration of a utility model, industrial design, or
model in respect of an invention made in this country. A
license shall not be granted with respect to an invention
subject to an order issued by the Commissioner of Patents
pursuant to section 181 without the concurrence of the head
of the departments and the chief officers of the agencies
who caused the order to be issued. The license may be
granted retroactively where an application has been filed
abroad through error and the application does not disclose
an invention within the scope of section 181.

As 1s made clear by 35 U.S.C. § 1.84(a) cited above, the USPTO
has no authority to grant a petition under 37 C.F.R. § 5.25
where an invention took place outside of the USA.

On second renewed petition, Petitioner must explicitly state
whether the invention took place in the USA.

Accordingly, the provisions of 37 C.F.R. § 5.25 not having fully
been met, the petition is DISMISSED. A response is due within
TWO MONTHS of the mailing date of this decision. Extensions of
time of this period of reply may be obtained under 37 C.F.R.

§ 1.136(a). In the absence of a timely response, such dismissal
will be made final and the final action under 35 U.S.C. § 185
will be taken.

The reply should include a cover letter entitled “Second Renewed
Petition under 37 C.F.R. § 5.25.” This is not a final agency
action within the meaning of 5 U.S.C § 704.

The second renewed petition should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail,® hand-delivery,® or facsimile.l0 If
Petitioner has the capability to file follow-on documents, a
response may be submitted via the electronic filing system, EFS-
Web!l and the document code should be RETR.LICENSE. If
responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything
else to the address will delay the delivery of the response to
the undersigned.

8 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

9 Customer Window, Randolph Building, 401 Dulany Street, Alexandria, VA,
22314.

10 (571) 273-8300: please note this is a central facsimile number.

11 httpz://sportal.uspito.gov/authenticate/avthenticateuseriocalepf. . hftml
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Any verified statement (notarized oath) or declaration
(including reference to Section 1001 of Title 18 of the U.S.C.)
included on renewed petition must include the clause:

I hereby declare that all statements made herein of my own
knowledge are true and that all statements made on
information and belief are believed to be true; and further
that these statements were made with the knowledge that
willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code and that such
willful false statements may jeopardize the validity of the
application or any patent issuing thereon.

Telephone inguiries regarding this decision should be directed
to Attorney Advisor Paul Shanoski at (571) 272-3225.12 All other
inquiries concerning examination procedures should be directed
to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

12 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Jul 21, 2020 03:39:09 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PETDEC 07/21/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant: §

Stephen L. Thaler
Serial No.: 16/524,350

Filed: July 29, 2019 Group Art Unit:

For: DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

Examiner:

[So N R IV CRIV/ R CRIV/ CREV v CHE 7 CE 7 CRE 7 CHY / ]

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:

PAUL SHANOSKI
Attorney Advisor
Office of Petition

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

AR265”



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 13 of 225 PagelD# 348

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant: §

Stephen L. Thaler
Serial No.: 16/524,350

Filed: July 29, 2019 Group Art Unit:

For: DEVICES AND METHODS
FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

e clivo cIV/ R/ V7 CREY 7 CHE v (I CHE 7 RV / ]

Paul Shanoski
Attorney Advisor
Office of Petition

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

SECOND RENEWED PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Second Renewed Petition requests under 37 CFR 5.25 a retroactive license for
foreign filing under 35 USC 184 in accordance with §5.14(a). The required fee for the Petition
under §1.17(g) has been paid. The retroactive foreign filing licenses are requested for the
following jurisdictions in which the unlicensed patent application material was filed.

o European Patent Application No. 18275174.3, filed November 7, 2018 (first priority

date), by Applicant Stephen L. Thaler, entitled “Devices and Methods for Attracting

Enhanced Attention;” and
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o UK Patent Application No. 1818161.0, filed November 7, 2018 (first priority date),
by Applicant Stephen L. Thaler, entitled “Devices and Methods for Attracting

Enhanced Attention.”

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in
the referenced US application. A copy of the material for which the license is desired is not
included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.

Declarations by the Applicant, Dr. Stephen L. Thaler, and foreign EU Counsel, Robert

Jehan attached herewith, aver:

€5 that the invention detailed in the instant application took place in the

United States,

2) that a Foreign Filing License was required prior to filing of the subject foreign
applications;

3) that neither applicant Thaler, nor the EU Counsel who filed the subject foreign
applications were aware of the requirements of 35 U.S.C. Sec. 184 and 37
C.F.R. Sec. 5.11 (a) at the time of said foreign filings;

G)) diligence in seeking the retroactive foreign filing license upon discovery that
such license was necessary;

&) that the subject matter in question was not under a secrecy order at the time the
subject matter was filed abroad; and

6) that the subject matter is not currently under a secrecy order.

As indicated in the attached Declarations, the potential need for a retroactive foreign

filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
3
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learning of the possible need for a foreign filing license, the Applicant diligently proceeded to
filing the petition for a Retroactive Foreign Filing License.

The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (Mr. Robert Jehan of a UK IP law firm) both
unfamiliar with US Patent Law and the requirement of obtaining a foreign filing license prior
to any foreign filing.

It is noted that the law on foreign filing licenses in the United Kingdom was changed in
2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.

Thus, the possible need for a foreign filing license did not become apparent, and foreign
applications were filed abroad through error and without deceptive intent, without the required
license. It is submitted that diligence in obtaining a retroactive foreign filing license is shown

by the present Renewed Petition for a Retroactive License.

Should the Examiner have any questions, the Examiner is requested to contact the

undersigned by e-mail at tkm @ FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. T understand that a copy of such communications will be made of record. [MPEP §502.03

1]
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Respectfully submitted,

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 26, 2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant:

Stephen L. Thaler
Serial No.: 16/524,350
Filed: July 29, 2019 Group Art Unit: 2861
For: DEVICES AND METHODS

FOR ATTRACTING
ENHANCED ATTENTION

Attorney Docket: 50567-3-01-US
Confirmation No.: 1467

e cliv eV el e cRV o cRIV CIRV e CRIV s IV clV e CRIV e cRIV Y Cl e ]

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

USPTO Office of Petition Attorney:
PAUL SHANOSKI

Attorney Advisor
Office of Petition

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF
SECOND RESUBMISSION OF PETITION
FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Stephen L. Thaler, declare that:
1. T am over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the Al inventor is US-based, and since the undersigned as
the assignee/applicant is a US citizen, I understand that a foreign filing license

would be necessary for the instant application.
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3. Tam the Applicant in the foreign filings cited in the Petition (attached herewith):
a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting
Enhanced Attention;” and
b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced
Attention.”

4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the Petition
for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.

5. I confirm that the invention detailed in the instant patent application took

place in the United States.

6. Pursuant to 37 CFR §5.25(a)(3)(i), I am informed and believe that the foreign-
filed applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a

secrecy order. Furthermore, the invention is related to devices and methods for
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attracting enhanced attention, which subject matter I am informed and believe
does not fall within the scope of 35 USC §181.

7. 1 was first informed regarding a need for a foreign filing license on June 13,
2019 by my US patent counsels when they began to prepare filing for a patent
before the USPTO in which they determined the need for a foreign filing
license. Pursuant to 37 CFR §5.25(a)(3)(ii), I have diligently executed a
Declaration in support of a petition in pursuit of a retroactive foreign filing
license (FFL) that was filed in July 2019.

8. This Declaration is in support of the Resubmission of the Petition seeking a
Retroactive FFL in reply to the decision of USPTO Office of Petitions regarding
the filed July 2019 petition, dated 15 May 2020.

9. I confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a),
and that the subject foreign applications were filed pursuant to my instructions
to the EU Counsel, Robert Jehan.

10. T declare that all my prior patent applications were filed first in the US, and I
have never made a patent application first-filing abroad except for the current
application and another Al-generated application that was prepared and filed
around the same time as filing this application in the EU. A similar FFL petition
has been filed and considered together with this case by the Office of Petitions.

11. Accordingly, I did not have any knowledge that an FFL was required prior to
my filing of the application abroad, nor was I advised by the EU counsel of such
requirement (as corroborated in the attached EU counsel, Adv. Robert Jehan’s

declaration).
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12. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreign-
filed applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed
and prosecuted through my European counsel (Adv. Robert Jehan from the UK)
who was unfamiliar with US Patent Law and the requirement of obtaining a
foreign filing license prior to any foreign filing. The supporting declaration of

said European counsel is attached hereto.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 26th day of July 2020

STEPHEN L. THALER
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

In re Applicant: §
§
Stephen L. Thaler §
§
Serial No.: 16/524,350 §
§

Filed: July 29, 2019 § Group Art Unit: 2861
§

For: DEVICES AND METHODS § Attorney Docket: 50567-3-01-US
FOR ATTRACTING § Confirmation No.: 1467
ENHANCED ATTENTION §

§

Examiner: §

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 IN SUPPORT OF RESUBMISSION
OF PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Robert Jehan, declare that:

1. T am over twenty-one years of age and competent to give a verified statement
such as this Declaration.

2. Although there are no US citizens listed as inventors of the foreign-filed
applications, since the Al inventor is US-based, and since the assignee/applicant
is a US citizen, I was recently advised that a foreign filing license would be
necessary for the instant application.

3. Iam the European and British Patent Attorney cited in the Petition on behalf of
applicant Stephen L. Thaler, in particular for:

a. European Patent Application No. 18275174.3, filed November 7, 2018
(first priority date), entitled “Devices and Methods for Attracting

Enhanced Attention;” and
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b. UK Patent Application No. 1818161.0, filed November 7, 2018 (first
priority date), entitled “Devices and Methods for Attracting Enhanced
Attention.”

4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding
application has been filed in the US, I am informed and believe that the
Petition for retroactive license filed herewith identifies the corresponding US
application number, filing date, applicant, and title (as well as identified
above). A copy of the material for which the license is desired is not included
in accordance with 37 CFR §5.14 under which the subject matter licensed will
be measured by the disclosure of the US application. I believe that all the
material contained in the foreign-filed applications referenced above, which
were filed in foreign countries without a prior application for a foreign filing
license in error and without deceptive intent, is readily identifiable in the
referenced US application.

5. Pursuant to 37 CFR §5.25(a)(3)(i), the foreign-filed applications were not
under a secrecy order at the time of filing, have not been under a secrecy order
at any time since, and are not currently under a secrecy order. Furthermore, the
invention is related to devices and methods for attracting enhanced attention,
which subject matter I am informed and believe does not fall within the scope
of 35 USC §181.

6. 1 have been qualified as a British and European patent attorney since 1992 and
I have practiced in Europe, specifically in the United Kingdom. I am directly
responsible for filing and prosecuting patent applications before the United
Kingdom Intellectual Property Office (UKIPO) and the European Patent

Office (EPO). While I have handled on behalf of clients patent applications in

AR275°



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 23 of 225 PagelD# 358

many other countries of the world, including in the United States, these have
always been through local attorneys as I am not qualified or expert in the
relevant national laws foreign to the United Kingdom and the EPO.

7. While I do have some direct US clients who instruct me in the filing of UK
and European patent applications, these clients have in-house patent counsel
who deal with any requirements in US law so I do not get involved with these.

8. At the time of filing the British and European patent applications for Stephen
L Thaler it did not occur to me that Mr. Thaler needed to obtain a foreign
filing license from the USPTO, not only in light of the above facts but also
because there is no direct equivalent legal requirement in UK or European
patent law. United Kingdom patent law did have a requirement for a foreign
filing license but this was revoked in 2005 in relation to all inventions save for
inventions relating to military technology or which for any other reason
publication of the information might be prejudicial to national security or
potentially prejudicial to the safety of the public. The subject invention of
these patent applications does not fall into any of these restricted categories,
with the consequence that there would have been no requirement in UK law to
seek a foreign filing license. As a consequence, Mr. Thaler’s patent
applications did not trigger any reason for me to expect that a foreign filing
license might be required.

9. The reason for recommending to Mr. Thaler that the British and European
applications should be filed as priority applications (that is first filings) is that
both the UKIPO and the EPO offer accelerated search and examination of any
applications first filed in their Offices. This is the specific reason why I was

involved in this invention in the first instance, as it was important to Mr.
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Thaler to obtain an indication of patentability of the invention as early as
possible.

10. The subject foreign applications were filed pursuant to the instructions of Mr.
Thaler to proceed to said filings. The instructions were provided through
phone conversations.

11. T confirm that at the time of filing the subject foreign applications, I was not
aware of the requirements of 35 U.S.C. Sec. 184 and 37 C.F.R. Sec. 5.11 (a).

12. Accordingly, it did not occur to me that an FFL was required to prior to filing
Mr. Thaler’s applications in the UK and in Europe.

13. Pursuant to 37 CFR §5.25(a)(3)(iii), the foreign-filed applications were filed
abroad, without a foreign filing license through error and without deceptive
intent. I am unfamiliar with US patent law and the requirement for obtaining a

foreign filing license in respect of any foreign filing for a US based inventor.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 9th day of July 2020

il

ROBERT JEHAN
BRITISH AND EUROPEAN PATENT ATTORNEY
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1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
16/524,350 07/29/2019 50567-3-01-US 1467
89602 7590 08/06/2020 | EXAMINER |
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL | ART UNIT [ raperUMBER |
2861
| ~omricationpate | DELIVERY MoDE |
08/06/2020 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

FPIP-USPTO @FlashPointIP.com
ydm@ZFlashPointIP.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of

Application No. 16/524,350 :

Filed: 29 Jul 2019 : DECISION ON PETITION
For DEVICES AND METHODS FOR :

ATTRACTING ENHANCED

ATTENTION

In view of the communications filed July 29, 2019, July 13, 2020, and August 2, 2020, it has
been determined that a retroactive license for foreign filing under 35 U.S.C. § 184 be granted
with respect to the filings listed below. The petition complies with 37 C.F.R. § 5.25 in that there
is an adequate showing that the subject matter in question was not under a secrecy order, that the
license was diligently sought after discovery of the proscribed foreign filings, and that the
material was filed abroad without the required license under 37 C.F.R. § 5.11 first having been
obtained through error.

Country Date
Europe November 7, 2018
UK November 7, 2018

Telephone inquiries regarding this decision should be directed to Attorney Advisor Paul
Shanoski at (571) 272-3225.!

/Paul Shanoski/
Paul Shanoski
Attorney Advisor
Office of Petitions

Enclosure: Foreign Filing License

1 Petitioner will note that all practice before the Office should be in writing, and the action of the Office will be
based exclusively on the written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded that no
telephone discussion may be controlling or considered authority for any of Petitioner’s further action(s).
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Unireb Stares Parent anp Thapeyarg Qerice

ON KSR
UMITED GTATES RITENT aRm Y
rmTan, 0

AN BT
[SERIAL NUMBER JREQUEST DATE FIRST NAMED APPLICANT ATTORNEY DOCKET NO.
16524350 29-JUL-19 50567-3-01-US
Title:

DEVICES AND METHODS FOR ATTRACTING ENHANCED ATTENTION

Correspondence Address:

LL.M. Dr. Reuven K. Mouallem
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2

Elad 40832-01

Licensee under 35 U.S.C. 184 is hereby granted to file in any foreign country a patent application and
any amendments thereto corresponding to the subject matter of this U.S. application identified above
and/or any material accompanying the petition. This license is conditioned upon modification of any
applicable secrecy order and is subject to revocation without notice.

: . Memo:
License Number. 613,842 This license is granted
Grant Date: 05-AUG-20 retroactively to the date(s) and
the country(s) listed on the
attached decision.

Approved:/Paul Shanoski/
for Commissioner of Patents and Trademarks

This license empowers the filing, the causation and the authorization of the filing of a foreign application
or applications on the subject matter identified above, subsequent forwarding of all duplicate and formal
papers and the prosecution of such application or applications.

This license is granted under 37 CFR 5.15(a).

This license is to be retained by the licensee and may be used at anytime on or after the date thereof.
This license is not retroactive unless specifically indicated.

The grant of this license does not in any way lesson the responsibility of the licensee for the security of
the subject matter as imposed by any Government contract or the provisions of existing laws relating to
espionage and the national security or the export of technical data. Licensees should apprise
themselves of current regulations, especially with respecct to certain countries, of other agencies,
particularly the Department of the Treasury; Office of Munitions Control, Department of State (with
respect to Arms, Munitions and Implements of War); the Bureau of Trade Regulation, Office of Export
Adminstration, Department of Commerce; and the Department of Energy.

LICENSE FOR FOREIGN FILING
[Title 35, United States Code (1952) Sections 184, 185, 186]
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To: ydm@PFlashPointlP.com,FPIP-USPTO@ FlashPointIP.com,

From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 89602

Aug 07, 2020 03:51:09 AM
Dear PAIR Customer:

FlashPoint IP Ltd.

Rehov Rabban Gamliel 2
Elad, 4083201

ISRAEL

The following USPTO patent application(s) associated with your Customer Number, 89602 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
16524350 PET.DEC.OIPE  08/06/2020 50567-3-01-US
OA.APPENDIX  08/06/2020 50567-3-01-US

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action' on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM

AW28)31 7
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PTO/AIA/15 (10-17)

Approved for use through 11/30/2020. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.

( UTILITY Attorney Docket No. 50567-4-01-US

PATENT APPLICATION First Named inventor | [DABUS] [Al generated invention]
TRANSMITTAL Title Food Container

Priority Mail Express®

\ (Only for new nonprovisional applications under 37 CFR 1.53(b}} Label No. j
APPLICATION ELEMENTS Commissioner for Patents
See MPEP chapter 600 concerning utility patent application contents. ADDRESS TO: P.O. Box 1450
Alexandria, VA 22313-1450
1.[7] Fee Transmittal Form ACCOMPANYING APPLICATION PAPERS
(PTO/SB/17 or equivalent)
2. Applicant asserts small entity status. 10. Assignment Papers
See 37 CFR 1.27 (cover sheet & document(s))

Name of Assignee Stephen L. Thaler

3. D Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

4. Specification [Total Pages 15 ] 11. 37 CFR 3.73(c) Statement Power of Attorney
Both the claims and abstract must start on a new page. (when there is an assignee)
(See MPEP § 608.01(a/ for information on the preferred arrangement) 12 I:l English Translation Document
5.[v] Drawing(s) (35U.S.C.113)  [Total Sheets © ] (if applicable)
6. Inventor’s Oath or Declaration [Total Pages 2 ] ] 18 Information Disclosure Statement
(including substitute statements under 37 CFR 1.64 and assignments (PTO/SB/08 or PTO-1449)
serving as an oath or declaration under 37 CFR 1.63(e}} Copies of citations attached
a. Newly executed (original or copy) 1. I:l Preliminary Amendment
b. D A copy from a prior application (37 CFR 1.63(d)) 15, I:l Return Receipt Postcard
7. Application Data Sheet  * See note below. (MPEP § 503) (Should be specifically itemized)
See 37 CFR 1.76 (PTO/AIA/14 or equivalent) 16. |:| Certified Copy of Priority Document(s)
8. CD-ROM or CD-R (if foreign priority is claimed)
in duplicate, large table, or Computer Program (Appendix) 17 I:‘ Nonpublication Request

l:' Landscape Table on CD Under 35 U.S.C. 122(b)(2)(B)(i). Applicant must attach form PTO/SB/35
or equivalent.

9. Nucleotide and/or Amino Acid Sequence Submission
(if applicable, items a. — c. are required) 18. I:l Other:
a. I:I Computer Readable Form (CRF)
b. D Specification Sequence Listing on:
i D CD-ROM or CD-R (2 copies); or

ii.I:l Paper

c. D Statements verifying identity of above copies

*Note: (1) Benefit claims under 37 CFR 1.78 and foreign priority claims under 1.55 must be included in an Application Data Sheet (ADS).
(2) For applications filed under 35 U.S.C. 111, the application must contain an ADS specifying the applicant if the applicant is an
assignee, person to whom the inventor is under an obligation to assign, or person who otherwise shows sufficient proprietary
interest in the matter. See 37 CFR 1.46(b).

19. CORRESPONDENCE ADDRESS

The address associated with Customer Number; 89602 OR I:' Correspondence address below
Name
Address
City State Zip Code
Country Telephone Email
. 3
signature | /Reuven K. Mouallem/ Date 29 July 2019
Name Registration No.
 print/1ype) | REUVEN K. Mouallem (Attorney/Agent) | 03340 )

This collection of information is required by 37 CFR 1.53(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

2. Arrecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C.
552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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&

Intellectual

Property

Office
Stephen L Thaler Patents Directorate
c/o Williams Powell e
11 Staple Inn ( b “”A'_';”,‘";f o Concept House
LONDON \ . , Cardiff Road, Newport
WC1V 7QH |02 4PR 208 South Wales, NP10 8QQ

Viid As
}| Direct Line: 01633 814593
tE-Mail: kathryn.willett@ipo.gov.uk
Switchboard: 0300 300 2000
Fax: 01633 817777
Minicom: 0300 0200 015

1

Your Reference: RI/N35111-GB
Application No: GB1816909.4
29 March 2019

Dear Sirs

Patents Act 1977:
Combined Search and Examination Report under Sections 17 and 18(3)

Latest date for reply: 19 October 2020

I enclose a copy of my search and examination report and a copy of the cited non-patent
literature. Please note that published patent documents mentioned in my report may be
obtained for free on the internet and are usually freely available from
http://worldwide.espacenet.com.

By the above date you should either file amendments to meet the objections in the report or
make observations on them. If you do not, the application may be refused. I will consider
your response and will reply in a timescale consistent with our current target:
https://www.gov.uk/government/publications/timeliness-target-for-re-examination-of-patent-

applications

Online e-filing

You may file such amendments or observations electronically if you wish, using the online
patent filing services detailed in https://www.gov.uk/government/publications/how-to-file-
documents-with-the-intellectual-property-office.

Other search results

If you have applied to another patent office for a patent for this invention you will be
receiving from them the results of their search. If you decide to proceed with the present
LR tUse of E-mail: Please note that e-mail should be used for correspondence only.

.., Disclaimer: Please note the documents we send you nay be subject to copyright

Intellectual Property Office is an operating name of the Patent Office www.gov.uk/ipo
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&

Intellectual

Property
Office

Application No : GB1816909.4 Page 2 29 March 2019

application you are asked to provide a copy of any such official search report or details of any
documents cited and category assigned in the report. You may file such information
electronically using the online patent filing services detailed in
https://www.gov.uk/government/publications/how-to-file-documents-with-the-intellectual-

property-office.

Cut-off date This request applies to search reports that you have received before the date
when you send a response to our first examination report under section 18(3) or section 18(4);
if you make no response to an initial section 18(4) report the cut-off date is two months after
the date of that report. Tell us about a search report sooner rather than later if that would
allow it to be considered during our first examination.

Exceptions You do not have to supply details of a search report that (1) shows a nil response,
or (2) has been published by WIPO or EPO, or (3) you have already supplied to us on a
previous GB application.

Publication

I estimate that preparations for publication of your application will be completed soon after 10
March 2020. At this time you will receive a letter confirming the exact date of the completion
of the preparations for publication. This letter will also tell you the publication number and
date of publication of your application. However, it should NOT be relied upon as a reminder
if you are intending to withdraw your application before publication, as it may not be issued
in time for you to do so.

On the date of publication details of your application, including your name and address, will
be entered in the Register of Patents and will become publicly available, including on our
website. Some documents and correspondence from your application file will also be made
publicly available on our website at http://www.ipo.gov.uk/p-ipsum.

Withdrawal

If you wish to withdraw your application to prevent publication you must withdraw it before
the preparations for publication are complete. One way that you can withdraw your
application is by emailing withdraw@jipo.gov.uk. Further details on withdrawal are available
from https://www.gov.uk/patent-your-invention. WARNING — once preparations for
publication are complete it will NOT be possible to prevent publication.

Amendment

If you wish to file amended claims for inclusion with the published application you must do
so before the preparations for publication are completed.

Correspondence

Intellectual Property Office is an operating name of the Patent Office www.gov.uk/ipo
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a

Intellectual

Property
Office

Application No : GB1816909.4 Page 3 29 March 2019

If you write to the Office less than 3 weeks before 10 March 2020 please mark your letter
prominently: "URGENT - PUBLICATION IMMINENT".

Yours faithfully

Dr 'Icnt[myn Willett

Dr Kathryn Willett
Examiner

Important information about combined search and examination

I also ask that you take note of the following points. These might have a bearing on the future stages of your
application because the examination report has been sent to you before your application has been published.

(a) You may file voluntary amendments before making a full response to my examination report. We will
publish with your application any new or amended claims you file voluntarily or as a full response, provided
that they are received before preparations for publication are completed. It would help us when you file
amendments before publication if you could prominently indicate in a covering letter whether or not the
amendments are intended as a full response to the examination report.

(b)If you file a full response to the examination report before your application is published I will consider it as
soon as possible. However, if this would disrupt the publication of your application, I would have to delay
taking any action until the application had been published. This delay could be up to 3 months, depending
upon when we receive your response. '

(c) There is another situation when there might be a delay between you filing a full response and the Office
responding to it. This would arise if you met all my objections but your application had not or had only
recently been published. I could not report the outcome of my re-examination until I was satisfied that the
search was complete for documents published before the priority date of your invention and that anybody
interested in the application has had three months following publication of the application to make
observations on the patentability of your invention.

(d) Provided that the requirements of the Act have been met, I can send your application to grant as early as three
months after publication. Before doing so I will bring the original search up to date and raise with you any
further objection that might result from this top-up search. However, there is a possibility that at that time I
may not have access to all the patent applications published after the priority date of your invention and of
possible relevance to your application. Ifthis is the case I would have to complete the search after grant and
if necessary raise any new found novelty objection then.

Intellectual Property Office is an operating name of the Patent Office www.gov.uk/ipo
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Intellectual

Property
Office

Application No:

Claims searched:

GB1816909.4 Examiner: Dr Kathryn Willett

1-13 Date of search: 28 March 2019

Patents Act 1977: Search Report under Section 17

Documents considered to be relevant:

Category |Relevant | Identity of document and passage or figure of particular relevance
to claims
X 1-13 Mygadgetlife, 10 October 2018, "Snowflake Tealight Holder"
thingverse.com, [online], Avaliable from:
https://www.thingiverse.com/thing:3147335 [Accessed 28 March 2019]
The pictures show a snowflake shaped container that can be 3D printed.
X 1,3,6,7,| DE 10004386 Al
9,10, 11,| (EICHMANN) A container for food comprising a wall with convex and
12 concave elements forming pits and bulges in the profile of the wall.
Paragraph [0012] discloses that the can is made of metal.
X 1,2 Documenta Praehistorica XXXI, (2004) Ljubljana, D. Lubell, "Are land
snails a signature for the Mesolithic-Neolithic transition?", pages 1-24
Discusses how edible land snails were eaten by prehistoric people.
A CN 102923370 A
(CHEN) A bottle with a Sierpinski triangle structure.
Categories:
X  Document indicating lack of novelty or inventive A Document indicating technological background and/or state
step of the art.
Y  Document indicating lack of inventive step if P Document published on or after the declared priority date but
combined with one or more other documents of before the filing date of this invention.
same category.. )
& Member of the same patent family E  Patent document published on or after, but with priority date
earlier than, the filing date of this application.

Field of Search:

Search of GB, EP, WO & US patent documents classified in the following areas of the UKCX :

|

Worldwide search of patent documents classified in the following areas of the IPC

[B65D 1
The following online and other databases have been used in the preparation of this search report

| EPODOC, WPI, Internet, Patent Fulltext ]

International Classification:

Subclass Subgroup Valid From
B65D 0001/44 01/01/2006
B65D 0021/02 01/01/2006

Intellectual Property Office is an operating name of the Patent Office www.gov.uk/ipo
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Intellectual Property Office is an operating name of the Patent Office

Intellectual

Prqperty

Office
Your ref : RJ/N35111-GB Examiner : Dr Kathryn Willett
Application No: GB1816909.4 Tel : 01633 814593
Applicant : Stephen L Thaler Date of report : 29 March 2019
Latest date for reply: 19 October 2020 Page 1/2
Patents Act 1977

Combined Search and Examination Report under Sections 17 & 18(3)

Novelty

1. The invention as defined in claims 1 to 12 is not new because it has already been
disclosed in the following documents:

D1 Snowflake Tealight Holder, Relevant to claims 1 to 12
https://www.thingiverse.com/thing:3147335
D2 DE 10004386 (EICHMANN) Relevant to claims 1, 3, 6, 7,
and 9to 12

D3 Documenta Praehistorica XXXI, (2004) Ljubljana, D. Relevant to claims 1 and 2
Lubell, "Are land snails a signature for the Mesolithic-
Neolithic transition?", pages 1-24

2. D1 discloses a 3D printed snowflake container having a wall with a fractal profile and
convex and concave fractal elements forming pits and bulges in the profile of the wall. The
snowflake container is considered to be suitable for holding food. Two equivalent containers
would be able to undergo partial engagement if placed side by side, especially if one of the
snowflakes is upside down. Additionally, one of the containers would be able to nest inside
another. The container is made from a material that is sufficiently flexible to be laid flat, as
seen in the regular vs fuzzy picture. D1 is therefore considered to anticipate claims 1 to 12.

3. D2 discloses a container for food comprising a wall with convex and concave
elements forming pits and bulges in the profile of the wall. Paragraph [0012] discloses that the
can is made of metal. D2 anticipates claims 1, 3, 6, 7, and 9 to 12. -

4, D3 discusses the long history of eating land snails. Land snails are eaten directly from
their shell, which is a container with a wall having a fractal profile with concave and convex

fractal elements. Therefore, D3 anticipates claims 1 and 2.

5. I had difficulty construing the term fractal and if you consider the term means
something other than what is disclosed in the citations, then this should be explicit in claim 1.

AR290
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Your ref: RJ/N35111-GB Date of report: 29 March 2019
Application No : GB1816909.4 Page2/2

[Examination Report contd.]

Inventive step

6. The invention as defined in claim 13 is obvious in view of what has already been
disclosed in D1 above.

7. The inventive concept of claim 13 is the container being formed from a flexible food
product. D1 discloses 3D printing a container. Viewing D1 through the eyes of a skilled
person, it would be obvious to choose a 3D printable foodstuff, such as chocolate to form the
container. It is therefore considered that the invention of claim 13 lacks inventive step.

Clarity / (

8. In claim 1, the meaning of the term fractal, as used in the terms ‘fractal profile’ and
‘fractal elements’, is not clear and casts doubt on the scope of the claim.

9. Claim 2 cannot be considered to be clear as it describes the invention in terms of
features of the heads and bases, when neither a head nor base has been defined.

\ 10.  Claim 3 cannot be considered clear as it defines the invention purely by the result to
be achieved and should therefore be amended.

11.  Claim 5 cannot be considered clear as it defines the invention purely by the result to
™~ be achieved and should therefore be amended.

12.  In claim 6, it is unclear whether the term ‘equivalent container’ refers to an identical
) or a complementary container, or something else.

13.  Claim 6 appears to describe the joining of containers side-by-side whereas claim 7,
which is appended to claim 6, describes containers nested within each other. This apparent
inconsistency obscures the scope of the claims and should be amended.

14. Claim 8 is currently appended to claim 6 and refers to partial nesting, as illustrated in
figure 7 of the application. In this figure the bulge of one container cannot fit within a pit of
an equivalent container, as required by claim 6. This apparent inconsistency obscures the
scope of the claims and should be amended.
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) N Attorney Docket Number | 50567-4-01-US
Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

The application data sheet is part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arranged in a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.

This document may be completed electronically and submitted to the Office in electronic format using the Electronic Filing System (EFS) or the
document may be printed and included in a paper filed application.

Secrecy Order 37 CFR 5.2:

[ Portions or all of the application associated with this Application Data Sheet may fall under a Secrecy Order pursuant to
37 CFR 5.2 (Paper filers only. Applications that fall under Secrecy Order may not be filed electronically.}

Inventor Information:

Remove
Inventor |1

Legal Name

Prefix| Given Name Middle Name Family Name Suffix
‘ [+] fpasus ‘ [invention generated by artificial intell ‘ E
Residence Information (Select One) e US Residency Non US Residency Active US Military Service

City | State/Province Country of Residencd

Mailing Address of Inventor:

Address 1 767 Waterfall Dr.
Address 2
City | ISt. Charles I State/Province | rVIO
Postal Code | jp3303 | Countryi | lus
All Inventor§ I_Viust_ Be Listed - A_dditional Inventor Information blocks may be A
generated within this form by selecting the Add button.
Correspondence Information:
Enter either Customer Number or complete the Correspondence Information section below.
For further information see 37 CFR 1.33(a).
[ ] An Address is being provided for the correspondence Information of this application.
Customer Number B9602
Email Address ydm@FlashPointlP.com | Add Email | [Remove Email]
Email Address rkm@FlashPointlP.com | Add Email | [Remove Email]
Email Address diryanabbott@gmail.com
Application Information:
Title of the Invention FOOD CONTAINER
Attorney Docket Number| 50567-4-01-US Small Entity Status Claimed [X
Application Type Nonprovisional v
Subject Matter | Itility -
Total Number of Drawing Sheets (if any) 6 Suggested Figure for Publication (if any) | b

EFS Web 2213
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Attorney Docket Number | 50567-4-01-US

Application Data Sheet 37 CFR 1.76 —
Application Number

Title of Invention FOOD CONTAINER

Filing By Reference:

Only complete this section when filing an application by reference under 35 US.C. 111(c) and 37 CFR 1.57(a). Do not complete this section if
application papers including a specification and any drawings are being filed. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below {i.e., "Domestic Benefit/National Stage Information” and “Foreign Priority Information”).

For the purposes of a filing date under 37 CFR 1.53(b), the description and any drawings of the present application are replaced by this
reference to the previously filed application, subject to conditions and requirements of 37 CFR 1.57(a). )
Application number of the previously Filing date {YYYY-MM-DD) Intellectual Property Authority or Country N
filed application

Publication Information:
[] Request Early Publication (Fee required at time of Request 37 CFR 1.219)

Request Not to Publish. | hereby request that the attached application not be published under

35 U.S.C. 122(b) and certify that the invention disclosed in the attached application has not and will not be the
subject of an application filed in another country, or under a multilateral international agreement, that requires
publication at eighteen months after filing.

Representative Information:

Representative information should be provided for all practitioners having a power of atiorney in the application. Providing
this information in the Application Data Sheet does not constitute a power of attorney in the application (see 37 CFR 1.32).

Either enter Customer Number or complete the Representative Name section below. If both sections are completed the customer
Number will be used for the Representative Information during processing.

Please Select One: | Customer Number ® US Patent Practitioner ‘ (O Limited Recognition (37 CFR 11.9)
Prefix Given Name Middle Name Family Name Suffix

-
Pr. E| Reuven K. Mouallem v

Registration Number B3345

Prefix Given Name Middle Name Family Name Suffix

Pr. E| Ryan B. I’\bbott

Registration Number B8178

Remove

4

Additional Representative Information blocks may be generated within this form by

selecting the Add button. Add

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.S.C. 119(e), 120, 121, 365(c), or 386(c) or indicate
National Stage entry from a PCT application. Providing benefit claim information in the Application Data Sheet constitutes
the specific reference required by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.

When referring to the current application, please leave the “Application Number” field blank.
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L Attorney Docket Number | 50567-4-01-US
Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

Prior Application Status | PPending -

Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD)

-

Additional Domestic Benefit/National Stage Data may be generated within this form Add
by selecting the Add button.

Foreign Priority Information:

This section allows for the applicant to claim priority to a foreign application. Providing this information in the application data sheet
constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55. When priority is claimed to a foreign application
that is eligible for retrieval under the priority document exchange program (PDX)I the information will be used by the Office to
automatically attempt retrieval pursuant to 37 CFR 1.55(i)(1) and (2). Under the PDX program, applicant bears the ultimate
responsibility for ensuring that a copy of the foreign application is received by the Office from the participating foreign intellectual
property office, or a certified copy of the foreign priority application is filed, within the time period specified in 37 CFR 1.55(g)1).

Remove

Application Number Countryi Filing Date (YYYY-MM-DD) Access Codei (if applicable)
[18275163.6 Er po18-1017
Remove
Application Number Countryi Filing Date (YYYY-MM-DD) Access Codei (if applicable)
[1a16909.4 B po1s-10-17
Additional Foreign Priority Data may be generated within this form by selecting the
Add button. Add

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
[] 16, 2013.

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March

16, 2013, will be examined under the first inventor to file provisions of the AlA.
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Attorney Docket Number | 50567-4-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

Authorization or Opt-Out of Authorization to Permit Access:

When this Application Data Sheet is properly sighed and filed with the application, applicant has provided written
authority to permit a participating foreign intellectual property (IP) office access to the instant application-as-filed (see
paragraph A in subsection 1 below) and the European Patent Office (EPQO) access to any search results from the instant
application (see paragraph B in subsection 1 below).

Should applicant choose not to provide an authorization identified in subsection 1 helow, applicant must opt-out of the
authorization by checking the corresponding box A or B or both in subsection 2 below.

NOTE: This section of the Application Data Sheet is ONLY reviewed and processed with the INITIAL filing of an
application. After the initial filing of an application, an Application Data Sheet cannot be used to provide or rescind
authorization for access by a foreign IP office(s). Instead, Form PTO/SB/39 or PTO/SB/69 must be used as appropriate.

1. Authoerization to Permit Access by a Foreign Intellectual Property Office(s)

A. Priority Document Exchange (PDX) - Unless box A in subsection 2 (opt-out of authorization) is checked, the
undersigned hereby grants the USPTO authority to provide the European Patent Office (EPQO), the Japan Patent Office
(JPO), the Korean Intellectual Property Office (KIPO), the State Intellectual Property Office of the People’s Republic of
China (SIP0O), the World Intellectual Property Organization (WIPO), and any other foreign intellectual property office
participating with the USPTO in a bilateral or multilateral priority document exchange agreement in which a foreign
application claiming priority to the instant patent application is filed, access to: (1) the instant patent application-as-filed
and its related bibliographic data, (2) any foreign or domestic application to which priority or benefit is claimed by the
instant application and its related biblicgraphic data, and (3) the date of filing of this Authorization. See 37 CFR 1.14(h)

().

B. Search Results from U.S. Application to EPO - Unless box B in subsection 2 (opt-out of authorization) is checked,
the undersigned hereby grants the USPTO authority to provide the EPO access to the bibliographic data and search
results from the instant patent application when a European patent application claiming priority to the instant patent
application is filed. See 37 CFR 1.14(h)(2).

The applicant is reminded that the EPO’s Rule 141(1) EPC (European Patent Convention) requires applicants to submit a
copy of search results from the instant application without delay in a European patent application that claims priority to
the instant application.

2_ Opt-Out of Authorizations to Permit Access by a Foreign Intellectual Property Office(s}

A. Applicant DOES NOT authorize the USPTO to permit a participating foreign IP office access to the instant
[] application-as-filed. If this box is checked, the USPTO will not be providing a participating foreign IP office with
any documents and information identified in subsection 1A above.

B. Applicant DOES NOT authocrize the USPTO to transmit to the EPO any search results from the instant patent
[] application. If this box is checked, the USPTO will not be providing the EPO with search results from the instant
application.
NOTE: Once the application has published or is otherwise publicly available, the USPTO may provide access to the
application in accordance with 37 CFR 1.14.
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Attorney Docket Number | 50567-4-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

Applicant Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title 37 of CFR
to have an assignment recorded by the Office.

Applicant }

If the applicant is the inventor (or the remaining jeint inventor or inventors under 37 CFR 1.45), this section should not be completed.
The information to be provided in this section is the name and address of the legal representative who is the applicant under 37 CFR
1.43; or the name and address of the assignee, person to whom the inventor is under an obligation to assign the invention, or person
who otherwise shows sufficient proprietary interest in the matter who is the applicant under 37 CFR 1.46. If the applicant is an
applicant under 37 CFR 1.46 {assignee, person to whom the inventor is obligated to assign, or person who otherwise shows sufficient
proprietary interest) together with one or more joint inventors, then the joint inventor or inventors who are also the applicant should be

identified in this section.

® Assignee Legal Representative under 35 U.S.C. 117 Joint Inventor

Person to whom the inventor is obligated to assign. Person who shows sufficient proprietary interest

If applicant is the legal representative, indicate the authority to file the patent application, the inventor is:

R

Name of the Deceased or Legally Incapacitated Inventor:

If the Applicant is an Organization check here. ]
Prefix Given Name Middle Name Family Name Suffix
El Btephen |L. Thaler -
Mailing Address Information For Applicant:
Address 1 767 Waterfall Dr.
Address 2
City 5t. Charles State/Province MO
Country | s Postal Code 63303
Phone Number Fax Number
Email Address
Additional Applicant Data may be generated within this form by selecting the Add button.

Assignee Information including Non-Applicant Assignee Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title
37 of CFR to have an assignment recorded by the Office.
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Attorney Docket Number | 50567-4-01-US

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

Assignee (1

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent
application publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application
publication as an applicant. For an assignee-applicant, complete this section only if identification as an assignee is also desired on the
patent application publication.

If the Assignee or Non-Applicant Assignee is an Organization check here. []
Prefix Given Name Middle Name Family Name Suffix

] | i

Mailing Address Information For Assignee including Non-Applicant Assignee:

Address 1

Address 2

City I State/Province
Countryi I Postal Code
Phone Number | Fax Number

Email Address

Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

Signature:

NOTE: This Application Data Sheet must be signed in accordance with 37 CFR 1.33(b). However, if this Application
Data Sheet is submitted with the INITIAL filing of the application and either box A or B is not checked in
subsection 2 of the “Authorization or Opt-Out of Authorization to Permit Access” section, then this form must
also be signed in accordance with 37 CFR 1.14(c).

This Application Data Sheet must be signed by a patent practitioner if one or more of the applicants is a juristic
entity (e.g., corporation or association). If the applicant is two or more joint inventors, this form must be signed by a
patent practitioner, all joint inventors who are the applicant, or one or more joint inventor-applicants who have been given
power of attorney (e.g., see USPTO Form PTO/AIA/81) on behalf of all joint inventor-applicants.

See 37 CFR 1.4(d) for the manner of making signatures and certifications.

Signature [jReuven K. Mouallem/ Date (YYYY-MM-DD)| [2019-07-24
First Name Peuven Last Name | Nouallem Registration Number 3345
Additional Signature may be generated within this form by selecting the Add button.
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Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention FOOD CONTAINER

This collection of information is required by 37 CFR 1.76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to a patent
application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection of this information
is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the U.S.
Patent and Trademark Office may not be able to process and/or examine your submission, which may result in termination of proceedings or abandonment of
the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1 The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.5.C. 552) and the Privacy
Act (5U.5.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether the Freedom of
Information Act requires disclosure of these records.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or administrative
tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3 Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an individual, to whom
the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in order to perform
acontract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.5.C.
552a{m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as a routine use,
to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent CooperationTreaty.

6.  Arecord in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review (35 U.5.C. 181)
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee, during an
inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of
records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8.  Arecord from this systemn of records may be disclosed, as a routine use, to the public after either publication of the application pursuant to 35 U.5.C.
122(b) or issuance of a patent pursuant to 35U.5.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use,
to the public if the record was filed in an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the USPTO becomes
aware of a violation or potential viclation of law or regulation.

EFS Web 2213
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)
Stephen L. Thaler

Applicant’/Patent Owner:

Application No./Patent No.: Filed/Issue Date:

Titleg: F00d Container

Stephen L. Thaler a individual

{Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:| An assignee of less than the entire right, title, and interest (check applicable box):

L] The extent (by percentage) of its ownership interest is %. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. |:| The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. |:| The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a copy
thereof is attached.

B. D A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:

The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
2. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
4. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

5. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

6. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

|:] Additional documents in the chain of title are listed on a supplemental sheet(s).

|:| As required by 37 CFR 3.73(c)(1)(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Reuven K. Mouallem/ 29 July 2019
Signature Date

Reuven K. Mouallem, Patent agent 63345

Printed or Typed Name Title or Registration Number

[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Stgsied and sealed this 2308 day of July 2018,
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POTHE UNITED STATES PATENT AND TRADEMARK OF §’§;{3§§ {USPYTO)
n e Applicant

Stephen L. Thaler

18 S LS Iy

Seriad Koo

Filed: Groap Ast Unit

Forr  FOOD CORNTAIRER 5

Astomey Dookets 305874441108
Confirmatiog Mos

s A A AA R AL AT A

Bxangnes:

Cranmiesioner v Patends
PO, Box 14350
Alexandrin, VA 223131458

SUBSTITUTE STATEMENT UKNDER 37 OFR 164 IN LIEU QOF
DECLARATION UNDER 35 USC 81154

This Statement under 37 CFR L6 s dir \.;szd to the abovernentioned spplication i Hen
of 8 declarativey pnder 35 USC §HIZ
# The name of ipventor to whom this substitute statersent applics:
DABUS {the imvention was sutonosmously generated by awn artifivial
fotelligence}, 1787 Waterfall Dy, 84 Charles, MO 63303 USA.
3§ belove the above-named fnventor or jolig nventor to be the original Invertor

or an origingl joint ventor of 3 clalmed vvention in the application. The
above-identified application was made or authoraed to be made by me. Lhereby
acknowledps that any willfnl fulse siatement wade In thiy stafoment is
“punishable wader 18 USRS ‘ié&:‘ by fine ov imprisonmant of not maore th#n five
{3} years, or both,

Relationship to the nveator we whoan this substitale statoment appliest Legal

Hepresontstive

AR3PY
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o Chrasmstances penmitting sxecution of this substitute sistement: Inventor i3
sader fegal incapavity in view of the et thet ihe sele invenior i o
Craativity Machine (., an ariificial intelligened), with so legsd pevsonaiily

or capalilily o exscude this substituie staterment

L4

Person exoruting this substiute stioment i§ the Applicant and the Assignor of
the abovementioned applivation, as well ax the owner of sald Crealiviy
Machine, DABUN; namsly: Sfaphsn Lo Thaler, 17687 Waterfall Dr, St

Charles, MO 83382 USAL

1

Signed this 239 day of Jaly 2018

[V

AR3T2°
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Brivacy Aot Statement

The Privacy Act of 1874 {P.L. 83-878) raquires Hhal you be given curlain vformation iy connection with yaur
submingion of the aieched form relsted fo & patant spplicetion o patent.  Acvordingly, purswant o the
requirsmor iy of Hhe Adl, plaase by advised that: (1) the ganeral authorlly for the coflection of this informadian is
35 B0, IR () furnishing of the information sudichen v voluntary: and {3) the principal purpose i whish
o reiavnationt is used by e U.S. Sotent anst Trademark (e 18 1o procass andion axaming your submissiun
seiated by @ patert applination o patent. I you du not fumnish the requested information, the U8, Patent and
Trademark Office may not be abis o process andfor meamine your submission, whinh may resull in twrmination
of grocesdings or abandanmernd of the appiication o sxplation of the patant,

The oformation provided by you in this form will be subjest 1o the following routing uews!

1. The ipformation on ks form will b trested confidentially 1 the axterd atiowe! urder the Fraedom of
information &ct {8 U.8.C. 352 anvd the Privacy Act (3 U.8.C 8524}, Raoonds fram s systent of racords
may be diaclosed to tha Dapartrent of Justice 1o defermine whether disulosure of these recurds i
requirad by the Fraadom of information Al

& rocord fony thiv syatenm of resards gy be discfosed, as @ rouline usk, in the course of preseniing

avidenos 1o & courl, magistrate, or adoinintrative tibunal, ncluding derdosures 10 opposing tounaed in

the course of setffament nogrdinticne,

A racord i this systorn «f raoonds mgy be disclosed, an 8 rouling ugs, o 2 Member of Congrass

submiting # renuest vadiing an indiidugl, 1o whom the meond perlaing, when the bdividead bas

requented assistancs from e Member with respact fo the subject matiar of the recard.

4 & racont i s svstere of reoords may be disnionet, 3 & routine usy, o @ contracter of tha Agangy
haveing nesd for s information In order o parforn & contract, Rcipiens of information shall be renuiag
o comply with the requiremnss of the Frivacy Act of 1874, 8¢ smended, pursuard e EURC, 882alimg,

£, A saonrd relaten o an Intemationst Application fled under the Patent Cooperation Treaty in this system
of soneds gy e disoiosed, as 3 soutine uen, ke the intermational Bursau of the World infellectud
FPropuety Orgunization, purauan 1o the Palent Couperation Treaty.

8 A meowd ip this sysiem of recorde may ke disciosad, 98 & rowling use, 1 anothey federst agenay for

purposes of National Senurily review (35 BE.C. 181 and for review pursuant 1o the Atomic Ensegy At

(A2 LLS.CL I

A record from s systey of reomds sy be disclosed, as & routine use, fn ix Administrator, General

Sandioss, or bisiar dasignes, during sn inspection of records conduntad by G848 ae pad of thal agency's

responsibiity to racommend improvemants i records managemant praclines aoif programs, wder

authority of 44 U.S.0. 2008 and 2808, Such disclosure shell be made It aooerdance with the 8S&
regulaligng govaming insprotion of records for this purpose, and any other wedevant (e, GBS or
afarminations abuut indbddusls.

8. A record fram s wystern of reoords may be distloaad, ¢ o siutine use 0 the public aRer alther
publication of the apriivation pursuant 1o 35 U.8.0. 12249 or lssuanos of a paterd purseant o 38UE L.
181, Foriter, @ renard may be disciosad, subjact i the livdlatiins of 37 CFR 1,14, 98 3 outine usa o
e pubis i thea record was Ned inan appiication whick becarn sbandaned of in which the procasdings
ware vninatad and witioh appfication s referanced by either @ pubiished application, an application
Gpen 1o pubiic iInspacian of ant issuad patant,

2. Arvecont Fom thin systern of recmda may be dinclosed, @y 8 mutine uss, to » Federal, Date, or looa! aw
ardorcemant sgenay, § the USPTO becomes awane of 8 visletion or polential viclkstion of law or
reguialion.
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PTO/SB/08b (07-09)
Approved for use through 11/30/2020. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
Complete if Known
Substitute for form 1449/PTO

Application Number

INFORMATION DISCLOSURE | Filing Date
STATEMENT BY APPLICANT ([ FirstNamed Inventor — [inABUS-Al generated Invention]

Art Unit

(Use as many sheets as necessary)

Examiner Name

Sheet [ of |2 Attorney Docket Number 50567-4-01-US

NON PATENT LITERATURE DOCUMENTS
Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
Initials® No.' the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T2
number(s), publisher, city and/or country where published.

WILLETH K., Examiner; "Combined Search and Examination Report Under Sections 17
and 18(3)"; Intellectual Property Office, United Kingdom; 29 March 2019 (copy attached)

BRIDAULT A., Examiner; "Extended European Search Report"; European
Patent Office, Munich, Germany 25 April 2019 (copy attached)

"Snowflake Tealight Holder", My Gadgetlife - Thingiverse; [online]
https://www.thingiverse.com/thing:3147335, 10 Oct. 2018; (attached)

 — | |
Documenta Praehistorica XXXI (2004) Ljubljana, D. Lubell, "Are land snails
a signature for the Mesolithic transition?", pages 1-24

T —
WILLETH K., Examiner; "Response made to report under section 18(3)";
Intellectual Property Office, United Kingdom; 12 July 2019 (copy attached)

T

Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.

1 Applicant’s unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.

This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO:
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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PTO/SB/08a (07-09)
Approved for use through 11/30/2020. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it contains a valid OMB control number.
Complete if Known \
Substitute for form 1449/PTO p

Application Number

INFORMATION DISCLOSURE e .
First Named Inventor [DABUS-AI generated Invention]
STATEMENT BY APPLICANT AU
(Use as many sheets as necessary) Examiner Name
\_Sheet |1 [ of [2 Attorney Docket Number |50567-4-01-US
U. S. PATENT DOCUMENTS
Examiner | Cite Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where
Initials* No."! MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant
Number-Kind Code? 0w Figures Appear
US- 5803301A 09-08-1998 Toyo Seikan Kaisha Lid Entire document
us-
us-
uUs-
uUs-
us-
us-
uUs-
uUs-
us-
us-
uUs-
us-
us-
us-
uUs-
us-
us-
uUs-
FOREIGN PATENT DOCUMENTS
Examiner Cite | Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Initials* No." Date Applicant of Cited Document Where Relevant Passages
MM-DD-YYYY Or Relevant Figures Appear T
Country Code® Number * “Kind Code® (if known)
CN10293370A 02-13-2013 |(Copy attached) Entire document
DE10004386A 08-09-2001 |Josef Alexander Eichmann  |Entire document
Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609, Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant. ' Applicant's unique citation designation number (optional). ?See Kinds Codes of
USPTO Patent Documents at wi sgte.qey or MPEP 901.04. ° Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. °Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 6Applicant is to place a check mark here if English language
Translation is attached.
This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records
from this system of records may be disclosed to the Department of Justice to determine
whether disclosure of these records is required by the Freedom of Information Act.

2. Avrecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures
to opposing counsel in the course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requested assistance from the Member with respect to the subject matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or his/her designee, during an inspection of records
conducted by GSA as part of that agency’s responsibility to recommend improvements in
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906.
Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce)
directive. Such disclosure shall not be used to make determinations about individuals.

8. Avrecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal,
State, or local law enforcement agency, if the USPTO becomes aware of a violation or
potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29,2019 Group Art Unit:

For: FOOD CONTAINER Attorney Docket: 50567-4-01-US

Confirmation No.: 2644

L LT s LM LT My LT S M LNy M LT LN

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 CFR 1.132 FOR PETITION FOR
RETROACTIVE LICENSE UNDER 37 CFR 5.25

I, Stephen L. Thaler, declare that:
1. Tam over twenty-one years of age and competent to give a verified statement
such as this Declaration.
2. There are no US citizens listed as inventors of the foreign-filed applications,
making it uncertain whether a foreign filing license would be necessary.
3. Tam the Applicant in the foreign filings cited in the Petition (attached herewith):
a. European Patent Application No. 18275163.6, filed October 17, 2018
(first priority date), entitled “Food Container;” and
b. UK Patent Application No. 1816909 .4, filed October 17, 2018 (first
priority date), entitled “Food Container.”
4. Pursuant to 37 CFR §5.14 for a petition for license for which a corresponding

application has been filed in the US, I am informed and believe that the Petition
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for retroactive license filed herewith identifies the corresponding US application
number, filing date, applicant, and title (as well as identified above). A copy of
the material for which the license is desired is not included in accordance with
37 CFR §5.14 under which the subject matter licensed will be measured by the
disclosure of the US application. I am informed and believe that all the material
contained in the foreign-filed applications referenced above, which were filed
in foreign countries without a prior application for a foreign filing license in
error and without deceptive intent, is readily identifiable in the referenced US
application.

5. Pursuant to 37 CFR §5.25(2)(3)(1), I am informed and believe that the foreign-
filed applications were not under a secrecy order at the time of filing, have not
been under a secrecy order at any time since, and are not currently under a
secrecy order. Furthermore, the invention is related to food containers, which
subject matter I am informed and believe does not fall within the scope of 35
USC §181.

6. Pursuant to 37 CFR §5.25(a)(3)(i1), I was first informed by my US patent
counsel when they began to prepare filing for a patent before the USPTO in
which they determined the potential need for a foreign filing license on June 13,
2019. I have diligently executed this Declaration in pursuit of a retroactive
foreign filing license.

7. Pursuant to 37 CFR §5.25(a)(3)(iii), I am informed and believe that the foreign-
filed applications were filed abroad, without a foreign filing license under 37
CFR §5.11 first having been obtained, through error and without deceptive
intent. I am informed and believe that the foreign-filed applications were filed

and prosecuted through my European counsel (a UK IP law firm) who were
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unfamiliar with US Patent Law and the requirement of obtaining a foreign filing

license prior to any foreign filing.

I declare that all statements made herein of my own knowledge are true, and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statement may jeopardize the validity of any patent

issuing from the referenced patent applications.

Signed this 29th day of July 2019

LR A W
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29,2019 Group Art Unit:

For: FOOD CONTAINER Attorney Docket: 50567-4-01-US

Confirmation No.: 2644

L L LN M LT S L LNy S L LS

Examiner:

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

PETITION FOR RETROACTIVE LICENSE UNDER 37 CFR 5.25

This Petition requests under 37 CFR 5.25 a retroactive license for foreign filing under
35 USC 184 in accordance with §5.14(a). The required fee for the Petition under §1.17(g) has
been paid. The retroactive foreign filing licenses are requested for the following jurisdictions
in which the unlicensed patent application material was filed.

» European Patent Application No. 18275163.6, filed October 17, 2018 (first
priority date), by Applicant Stephen L. Thaler, entitled “Food Container;” and

> UK Patent Application No. 1816909 4, filed October 17, 2018 (first priority
date), by Applicant Stephen L. Thaler, entitled “Food Container.”

In accordance with 37 CFR §5.14 for a petition for retroactive foreign filing license
related to a pending US application (identified above by US application number, filing date,
applicant, and title), it is submitted that the complete contents of the unlicensed patent
application material (identical for the two foreign filings listed above) is readily identifiable in

the referenced US application. A copy of the material for which the license is desired is not
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included in accordance with 37 CFR §5.14 under which the subject matter licensed will be
measured by the disclosure of the US application.

A Declaration by the Applicant, Dr. Stephen L. Thaler, is attached herewith, avers:

(1) diligence in secking the retroactive foreign filing license upon discovery that

such license was necessary;

2) that the subject matter in question was not under a secrecy order at the time the

subject matter was filed abroad; and

3) that the subject matter is not currently under a secrecy order.

As indicated in the attached Declaration, the potential need for a retroactive foreign
filing license and a Declaration was inadvertently not communicated to the Applicant. Upon
learning of the possible need for a foreign filing license, the Applicant diligently executed the
attached Declaration.

The foreign filings of unlicensed patent application material were prepared and filed by
the Applicant through European counsel (a UK IP law firm) who were unfamiliar with US
Patent Law and the requirement of obtaining a foreign filing license prior to any foreign filing.

It is noted that the law on foreign filing licenses in the United Kingdom was changed
in 2004 to the effect that no foreign filing license is required unless the application contains
information which relates to military technology, for any other reasons publication of the
information might be prejudicial to national security, or to the safety of the public.

Thus, the possible need for a foreign filing license did not become apparent, and was
filed abroad through error and without deceptive intent, without the required license. It is
submitted that diligence in obtaining a retroactive foreign filing license is shown by the present
Petition for a Retroactive License.

It is noted that there are no US citizens listed as inventors of the foreign-filed

applications, making it uncertain whether a foreign filing license would be necessary.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm@ZFlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

]

Respectfully submitted,

o iF

o A
Py ..
i

i

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29, 2019 Group Art Unit:

For: FOOD CONTAINER Attorney Docket: 50567-4-01-US

Confirmation No.: 2644

L L LN M LT S L LNy S L LS

Examiner:

Commissioner of Patents and Trademarks
Alexandria, VA 22313

PRE-EXAMINATION SEARCH DOCUMENT FOR ACCELERATED
EXAMINATION

Sir:

This pre-examination scarch statement is provided in support of the petition for
accelerated examination filed herewith.

A pre-examination search was conducted involving U.S. patents and patent application
publications, foreign patent documents, and non-patent literature as indicated below. The
results of the search, as well as the foreign search reports, are provided on an Information

Disclosure Statement (IDS) filed concurrently herewith.
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Requirements for Petition to Make Special Under Accelerated Examination — Pre-
Examination Search (Item 8)
> 8(A) Pre-Examination Search

The pre-examination search relies on two independent search reports by foreign patent
offices. One performed by the European Patent Office (EPO) on 16 April 2019 (report issued
25 April 2019) for EP priority application no. 18275163.6, and the other performed by the UK
Patent Office (UKIPO) on 28 March 2019 (report issued 29 March 2019) for UK patent priority
application no. 1816909 .4.

< EPO Search Report

IPC Classification of the Invention:

B65D6/02, B65D8/00, B65D6/00, B65D13/02, B65D21/02, B65D1/02
Technical IPC Field of Search: B65D
CPC Class(es)/Subclass(es) Searched:
B65D7/02, B65D11/02, B65D11/10, B65D13/02, B65D21/0204,

B65D21/0205, B65D1/0223

« UKIPO Search Report

Worldwide Search of Patent Documents Based on IPC Classification of the

Invention:
B65D

Database Searched:

EPODOC, WPIL, INSPEC, Patent Fulltext

IPC Classification of Subclass and Subgroup:

Subclass: B65D

Subgroup: 0001/44, 0021/02
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> 8(B) Search Directed to the Invention
The pre-examination search was directed to the claimed invention, encompassing all

the features of the claims and giving the claims their broadest reasonable interpretation.

> 8(0) Search Directed to the Disclosure
No disclosed features that are unclaimed at this time are currently seen as features that

may be claimed later.

> 8(D) Search Report from a Foreign Patent Office

Two independent search reports from two foreign patent offices are provided here as
the pre-examination search. Copies of the two search reports are attached herewith and listed
in the IDS. One performed by the European Patent Office (EPO) on 16 April 2019 (report
issued 25 April 2019) for EP priority application no. 18275163.6, and the other performed by
the UK Patent Office (UKIPO) on 28 March 2019 (report issued 29 March 2019) for UK patent

priority application no. 1816909 4.

> 8(E) Statement of Good Faith
All statements above in support of the petition to make special are based on a good faith

belief that the search was conducted in compliance with the requirements of this rule.

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm(@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR

1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
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mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

R - . o
FtAadr B {‘{f . ,f}z; . xff;-mw

i

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29, 2019 Group Art Unit:

For: FOOD CONTAINER Attorney Docket: 50567-4-01-US

Confirmation No.: 2644

Examiner:

L L LN M LT S L LNy S L LS

Commissioner of Patents and Trademarks
Alexandria, VA 22313

ACCELERATED EXAMINATION SUPPORT DOCUMENT

Sir:
This accelerated examination support document (AESD) is provided in support of the

petition for accelerated examination filed herewith.

AR335°



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 83 of 225 PagelD# 418

Requirements for Petition to Make Special Under Accelerated Examination — AESD

(Item 9)

There are nine claims currently pending in the application. The claims read as follows.

1. A food or beverage container comprising:

(@) a generally cylindrical wall defining an internal chamber of the container, said
wall having interior and exterior surfaces and being of uniform thickness; and

(b) a top and a base disposed at cither end of said generally cylindrical wall;

wherein said wall has a fractal profile with corresponding convex and concave fractal

elements on corresponding ones of said interior and said exterior surfaces;

wherein said convex and said concave fractal clements form pits and bulges in said

profile of said wall; and

wherein said wall of the container is flexible, permitting flexing of said fractal profile

thereof, said fractal profile of said wall permits coupling by inter-engagement of a

plurality of the containers together, and flexibility of said wall permits disengagement

of said or any coupling of a plurality of the containers.
2. The food or beverage container of claim 1, wherein at least some of said pits
and bulges each have heads and bases, wherein said heads are of a greater width than said bases

thereof.

3. The food or beverage container of claim 1, wherein at least some of said pits

and said bulges have inter-engaging or corresponding shapes and sizes such that a bulge of one
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container can fit within a pit of an identical container, thereby to couple two containers

together.

4. The food or beverage container of claim 3, wherein said pits and said bulges of

said two containers fit precisely within one another.

5. The food or beverage container of claim 3, wherein said pits and said bulges of

said two containers fit partially within one another.

6. The food or beverage container of claim 1, wherein two or more said containers
can be coupled together by an adhesive disposed between facing pits and bulges of adjacent

containers.
7. The food or beverage container of claim 1, wherein said corresponding convex
and said concave fractal elements provide for increased surface area of both said interior and

said exterior surfaces of the container relative to a volume of said chamber.

8. The food or beverage container of claim 1, wherein said wall is formed of a

material selected from the group consisting of: a metal, a plastic, and an elastomeric material.

9. The food or beverage container of claim 1, wherein said wall is formed from a

flexible food product.
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> 9(A) References Deemed Most Closely Related:

An Information Disclosure Statement (IDS) in compliance with 37 CFR 1.98 has been
filed herewith citing each of references in the foreign search reports. The first two references
(marked with an asterisk) were deemed most closely related to the subject matter of the claim.

%+ Sato et al. — *US5803301 (cited in EPO EESR, “X” document)

+» Eichmann — *DE10004386A1 (cited in EPO EESR and UKIPO Search Report,
“X” document)

% “Snowflake Tealight Holder,” My Gadgetlife — Thingiverse; [onling]
https://www thingiverse.com/thing:3147335, 10 Oct. 2018 (cited in UKIPO
Search Report, “X”” document)

+» Documenta Prachistorica XXXI (2004) Ljubljana, D. Lubell, “Are land snails a
signature for the Mesolithic transition?”, pages 1-24 (cited in UKIPO Search
Report, “X” document)

+» Chen — *CN10293370A (cited as background technical art in UKIPO Search

Report, “A” document, not considered herein)

> 9B) Identification of Limitations Disclosed by References:
< It is noted that instant independent claim 1 includes additional limitations than
those searched in the provided search reports in order to overcome the objections raised
therein as discussed in detail below in Section 9(C).
5 Sato et al. (US5803301, hereinafter Sato “301):
With respect to claim 1 in the instant application, as cited below from the EPO
EESR referring to claim 1 therein, Sato 301 (referred to therein as D1) recites

as follows.
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{3t discloses s food or boverage containgr compeising:

a wall defining an interngl chamber of the container, the wall having interior
s exdarior sirfaces and being of substantially uniform Nckeses;

whersin the wall has 2 feon! wolile dols on the nslde of the walll with
sorespondng comvex and oonoave Faslel olemenls {see 8o & on
corrssponding ones of the intsnor snd sderior strlacns) g

wherain the convex and soncanee fraotal slements form pits and bulges in the
grofile of the wall,

< Eichmann (DE10004386A1, hereinafter Eichmann *386):
With respect to claim 1 in the instant application, as cited below from the EPO
EESR referring to claim 1 therein, Eichmann 386 (referred to therein as D2)

recites as follows.

02 digclosss & container the wall of whith hag 8 sepeating profife whish
enables tro sush contalners (o by cornected together. The sublsch-msiter of
clalm 1 dilfers From g known contalnes (o that the profile s actal
Compared o the profie of D2, this fractal profite doss not sppear fobring sy
additional techninal effent. it has therefore 1o be considored & mere aligrative
o the profile of D2, which the skifled porson would chonse By non-techriond
fEaanns.

With respect to claims 1-9 in the instant application, as cited below from the
UKIPO Search Report referring to claims 1, 3, 6, 7, and 9-12 therein, Eichmann
*386 (referred to therein as D2) recites as follows.

N 0 discloses 8 contuiner for food ocomprising 3 wall oith ponvex and conesws
slements foondng pity and bulges in the profike of the waill. Pusngeaph 18013 disclowss that the
_ £ )

can iy made of mastal, D8 soticipates claims L3, 6, Foand 0 18

< “Snowflake Tealight Holder” (hereinafter Snowflake TH 2018):
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With respect to claims 1-9 in the instant application, as cited below from the
UKIPO Search Report referring to claims 1-12 therein, Snowflake TH 2018

(referred to therein as D1) recites as follows.

%

2. D discloses a 3D printed sowadlaks comtaings having & wall with o fBeotsd profile and
comvex sud conoave fractyl dlements Rrmdng plts sod hulges o e profile of thy walll The
snowiake contaiver Iy considerad to be sultable S bolding foud. Tho syuivalont comtsiners
wagdd be abk to undergo patisl engapemant i plaond side by side. sepecially I oue of e
sowdiskes is upside down. Addithmally, nue of the contelaers wonld be able to nest buade
snother. The container is made fom & materis! thet b suificienmly feiide to by lald flag o
seer n the regador v ey pleture. DY s therefore considerad to sntlcipate olalne 10 13

< Documenta Prachistorica (hereinafter Ljubljana 2004):
With respect to claims 1 and 2 in the instant application, as cited below from
the UKIPO Search Report referring to claims 1 and 2 therein, Ljubljana 2004
(referred to therein as D3) recites as follows.

4, D3 discusses the long history of sating hand snails. Land suadls are evten divcetly fom

their shell, which iy & sontaingr with & wall heving & faetsd profife oith ooncave and conwves
fractsd eloments, Therefors, U3 snticipaies olatoms §and 3

With respect to instant claims 2-9, as cited below, the EPO EESR (referring to claims

2-7,9-12, and 13 therein) states the following.
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Dependent claims 2, 3,4, 5§ &, 7, 8, 10, 11 and 12 do not appesr fo contsin
any acditional featurss which, iy sombination with the Teatures of any digim
which they refor, mas! e sequirements of the BPG with respect 1 inventive
step, bacause the container of D2 has the sdditons! features of plsdme 8 &,
8, 7, 10 and 11 {see the Hgures of D), e contiiness of D2 can be ghued
tngether 4 in ol 8, and the contaloer of OR is made oF mald, a3 in olaim
18, which {3 usually Soxible, ag in Hoime 4 and §, dus o s Hinness.

Glaim 8 doss not appewr to imolve an inventive step Deosuse & pertial
nesting does not appear o being oy techning! effsct 88 oompsesd o the Rl
nesting of B2,

rus rendered obvious by, the svallabis prior ard & new independen ieim
Ry b dradted o ncluds Duee fesures, Deing I ming thet e heakuwes
know in pomdnation i D2 should be placed iy the proaeontde of such & sivim
i acctndancs with Rule 45{11 E8¢,

> 9(CO) Detailed Explanation of Patentability:

Eichmann 386 fails to at least teach or suggest a container wall having a fractal profile,
but rather a wall that has a very specific form with part-cylindrical abutment surfaces.
Furthermore, the wall does not have a uniform thickness but has portions 21 of double
thickness. Moreover, there is no disclosure of the container being flexible to provide for
coupling and un-coupling in the manner provided for by claim 1 of the instant application.
Therefore, Eichmann 386 teaches away from the subject matter of claim 1.

Sato 301 is also not relevant to the claims because it discloses the formation of
projections on the inner surface of a resin layer that coats the inside surface of the metal wall
of the container. This is described, for example, at column 2, lines 45 and 46, the first paragraph
of the detailed description, of column 4, lines 52-60, and throughout the remainder of the
description. At column 5, lines 16 and 17, it is acknowledged that the inner resin layer varies
in thickness, while at column 6, lines 22-23 that the projections must have a dot shape, with
examples being given at column 8, lines 11-15, all of which are regular shapes, and cannot be

described as being fractal. Sato *301 is therefore not relevant to the claims of the instant
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application as it does not disclose a wall having a fractal profile with corresponding convex
and concave fractal elements on corresponding ones of the interior and exterior surfaces and
which form pits and bulges in the profile of the wall, or of any of the other features introduced
into claim 1.

Snowflake TH 2018 is a tealight holder in the shape of a snowflake which has a frusto-
conicol form with a narrow base and a wider top. It is not described as being a food or beverage
container. Furthermore, having regard to instant claim 1 filed herewith, the snowflake tealight
holder does not have a generally cylindrical form with a top or a base either end of the general
cylindrical wall, nor is there disclosure that the wall is flexible to permit coupling and de-
coupling of a variety of containers together. The tealight holder differs materially from the
subject matter of the claims, and there is no reason to suggest that the person skilled in the art
would have contemplated modifying the snowflake tealight holder in a manner as to approach
a container having the structure specified in instant claim 1.

Ljubljana 2004 is not described as being a food or beverage container, and thus is not
relevant.

It is further noted that fractal geometry is a well-known term of the art. In conjunction
with the specification, particularly on page 5, it is explained that the wall is provided with
fractal elements, meaning elements having fractal geometry, which together create a wall with
a fractal profile. Thus, a person skilled in the art would have no difficulty understanding such
wording.

Applicant would like to point out that this art was re-ecxamined by the UKIPO
Examiner, who decided on the basis of claims of the same scope as those of the instant US
application that the art was no longer pertinent, and withdrew all objections against the
application, as confirmed by the UKIPO Official Communication of 12 July 2019. A copy of

the 12 July 2019 UKIPO communication is being filed concurrently with this AESD.
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> 9MD) Concise Statement of Utility:

The invention as claimed has utility in that it provides a fractal container for use, for
example, for holding food or beverages. The invention as claimed has further utility in enabling
multiple containers to be coupled together by inter-engagement of pits and bulges on
corresponding ones of the containers. The container profile also improves grip, as well as heat

transfer into and out of the container.

> 9YE) Showing of Support under 35 USC 112, First Paragraph:

Support in the disclosure under 35 USC 112, first paragraph, is found at least in Figures
1-9 of the instant application and the corresponding related text in the specification, wherein
the fractal profile recited in claim 1 and the coupling together of multiple containers by inter-
engagement of pits and bulges are disclosed, corresponding to the limitations recited in instant

claims 1-9.

> 9(F) Identification of References Disqualified as Prior Art under 35 USC 103(c):

None of the cited references are disqualified as prior art under 35 USC 103(c).

Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, [ hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. [ understand that a copy of such communications will be made of record. [MPEP §502.03

]
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Respectfully submitted,

i
I R
) %ﬁ\.yﬁt’\;{v g{ jf&wkwef:fkm)\.w

RPN SRUWRRS

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

Date: July 29, 2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
In re Applicant:
Stephen L. Thaler
Serial No.: 16/524,532
Filed: July 29,2019 Group Art Unit:

For: FOOD CONTAINER Attorney Docket: 50567-4-01-US

Confirmation No.: 2644

L L LN M LT S L LNy S L LS

Examiner:

Commissioner of Patents and Trademarks
Alexandria, VA 22313

STATEMENT ON INVENTORSHIP

Sir:

The following inventorship statement is being submitted to assist in clarifying the status
of inventorship as it relates to the instant invention. The unique aspects under which the instant
invention was conceived prompted the inclusion of such statement in order to explain that the
inventor of the subject matter of the instant invention of the present application is an Al
machine, being a type of “creativity machine” named “DABUS” as indicated, infer alia, in the
Application Data Sheet (ADS). The following statement explains the nature of DABUS, and
why it should be named as the inventor in the present application. In addition, such
considerations directly pertain to the Substitute Statement and recordation of Assignment filed

herewith the application submission.
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A machine called “DABUS” conceived of the instant invention.

The instant invention was generated by a specific machine called “DABUS” — a type
of “Creativity Machine.” A Creativity Machine is a particular type of connectionist artificial
intelligence. Such systems contain a first artificial neural network, made up of a series of
smaller neural networks, that has been trained with general information from various
knowledge domains. This first network generates novel ideas in response to self-perturbations
of connection weights between neurons and component neural nets therein. A second “critic”
artificial neural network monitors the first neural network for new ideas, and identifies those
ideas that are sufficiently novel compared to the machine’s pre-existing knowledge base. The
critic net also generates an effective response that in turn injects/retracts perturbations to
selectively form and ripen ideas having the most novelty, utility, or value.

In the case of the instant invention, the machine only received training in general
knowledge in the field, and proceeded to independently conceive of the invention, and to
identify it as novel and salient. If similar training had been given to a human student, the student
rather than the trainer would meet the inventorship criteria as inventor.

In some instance of machine invention, a natural person might qualify as an inventor
by virtue of having exhibited inventive skill in developing a program to solve a particular
problem, by skillfully selecting data to provide to a machine, or by identifying the output of a
machine as inventive. However, in the present case, DABUS was not created to solve any
particular problem, nor was trained on any special data relevant to the instant invention. The
machine rather than a person identified the novelty and salience of the instant invention.

A detailed description of how DABUS and a Creativity Machine functions is available
in, among others, the following US patent publications: 5,659,666; 7,454,388 B2; and

2015/0379394 Al.
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Inventorship should not be restricted to natural persons. A machine that would meet

inventorship criteria if it were a natural person should also qualify as an inventor.

No United States law explicitly prohibits protection for autonomous machine
inventions.

However, inventorship is restricted to “individuals” under, e.g., 35 U.S.C. §100(f)
(1952) (*The term ‘inventor’ means the individual or, if a joint invention, the individuals
collectively who invented or discovered the subject matter of the invention.”™).

The restriction of inventorship to individuals was intended to prevent corporate
inventorship. It was not the result of seriously considering autonomous machine invention, and
should not therefore prohibit subsistence of intellectual property rights where there is no natural
person who qualifies as an inventor. See Karl F. Milde, Jr., Can a Computer Be an “Author” or
an “Inventor”?, 51 J. PAT. OFF. SOC’Y 378, 379 (1969). (“The closest that the Patent Statute
comes to requiring that a patentee be an actual person is in the use, in Section 101, of the term
‘whoever.” Here too, it is clear from the absence of any further qualifying statements that the
Congress, in considering the statute in 1952, simply overlooked the possibility that a machine
could ever become an inventor.”)

The output of autonomously inventive machines should be patentable if it meets the
requirements of patentability set out in law. The primary purpose of patent law is to incentivize
innovation, together with incentivizing the disclosure of information, and the
commercialization and development of inventions. Allowing patents for machine output
incentivizes the development of inventive machines, which ultimately promotes innovation. To
the extent that patents are incentivizing commercialization and disclosure of information, there
is no change in this function between a human and a machine-generated invention. Failure to
permit patent protection for the output of autonomously inventive machines threatens to

undermine the patent system by failing to encourage the production of socially valuable
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inventions. This will be particularly important as artificial intelligence becomes more
sophisticated and likely a standard part of future industrial research and development.
Clarifying now that patents are available for the output of autonomously inventive machines
would provide certainty to businesses and innovators.

Patent law also protects the moral rights of human inventors; acknowledging machines
as inventors would facilitate this function. At present, individuals are claiming inventorship of
autonomous machine inventions under circumstances in which those persons have not
functioned as inventors. See Ryan Abbott, I Think, Therefore I Invent: Creative Computers and
the Future of Patent Law, 54 B. C. L. Rev. 1079-1126 (2016). Failing to appropriately
acknowledge inventive activity by machines weakens moral justifications for patents by
allowing individuals to take credit for work they have not done. It is not unfair to machines
who have no interest in being acknowledged, but it is unfair to other human inventors because
it devalues their accomplishments by altering and diminishing the meaning of inventorship.
This could equate the hard work of creative geniuses with those simply asking a machine to
solve a problem or submitting a machine’s output. By contrast, acknowledging machines as

inventors would also acknowledge the work of a machine’s creators.

An_“autonomous machine invention” should be assigned to the owner of the machine.

Machines should not own patents. They do not have legal personality or independent
rights, and cannot own property.

The machine’s owner should be the default owner of any intellectual property it
produces and any benefits that would otherwise subsist in an inventor who is a natural person.
This is most consistent with current ownership norms surrounding personal property (including

both machines and patents).
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In the instant application, we submit that DABUS should be acknowledged as the
inventor of any resultant patents, with Stephen Thaler, the machine’s owner, as the applicant

and assignee of any such patents.

Stephen Thaler is prevented from listing himself as the inventor for the instant application.

Stephen Thaler, the creator of DABUS, is prohibited from listing himself as an inventor
for the instant application because he has not contributed to the conception of the instant
invention. DABUS performed what is traditionally considered the mental part of the inventive
act. Based on DABUS’s results, a skilled person could have reduced the invention to practice.
Inaccurately listing himself as an inventor could subject Dr. Thaler to criminal sanctions. 18
U.S.C. 1001.

The Office presumes that the named inventor in an application is the actual inventor.

See MPEP §2137.01.

If a machine cannot be an_inventor, the first person to recognize the inventive nature of

autonomous machine input may qualify as an inventor.

It has been argued that a natural person may claim inventorship of an autonomous
machine invention even in situations in which that person was not involved in the development
or operation of a machine by virtue of recognizing the relevance of a machine’s output. This
approach is questionable in cases in which the natural person has not made an inventive
contribution to the disclosed invention in the accepted meaning of the term.

In some cases, recognition of the inventive nature of a computer’s output may require
significant skill, but in others, the nature of inventive output may be obvious. In the present

case, DABUS identified the novelty of its own idea before a natural person did.
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Should the Examiner have any questions, the Examiner is requested to contact the
undersigned by e-mail at tkm(@FlashPointIP.com or by phone at (516) 301-1649.

Recognizing that Internet communications are not secure, I hereby authorize the
USPTO to communicate with the undersigned, in accordance with 37 CFR 1.33 and 37 CFR
1.34, concerning any subject matter of the instant Petition by video conferencing or electronic
mail. I understand that a copy of such communications will be made of record. [MPEP §502.03

1]

Respectfully submitted,

= &

P & v
’{i*w?{ fw Fogenllomn

Dr. Reuven K. Mouallem, LL.M.
Agent for Applicant
Registration No. 63,345

v ‘
K;x/é% />

Dr. Ryan B. Abbott
Attorney for Applicant
Registration No. 68,178

Date: July 29, 2019
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Doc Code: PET.SPRE.ACX PTO/SB/28 (07-09)
Doc Description: Petition for 12-month Accelerated Exam Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM

Attorney Docket| 55067 4 01.us FirstNamed | |5\ g [Al generated invention]
Number Inventor

Application Number (if Known) 16/524,532

Title of FOOD CONTAINER

Invention

APPLICANT HEREBY PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE
REVISED ACCELERATED EXAMINATION PROGRAM. See Instruction sheet on page 3.

1. Claims of the application:
a. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The

application may not contain any multiple dependent claims.

b. Applicant hereby agrees not to separately argue the patentability of any dependent claim during any
appeal in the application. Specifically, the applicant agrees that the dependent claims will be grouped together
with and not argued separately from the independent claim from which they depend in any appeal brief filed in
the application (37 CFR 41.37(c)(1)(vii)).

c. The claims must be directed to a single invention.

2. Interviews:

Applicant hereby agrees to have (if requested by examiner):

a. Aninterview (including an interview before a first Office action) to discuss the prior art and any potential
rejections or objections with the intention of clarifying and possibly resolving all issues with respect to
patentability at that time, and

b. Atelephonic interview to make an election without traverse if the Office determines that the claims are not
obviously directed to a single invention.

3. Preexamination Search Statement and Accelerated Examination Support Document:

With this petition, applicant is providing: a preexamination search statement, in compliance with the requirements

set forth in item 8 of the instruction sheet, and an “accelerated examination support document” that includes:

a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most
closely related to the subject matter of each of the claims;

b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

c. A detailed explanation of how each of the claims are patentable over the references cited with the
particularity required by 37 CFR 1.111(b) and (c);

d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the
application is a design application);

e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as
amended by the CREATE act; and

f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C.
112 in the written description of the specification. If applicable, the showing must also identify: (1) each means-
(or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, §[6; and (2) the structure,
material, or acts that correspond to any means- (or step-) plus-function claim element that invokes
consideration under 35 U.S.C. 112, {[6. If the application claims the benefit of one or more applications under
title 35, United St ates Code, the showing must also include where each limitation of the claims finds support
under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35U.8.C. 122 and 37 CFR 1.11 and 1.14. This form is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. /f you need assistance in completing the form, call
7-800-PTO-9199 and select option 2.

EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX

Doc Description: Petition for 12-month Accelerated Exam

PTO/SB/28 (07-09)

Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER ACCELERATED EXAMINATION PROGRAM

(Continued)

Attorney Docket 50567-4-01-US

First Named

[DABUS] [Al generated invention]

Number Inventor

Attachments:

a. Accelerated Examination Support Document (see item 3 above).

b. A stateme_nt, in compliance with the requirements set forth in item 8 of the instruction sheet, detailing the preexamination
search which was conducted.

C. Information Disclosure Statement.

a. | O

Other (e.g., a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism (37 CFR 1.102(c)(2)).

Fees: The following fees must be filed electronically via EFS or EFS-Web:

a. The basic filing fee, search fee, examination fee, and application size fee (if required) under 37 CFR 1.16.

b. Petition fee under 37 CFR 1.17(h) - unless the petition is filed with a showing under 37 CFR 1.102(c)(2).

Signature:

Click Remove if you wish to remove this signatory

Signature /Reuven K. Mouallem/ Date 2019-07-29
Name Reuven K. Mouallem Registration | ga3,5
(Print/Typed) Number

Click Add if you wish to add additional signatory

see 37 CFR 1.4(d) for the form of the signature.

Note: Signatures of all the inventfors or assignees of record of the entire interest or their representative(s) are required in accordance with 37 CFR 1.33 and 10.18. Please

EFS Web 2.2.20
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Doc Code: PET.SPRE.ACX PTO/SB/28 (07-09)

Doc Description: Petition for 12-month Accelerated Exam Approved for use through 09/30/2017. OMB 0651-0059
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet Petition to Make Special Under the Accelerated Examination

A grantable petition must meet the following conditions:

1. The petition to make special under the accelerated examination program must be filed with the application and accompanied by the
fee set forth in 37 CFR 1.17(h) or a statement that the claimed subject matter is directed to environmental quality, energy, or
countering terrorism.

2. The application must be a non-reissue utility or design application filed under 35 U.S.C. 111(a).
3. The application must be filed electronically using the Office electronic filing system (EFS) or EFS-Web.

4. The application must be complete under 37 CFR 1.51 and in condition for examination on filing. For example, the application must be
filed together with the basic filing fee, search fee, examination fee, and application size fee (if applicable), and an oath or declaration
under 37 CFR 1.63.

5. The application must contain three (3) or fewer independent claims and twenty (20) or fewer total claims. The application may not
contain any multiple dependent claims. The petition must include a statement that applicant will agree not to separately argue the
patentability of any dependent claim during any appeal in the application. Specifically, the applicant is agreeing that the
dependent claims will be grouped together with and not argued separately from the independent claim from which they depend in any
appeal brief filed in the application (37 CFR 41.37(c){1)(vii)).

6. The claims must be directed to a single invention. The petition must include a statement that applicant will agree to have a
telephonic interview to make an election without traverse in a telephonic interview if the Office determines that all the claims are not
directed to a single invention.

7. The petition must include a statement that applicant will agree to have an interview (including an interview before a first Office action)
to discuss the prior art and any potential rejections or objections with the intention of clarifying and possibly resolving all issues with
respect to patentability at that time.

8. At the time of filing, applicant must provide a statement that a preexamination search was conducted, including an identification of
the field of search by United States class and subclass and the date of the search, where applicable, and, for database searches, the
search logic or chemical structure or sequence used as a query, the name of the file or files searched and the database service, and
the date of the search.

a. This preexamination search must involve U.S. patents and patent application publications, foreign patent documents, and nonpatent
literature, unless the applicant can justify with reasonable certainty that no references more pertinent than those already
identified are likely to be found in the eliminated source and includes such a justification with this statement.

. This preexamination search must be directed to the claimed invention and encompass all of the features of the independent claims,
giving the claims the broadest reasonable interpretation.

. The preexamination search must also encompass the disclosed features that may be claimed, in that an amendment to the claims
(including any new claim) that is not encompassed by the preexamination search will be treated as non-responsive and will not be
entered.

d. A search report from a foreign patent office will not be accepted unless the search report satisfies the requirements set forth above.

e. Any statement in support of a petition to make special must be based on a good faith belief that the preexamination search was
conducted in compliance with these requirement. See 37 CFR 1.56 and 10.18.

o

(24

9. At the time of filing, applicant must provide in support of the petition an accelerated examination support document that includes:
a. An information disclosure statement in compliance with 37 CFR 1.98 citing each reference deemed most closely
related to the

subject matter of each of the claims;

b. For each reference cited, an identification of all the limitations of the claims that are disclosed by the reference specifying
where the limitation is disclosed in the cited reference;

c. A detailed explanation of how each of the claims are patentable over the references cited with the particularity required by 37
CFR 1.111(b) and (c);

d. A concise statement of the utility of the invention as defined in each of the independent claims (unless the application is a
design application);

e. An identification of any cited references that may be disqualified as prior art under 35 U.S.C. 103(c) as am ende d by the CREATE
act; and

f. A showing of where each limitation of the claims finds support under the first paragraph of 35 U.S.C. 112 in the written
description of the specification. If applicable, the showing must also identify: (1) each means- (or step-) plus-function claim
element that invokes consideration under 35 U.S.C. 112, 6; and (2) the structure, material, or acts that correspond to any means-
{or step-) plus-function claim element that invokes consideration under 35 U.S.C. 112, {[6. If the application claims the benefit of
one or more applications under title 35, United States Code, the showing must also include where each limitation of the claims
finds support under the first paragraph of 35 U.S.C. 112 in each such application in which such support exists.
For more information, see notice “Changes to Practice for Petitions in Patent Applications to Make Special and for Accelerated
Examination” available on the USPTO web site at http://www.uspto.gov/web/office s/pac/dapp/ogsheet.htmi
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to
a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection
of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is
used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
fumish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may result
in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:
1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and
the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether

the Fr eedom of Information Act requires disclosure of these records.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or
administrative tribunal, including disclosures to opposing counsel in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an
individual, to whom the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of
the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in

order to perform a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as
a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review
{35 U.8.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee,
during an inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records
management practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations goveming inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure
shall not be used to make determinations about indivi duals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant
to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to public inspections or an issued
patent.

9. A record from this systemn of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the
USPTO becomes aware of a violation or potential violation of law or regulation.
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APPLICATION FOR PATENT

Title: FOOD CONTAINER

5 CROSS REFERENCE TO RELATED APPLICATIONS

This patent application claims priority under 35 USC §119(a)-(d) and (f), §172,
§365(a) and (b), §386(a) and (b), and/or 37 USC CFR 1.55 to UK Patent Application No.
1816909 .4, filed October 17, 2018, and European Patent Application No. 18275163 .6, filed
October 17, 2018, which are hereby incorporated by reference in their entirety.
10
FIELD AND BACKGROUND OF THE INVENTION
The present invention relates to a food container suitable for both liquid and solid
food products.
The packaging industry is well developed throughout the industrialised world and is
15  subject to general norms and practices. On the whole, in the case of food or beverage
packaging, this needs to be able to hold food or beverages in a food safe and hygienic
condition, and to withstand storage and transportation; specifically to provide physical and
barrier protection to the contents, to prevent contamination and agglomeration, to provide
security including tamper control, and to be convenient. In recent years, there have been
20  moves to reduce the amount of packaging material used and also to focus on more
environmentally friendly packaging, such as by use of recyclable and biodegradable
materials. Lightweighting is a concept that has been prevalent in the industry for some time,
which aims to reduce the amount of packaging material utilised, its weight and also the

energy required for its manufacture.
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In the case of packaging for liquid or other flowable materials, it is common to use
bottles, cans, cartons, bags and the like. Generally, such packaging has either a generally
cylindrical form, such as a drinks can or bottle, or a cuboidal form, such as milk or juice
cartons of the type commonly sold under the ElopakTM or Tetra PakTM brands. This

5  packaging is typically constituted by a smooth walled structure, often of multi-layered form,
which minimises surface area and optimises the usable volume of the packaging. The
contents of the packaging are often relied upon to maintain the form and integrity of the
packaging, particularly during transportation and storage. For instance, a beverage container
will often rely on the pressure of the beverage within the container to keep the container in

10 its original shape. This enables the walls of the container to be made very thin, to the point
that often once the container has been opened the walls become flimsy and are easy to
collapse.

Food products are often sold in multiple units, such as cans and bottles, in which case
it is common to tic these together with additional packaging, such as a sleeve, ring or yoke.

15  This additional packaging also serves to stop individual packages from falling loose during
transportation or storage, thereby reducing spoilage. However, such additional packaging
adds further cost, both monetary and environmental.

The smooth nature of such packaging reduces a person’s grip and it is not uncommon,
particularly for large packages, for a person to struggle to handle the package without

20  squashing it and causing spillage of the contents. This is particularly the case with large

plastics drinks bottles.

SUMMARY
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The present invention seeks to provide an improved container for food products. The
invention is particularly suitable for, but not limited to, containers for liquids, such as
beverages, and other flowable products.

According to an aspect of the present invention, there is provided a food or beverage

5  container comprising: a wall defining an internal chamber of the container, the wall having
interior and exterior surfaces and being of substantially uniform thickness; wherein the wall
has a fractal profile with corresponding convex and concave fractal elements on
corresponding ones of the interior and exterior surfaces; and wherein the convex and concave
fractal clements form pits and bulges in the profile of the wall.

10 The present invention provides a food or beverage container having a container wall
of different form than known in the art. The form taught herein provides a number of
practical advantages over known packaging products.

Preferably, at least some of said pits and bulges have heads of a greater width than
bases thereof.

15 Advantageously, the fractal profile of the wall permits coupling by inter-engagement
of a plurality of said containers together. This feature can provide a number of practical
advantages, including being able to do away with separate and additional tie elements to
hold together a plurality of containers, as is necessary with currently available packages that
rely on sleeves or yokes.

20 Preferably, the wall of the container is flexible, thereby permitting flexing of the
fractal profile thereof. The flexibility of the wall permits disengagement of containers
coupled together, by appropriate squashing of one or more of the containers to alter the

fractal shape of the containers at the point of inter-engagement.
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Advantageously, the corresponding convex and concave fractal elements provide for
increased surface area of both the interior and exterior surfaces of the container relative to a
volume of the chamber. An increased surface area can assist in the transfer of heat into and
out of the container, for example for heating or cooling the contents thereof.
5 In preferred embodiments, the container is generally cylindrical. It may have other
shapes in other embodiments, such as generally spherical, oval and so on.
The container wall may be formed of metal, plastics, elastomeric material or glass.
It may also be made from flexible or potentially flexible food products.
The fractal form of the container wall can also contribute to improved holding of the
10  container, whereas known packages with a smooth surface can be slippery particularly when
wet such as when condensation forms on the outside as a result of the contents being cold.
It is to be understood that although the main focus of this disclosure is to a food or
beverage container, the teachings are not limited to such applications and could be used for

containers for a wide varicty of other uses.

15
BRIEF DESCRIPTION OF THE DRAWINGS
Embodiments of the present invention are described below, by way of example only,
in which:
Figure 1 is a schematic view in axial cross-section of a container according to an
20 embodiment of the present invention;

Figures 2 and 3 are schematic axial partial cross-sectional views of an embodiment
of two fractal containers in the process of being coupled together;
Figures 4 and 5 are schematic axial partial perspective views of the two fractal

containers of Figures 2 and 3 in the process of being coupled together;
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Figure 6 shows various views of another embodiment of fractal container;

Figures 7 to 9 show the coupling and uncoupling of two containers as per the
embodiment of Figure 6; and

Figures 10 and 11 show, respectively, the coupling together of two further

5 embodiments of fractal container.

DESCRIPTION OF THE ILLUSTRATIVE EMBODIMENTS

The description that follows and its accompanying drawings disclose in broad terms
10 the teachings herein. Elements that are common in the art are omitted for the sake of clarity,
such as but not limited to the specific materials that the container may be made of, typical
volumes for the container and so on. Furthermore, the drawings are not to scale.
The concept disclosed herein makes use of a fractal profile for the wall of the
container, which has been found to provide a number of advantageous characteristics when
15  applied to a container particularly for food and beverage products. The skilled person will
appreciate that the profile of the wall will not be of pure fractal form but will have a form
dictated by practical considerations such as the minimum practical or desirable size of its
fractal components. Nevertheless, the relationship between elements of the profile is fractal
in nature. In practical embodiments, the fractal container may exhibit a fractal interpretation
20  over two or more size scales.
Referring to Figure 1, this shows in schematic form a transverse cross-sectional view
of an embodiment of container 10 for use, for example, for beverages. The container has a
wall 12 with an external surface 14 and an internal surface 16. Wall 12 has a substantially

uniform thickness.
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As with known containers, especially for food products, wall 12 is preferably made
of a food safe material or otherwise provided with a food safe inner lining. For this purpose,
and as known in the art, the wall may be a single layer material or may be made as a laminate
of different materials. The wall may be made of or comprise a plastics material, a metal or

5  metal alloy, an elastomeric material, and may even be made of glass. It is also envisaged that
in some embodiments the wall may be made from flexible or potentially flexible food
product (for example pasta, dough, licorice and so on).

Wall 12 has a fractal profile which provides a series of fractal elements 18-28 on
interior and exterior surfaces 14, 16. It is to be understood that fractal elements 18-28 have

10  fractal characteristics within practical considerations determined for example by the limits
of the chosen manufacturing/forming process, the material chosen for wall, the thickness the
wall and so on. In practice, fractal elements 18-28 will typically reach a minimum practical
dimension determined by such constraints.

Fractal elements 18-28 of the wall create, as a result of wall 12 having a generally

15 uniform thickness, a scries of pits 40 and bulges 42 in the profile of the wall, in which a pit
40 as seen from one of exterior or interior surfaces 12 or 14 forms a corresponding bulge 42
on the other of exterior or interior surfaces 12 or 14, and vice versa. This characteristic is
exhibited both on a large scale, for instance with pits 40 and bulges 42 identified by the
reference numerals in Figure 1, but also with the smaller ones of fractal clements 18-28. The

20  pits 40 and bulges 42 could be described as opposite images of one another on exterior 14
and interior 16 sides of walls 12. Repeating features (for instance pits and bulges) across a
variety of scales creates the fractal form or profile on the container surfaces. The fractal
profile may extend across the entire area of the container surfaces or only over selected

surfaces or surface portions. Thus, the fractal profile may in some embodiments extend over
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the entire container, while in other embodiments the majority of the container can be smooth
with only the contact areas between containers having fractal formations.

It will be appreciated that Figure 1 is an axial cross-sectional view only. Fractal
elements 18-28 may in some embodiments extend in linear fashion along the length of wall

5 12, but in other embodiments clements 18-28 may be of pure fractal form of a type akin, so
to speak, to cauliflower or broccoli florets, so as to create an array of distinct nodules, both
circumferentially and also longitudinally along wall 12.

Container 10 may be of generally cylindrical form, such that the cross-section shown

in Figure 1 extends into and/or out of the plane of the paper. In such embodiments, container

10 10 will include a top and a base, typically of any type known in the art. In other embodiments,
container 10 may have any suitable non-cylindrical form, examples of which the person
skilled in the art will be familiar with.

Container 10 of this embodiment, and of the other embodiments described and
contemplated herein, provides a number of practical advantages. One such advantage can be

15  seen with reference to the embodiment shown in Figures 2 to 5.

Referring first to Figures 2 and 3, these are axial cross-sectional views of two
containers 100, 110 similar to the view of Figure 1 but in which only a part of the
circumference of the wall of each container can be seen. Each container 100, 110 has, as
with the embodiment of Figure 1, a wall 12 having exterior 14 and interior 16 surfaces and

20  fractal elements 18-28 formed in the wall and present in the exterior and interior surfaces
14, 16.

Containers 100, 110 have the same shapes and fractal profiles, which are also

symmetrical as will be apparent from the Figures. This correspondence in shapes enables

pits 40 and corresponding bulges 42 in the walls of two containers 100, 110 to engage into
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onc another so as to interlock along a portion of their circumferences, as can be seen in
particular in Figure 3. In this embodiment, pits 40 and bulges 42 have the same, but opposite,
shapes such that they are able to fit snugly into one another. This can be achieved, in some
embodiments, by creating two identical fractal sheets and curving them in opposite
5  directions such that one surface of one the sheet becomes the outer surface of one container
and the same surface of the other sheet becomes the inner surface of the other container.

Furthermore, in the embodiments of Figure 1 to 3, pits 40 and bulges 42 have what
could be described as enlarged heads with narrower neck portions, in which the fractal
clements extend to a smaller width or diameter d at or close to their bases compared to a

10 larger width or dimeter D further from their bases. This characteristic of enlarged heads may
be prevalent in all of pits 40 and bulges 42 but in other embodiments may be exhibited in
only a portion of the fractal formations in wall 12.

As can be seen in Figure 3 in particular, the coupling of two containers 100, 110

occurs, in this example, because the containers have a generally curving or rounded form, in
15 which case the containers will only touch, and inter-engage, at their tangents.

In other embodiments that have different general overall shapes, such as square or
polygonal, the coupling of the fractal formations of two containers may occur across an
entire side wall or a portion of one or more of the side walls of the containers.

When used for packaging, this characteristic enables multiple containers to be

20 coupled together without the need for any other tie mechanism of the types commonly used
in the art. In other words, two or more containers 100, 110 may be joined together solely by
inter-engagement of some of the fractal formations of container walls 12. The containers
need not have tessellating shapes, as it is only necessary for one or more of the fractal

formations of cach of the containers to inter-engage in order to achieve coupling.
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Figures 4 and 5 show a view of another embodiment similar to that of Figures 2 and
3, in which the fractal formations of containers 100, 110 extend generally linearly for at least
a short distance longitudinally, in other words in two-dimensional manner rather than in a
three-dimensional manner as a floret would. In this embodiment, the same fractal elements

5  of containers 100, 110 shown in Figures 4 and 5 will inter-engage longitudinally along their
length, and if they extend along the entire length of the containers they will then inter-engage
equally along the length of the containers. In the case of three-dimensional fractal elements,
of what could be described as floret form, inter-engagement of two or more containers along
a tangent thereof will involve the coupling of multiple fractal formations along the lengths

10  of the containers.

The containers can be uncoupled by squeezing containers 100, 110, for example from
either side of the coupling zone, to cause engaged pits 40 and bulges 42 to deform and open
out. A user can in this manner separate containers 100, 110 with relative ease.

Referring now to Figure 6, this shows another embodiment of a fractal container 200

15 having a fractal form similar to that of the embodiments of Figures 1 to 5. In this
embodiment, the fractal formations extend in linear manner along the length of container
200, as can be seen in particular in the perspective view of Figure 6. Container 200 can have
any of the characteristics described elsewhere herein.

With reference to Figure 7, in this embodiment pits 240 and bulges 242 arc not the

20  same shape or size to fit one within the other precisely, as is the case with the embodiments
shown in Figures 2 to 5. Nevertheless, pits 240 and bulges 242 are still able to engage
partially, as will be apparent in the Figure. The two containers can be tied to one another by

adhesive posited into an interstice or pocket 244 between partially engaged pits 240 and
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10

bulges 242. More than two containers may be coupled together in this manner, in a fully or
partially tessellating manner depending upon the shapes of the containers.

Containers 200 can be separated from one another by applying pressure to one or
both of the containers, as shown In Figure 8. In the example shown in this Figure, the

5  pressure may be applied diametrically opposite adhesive coupling 244, as per the arrow in
the Figure. This pressure will cause deformation of walls 12 of the containers and, as a
consequence, apply shear stress (and typically also compressive and tensile forces) to the
adhesive in pocket 244, which will break or loosen. It will be appreciated that the containers
could be squeezed from other directions and achieve the same result.

10 Once the adhesive coupling has been released, the containers 200 can be scparate
from one another as shown in Figure 9.

Referring now to Figure 10, this shows in schematic form partial wall profiles of two
fractal containers 300, 300" according to another embodiment of the present invention. In
this embodiment, the wall has what could be described as a fractal random walk profile, with

15  zig-zag wall elements of different lengths /1-/x.

The two container profiles 300, 300' preferably have substantially identical reversed
or replicated profiles in at least a part of their extent, such that they can couple together in a
precise nesting arrangement, as shown in Figure 10B. The two fractal clements 300, 300’
can thus be coupled together, typically by a combination of mechanical inter-engagement

20 and friction. The skilled person will appreciate that in this embodiment, as with the following
embodiment shown in Figure 11, the profile does not include any fractal elements having
bulges or pits with enlarged heads, as occurs with the embodiments of Figures 1 to 9,

although it is not excluded that in some embodiments they may have such characteristics.
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Figure 11 shows another example, in which the profiles of the two containers 400,
400' only partially nest one into the other. It will be appreciated that the degree of coupling
of the containers together can be altered by adjusting the fractal profiles of the two inter-
engaging surfaces to one another.

5 In the preferred embodiments, the lengths /i-I» of the zig-zag wall elements are
advantageously determined as statistical fractals whose dimensions may be tuned via random
walk parameters to optimize the interlocking of two or more fractal containers. Bonding
between containers can be relatively strong with an increased number and size of capture
points and weaker with fewer capture points.

10 In the embodiments of Figures 10 and 11, inter-engagement can be provided by the
profiles themselves and optionally, as per the above described embodiments, assisted by the
use of adhesive between adjacent containers.

The forms of container disclosed herein provide a number of other advantages in
addition to an increased ability to couple multiple containers together.

15 First, the fractal nature of the outer surface of the container provides a better grip of
the container compared to a container having a smooth outer surface. This can be
advantageous particularly with larger or heavier containers, in respect of which a good grip
can be obtained with less holding pressure on the container wall.

Moreover, the corresponding convex and concave fractal elements provide for

20  increased surface area of both the interior and exterior surfaces of the container relative to a
volume of the chamber. This can be useful in increasing the heat transfer characteristics of
the container, for instance to cool or heat its contents.

The skilled person will appreciate that the teachings herein can provide other

advantages and characteristics not exhibited in containers known in the art.
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While the present invention has been described with respect to a limited number of
embodiments, it will be appreciated that many variations, modifications, equivalent
structural elements, combinations, sub-combinations, and other applications of the present

invention may be made.
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WHAT IS CLAIMED IS:

1. A food or beverage container comprising:

(a) a generally cylindrical wall defining an internal chamber of the container,
said wall having interior and exterior surfaces and being of uniform
thickness; and

(b) a top and a base disposed at either end of said generally cylindrical wall;

wherein said wall has a fractal profile with corresponding convex and concave fractal

elements on corresponding ones of said interior and said exterior surfaces;

wherein said convex and said concave fractal elements form pits and bulges in said

profile of said wall; and

wherein said wall of the container is flexible, permitting flexing of said fractal profile

thereof, said fractal profile of said wall permits coupling by inter-engagement of a

plurality of the containers together, and flexibility of said wall permits

disengagement of said or any coupling of a plurality of the containers.

2. The food or beverage container of claim 1, wherein at least some of said pits
and bulges each have heads and bases, wherein said heads are of a greater width than said

bases thereof.

3. The food or beverage container of claim 1, wherein at least some of said pits
and said bulges have inter-engaging or corresponding shapes and sizes such that a bulge of
one container can fit within a pit of an identical container, thereby to couple two containers

together.

AMR3TA®



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 122 of 225 PagelD# 457

14

4. The food or beverage container of claim 3, wherein said pits and said bulges

of said two containers fit precisely within one another.

5. The food or beverage container of claim 3, wherein said pits and said bulges

of said two containers fit partially within one another.

6. The food or beverage container of claim 1, wherein two or more said
containers can be coupled together by an adhesive disposed between facing pits and bulges

of adjacent containers.
7. The food or beverage container of claim 1, wherein said corresponding
convex and said concave fractal elements provide for increased surface area of both said

interior and said exterior surfaces of the container relative to a volume of said chamber.

8. The food or beverage container of claim 1, wherein said wall is formed of a

material selected from the group consisting of: a metal, a plastic, and an elastomeric material.

9. The food or beverage container of claim 1, wherein said wall is formed from

a flexible food product.
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ABSTRACT OF THE DISCLOSURE

A container for use, for example, for beverages, has a wall with and external surface
and an internal wall of substantially uniform thickness. The wall has a fractal profile which
provides a series of fractal clements on the interior and exterior surfaces, forming pits and
bulges in the profile of the wall and in which a pit as seen from one of the exterior or interior
surfaces forms a bulge on the other of the exterior or interior surfaces. The profile enables
multiple containers to be coupled together by inter-engagement of pits and bulges on
corresponding ones of the containers. The profile also improves grip, as well as heat transfer

into and out of the container.

AR376'°



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 124 of 225 PagelD# 459

CD Submission Review Results

Internal Worksheet Only - Do Not Scan

Application Number  f ¢r5 4535 Receipt Date ul 29, 2019

New Response To

Application Notice Date Of Response

Jumbo — Large tables are included on the CD

X | There are no problems with the CDs in the submission.

Items checked below are to be selected in the PALM Pre-Exam CD problem list.

Omitted ltems

Files on compact disc are unreadable:
Disc(s) of either set not readable:
Disc(s) do not contain file names listed:
Amended CD missing unamended files
Missing compact discs

Missing Parts

Disc(s) do not contain file names listed

Discs contains files that are non-ASCII files:

Only one copy of the CD, no duplicate:

Wrong media type, e.g., CD-RW:

The transmittal letter and specification do not list information:
Both disc(s) contain unreadable files:

One disc(s) contain unreadable files:

Compact disc(s) contain viruses, but are still readable:
EFS/Paper Submission:

Table does not maintain data in proper alignment:

Not proper subject matter for CD’s:

Informality

No statement in transmittal letter that CD’s are the same:
No incorporation by reference statement for the CD’s:
CD'’s not labeled “Copy 1" and “Copy 2":

Deficient CD packaging:

Deficient Labeling on CD’s:

The transmittal letter does not list information:

The specification does not list information:

Table less than 51 pages submitted on CD:

File Directory Attachment

Copy of file directory listing is attached and should be mailed to applicant
Copy of file directory listing is not attached
Copy of file directory listing is not attached because it is over one page long

Additional Comments

Internal Worksheet Only - Do Not Scan
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DocCode — SCORE

SCORE Placeholder Sheet for IFW Content

Application Number: 16524532 Document Date: 07/29/2019

The presence of this form in the IFW record indicates that the following document type was received
in electronic format on the date identified above. This content is stored in the SCORE database.

Since this was an electronic submission, there is no physical artifact folder, no artifact folder is
recorded in PALM, and no paper documents or physical media exist. The TIFF images in the IFW
record were created from the original documents that are stored in SCORE.

Drawing

At the time of document entry (noted above):
e USPTO employees may access SCORE content via DAV or via the SCORE web page.

e External customers may access SCORE content via PAIR using the Supplemental Content
tab.

Form Revision Date: March 1, 2019
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
16/524,532 07/29/2019 50567-4-01-US
CONFIRMATION NO. 2644
89602

FORMALITIES LETTER
FlashPoint IP Ltd.

Rehov Rabban Gamliel 2 R LTIV 0L
0 01100

Elad, 4083201 0000
ISRAEL

IARTAE

70827

Date Mailed: 08/01/2019

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

FILED UNDER 37 CFR 1.53(b)

Filing Date Granted
ltems Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all

required items below to avoid abandonment. Extensions of time may be obtained by filing a petition accompanied
by the extension fee under the provisions of 37 CFR 1.136(a).

* The application data sheet or inventor's oath or declaration does not identify each inventor by his or her legal
name.

+ Surcharge as set forth in 37 CFR 1.16(f) must be submitted.
The surcharge is due for any one of:
+ late submission of the basic filing fee, search fee, or examination fee,
« late submission of inventor's oath or declaration,
« filing an application that does not contain at least one claim on filing, or
+ submission of an application filed by reference to a previously filed application.

SUMMARY OF FEES DUE:

The fee(s) required within TWO MONTHS from the date of this Notice to avoid abandonment is/are itemized

below. Small entity discount is in effect. If applicant is qualified for micro entity status, an acceptable Certification

of Micro Entity Status must be submitted to establish micro entity status. (See 37 CFR 1.29 and forms
PTO/SB/15A and 15B.)

+ $ 80 surcharge.
« $( 0) previous unapplied payment amount.
+$ 80 TOTAL FEE BALANCE DUE.
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Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.

Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450

Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web, including a copy
of this Notice and selecting the document description "Applicant response to Pre-Exam Formalities Notice".
https://sportal.uspto.gov/authenticate/AuthenticateUserl ocalEPF.html

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http.//www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/sibrahim/
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 16/524,532
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 75 N/A
SEARCH FEE
(27 CFR 1.16(K). i, or () N/A N/A N/A 330 N/A
EXAMINATION FEE
(37 CFR1.16(0), (B}, or (2) N/A N/A N/A 380 N/A
TOTAL CLAIMS .
(37 CFR 1.16()) 9 minus 20= x 50 - 0.00 OR
INDEPENDENT CLAIMS *
(37 CFR 1.16(h)) 1 minus 3 = x 230 = 0.00
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(87 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0” in column 2. TOTAL 785 TOTAL
APPLICATION AS AMENDED - PART Il
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATE(S) FEE($) RATE(S) FEE($)
E AMENDMENT PAID FOR
| Total g i w -
s (37 CF(:H 16(i)) Minus X = OR =
) Independent * Minus | *** =
5 (37 CFR 1.16(h) X = OR -
<§: Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATE(S) FEE(S) RATE(S) FEE(S)
E AMENDMENT PAID FOR
LU Total * Minus | ** = =
E (37 CF?H.IE(H) X OR -
Independent * Minus | *** = — ~
E (37 CFR 1.16(h)) x - OR -
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".
*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

APPLICATION FILING or GRP ART
NUMBER I 371(c) DATE UNIT I FIL FEE RECD I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAIMSl
16/524,532 07/29/2019 1782 785 50567-4-01-US 9 1
CONFIRMATION NO. 2644
89602 FILING RECEIPT

Rehov Rabban Gamiisl2 OO0 A

Elad, 4083201
ISRAEL

Date Mailed: 08/01/2019

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.

Inventor(s)
None
Applicant(s)
Stephen L. Thaler, St. Charles, MO;
Assignment For Published Patent Application
Stephen L. Thaler

Power of Attorney:
Reuven Mouallem--63345
Ryan Abbott--68178

Domestic Applications for which benefit is claimed - None.
A proper domestic benefit claim must be provided in an Application Data Sheet in order to constitute a claim for
domestic benefit. See 37 CFR 1.76 and 1.78.

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

EUROPEAN PATENT OFFICE (EPO) 18275163.6 10/17/2018 No Access Code Provided

UNITED KINGDOM 1816909.4 10/17/2018 No Access Code Provided

Permission to Access Application via Priority Document Exchange: Yes

Permission to Access Search Results: Yes

page 1of 4

Aw3%1 7



Case 1:20-cv-00903-LMB-TCB Document 15-3 Filed 11/30/20 Page 131 of 225 PagelD# 466

Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual
property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to
Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt
to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 07/31/2019

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 16/524,532

Projected Publication Date: To Be Determined - pending completion of Missing Parts
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

FOOD CONTAINER
Preliminary Class
428
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
page 2 of 4
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patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise