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STATEMENT OF RELATED CASES

This case was formerly before the United States Court of Appeals for the
Federal Circuit on appeal from the tral court’s initial entry of judgment against
Defendant on August 9, 2002. The title of that appeal was Golden Blount, Inc. v.
Robert H. Peterson Co., Case No. 03-1298. On April 19, 2004, this Court vacated
the district Court’s 2003 Judgment and remanded the case for entry of specific
findings of fact and conclusions of law. The prior appeal was presented before
Chief Judge Pauline Newman, Judge Haldane Mayer and Judge Richard Linn. The
decision was published and can be cited as Golden Blount, Inc. v. Robert H.

Peterson Co., 365 F.3d 1054, 70 U.S.P.Q.2d 1624 (Fed.Cir. 2004).



JURISDICTIONAL STATEMENT

The District Court had subject matter jurisdiction pursuant to 28 U.S.C. §
1331. This Court has jurisdiction pursuant to 28 U.S.C. § 1295. A final judgment
was entered on August 18, 2004 and modified by the district court on September 2,
2004, November 15, 2004, November 17, 2004 and December 15, 2004. Peterson
timely filed Notices of Appea! of each of these orders. The appeals were
consolidated on January 27, 2005 and February 15, 2005.

STATEMENT OF ISSUES PRESENTED FOR REVIEW

l. Whether the district court erred in failing to follow this Court’s
mandate by failing to “find the facts specially and state separately its conclusion of

law thereon.”

2. Whether the district court erred in finding sufficient competent

evidence to prove infringement of the Patent by Peterson or any of its end users.

3. Whether the district court erred in considering plaintiff’s

demonstrative exhibits in the absence of competent evidence authenticating them.

4. Whether the district court erred in finding contributory and induced
infringement where no Peterson end-user was shown to have actually installed a
Peterson product in an infringing configuration or to have otherwise infringed the

Patent.



5. Whether the district court erred in finding contributory infringement
given plaintiff’s judicial admission that Peterson’s EMB product 1s capable of

substantial non-infringing uses.

6. Whether the district court erred in finding induced infringement of the
Patent in the absence of competent evidence of any intentional encouragement of

infringement by Peterson.

7. Whether the district court erred in vacating, on August 18, 2004,
certain findings of fact and conclusions of law entered on June 22, 2004, as to
which plaintiff had not filed a timely and specific motion under Rule 52(b),

F.R.Civ.P.

8. Whether the district court erred by entering, on September 2, 2004,
new and different findings of fact and conclusions of law submitted by plaintiff
after the August 18, 2004, hearing where: (i) the district court on August 18
specifically adopted the proposed findings of fact and conclusions of law filed by
plaintiff on June 10, 2004, (1i) plaintiff never filed any proper Rule 52(b) motion to
amend the findings and conclusions orally adopted on August 18, (ii1) the district
court entered the findings and conclusions more than 10 days after the August 18
ruling and (iv) the district court entered the findings and conclusions without

providing Peterson due notice and an opportunity to be heard.



0. Whether the district court erred in awarding plaintiff lost profits
damages where the plaintiff failed to prove by competent evidence even a single

infringement of the Patent and plaintiff failed to establish the Panduit factors.

10.  Whether the district court erred in awarding enhanced damages

against Peterson.

I1.  Whether the district court’s award of enhanced damages against

Peterson is an unconstitutional or improper award of punitive damages.

12.  Whether the district court erred in finding sufficient misconduct by
Peterson to warrant declaring this to be an exceptional case and awarding

attorneys’ fees in plaintiff’s favor.



STATEMENT OF THE CASE

This is a patent infringement case brought by Golden Blount, Inc.
(“plamtiff”) against th¢ Robert H. Peterson Company (“Peterson”) concerning U.S.
Patent 5,988,159 (the “Patent”). (JT-1479.) Both plaintiff and Peterson are
producers of gas-burning artificial fireplaces, an already crowded field at the time
of the invention. The Patent issued on November 23, 1999. (JT-1479.)

On January 18, 2001, plaintiff filed its patent infringement complaint;
Peterson counter-claimed for a declaratory judgment of invalidity (JT-0109, JT-
0125.) A three day bench trial was held beginning July 29, 2002.

On August 9, 2002, the trial court entered verbatim plaintiff’s pre-trial
proposed Findings of Fact and Conclusions of Law (hereinafter, all versions, the
“Findings”). (JT-0519-27.) Judgment was entered on August 9,2002. (JT-0518.)

On August 23, 2002, Peterson filed two Rule 52(b) Motions to Amend. (JT-
0535-7, JT-0552-4.) On August 23, plaintift filed its Application for Attorneys’
Fees and its Motion for Updated Damages. (JT-0596-9.) On August 27, 2002,
costs were assessed. (JT-0528.)

On February 7, 2003, the court granted Peterson’s First Motion but denied
its Second, and granted plaintiff’s Damages Molion, awarding attorneys’ fees.

(JT-00529-30.) On March 6, 2003, Peterson filed its Notice of Appeal. (JT-0906.)



On March, 7, 2003, the court amended the Judgment, awarding trebled damages
and interest. (JT-0014.)

On Apnl 19, 2004, this Court vacated and remanded the Judgment. (JT-
2428-44.) On June 10, 2004, both parties simultaneously filed proposed Findings,
as ordered by the district court. (JT-2446-509, JT-002-47.) On June 22, 2004, the
district court adopted Peterson’s Findings verbatim, including finding that Peterson
should recover attorneys’ fees. (JT-2510.) Peterson’s fees petition was granted on
August 11, 2004. (JT-2555-60, JT-2884.)

On July 6, 2004, plaintiff filed two motions seeking to Amend Findings or
obtain a New Trnial. (JT-2513-53.) On August 18, 2004, the district court heard
oral argument after which the court announced “lI made a mistake.” (JT-3183.)
The court vacated Peterson’s Findings and adopted plaintiff’s Findings verbatim.
(JT-3121-3185 at 3183, JT-0001.) This ruling was confirmed by a minute order
entered the same day (the “August 18 Order”). (JT-0001.) |

On August 31, 2004, without filing a Rule 52(b) motion, plaintiff submtted
substantially revised Findings which the court adopted verbatim on September 2,
2004, without opportunity for Peterson to object or oppose. (JT-2885-2918, JT-
0048, JT-0050-82.) On September 8, 2004, plaintiff filed an application for

additional attorneys’ fees. (JT-2919-2925.)



On September 17, 2004, Peterson timely filed its Notice of Appeal of the
August 18, 2004 Order. (JT-3065-103.) On November 15, 2004, plaintiff was
awarded additional attorneys’ fees. (JT-0083.) Costs were taxed on November 17,
2004. (JT-3186-257.) On December 9, 2004, Peterson timely filed its Notice of
Appeal of the November 15, 2004 Order. (JT-3263-315.) On December 15, 2004,
the court entered final judgment for plaintiff. (JT-3316.) On January 14, 2005,
Peterson timely filed Notice of Appeal of the December 15 Order. (JT-3317-67.)
On February 15, 2005, this Court consolidated the three appeals. (JT-3370-72.)

STATEMENT OF THE FACTS

A.  CLAIM CONSTRUCTION.

This Court previously interpreted the Patent in Blount 1. (JT-2428-44)
Both independent claims (1 and 17) of the Patent require a two-burner apparatus
consisting of a primary burner and a secondary bumer. /d. Claims 1 and 17
require that the primary burner be installed “at a raised level” with respect to the
secondary burner tube which must be installed “below” the top of the primary
burner tube. J/d. These claim terms have the same meaning and require that the top
of the primary burner be higher than, or ;.)arallel with, the top of the secondary
burner (the “Vertical Limitations”). (JT-2435-36, JT-2538.)

Plaintiff filed its patent application on May 17, 1993. (JT-1011, JT-1994-

2029.) The Patent issued on November 1999 after multiple claim rejections,



abandonments and continuations-in-part.  (JT-1994-2205.) On July 10, 1998,
plaintiff, for the first time, added the Vertical Limitations to Claims 1 and 17,
resulting in issuance. (JT-1036-9, JT-2182-5, JT-1479-86.)

B. PETERSON’S PRODUCTS.

Incorporated over 50 years ago, Peterson has been selling artificial gas
fireplace equipment for decades. (JT-2306, JT-2329-40.) It manufactures and
sells a wide variety of products. (See, eg. JT-2295.) The Peterson products
relevant here are:

The “G4.” The “G4” 15 Peterson’s largest selling product. (JT-1211-2.)
Peterson has sold hundreds of thousands of G4 burners since 1979. (JT-132]))
This G4 is solely a primary burner tube. (JT-0364 at §6, JT-1655, JT- ll660.) The
G4 is not sold with logs. (JT-1323.)

The “EMB.” Peterson’s accused product is the “EMB” which is a single-
bumer accessory often retrofitted to a G4. (JT-1262,JT-2313.) Peterson packages
and sells the EMB separately from the G4, (JT-1231-2, JT-1323.) The EMB and
G4 are never assembled by Peterson. (JT-1214-18.) Customers or installers
assemble the EMB and G4. (JT-1334-5.) No Peterson customer, dealer or installer
testified about EMB installations.

Many EMBs were sold as a retrofit to an existing G4 installation. (JT-1321.)

As shown by DX34, Peterson’s EMB 1s suitable for installation only on G4



primary burners.! (JT-2312.) Because of ANSI safety standards, Peterson’s and
plaintiff’s products are not interchangeable. (JT-1483 at col. 1, Ins. 59-61.)

The EMB 1s connected to a G4 by screwing a threaded fitting together. (JT-
2314.) The EMB can be rotated around the G4 burner and installed with its top
above the top of the primary burner. (JT-2538.) Plaintiff attached an Appendix to
its July 6, 2004 filings (JT-2527-53) containing the following admission:

[Peterson’s Finding 188:] Any installation of an “EMB” product in

which its top 1s level with or above the top of the primary burner does

not infringe Claim ! or dependent Claims 2 through 16 of the ‘159

Patent, alt of which require a pnmary burner tube installed at a “raised
level” with respect to the secondary burner tube.

[Plaintiff’s statement:] True, however, Defendant offered no evidence
of how the EMB was installed other.than D 30.

(JT-2538.) (Emphasis added.)

The valve knob i1s an integral part of the EMB. (JT-2313.) The handle
extension and knob protrude forward and physically limit how far the EMB can be
lowered to the ground. (JT-1345-6.)

Peterson packaged installation instructions (DX34) with its EMBs. (JT-
2312-5.) These instructions do not spectfically state whether the top of the EMB
should be installed above, level with or below the top of the G4 bumer. Step 10 of

the instructions recommends that the EMB be installed with “the valve fac[ing]

'We will refer to plaintiff’s trial exhibits as “PX” and Peterson’s as “DX.”



forward and flush with the bumner pan.” (JT-2314.) The instructions do not
require or encourage that the valve rest on the fireplace floor. (JT-2312-5.) Step
11 contains instructions for putting the valve stem and knob in place. (JT-2314.)
Thus, the EMB must be installed at least high enough for the valve stem and knob
to be used.

No evidence shows that installing the EMB with its valve “flush with the
burner pan” results in the valve “resting on the fireplace floor” or that the top of
the EMB would be positioned below the top of the primary burner were the EMB
installed with the valve “resting on the fireplace floor.”

Peterson’s President, Leslie Bortz, testified that “[i]t 1s not recommended
that [the EMB] be lower than the primary bumer.” (JT-1677.) He stated “{w]e
recommend that [the EMB] be at the same level [as the primary burner].” (JT-
1678.) He also testified that he knew the burners were at the same level because he
was familiar with the products. (JT-1680.)

Peterson’s Vice President, Tod Cornn, testified that Peterson recommended
that the EMB be installed “generally level” with the primary burner; “you would
want both burners to be parallel.” (JT-1318, JT-1343.)

The “GS5.” Peterson also sells a fully assembled, more expensive, single-
burmer product known as the “G5.” (JT-1656, JT-0364.) The G5 is ordinarily a

single-bumer product. (JT-0364 at 46, JT-1324.) While having some similarities



to the G4, the G5 has certain structural and physical differences from a G4. (JT-
1656.) No evidence details the nature or extent of these structural differences. No
G5 was presen;ed at trial, nor did any exhibit depict it.

On rare occasion, and only upon request, Peterson assembled a G5 with an
EMB. (JT-1217-8, JT-1324.) Peterson sold approximately 10 of these special
order products. (JT-1786-90.) None of the special order G5s were present at trial.
No evidence shows whether an EMB attaches differently to a G5 than to a G4. No
instruction sheet for connecting an EMB and G5 exists. No one testified regarding
the vertical burner orientation for the special order G5s. No evidence establishes
whether special order G5s infringed.

Peterson’s Demonstration Unit. Peterson did assemble one demonstration
G4-EMB unit in its laboratory. (JT-1210.) Mr. Bortz testified that only a few
distributors may have seen the unit. (JT-1210.) He was never asked whether the
demonstration unit was assembled in an infringing configuration. (JT-1210-1.) No
evidence shows when or how this unit was assembled.

C. EVIDENCE CONCERNING INFRINGEMENT: EXHIBITS.

The Findings related to infringement submitted by plaintiff on August 31,
2004 and adopted by the Court verbatim on September 2, 2004 focus on only four
exhibits, as to each of which Peterson filed pre-trial objections. (JT-0146-50.) The

facts concerning these exhibits are as follows:
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PX4A. PX4A appears to be a physical assembly of an EMB (without its
valve stem and knob) and a G4.7 (JT-0974, JT-0057.) Plaintif’s counsel
originally referred to PX4A during his opening statement, assuring the court that
“we’ll connect up later.” (JT-0939, JT-0971.) During plaintiff’s case in chief,
another -of plaintiff’s attoreys represented that plaintiff’s Exhibits “4A and 4B is
[sic] Defendant Peterson’s device.” (JT-0975.)

Plaintiff never offered any testimonial foundation to identify or authenticate
PX4A as (i) a Peterson product purchased from Peterson or a Peterson dealer
remaining in an unaltered state, (i) a Peterson product manufactured by Peterson
in the configuration shown, or (iii) a model representative of how a Peterson
customer, following Peterson’s installation instructions, would assemble Peterson’s
G4 and EMB produéts.

During Peterson’s case in chief, Vince Jankowski testified that he
recognized PX4A as being assembled from Peterson components. (JT-1290.) He
did not testify, however, that PX4A was a product sold in that form by Peterson or
that it was representative of how a Peterson customer would assemble those

products. No other witness authenticated PX4A.

2 During a deposition, Peterson’s counsel agreed o provide plaintiff with a G4
burner pan. Plaintiff already had an EMB. (JT-1800.) Apparently, plaintiff
assembled PX4A.

11



PX9. PX9 i1s a chart entitled “Literal Infringement Chart” purporting to
illustrate “Plaintiff’s Claimed Device” and “Defendant’s Sold Device.” (JT-1501-
12.} This exhibit, however, was never authenticated.

Plaintiff used PX9 only with Mr. Blount. (JT-0978.) Mr. Blount did not
testify who prepared the exhibit or describe how i1t had been prepared. He did not
testify that PX9 accurately depicted any product made, used or sold by Peterson.
(JT-0978-82.) He did not authenticate PX9 as accurately depicting a combination
of Peterson products assembled by anyone. (JT-0978-82.)

DX30. DX30 is a drawing dated February 15, 2002 and created by Peterson
sometime after the lawsuit was filed. (JT-1332-3, JT-2305.) As the document
clearly states, it depicts a G4-EMB combination. (JT-2305.) No evidence shows
DX30 to depict the orientation of the EMB and G5 burners.

Peterson did not regularly disseminate DX30. (JT-1328.) It was provided
only upon request. fd. Toa Corrin testified that “generally [customers] are
satisfied with the installation and operating instructions that’s provided with the
product {[DX34].” [d. No evidence shows how many copies of DX30 were
disseminated. (JT-1333-4))

DX30 shows the top of the EMB located .06” below the top of the G4. (JT-
2305.) When Mr. Blount was shown DX30, however, and asked, “Would you

consitder the primary tube to be raised relative to the secondary tube, given this

12



picture?” he responded “No.... The primary burner here is not really raised at all.”
(JT-1426-28.) Mr. Corrin testified that DX30 shows that the EMB and G4 are
“generally level” and that the burner ports of the EMB were “above” those of the
G4. (JT-1318-19.)

On the first appeal of this case, plaintiff attacked DX30 in its brief as a
“Johnny-come lately” exhibit, prepared after this suit was filed “and then only for
damage control” that should be given no weight. (Bount I, JT-3422.) There,
piaintiff also stated that DX30 shows a non-infringing installation:

Defendant offered no testimony to establish that the ultimate

consumer did not assemble the EMB with the G4 or G5 bumer in an

infringing manner, except for [DX30].
(JT-3422 (emphasis added).)

DX34. This is the instruction sheet packaged with the EMB. (JT-2312-5.)
It clearly states that the EMB is only suitable for attachment to a Peterson G4.
(fd.) The instructions are silent about the installed relative heights of the burners.
({/d.) These instructions do not encourage the end user to install the EMB below
the primary burner. | (1d.)

Step 10 of the instructions recommends that the EMB be installed with “the
valve fac[ing] forward and flush with the burner pan.” (JT-2314.) These

instructions do not require or encourage that the valve be resting on the fireplace

floor. (JT-2312-5.) Step 11 instructs the user to place the valve stem and knob in
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place. (JT-2314.) Thus, the EMB must be installed at least high enough for the
valve stem and knob to be used.

No evidence affirmatively shows that installing the EMB with its valve
“flush with the burner pan” results in the valve “resting on the fireplace floor.”
Mr. Bortz testified that the valve is “off the ground.” (JT-1685.) No evidence
shows that the top of the EMB would be below the top of the G4 were the EMB
installed with 1ts valve “resting on the fireplace floor.”

The DX34 instructions pertain only to the EMB used with the G4. (JT-
2312-5.) No evidence shows that DX34 has any relevance to an EMB installed
with a G5. /d.

D. EVIDENCE CONCERNING INFRINGEMENT: TESTIMONY.

Plaintiff called four trial witnesses: Golden Blount, Charles Hanft, Leslie
Bortz and William McLaughlin. None testified that Peterson ever manufactured or
sold an infringing product or that any Peterson dealer or customer ever assembled
any Peterson products in an infringing manner:

Golden Blount. Asked whether he had any personal knowledge about how
Peterson sells it products, Mr. Blount answered: “Well, they sell them through
their sales companies and their — to their dealers. Beyond that I can’t tell you very
much about their operation.” (JT-1071.) Mr. Blount admitted that he was “not

really” famihar with Peterson’s G4 product, that he had personally inspected



“zero” installations of Peterson EMB and that he never had access to Peterson
product literature or installation instructions. (JT-1054, JT-1062, JT-1045-6.)

Mr. Blount knows that Peterson sells the G4 and EMB separately. (J7T-
1070.) Each of his answers about PX9 assumed that the exhibit accurately
depicted Peterson’s sold product. (JT-0978-93.) Mr. Blount gave no testimony
authenticating PX9 as accurately depicting any Peterson product or combination of
Peterson products.

While Mr. Blount testified that plaintiff’s ember burner was not a staple
article of commerce, he did not testify that Peterson’s EMB has no substantial non-
infringing uses. (JT-1009.)

| Charles Hanft. Mr. Hanft was a retailer for plaintiff. Mr. Hanft admitted
that he had no personal knowledge regarding any Peterson products, their method
of sale, or their assembly. (JT-1097.) When shown PX4A, Hanft stated: “I have
never seen that.” (JT-1087.)

Hanft does not sell the Peterson EMB and had never seen 1t offered for sale,
presented at any convention or listed in any sales brochure. (JT-1087-9.) Hanft
admitted that he had no knowledge about the manner in which Peterson markets or
distributes the EMB. (1T-1097.)

William McLaughlin. Mr. McLaughlin, Peterson’s patent attorney, testified

that the EMB did not literally infringe the Patent. (JT-1114.) He testitied that the

15



EMB “does not include a support means for holding an elongated primary burner
tube in a raised level relative to a secondary coals bumer elongated tube” and that
it “does not include a secondary burner tube positioned below a primary tube.”
(JT-1151,J1-2376-86 at 2378.)

Mr. McLaughlin testified that Peterson told him that the primary and
secondary burners were meant to be installed with “the heights” being “the same.”
(JT-1170.) When asked about PX4A, Mr. McLaughlin stated that because plaintiff
had assembled the exhibit, he could not state that it was accurately configured. (JT-
1172) -During his testimony, it was demonstrated that the top of the EMB could be
positioned above the top of the G4 in a non-infringing configuration. (/d.)

Leslie Bortz. Mr. Bortz testified that Peterson “recommend|s] that the EMB
be at the same level [as the primary burner.]” (JT-1678.) When plaintiff’s counsel
asked Mr. Bortz whether the EMB was a staple article of commerce, Mr. Bortz
responded that he did not “know what that means.” (JT-1212.) Plaintiff’s counse-l
then stated; “[w]ell, it means like sugar and salt and big cans of flour.” (JT-1212-
3.) Utilizing that definition, Bortz testified that none of Peterson’s products were
staple articles of commerce. (JT-1213.)

Plaintiff called no other witnesses. None of plaintiff’s witnesses provided
any evidence that any EMB had ever been installed by anyone in a manner that

infringed the Patent.

16



During defendant’s case in chief, no witness testified that any Peterson
product or products were ever sold by Peterson or assembled by any Peterson
dealer or customer in an infringing manner:

Tod Corrin. When asked whether Peterson had a preferred orientation of
the primary and secondary burners, Mr. Corrin testified, “[y]es, you would want
both burners to be parallel.” (JT-1342-3.)

Vince Jankowski, John Palaski and Darryl Dworkin. None of these
witnesses testified with respect to the EMB’s installed configuration relative to the
height of any Peterson primary bumer. (JT-1246-1307 (Jankowski), JT-1349-86
(Palaski), JT-1394-1425(Dworkin).)

E. EVIDENCE CONCERNING WILLFUL INFRINGEMENT.

Most of the evidence concerning willful infringement focused on whether
Peterson was sufficiently responsive and thorough in obtaining an opinion from its
patent attorney.

Peterson first received notice of the Patent on or about December 16, 1999
(the “First Letter”). (JT-0364 at 49, JT-1513.) Upon receipt of the letter, Mr.
Bortz contacted the company’s long-standing patent attorney, Mr. McLaughlin,

about how to respond.” (JT-1101-2, JT-1514, JT-1188-9.)

® McLaughlin has a BS in electrical engineering from the University of Notre
Dame and law degree from DePaul University. (JT-1127.) Practicing law since
1985, he specializes in intellectual property, is admitted to practice before the U.S.
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Neither Mr. Bortz nor Mr. McLaughlin believed the First Letter to be a
charge of infringement. (JT-1103, JT-1188.) Upon receipt of the First Letter,
Peterson tried to determine what the Patent meant “because we didn’t see anything
n the patent that wasn’t things we had done for many years.” (JT-1191-2.) Mr.
McLaughlin told Peterson that “if you have been doing this for 20 or 30 years, that
would be a strong argument, or words to that effect, of invalidity or non
infringement.” (JT-1200.) At Mr. McLaughlin’s direction, Peterson responded on
December 30, 1999. (JT-1514.)

Plaintiff sent a second letter on May 3, 2000 which included a broad claim
of infringement (the “Second Letter”). (JT-1516.) Still unsure of why plaintiff
believed Peterson was infringing, Peterson responded on May 16, 2000 requesting
a detailed explanation of the basis for the infringement claim. (JT-1134, JT-1196;
JT-1517, JT-1111, JT-1201.) Peterson next heard from Plaintiff some 7 months
later when it received t-he: Complaint. (JT-1201-2.)

Peterson was surprised by the Complaint because it believed that its own
similar products predated the Patent by years, it was doing nothing inappropriate,

and that 1f it showed plaintiff what it had been doing, the case would be over. (JT-

Patent Office, has prosecuted between 400 and 500 patent applications and has
conducted appeals before the PTO. (JT-1127-34.) Additionally, McLaughlin has
prepared approximately 100 infringement opinions and prepared 24-36 invalidity
opinions, including oral opinions. (JT-1128-9.)
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1205-7.) Peterson forwarded the Complaint and prior art to Mr. McLaughlin. (JT-
1202-3, JT-1135, JT-2306-20, JT-2271-2301, JT-1137-1144))

F. EVIDENCE CONCERNING DAMAGES.

Plaintiff’s damage calculations assume that it and Peterson were head-to-
head competitors selling two-bumer combination products to customers who could
choose one or the other. Plaintiff showed that its products were usually sold as a
two-burner package. Mr. Hanft, one of plaintiff’s dealers testified that 97.5% of
his sales of plaintiff’s secondary bumer also included the sale of a primary burner,
(JT-1093-4.} Only 2.5% of the time did Mr. Hanft sell a secondary burner as a
retrofit or accessory to be added to one of plaintiff’s existing primary burner
installations. (JT-1016.)

Plaintiff, however, presented no evidence of how Peterson’s products were
sold. Both Mr. Hanft and Mr. Blount admitted that they lacked personal
knowledge of how Peterson sold its products. (JT-1071, JT-1054, JT-1062, JT-
1045-6, JT-1097, JT-1087.)

Mr. Bortz testified that most of Peterson’s EMB products were sold
separately as retrofit accessories for existing G4 installations. (JT-1262, JT-2313,
JT-1231-2, JT-1323, JT-1321.) Plaintiff’s secondary burner was not suitable for
installation with any existing Peterson products. (JT-2312, JT-1483.) Nor was

Peterson’s EMB suitable for installation with any of plaintiff’s existing products.
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(/d.) The two companies could compete only when they were trying to sell a
complete two-burner installation. No evidence quantifies how many EMBs were
sold as part of two-burner installations.

Peterson first marketed the EMB in the 1996 season. (JT-1220-1.) It was
first offered by catalog in March 1997. (/d.) After tria],- Peterson repurchased all
existing EMB inventories. (JT-0801-2.) None of the repurchased EMBs had ever
been sold to customers. Peterson sold the following number of EMBs during the

following time periods:

Beginning Ending Quantity
11/23/99 12/16/99 288
12/16/99 5/3/00 470
5/3/00 8/9/02 3253
Peterson buy-back -802

(See, JT-1598-1601, JT-0793-803.) Net of the buy-back Peterson sold only 2,921

EMBs to customers after receiving the First Letter.
Plaintiff sold its secondary bumer for and its combined product for
(JT-1602.) Plaintiff claims that the margin on its secondary burner was
(Id) Plaintiff claims that its margin on the combined

product was ! . (/d)

No evidence substantiates these margins. (JT-1597, JT-1602.) Mr. Blount
admitted that these margins do not include sales costs or overhead, except for a

small allowance for utilities. (JT-1072-3.) He claimed that plaintiff did not have
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these costs. (/d.) Invoices submitted by plaintiff to the Patent Office to establish
commercial success, however, show the names of salespersons, indications about
treight charges and offer a 10% discount for payment within 30 days. (JT-2091--
2102.) No evidence shows plaintiff’s profit margins once overhead and sales costs

are correctly accounted for.

SUMMARY OF THE ARGUMENT

The district court’s attempts to decide this non-jury case are fraught with
procedural and substantive error. Counting the Findings originally vacated by this
Court in Blount I, the trial court has now entered four different sets of Findings.
(JT-0519-27, JT-2446-2509, JT-0002-47, JT-0050-82.) Each of these sets was
copied nearly verbatim from a submission by one of the parties. Despite this
Court’s specific remand instructions to the district court to express its own
decision-making processes, it is completely impossible to tell whether the court
below did anything beyc;nd simply signing one side or the other’s form. It is
impossible to tell what evidence the district court found credible or how it applied
the law to the facts or whether it even understood the 1ssues and facts.

It is also impossible from this record to tell what supposed “mistake” led the
court to abruptly reverse itself on August 18; vacating Peterson’s detailed an_d
intricate Findings only to enter plaintiff’s. Regardless, the rules sunply do not

provide for such actions. Ten days after entering Peterson’s Findings on June 22,

21



2004, the district court lost jurisdiction to alter or amend any findings not subject

to a timely Rule 52(b) motion by plaintiff. Additionally, because plaintiff’s post-

trial motions did not address many of Peterson’s key Findings, the August 18

ruling vacating the unchallenged Peterson Findings was clear error.

The error was compounded on September 2, 2004, when the court entered a
substantially altered set of Findings, which plaintiff had filed on August 31, and as
to which Peterson was afforded no opportunity to object or be heard. It is
impossible to tell from the record whether the court even knew that these Findings
differed from the Findings plaintiff had filed on June 10, and which the court had
verbally adopted on August 18.

Beyond these procedural errors, the district court erred substantively in
deciding the case for plaintiff. Peterson’s EMB product is a retrofit or accessory
kit suitable for installation only on Peterson’s pnmary burner products. Having no
primary burner, the EMB cannot directly infringe any claim of the Pateﬁt, all of
which recite a primary and secondary burner structure. Furthermore, no Patent
claim can be infringed unless and until the EMB product is installed with its top
below the top of the primary burner.

Plaintiff oftered no evidence that Peterson manufactured, used or sold any
product in an infringing configuration. Moreover, because (as plaintiff now

admits) the EMB is capable of being installed in a non-infringing configuration,
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the EMB must be deemed a staple article in commerce, negating contributory
infringement.

Below, plaintiff argued that two Peterson documents (DX30 and DX34)
circumstantially proved induced infringement. No competent and authentic
evidence, however, establishes that following Peterson’s regular installation
instructions (DX34) leads to infringement. The other document, DX30, was not
disseminated regularly by Peterson. The record fails to show how often and when
it was disseminated.

Moreover, the record fails to show that Peterson knew or should have known
that it would induce infringement by disseminating either of these documents.
Peterson thought it was recommending that its secondary bumers be installed level
with the primary burners—a non-infringing orientation. Absent Peterson’s intent,
plaintiff’s induced infringement claim as to either DX30 or DX34 fails.

Plaintiff based its willful infringe.ment claim solely on the alleged
inadequacies and delay in Peterson seeking a non-infringement opinion from its
patent counsel. It has now been recognized, however, that the failure to obtain
such an opinion cannot give rise to an inference that due care was not exercised.

Plaintiff offered no evidence of willful infringement other than the allegedly

inadequate opinion.
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The record will also not support the compensatory damage award, which 1s
based on plaintiff’s profits from selling complete new fireptace installations rather
than just retrofit products — like Peterson’s accused EMB. The district court also
erred by not crediting Peterson for the EMB units that it repurchased from
distributors after the district court’s infringement finding. None of these
repurchased units could have possibly caused plaintiff to lose any sales. The lost
profit damages award simply cannot be sustained.

Absent willful infringement, there can be no enhanced damages. In
addition, there can be no enbanced damages in the absence of any reprehensible
conduct by Peterson, and this record discloses none. There can also be no finding
of an exceptional case or award of attorneys’ fees absent any finding of v;/illfu]

infringement.

ARGUMENT

1. THE DISTRICT COURT AGAIN FAILED TO CAREFULLY CONSIDER THE
ISSUES AND EVIDENCE PRESENTED BELOW.

In Blount I, this Court vacated the Findings because “the district court’s
sparse opinion provides this court with only bald conclusions” insufficient to
sustain the judgment. 365 F.3d at 1061. This Court instructed the district court on
remand to enter “specific factual findings.” /d.

Although this Court’s instructions strongly suggested that the district court

should write Findings expressing its thought processes and decisions on key issues,
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the district court did not do so. Instead, the court ordered the parties to submut
proposed Findings, after which it first entered Peterson’s Findings verbatim, and,
second awarded Peterson’s attorneys’ fees. The Court then declared on August 18§
that it had “made a mistake,” vacated Peterson’s Findings and entered Plaintiff’s
June 10 Findings — again verbatim — it then entered on September 2 a substantiaily
different set of Findings submitted by Plaintiff, on August 31, without notice or an
opportunity for Peterson to be heard. (See, generally SOC -4-6)*

Case law clearly permits trial courts to solicit proposed Findings from the
parties, especially in complex or technical cases such as patent suits. Doing So,
however, is an aid to the court’s decision making process, not a substitute for the
court’s responsibility to understand and decidé the discrete issues on which such
cases turn. U.S. v. El Paso Natural Gas Co., 376 U.S. 651, 656 and n.4 (1964)
(Findings “drawn with the insight of a disinterested mind are more helpful to the
appellate court,” then quoting J. Skelly Wright, J.: “Many courts simply decide the
case in favor of the plaintiff or the defendant, have him prepare the findings . . .
and sign them. This has been denounced by every court of appeals save one. This
is an abandonment of the duty and the trust that has been placed in the judge”).

See also Cont’l Connector Corp. v. Houston Fearless Corp., 350 F.2d 183, 187 (o"

+ Citations to the Statement of the Case will be “SOC” Citations to the Statement
of Facts will be “SF-”
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Cir. 1965) (district court has a duty “to carefully consider, weigh and determine the
accuracy of the proposed findings, and whether they are supported by the evidence
in the record before him”).

Although Findings adopted verbatim from a party’s draft may not be
rejected out of hand for that reason alone, they are certainly suspect and deserving
of greater appellate scrutiny than Findings from which the district court’s mental
processes are clearly evident. Lukr Bros., Inc. v. Shepp, 157 F.3d 333, 338 (5" Cir.
1998) (where Findings are “near-verbatim recitals of the prevailing party’s
proposed findings and conclusions, with minimal revision, we should approach
such findings with ‘caution.’”); Alcock v. Small Business Administration, 50 F.3d
1456, 1459 n.2 (é'h Cir. 1995) (“Findings of fact prepared by counsel and adopted
by the trial court are subject to greater scrutiny than those authored by the tnal
judge”). See also Anderson v. City of Bessemer City, 470 U.S. 564, 572 (1985)
(findings not suspect when the trial court “does not appear to have uncritically
accepted findings prepared without judicial guidance by the prevailing party.”).

The problem with this record is that no suggestion of any critical analysis or
judicial guidance by the district court 1s apparent anywhere. Moreover, the court’s
abrupt reversal of position on August 18, claiming an unexplained “mistake,” is
even more troubling. (SOC-5.) What mistake could have been made? The court

not only entered Peterson’s Findings on June 22, 2004, but proceeded thereafter to
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award Peterson over $600,000 of attorneys’ fees for plaintiff’s vexatious litigation
tactics. (SOC-5.) If the mistake was signing the wrong party’s Findings, then the
court obviously signed a detailed document that he had not read. If his mistake
concerns specific issues or conclusions, then the absence of a more detailed
explanation of the nature of the mistake is even more baffling.’

This mystery notwithstanding, the district court’s abrupt reversal of position
was clear error. The rules simply do not provide for vacating findings more than
10 days after entry based upon “mistake” where the other party has not filed a
motion under Rule 5'2(b). Rule 52(a) clearly states: “findings of fact ... shall not
be set aside unless clearly erroneous.” Rule 52(b) states that the court may amend
its findings only upon timely motion. A plaintiff who does not make a timely Rule
52(b) motion deprives the district court of the opportunity to vacate or modify any
uncontested Findings.

In this case, after the court entered Peterson’s Findings and awarded
Peterson attorneys’ fees, plaintiff filed a Rule 52(b) motion challenging only some
of Peterson’s Findings. (SOC-5.) At minimum, the district court was not free to

reverse those of Peterson’s Findings that plaintiff had not contested. See Riley v.

s We recite these facts only to suggest to this Court that vacating the judgment and
remanding again with repeated instructions to enter specific Findings is highly
unlikely to bear fruit. We suggest that this case must be decided in Peterson’s
favor by this Court because the record contains no viable evidence of infringement
of the Patent by anyone. See Sections 1I-V, infra.
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Northwestern Bell. Telephone Co., 1 F.3d 725, 726-27 (8" Cir. 1993) (conclusory
Rule 52(b) motion violated Rule 7(b); memorandum raising specific arguments not
raised in motion barred as untimely where memorandum filed beyond 10 day
limit). See also Glass v. Seaboard Coast Line Railroad Co., 714 F.2d 1107, 1109
(11™ Cir. 1983) (the 10 day time periods for post-trial motions to amend are
“jurisdictional”); Gribble v. Harris, 625 F.2d 1173, 1174 (5" Cir. 1980) (10 day
time period “cannot be extended in the discretion of the trial court”). Here,
plaintiff filed no motion seeking amendment of all Findings. Striking Peterson’s
uncontested Findings was clear error.

In addition, the Court’s entry of the final set of Findings on September 2 was
cerror because plaintiff had filed no additional Rule 52(b) motion between August
18 and September 2 seeking to amend the June 10 version of plaintiff’s Findings
entered orally and by minute order on August 18, 2004 (the “August 18 Order”).
(8OC-5.) The Court’s August 18 Order expressly adopting pl.aintiff"s June 10
Findings which completely and finally resolved all issues between the parties
within the mandate on remand, including awarding specific treble damages
($1,287,766), attorneys’ fees ($332,349) and costs ($10,031.04). (SOC-5-6.)

An order 18 a final judgment under Rule 54(a) when it “ends litigation on the
merits and leaves nothing for the court to do but execute the judgment.” Catlin v.

United States, 324 U.S. 229, 233 (1945). See also Nystrom v. Trex Co., 339 F.3d
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1347, 1350 (Fed.Cir. 2003) (final judgment rule of 28 U.S.C. § 1291 is fully
applicable to patent cases). At the end of the August 18 hearing, no merits issue
remained to be decided. As such, the August 18 Order constitutes a “final
judgment” within the meaning of Rule 54(a), F.R.Civ.P.

Because the August 18 Order resolved pending motions under Rules 52 and
59, no separate document was required for it to become effective as a final
judgment for time limitation purposes. Rule 58(a)(1){(D) (Under Rule 58, as
amended etfective December 1, 2002, no separate document is required for an
order disposing of a motion made under Rules 52 or 59 to become effective as a
final judgment). Thus, the August 18 Order became effective as a judgment when
it was docketed on August 18, 2004. Rule 58(b)(1) (“judgment i1s entered” when
an order excused from the separate document requirement by Rule 58(a)(1) 1s
docketed). The time for appeal and for further post-trial motions began to run on
August 18, 2004, even if the Court contemplated the ministerial act of later signing
a written order expressly adopting the findings or entering a separate document
recording the judgment.

This time limit for further amendment, which is jurisdictional, expired on
September 1, 2004. The Findings on appeal were erroneously entered on

September 2, 2004. They must be stricken.
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II.  PLAINTIFF FAILED TO PROVE ANY DIRECT INFRINGEMENT BY PETERSON
AS TO ITS G4 AND EMB, WHICH WERE SEPARATELY SOLD COMPONENTS
THAT, BY THEMSELVES, DO NOT INFRINGE ANY CLAIM OF THE PATENT.

Proof of infringement is a two step process in which the scope of the claims
must first be determined and those claims must then be compared to the allegedly
infringing device. Blount [, 365 F.3d at 1059. Plaintiff, of course, bears the
burden of proving infringement by a preponderance of the evidence. Biovail Corp.
Intern’l. v. Andrx Pharmaceuticals, Inc., 239 F.3d 1297, 1302 (Fed.Cir. 2001).

STANDARD OF REVIEW. Any Finding not supported by substantial evidence
or based on an erroneous view of the law of record must be reversed as clearly
erroneous. Estate of Davis v. Delo, 115 F.3d 1388, 1393 (8" Cir. 1996) (“we will
overturn a finding of fact only if it is not supported by substantial evidence in the
record, in the finding is based on an erroneous view of the law, or if we are left
with the definite and firm conviction that an error has been made”); Drew v.
Department of Corrections, 297 F.3d 1278, 1283 (11" Cir. 2002) (findings of fact
must be reversed under “clearly erroneous” standard if “the record lacks substantial
evidence” to support them).

CrAamM CONSTRUCTION. Claim construction is not an issue on this appeal.
In Blount I, this Court held that the limitations in Claim | and 17 (the sole
independent claims at issue) require that the top of the primary burner tube be

installed “at a raised level” with regard to the top of the secondary burner tube,
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which must be installed “betow” the top of the primary burner tube and that the
claim terms “raised level” and “below” must be construed to have the same
meaning. (SF-6.)

Because Peterson’s EMB secondary bumer attaches to its primary burner
with a threaded connection, it is quite possible to tighten the fitting while the top of
the secondary burner is positioned level with or above the top of the primary
burner. (SF-8.) As even plaintiff now has judicially admitted in its post trial filing
on remand, a Peterson secondary burner installed in such a manner does not
infringe the Patent. Martinez v. Bally’s Louisiana, Inc., 244 F.3d 474, 476 (5" Cir.
2001) (counsel’s statements may be judicial admissions); Medcom Holding Co. v.
Baxter Travenol Labs., Inc., 106 F.3d -1388, 1404 (7" Cir. 1977) (clear statement
made 1n the course of judicial proceedings is judicial admission); (SF-8.) Thus,
proof of infringement here requires a showing of how any EMB was in fact
installed.

APPLICATION TO PETERSON’S PRODUCTS. Applying the construed claims
to Peterson’s products shows that plaintiff failed to prove any direct infringement
by Peterson. Peterson itself did not make, use or sell any two-burner apparatus
using its G4 pnimary burner and EMB secondary burner. (SF-7-8.) Peterson made
and sold both the G4 and EMB separately and unassembled. (/d.}) Thus, Peterson

could not have directly infringed the Patent by selling these separate products
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because Peterson never assembled them in an infringing configuration. See, e.g.,
Deepsouth Packing Co. v. Laitram Corp., 406 U.S. 518, 528-32 (1972) (the
manufacture and sale of constituent parts_of patented machine did not infringe the
patent); RF Delaware, Inc. v. Pacific Keystone Technologies, Inc., 326 F.3d 1255,
1266 (Fed. Cir. 2003) (“there can be no infringement ... if even one limitation of a
claim or its equivalent is not present”); Fromson v. Advance Offset Plate, Inc., 720
F.2d 1565, 1568 (Fed. Cir. 1983) (customer applied final coating which was a
claim element: the manufacturer did not directly infringe patent).

Critically, plaintiff failed to produce at trial an infringing two-burner
apparatus purchased from Peterson or any Peterson dealer. (SF-10-13.) Plaintiff
did offer. PX4A, but provided no chain of custody evidence showing that the
apparatus had been obtained already assembled from Peterson and maintained
without alteration in the configuration offered in court. (SF-11.) It appears from
the record that plaintiff, not Peterson, assembled PX4A. (/d.) In doing so, plaintiff
could as easily have attached the EMB secondary burner such that its top was level
with or above the top of the G4 primary burner, showing non-infringement.

Perhaps seeking to artificially maximize the opposite inference, plamtff

removed the valve stem and knob, an essential part which Peterson sells with the
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EMB. Compare Finding 38 (JT-0057) (noting that PX4A lacks valve knob)® with
DX34 (SF-13-14) (p. 3, Step 11 instructs the user to attached the handle extensions
and knob)._ When present, the valve stem handle extensions and knob protrude
forward physically limiting how far the EMB can be lowered. (SF-8.) Removing
the knob and stem prevented PX4A from being authentic or representative of how
Peterson or any Peterson customer would (or could) assemble the EMB (using a!l
of its components) with a G4. As such, PX4A has no relevance here. See Siegal v.
American Honda Motorcycle Co., Inc., 921 F.2d 15, 16 (1% Cir. 1990) (Motorcycle
that had been altered while in plaintiff’s possession could not be authenticated
under Rule 901 as evidence of defective manufacture).

The direct infringement Findings entered below are all clearly erroneous
because they assume that PX4A \.vas authenticated and is representative of a dual
burner product manufactured and sold by Peterson in the configuration shown at
trial. See Finding 38 (JT-0057) (wrongly stating that PX4A “is one of Peterson’s
manufactured products”). Not so. Although this Court directed the district court to
make specific findings on remand, the Findings made fail to identify a Peterson
product or part name or number for any two-burner apparatus sold by Peterson

composed of G4 and EMB burners which is equivalent to PX4A. The omission in

s Contrary to Finding 38, no evidence establishes that the valve stem and knob are
“not at issue.” (JT-0057.) Absent affirmative supporting evidence, that Finding 1s
clearly erroneous.
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Finding 38 of a specific reference to any Peterson product by name or number was
a necessary subterfuge below because no such product was ever made, used or sold
by Peterson, as plaintiff well knows.

The confusion continues in the subsequent Findings holding that Peterson
infringed claims 1 and 17 by selling “Peterson’s manufactured products” (note the
plural) having both a primary and secondary burner. In each case, the Finding
relates back to Finding 38 and PX4A—which is not a product that Peterson ever
assembled or sold in that configuration. See Finding 40 (footnote 3, referencing
Finding 38, which is based entirely on PX4A), Finding 41(same, see footnote 3),
Finding 42 (reference to PX4A), Finding 43 (same, see footnote 5), Finding 44
(same, see footnote 6), Finding 58 (same, see footnote 7) (JT-0057-61, SF-7.) All
of the Findings that Peterson itself infringed are clearly erroneous: unassembled
components of a patented invention do not infringe until they are in fact assembled
into the patented combination.” Deepsouth, 406 U.S. at 528-29; RF Delaware, 326
F.3d at 1266; Fromson, 720 F.2d at 1568. This record does not show that Peterson

ever sold any two-burner product based on the G4 primary burner.

?For plaintiff to proffer such Findings to the district court when it well knew that
Peterson sold the G4 and EMB products separately and thus could not itself
infringe the two-burner Patent claims under the technical requirements of the
patent law is clear evidence of plaintiff’s bad faith litigation tactics.
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During its case in chief, plaintiff offered no foundation whatsoever for
PX4A. (SF-11.) The sole statements purporting to identify PX4A were made by
plamtiff’s counsel. (SF-11.) Lawyer’s statements, of course, are not evidence.
C.R. Bard, Inc. v. Advanced Cardiovascular Systems, Inc., 911 F.2d 670, 674 n.2
(Fed. Cir. 1990). Although Plaintifft may have casually identified PX4A as
Peterson’s competing product (see Finding 38), he also admitted that he has no
personal knowledge of how Peterson manufactures or sells its products. (SF-11.)
Thus, he 1s unable to authenticate PX4A as representative of any product sold in
that configuration by Peterson or assembled by its customers. F.R.Evid. 602.
Critically, no witness offered any chain of custody testimony showing that PX4A
was purchased from Peterson in that form or was representative of any Peterson
product or products in unaltered form. 5 Jack B. Weinstein and Margaret A.
Berger, WEINSTEIN’S FEDERAL EVIDENCE, § 901.03[3] at 901-28 (Matthew Bender
2d Ed. 2005) (hereinafter, “WEINSTEIN") (“The chain of custody must be
established with sufficient completeness to make it improbable that the original
item was either exchanged with another or has been contaminated or tampered
with.”).

The other testimony cited as foundation for Finding 38 also fails to
authenticate PX4A as a dual burner product made, used or sold in that form by

Peterson or assembled by its customers. Mr. Jankowski testified only that he
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recognized the components of PX4A as Peterson products. (SF-11.) See Finding
38 (“Mr. Jankowsk1 testified that he recognized Plaintiff’'s Exhibit No. 4A as
Peterson’s products.” Emphasis added—true only when stated in the plural) (JT-
0057.) Critically, neither Mr. Jankowski nor anyone else testified: (1) that Peterson
assembled or sold PX4A configured as shown in court, (ii) that PX4A was
representative of anything that Peterson did make, use or sell or (i11) that PX4A
was representative of how any Peterson customer, dealer or end user assembled or
installed any Peterson products.

Finding 42 references observations made at trial. (JT-00059.) That Finding
fails if PX4A lacks foundation. An unauthenticated demonstrative exhibit is
probative of nothing. U.S. v. Hernandez-Herrera, 952 F.éd 342, 343 (10" Cir.
1991) (“the evidence is viewed as irrelevant unless the proponent can show that the
evidence is what its proponent claims”); U.S. v. Papia, 910 F.2d 1357, 1366 (7th
Cir. 1990) (“On the other hand, if the note was not Papia’s the note would be
irrelevant to her state of mind.”); Renfro Hosiery Mills Co. v. National Cash
Register Co., 552 F.2d 1061, 1065 (4th Cir. 1977) (“[T]he relevance of
experiméntal evidence depends on whether or not the experiment was performed

under conditions ‘substantially similar’ to those of the actual occurrence sought to

be proved.”).
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Thus, plaintiff’s carpenter’s level demonstration and trial witness’ testimony
affirming the relation of the bumer tops in the demonstrative exhibits are all
irrelevant absent authenticity foundation. U.S. v. Blaylock, 20 F.3d 1458, 1463 (9"
Cir. 1994) (“Before a document can be found relevant, the court must find that it
has foundation.”). Plaintift provided none. No witnesses testified that Peterson
ever manufactured or sold a two-burner apparatus in which the top of the
secondary burner was positioned below the top of the primary burner. See Finding
42 (IT-0059.) No witness ever testified that any Peterson customer did so, either.
PX4A is a total red herring, never authenticated by plaintiff and which proves
nothing.

The other evidence cifed in the Findings as proving Peterson’s direct
infringement is the “Literal Infringement Chart,” introduced as PX9. (SF-12.) See
also Finding 40. (JT-0057-8.) Like PX4A, however, PX9 is an unauthenticated
demonstrative exhibit which proves nothing about any real Peterson product. PX9
purports to compare “Defendant’s Sold Product” to the limitations of the Patent.
(SF-12.) Plaintiff, however, failed to show that PX9 accurately represents any
product actually assembled or sold by Peterson. (SF-12.) Just as with PX4A, it
clearly does not.

Plaintiff only used PX9 with Mr. Blount, who admitted that he had no

personal knowledge of how Peterson’s products were sold. (SF-12, 14-15.) As
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such, PX9 is meaningless. F.R.Evid., 602, 901(b)(1) (witness must have personal
knowledge to authenticate); U.S. v. Van Wyhe, 965 F.2d 528, 532 (7th Cir. 1992)
(in order to lay proper foundation for a book containing a photograph, the
defendant was “required to call a witness who had . . . knowledge of the book or
photograph.”).

On remand, plaintiff argued that PX9 must be taken at tace value because it
was admitted at tnal without timely objection. (JT-2517.) This argument
misstates the law. A demonstrative exhibit, even 1f admitted, is not itself evidence
of anything. 3 Wigmore, EVIDENCE, Chadbourn Rev. (1970), p. 218 (map,
diagram or model without supporting testimony is “for evidential purposes, simply
ﬁothing. ...” Emphasis original). Such exhibits have no evidentiary value higher
than the testimony which supports them. Wright & Miller, FED. PRAC. & PROC,,
EVIDENCE, § 5163, p. 36. An unauthenticated demonstrative exhibit is probative of
nothing. Hernandez-Herrera, 952 F.2d at 343 (“the evidence is viewed as
irrelevant unless the proponent can show that the evidence is what its proponent
claims™); Papia, 910 F.2d at 1366 (same); Renfro Hosiery Mills, 552 F.2d at 1065
(Salﬁe).

The failure of Peterson’s trial counsel to timely object to PX9 at most
prevents Peterson from now arguing thal admitting the exhibit was error.

F.R.Evid. 103(a)(1). That failure, however, does not prevent Peterson from now
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arguing that PX9 was not shown to have any probative value and that the Findings
based on it are clearly erroneous because they are not supported by evidence.
Under Rule 901, the trier of fact must ultimately determine PX9's
authenticity and probative value. U.S. v. Scharon, 187 F.3d 17, 22 (1* Cir. 1999)
(even after admission, “a defendant can attempt to cast doubt on an exhibit’s
authenticity”); U.S. v. Black, 767 F.2d 1334, 1342 (9" Cir. 1985) (“The credibility
or. probative force of the evidence offered is, ultimately, an issue for the jury.”); 5
WEINSTEIN, § 901.03[6] at 901-44 (“The fact finder makes the ultimate
determination of authenticity in light of the applicable evidence”). Thus, the trial
court was required to make two authenticity determinations: first to admit PX9 and
then, when making Findings, whether PX9 was shown to be sufficiently relevant to
the configuration of Peterson’s “Sold Product” to support a finding of
infringement. See Blaylock, 20 F.3d at 1463 (“Before a document can be found
relevant, the court must find that it has foundation.”). By failing to object to PX9,
Peterson, at most, waived error concerning the admission determinatton. 1t did not,
however, thereby waive arguments that PX9 is totally irrelevant to any product
made, used or sold by Peterson and cannot support any Finding of infringement.
See Ricketts v. City of Hartford, 74 F.3d 1397, 1410 (2d Cir. 1996) (“The judge’s
preliminary determination does not, however, finally establish the authenticity of

the tape.”), quoting U.S. v. Sliker, 751 F.2d 477, 498-500 (2d Cir. 1985).
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On this record, none of plaintiff’s demonstrative exhibits have any probative
value nor can they support the Findings of direct infringement by Peterson entered
below as to Peterson’s G4 and EMB products.® See Findings 38, 40-44, 57-59.
(JT-0057-61.) Those Findings are clearly erroneous and must be reversed.

IT1. PLAINTIFF FAILED TO PROVE ANY DIRECT INFRINGEMENT BY PETERSON
WITH REGARD TO ITS G5 AND LAB DEMONSTRATION PRODUCTS.

In addition to the single-burner products (the “G4” and “EMB”) which
comprised the vast majority of its sales, Peterson also manufactured a separate
product called the GS5. (SF-9.) Like the G4 however, however, the vast majority
of most G5s cannot infringe the Patent because they were also sold as single-
burner products. Deepsouth, 406 U.S. at 528-29; RF Delaware, 326 F.3d at 1266;
Fromson, 720 F.2d at 1568.

A very few number of G5s (approximately 10) were specially ordered from
Peterson with an EMB accessory attached. (SF-9-10.) Plantiff, however,
introduced no affirmative evidence showing that any of these special order G5

units were assembled or sold by Peterson in an infringing configuration satisfying

8 Plaintiff also offered other demonstrative exhibits, including a videotape,
photographs and other charts supposedly illustrating infringement. None of these
exhibits, however, were properly authenticated by any witness. None need be
considered here, however, because none are mentioned as supporting the Findings.
The only exhibits mentioned in the infringement Findings are PX4A, PX9, DX30
and DX34. (SF-10-14, JT-0050-82.)
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the Vertical Limitations.” (SF-10.) Thus, plaintiff failed to-satisfy its burden of
proving that any G5 product infringed the Patent by satisfying the Vertical
Limitations. Biovail, 239 F.3d at 1302 (Fed.Cir. 2001) (Patentee must prove “that
every limitation of the asserted claim is literally met”); Pennwalt v. Durand-
Wayland, Inc., 833 F.2d 933, 949-50 (Fed.Cir. 1987) (Nies, J., concurring, citing
Prouty v. Draper, 41 U.S. (16 Pet.) 335 (1842) for the “All Elements” Rule).
Peterson also assembled a single two-burner demonstration unit in its
laboratory. (SF-10.) As with the special order G5s however, plaintiff offered at
trial no evidence whatsoever that Peterson’s demonstration unit was assembled in
an infringing configuration satisfying the Vertical Limitations. (SF-10.) Again,
plaintiff failed to satisfy its burden of proof as to Peterson’s demonstration unit. |
Lacking any direct evidence of how (or even when) the special order G5s or
the demonstration unit were assembled, plaintiff urged below that “it is reasonable
for this Court to éonclude that both Peterson and its customers would have
assembled the devices in the way set forth in both sets of instructions.” See
Finding 49, citing DX30 and DX34 (JT-0062-3.). Although circumstantial
evidence can be probative, neither of these documents proves plaintiff’s claims nor

satisfies 1ts burden.

* No evidence suggests that PX4A 1s a Peterson G5 product or that it 1s
representative of how Peterson assembled its few special order G5 products that

left the factory with EMBs attached. (SF-11.)
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First, no evidence shows that either of these exhibits pertains to Peterson’s
G5 product. The nature and extent of the structural and physical differences
between the G4 and G5 remains unexplained. At trial, plamntiff offered no
drawing, manual, advertisement or physical example of a G5 product. (SF-10.)
The Findings which conclude generally the G4 and G5 are “substantially identical
except that Peterson preassembles the G5 bumer system according to certain
Canadian Gas Association specifications” are not supported by evidence that an.
EMB connects to a G5 in the same way or in the same configuration as it connects
to a G4. See Finding 36, Finding 49 (JT-057-63.) (Cnitically, Bortz did not testify
how the G5 was assembled or that the DX34 instructions were relevant or
applicable to a G5-EMB assembly).

DX34 1s the 1nstallation instruction sheet packaged with Peterson’s EMB
accessory product. (SF-13.) These instructions clearly state that the EMB is
suitable only for attachment to a Peterson G4 bumer. (SF-13.) No evidence shows
that DX34 is what Peterson did use (or even could have used) to attach an EMBs to
a speciai order G5s. On their face, these instructions have nothing whatsoever to
do with the G5. (SF-14.) Similarly, DX30 specifically states that it shows the
assembled combination of a G4 and EMB. (SF-12.) Agan, no evidence shows
that DX30 shows anything relevant about how a G5 and EMB would or could be

assembled.
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Plaintiff had the burden of proving the connection between the G4 and G5
products specifically. It did not do so. The evidence is simply not in the record for
the district court to “find the facts specifically” pertaining to G5 infringement and
still enter judgment for plaintiff. Blount I, 365 F.3d at 1061. The court’s
conclusion (and plaintiff’s claim) that DX30 and 34 also pertain to Peterson’s G5
product 1s sheer speculation in the absence of any relevant evidence establishing
that the G5 product is sufficiently similar to the G4 in any way relevant to
determining the Vertical Limitations.

Even ignoring the obvious lack of connective prdof, however, no competent
evidence establishes that following Peterson’s regular EMB installation
instructions (DX34) fesu]ts in an infringing installation. Step 10 of these
instructions recommends that the secondary burner be installed with “the valve
fac[ing] forward and fiush with the burner pan..” (SF-13) The additional
language—such that the “valve [was] resting on the fireplace floor’—in Finding
42 is nowhere to be found in DX34 and is presumably plaintiff’s embellishment.
(JT-0059.) Step 11 instructs the user to place the valve stem and knob in place.
Thus, the EMB must be installed at least high enough for those parts to be used.
(SF-13-14.)

No evidence shows that installing the EMB with its valve “flush with the

burner pan” results in the valve “resting on the fireplace floor.” (SF-14.) More
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critically, however, no evidence shows that the top of the EMB secondary burner
would be positioned below the top of the primary burner even were the EMB
installed with the valve “resting on the fireplace floor.”

Erroneously ignoring the authenticity problems with the demonstrative
exhibits present in court, Finding 42 states with regard to the DX34 instructions:

At trial, and as observed by this Court, when the valve was resting on

the table flush with the pan, the top of the primary burner was above
the top of the ember bumer.

(JT-0059.) Again, plaintiff’s complete failure to authenticate the demonstrative
exhibits used for its demonstration prevents this Finding from being sustained.
Blaylock, 20 F.3d at 1463 (“Before a document can be found relevant, the court
must find that it has foundation.”); Renfro Hosiery Mills, 552 F.2d at 1065 (4th
Cir. 1977) (“[T)he relevance of experimental evidence depends on whether or not
the experiment was performed under conditions ‘substantially similar’ to those of
the actual occurrence sought to be proved.”).

No other exhibit or testimony shows whether the top of the EMB would be
above or below the top of the primary burner if the instructions in DX34 were
literally followed and the “valve” referred to therein was understood to be the
complete valve structure with all of its parts as sold by Peterson, including the stem

and knob. PX4A certainly was never authenticated as showing such a
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configuration.'® Thus, DX34 is not sufficient to support Finding 42 or to suggest
that Peterson would have assembled its single lab demonstration unit or the
handful of special order G5 units in an infringing manner.

DX30 is no better. Not only does the drawing expressly refer to the G4, but
it 1s dated February 15, 2002, over a year after suit and long after the special order
G5 units and demonstration unit may have been assembled or sold. (SF-12.) No
evidence shows that the configuration shown on DX30 was Peterson’s preferred
method of assembling the those units at the time when they were assembled.

This record fails to affirmatively show—by direct or circumstantial
evidence—that Peterson ever made, used or sold any two-burner apparatus in
which the top of the secondary burner tube was positioned below the top of the
primary burner tube. As such, plaintiff failed to discharge its burden of proof and
the trial court’s Findings of direct infringement by Peterson are clearly erroneous

for lack or any evidence and must be reversed.

' Because it was plaintiff’s burden to establish that PX4A was authentic (i.e.,
representative of where the EMB would be installed if the DX34 installation
instructions were followed), the fatlure of the record to answer this key question 1s
merely plaintiff’s failure to discharge its burden of proof. WEINSTEIN, § 901.02[3]
at 901-14 (“The proponent of an exhibit has the burden of introducing sufficient
evidence to show that the exhibit is what the proponent claims it to be.”).
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1V. PLAINTIFF FAILED TO PROVE CONTRIBUTORY INFRINGEMENT OF ANY"
PATENT CLAIM BY ANY PETERSON DEALER, CUSTOMER OR END USER.

Even though indirect infringement was its most likely claim, plaitff
literally offered no evidence of how ;any Peterson dealer, customer or end user
actually installed any of Peterson’s products. This record 1s completely silent as to
how any third person ever assembled any Peterson products.

In Blount I, this court made clear that evidence that someone infringed the
Patent is an essential element of plaintiff’s indirect infringement claims. 365 F.3d
at 10061, citing Carborundum Co. v. Molten Metal Equipment Innovations, Inc., 72
F.3d 872, 876 n.4 (Fed.Cir. 1995) (“Absent direct infringement of the claims of a
patent, there can be neither contributory or induced infringement.”) and Met-Coil
Sys. Corp. v. Korners Unlimited, Inc., 803 F.2d 684, 687 (Fed.Cir. 1986) (*There
can be no inducement of infringement without direct infnngement by some
party”). See also Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336,
341 (1961). This record will not support any third party infringement finding.

Evidence showing that an accused component can be installed or used 1n a
non-infringing manner is sufficient as a matter of law to defeat a contributory
infringement claim.  Blount [, 365 F3d at 1061 (“Plaintiff must show that
Peterson’s components have no substantial non-infninging uses”); Alloc, Inc. v.
International Trade Commission, 342 F.3d 1361, 1374 (Fed.Cir. 2003) (same).

Contributory infringement exists only where the accused component “has no use
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except through practice of the patented method.” Alloc, 342 F.3d at 1374. Accord,
Sony Corp. of America v. Universal City Studios, 464 U.S. 417, 441 (1984);
Dawson Chem. Co. v. Rohin & Haas Co., 448 U.S. 176, 178 (1980).

Because plaintiff has now judicially admitted that an EMB installed with its
top level with, or higher than, the G4 primary burmner would not infringe the Patent,
it has also necessarily admitted that the EMB 1s capable of substantial non-
infringing uses, thus defeating any contributory infringement claim." (SF-8.) C.R.
Bard, 911 F.2d at 674 (possible use of a catheter in several ways, only one of
which nfringes, shows that “there are substantial non-infringing uses for the ACS
catheter”). Thus, contributory infringement is no Iongér an issue in this case.
Findings 62 to 65 must be reversed as clear error. (JT-0065-6.)

V. PLAINTIFF FAILED TO PROVE INDUCED INFRINGEMENT OF ANY PATENT
CLAIM BY ANY PETERSON DEALER, CUSTOMER OR END USER.

Plaintiff also failed to prove induced infringement on this record. As stated
above, no witness provided any evidence of how Peterson customers who bought

EMBs installed them or had them installed. (SF-14-17.) Each such installation

"' Thus, plaintiff’s counsel’s elicitation of statements that Peterson’s EMB was not
a “staple article in commerce”—using the wrong legal definition of the term—is
thus of no moment. (SF-15-16.) The definition of a “non-staple article of
commerce” in the patent law is an item which has “little or no utility outside of the
patented process.” Polysius Corp. v. Fuller Co., 709 F. Supp. 560, 576 (E.D. Pa.
1989), aff'd 889 F.2d 1100 (Fed. Cir. 1989). There can be no contributory
infringement here because Peterson’s EMB was suitable for a non-infringing
installation.
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would have been non-infringing if the EMB was not installed at the lowest possible
position.

Below, plaintiff argued that proof of third party infringement was _shown
circumstantially by Peterson’s dissemination of two documents: DX34 and DX30.
(SF-12-14.) These documents are the sole bases for the court’s induced
infringement Findings. Upon scrutiny, however, neither document supports the
Findings.

Regarding Peterson’s regular EMB instructions (DX34), induced
infringement cases that have relied on product use instructions as circumstantial
evidence of third party infringement have found that following the instructions will
necessarily result in infringement. See Min;wsota Mining and Manufacturing Co.
v. Chemque, Inc., 303 F.3d 1294, 1305 (Fed.Cir. 2002) (defendant supplied
“customers with instructions ... which, when followed, would lead to
infringement”); Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261, 1272 (Fed.
Cir. 1986) (defendant disseminated “an instruction sheet teaching the [patented}
fnethod”). This record simply does not establish that following DX34 will result in
infringement.  See Section IlI, supra.  Absent such proof, DX34 is not
circumstantial evidence of any third party induced infringement. J/CN

Pharmaceuticals v. Geneva Pharmaceuticals Tech. Corp., 272 F.Supp.2d 1028,
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1049 (C.D. Cal. 2003) (no inducement where labels did not encourage physicians
to administer drug in infringing manner).

Regarding DX30, to prove induced infringement, plaintiff first had the
burden to show dissemination of the document to EMB customers. Critically,
DX30 was not a document regularly disseminated by Peterson. (SF-12.) The
document was distributed only when specifically requested. (SF-12.) No evidence
shows any dissemination of DX30 prior to the date it bears: February 15, 2002, just
weeks before trial and long after most EMB sales. (SF-12.)

Beyond doubt, any EMB customer who did not request or receive DX30
cannot be said to have been induced to infringe by Peterson’s affirmative act of
disseminating DX30:

A defendant’s liability for indirect infringement must relate to the

identified instances of direct infringement. Plaintiffs who identify

individual acts of direct infringement must restrict their theories of

vicarious hability—and tie their claims for damages or injunctive
relief—to the identified act.

Dynacore Holdings Corp. v. U.S. Philips Corp., 363 F.3d 1263, 1274 (Fed. Cir.
2004) (Emphasis original). Because Peterson did not regularly disseminate DX30,
plaintiff can at most claim induced infringement only as to those customers who
did receive it. Proof of the number of times DX30 was disseminated to EMB
customers by Peterson was thus an essential element of plaintiff’s induced

infringement case. See Crystal Semiconductor Corp. v. Tritech Microelectronics
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Intern’l. Inc., 246 F.3d 1336, 1353 (Fed. Cir. 2001) (“the patentee bears the burden
of proving its damages”).

The record, however, is devord of any evidence quantifying the
dissemination of DX30. On this record, DX30 cannot support the damages
awarded, which are erroneously based on Peterson’s entire EMB sales, including
sales which occurred long before DX30 was created. See Finding 34 (JT-0056)
(Peterson’s sales between December 16, 1999 and September 19, 2002). See also

Findings 78-103 (JT-00068-71) (no specification of how many units sold to

recipients of DX30). Plaintiffs’ induced infringement claim fails for lack of proof

of how frequently DX30 was in fact disseminated.
In addition, “plaintiff has the burden of showing that the alleged infringer’s
actions induced the infringing acts and that he knew or should have known his

2

actions would induce actual infringements.” Manville Sales Corp. v. Paramount

Systems, Inc., 917 F.2d 544, 553 (Fed. Cir. 1990) (Emphasts original.). This
record fails to establish the second prong of this intent test.

As Judge Newman observed in Blount I, “As is so often the case in trnials
involving ‘Markman hearings,” the question of infringement was essentially
decided as a matter of claim construction.” 365 F.3d at 1063. Peterson prepared
DX30 as a demonstrative exhibit to support its claim construction case because

Peterson believed that DX30 showed a non-infringing installation. In Blount 1,
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plaintiff was so worried about DX30 that it assailed the exhibit in its appeal brief
as a “Johnny-come lately” exhibit prepared after suit “and then only for damage
control.” (Blount 1, JT-3422-3.) Then, plaintiff admitted that DX30 shows a non-
infringing installation:

Defendant offered no testimony to establish that the ultimate

consumer did not assemble the EMB with the G4 or G5 bumer 1n an

infringing manner, except for [DX30].
Id. at 41 (emphasis added).

Although this Court eventually rejected Peterson’s claim construction,
Peterson was not so obviously wrong that it actually knew or should have known
that DX30 would induce others to infringe. The possible infringing tolerances
shown (just .06”) are so tight that even Mr. Blount himself, when testifying about
DX30 at trial, said that he did not consider the primary burner tube shown in the
picture to be at a “raised level” relative to the secondary burner tube. (SF-12-13.)

The record 1s clear that Peterson thought it was recommending to customers
that they install the EMBs levet or parallel with and not below the G4 primary
bumers. Leslie Bortz testified both that Peterson did recommend a “level”
installation and that it did not recommend installing the EMB “below” the G4.

(SF-16.) Tod Corrin also testified that “you would want both bumers to be

parallel.” (SF-17.) William McLaughlin also testified that Peterson told him that
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the EMB was meant to be installed with “the heights” of the two-burner tubes
being “the same.” (SF-16.)

This uncontroverted evidence establishes Peterson’s reasonable good faith
belief that, when DX30 and DX34 may have been disseminated, both directed a
parallel or level installation and neither directed an infringing installation. Thus,
the record fails to establish, by clear and convincing evidence, Peterson’s intent to
induce third party infringement.

In Manville Sales, the district court’s inducement finding was rejected as a
matter of law because the defendants were found to have acted with a good faith
belief that no infringement was occurring. 917 F.2d at 553-54. See also Moba
B.V. v. Diamond Automation, Inc., 325 F.3d 1306, 1318 (Fed. Cir. 2003) (belief
that acts could result in non-infringing activity critical to finding of no intent to
induce), analyzing Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F.2d 1464,
1469 (Fed. Cir. 1990); Warner Laznbert Co. v. Apotex Corp., 316 F.3d 1348, 1364
(Fed.Cir. 2003) (“in the absence of any evidence that [defendant] has or will
promote or encourage doctors to infringe” inducement of infringement claim fails).

This Court has also held that the jury may consider “whether a prudent
person would have sound reason to believe that the patent was not infringed” as a
defense to willful infringement. SR[ Intern’l. Inc. v. Advanced Tech. Labs., 127

F.3d 1462, 1465 (Fed. Cir. 1997). See also State Contracting & Engineering Corp.
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v. Condette America, Inc., 346 F.3d 1057, 1064 (Fed. Cir. 2003). We suggest that
the nature and scope of the required intent is sufficiently similar that a good faith
belief in non-infringement will also negate intentional inducement even in the face
of instructions which, if followed, could cause technical infringement. See
Hewlett-Packard, 909 F.2d at 1470 (sale including plans and personnel necessary
to make infringing device did not establish intent to induce infringement when
defendant believed non-infringing uses were possible).

As shown by plaintiff’s spirited attacks on DX30 during the Blount I appeal,
until this Court decided the claim construction issues, no one knew or should have
known that DX30 did not show a non-infringing installation. We suggest that,
under the second prong of the Manville Sales test, Peterson could -not have induced
infringement because: (1) substantial non-infringing uses for the EMB were
available (i.e., a “level” installation) and (ii) Peterson reasonably believed in good
faith that DX30 and DX34 would result in level or parallel non-infringing
installations. No contrary evidence establishes Peterson’s intent to induce any
third party infringemeﬁt.

The only Finding concemning Peterson’s intent is Finding 66 which is based
on the misconception that any combination of an EMB and G4—even one with the
EMB installed level with or above the G4—would infringe. (JT-0066.) That

Finding 1s error as a matter of law. Even plaintiff has now judicially admitted in its
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filings that an EMB installed above a G4 does not infringe. (SF-8.) The court
below did not specifically find facts showing that Peterson knew or should have
known, when either DX30 or DX34 were disseminated, that they would, if
followed, result in an infringing installation given proper application of the
Vertical Limitations. (JT-0052-82.) Absent such a Finding—and the record wiil
not support one—plaintiff’s induced infringement claim necessarily fails.

VI. THE DOCTRINE OF EQUIVALENTS WILL NOT HELP THIS PLAINTIFF.

Given the applicable claim construction, a secondary burner instalied with
its top below the top of the primary burner will literally satisfy the Vertical
Limitations and, if the other claim elements are met, will literally infringe the
Patent. Now that plaintiff has admitted on remand that a Peterson EMB installed
with its top level with or above the primary burner does not infringe the Patent, the
doctrine of equivalents has no role to play in this action. (SF-8.)

Even absent plaintiff’s admission, the doctrine of equivalents cannot be used

»

to make “above” the equivalent of “below.” The doctrine of equivalents can only

be applied on an element by element basis and not with regard to entire invention.
Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. Co., 520 U.S. 17, 29 (1997).
See also, Novartis Pharmaceuticals Corp. v. Eon Labs Mfgr., Inc. 363 F.3d 1306

1312 (Fed. Cir. 2004) (doctrine could not be used to read limitation out of claim);
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RF Delaware, 326 F.3d at 1266 (“there can be no infringement under the doctrine
of equivalents if even one limitation of a claim or its equivalent is not present™).

It the Patent covered every combination of a primary a-nd secondary bumer
which produced a glowing ember effect, it would have issued without the Vertical
Limitations. The broader claims lqcking this limitation, however, were all rejected
by the Examiner time and again as obvious. (SF-6-7.) Because Plaiﬁtiff was
forced to amend the claims to include the Vertical Limitations in order to obtain
issuance, he cannot now avoid those limitations by arguing equivalence. Wilson
Sporting Goods Co. v. David Geo[frey & Assoc., 904 F.2d 677, 684 (Fed. Cir.
1990).

.Thus, Findings 73 to 77 are all clearly erroneous. (JT-0067-8.) Nowhere
did the district court specifically find facts detailing what equivalent condition to
the Vertical Limtitations were to be found in Peterson’s products. All of these
Findings paint with a broad brush which i1mpermissibly reads the Vertical
Limitations out of the Patent rather than specifically finding the facts upon which
to apply the doctrine of equivalents, as this Court tnstructed in Blount 1. 365 F.3d
at 1061.

VII. THE WILLFUL INFRINGEMENT FINDINGS ARE CLEARLY ERRONEOUS.

The trial court in this case awarded plaintiff enhanced damages under 35

U.S.C. § 284 because of “willful infringement.” The Court’s sole basis for finding
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willful infringement, however, was an adverse inference sought by plaintiff arising
out of the allegedly less than formal or meticulous manner in which Peterson’s
patent cgunsel, Mr. William McLaughlin, advised it that the Patent was invahd and
not infringed. See Finding 104 (JT-0072) (“Peterson’s minimal attempt to attain a
competent opinion is permeated by a lack of due care and was willful, which leads
this Court to find that the case is exceptional.”).

This Court has now held, however, that the duty of care under which a
person accused of infringement must operate does not include a duty to obtain any
opinton of counsel, much less a “competent opinion” of counsel. Knorr-Bremse
Systeme Nutzfahrzeuge GMBH, 383 F.3d 1337, 1345 (Fed. Cir. 2004) (Answer to
Question 2). The Findings basically cite no other evidence of Peterson’s willful
infringement other than its alleged failure to immediately obtain a formal, well
researched non-infringement opinion from McLaughlin. See Findings 104-119.
(JT-0072-4.)

Even if the record shows, as plaintiff claims, that Peterson “ignored”
plaintiff’s infringement letters until plaintiff sued, such conduct 1s neither
surprising nor, in this case, willfully wrong. Peterson needed no formal opinion of
counsel to conclude that it could not be infringing the Patent except by making,
using or selling a two-burner apparatus assembled such that the Vertical

Limitations were satisfied. Peterson knew when it received the First Letter that it
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was not regularly selling such a two-burner apparatus. That knowledge is
sufficient for “a prudent person [to] have sound reason to believe that the patent
was not infringed.” SRI [ntern’l., 127 F.3d at 1465. See also State Contracting &
Engineering Corp., 346 F.3d at 1064.

Because no evidence shows that Peterson at any refevant time lacked a good
faith belief that its own activities were not directly infringing this combination
Patent, there 1s no basis for any willfulness finding as to Peterson’s own activities.
Compare Finding 30 (JT-0056) (“a simple comparison of the device as illustrated
in the °159 patent with Peterson’s product would have revealed to any reasonable
person that infringement was highly likely;” emphasis added) with Section 11, infra
(Peterson never made, used or sold the two-bumer apparatus claimed in the Patent
assembled from its G4 and EMB products) and Section 111, infra (Peterson’s G5
product was different from its G4 product; no evidence shows infringement).

Moreover, Peterson also knew when 1t receivea the First letter that it was
recommending to its customers that the EMB be installed “level” with the primary
burner, not “below” it. See Section V, supra. Thus, Peterson also had a g-ood faith
belief that the installations urged in DX30 and DX34 were not infringing. That

belief, uncontradicted by this record, is sufficient to defeat any willfulness claim as

_ Peterson’s alleged intent to induce infringement.
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Thus, there is no evidentiary or legal basis to support Findings 104 to 119.
(JT-0072-82.) Findings 104 to 107 and 112 to 116 are all urelevant because they
address the manner in which Peterson sought an opinion of counsel and the adverse
inferences to be drawn from the manner of that consultation. /d. Such an
inference 1s not permitted to be drawn to show the absence of due care. Knorr-
Bremse, 383 F.3d at 1345 (answer to Question 2). Findings 108 to 111 are all
totally conclusory, not specifying what “infringing activities” Peterson continued
through trial or why Peterson lacked a reasonable belief that 1t was able to continue
those activities. (JT-0073.) There is no basis for a finding of willful infringement
on this record.

VIII. THE COMPENSATORY AND ENHANCED DAMAGES AWARDS ARE CLEARLY
ERRONEOUS.

Plaintiff, of course, bears the burden of proving damages. Crystal

-

Semiconductor, 246 F3d at 1353. Even assuming, arguendo, that some

infringement is shown, the damages Findings entered below are clearly erroneous,
for a number of reasons:

First, plaintiff cannot recover lost profits based on sales it did not make
unless it proved a reasonable probability that, “but for” Peterson’s wrongdoing,
plaintiff would have made those sales. /d. This record precludes any such
showing. Under Panduit Corp. v. Stahlin Brothers Fibre Works, Inc., 575 F.2d

1152 (6™ Cir. 1978), plaintiff must prove “his manufacturing and marketing
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capability to exploit the demand.” Jd. at 1156. In this case, Peterson’s EMB was
only suitable for installation on a Peterson G4. (SF-19) Plaintiff’s secondary
burner product was only suitable for installation on plaintiff’s primary burner.
(SF-19)

Plaintiff had no capacity to exploit the demand to retrofit a secondary burner
to existing Petersen G4 installation. Plaintiff’s damages argument necessarily
assumes that it and Peterson were competing head to head for sales of complete
two-burner installations. They weren’t. Although plaintiff offered proof that
97.5% of 1ts own secondary burner sales also included the sale of a new primary
burner, plaintiff’s witnesses had no knowledge of how Peterson’s products were
sold. (SF-15, 19.) There is no rational basis for assumiﬁg, as the court below did
in making Findings, that Peterson also primarily sold EMBs together with G4s as a

complete installation."

2 Findings 97 to 99 cite Peterson’s failure to rebut plaintiff’s incompetent evidence
as a basis for accepting the latter. (JT-0071.) Those Findings are clearly erroneous
under applicable law. The key question is whether Peterson’s products were sold
like plaintiff’s as a two-burner package or whether Peterson’s products were sold
as retrofit accessories. Plamtiff’s witnesses, Hanft and Blount, both admitted that
they had no knowledge of this subject. As such, their testimony about how
plaintiff’s products were sold is not competent to create an inference that
Peterson’s products were sold in the same way. F.R.Evid. 602. As a matter of
both law and logic, Peterson’s silence does not make these witnesses more
knowledgeable or their testimony more competent. It remained plaintiff’s burden
to show how Peterson’s products were sold to satisfy the “but for” test in proving
lost profits. Peterson was not required to offer any rebuttal evidence until plaintiff
made a prima facie showing—which it never did.
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In fact, most of Peterson’s EMBs were sold as retrofit products to existing
owners of G4 burners. (SF-19.) The “but for” causation test fails because
plaintiff offered no competent evidence of how Peterson’s products were sold from
which the court could conclude that they were head-to-head competitors of new
two-burner installations as to any particular quantity of sales. It was plaintiff’s.
burden to prove how often that happened. Because it introduced no such evidence,
the Findings awarding lost profits damages are clearly erroneous.

Second, assuming that plaintiff is entitled to any damages, it is entitled only
a reasonable royalty based on Peterson’s sales of Secondary bumers. In the
absence of plaintiff’s proof of lost two-burner sales to Peterson, it must be assumed
that any infringement inducéd by Peterson consisted of the installation of an EMB
sold as an accessory. Peterson sold only 2,921 EMBs after receiving the First

Letter."

(SF-20.) Because plamtiff introduced no evidence that it marked its
product prior to that date, plaintiff cannot claim damages from the date the Patent
issued. 35 U.S.C,, §287(a).

Plaintiff’s profits on the sales of its secondary burner are no higher than

per unit. (SF-20.) See Finding 102. (JT-0071.) Even this Finding,

3 Finding 101 is clearly erroneous for failing to give Peterson credit for 802 EMBs
returned after Peterson was enjoined from selling them. (JT-0071.) These units,
which Peterson repurchased after the injunction was entered and which never
reached end-users, could not have caused plaintiff any lost profits. (ST-20.)
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however, is highly suspect because that profit figure appears to be a gross margin
without accounting for sales, general and administrative costs. Plaintift’s claim
that 1t has no such costs defies both logic and life. As such, Plaintiff cannot be
entitled to the $429,256 awarded to it. Finding 103. (JT-0071.) Plaintiff’s lost
profit damages, even calculated on all of Peterson’s EMB sales (assuming
inducement liability arising from DX34) could not exceed .

A reasonable royalty could be no greater than total lost profits.

Moreover, if inducement liability is predicated on DX30 instead of DX34,
only nomnal damages can be awarded because plaintiff failed to prove how many
infringements were induced.

Third, absent at least willful infringement, there is also no basis for
enhanced damages. Willful infringement “authorizes but does not mandate an
award of increased damages.” Modine Mfg. Co. v. Allen Group, Inc., 917 F.2d
538, 543 (Fed. Cir. 1990) (Emphasis original). The enhanced damages award fails
here for lack of willful infringement.

Fourth, enhanced damages awarded under 35 U.S.C., § 284 have also been
recognized as a form of punitive damages. Sensonics, Inc. v. Aerosonic Corp., 81
F.3d 1566, 1574 (Fed.Cir. 1996). In this case, the court below enhanced plaintiff’s
damages without any showing whatsoever that Peterson engaged in any form of

reprehensible conduct. Doing so was unconstitutional. See State Farm Mut. Auto,
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Inc. Co. v. Campbell 538 U.S. 408 (2003); BMW of N. Am., Inc. v. Gore, 517 U.S.
559 (1996). We invite this Court to adopt the reasoning of Judge Dyk’s
concurrence in Knorr-Bremse, at least as to the enhanced damages awarded in the
absence of specific findings of reprehensible conduct. 383 F3d at 1348.

1X. THE EXCEPTIONAL CASE FINDINGS AND ATTORNEYS’ FEES AWARD ARE
CLEARLY ERRONEOUS.

Two problems exist with the award of attorneys’ fees to plaintiff on this

case:

First, the record will support no such award because there is no basis for
finding willful infringement or any other form of misconduct by Peterson
justifying holding this an “exceptional case.” Read Corp. v. Portec, Inc., 970 F.2d
816, 831 (Fed. Cir. 1992) (reversal of willfulness determination required reversal
of exceptional case finding and fees award). As in Read, the court below premised

its exceptional case findings and award of fees entirely upon its mistaken finding

of willful infringement.  Findings 118-119 (JT-0074.)  Because willful
infringement was found solely because of Peterson’s interactions with
McLaughlin, the exceptional case and attorneys’ fees Findings are also
unsupported by substantial evidence, rely upon incorrect law and clearly
erroneous. See Section VI, supra.

Second, even were some award warranted, plaintiff’s Application for

Attorneys’ Fees filed on September 8, 2004 was untimely. As established in
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Section I, supra, the clock for seeking additional fees started running on August
18, 2004. Plaintiff filed no timely Rule 52(b)} motion to amend the specific
attorneys’ fees awarded in the June 10 version of plaintiff’s Findings which the
court adopted and entered on August 18. (SOC-5, Sec. I, supra.) Because
amended Rule 58 excuses the August 18 Order from any separate document
requirement, the clock started running immediately even if the court also
contemplated also entering a separate document reflecting the judgment. Time for

further post trial motions expired on September 1, 2004. Plaintiff’s September §,

2004 Fees Application was untimely and granting it was clear error."*

CONCLUSION
For the reasons stated above, the judgment of the district court must be

Reversed.

ROBERT H. PETERSON CO.

By:

One of Tts Attorneys

/
\
Leland W. Hutchinson, Jr.

“ Alternatively, if plaintiff is considered to have applied for additional fees within
the 14 day period specified by Rule 54(d)(2)(B), that period also expired on
September 1, 2004. See Rule 6(a), F.R.Civ.P. (14 day period includes weekends;
intervening Saturdays, Sundays and holidays only excluded from time computation
if the original time period is “less than 11 days™).
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS :
- DALLAS DIVISION L -

GOLDEN BLOUNT, INC., g
- § -
Plaintiff, -§ : _
-8 Civil ActionNo.. = . ,
- -8 3-01CV0127-R
ROBERT H. PETERSON CO., 8 : )
- | - g
Defendant. - §

FINDINGS OF FACT AND CONCLUSIONS OF LAW,

This Court has conducted a bench trial on plaintiff Golden Blount Inc."s claims against defendant

. Robert H. Peterson fora finding of infringexﬁeut of US. Patent No. 5,988,159 and penhanent injunction,

and on Peterson’s counterclaims of invalidityand non-infringement. Inaccordance with FEp.R.CIv.P.
52(a) and consistent with the Court of Appeals for the Federal Circuit’s Opuuon decided Apnl 19 2004,

the Court enters the following ﬁndmgs of fact and conclusions of law.2

FINDINGS OF FACT

1. Thisisan action forpatent inﬁ'ingm;my The Court has subject matter jurisdictionunder 28 U.S.C.
§§ 1331, 1338(a). The Court has personal jurisdiction over the parties. Venue in this judicial district is

! Wlule the Appellate Court held that the patent was not invalid, and that the defense of uncnforceablhty }
was waived, this Court includes general reference to these elements for completeness.

¥This ordcr contains both findings of fact (“Findings”) and conclusions of law (“Cenclusions™). To the
extent that any Findings may be deemed conclusions of law, they shall also be considered Conclusions. To the
extent that any Conclusions may be deemed findings of fact, they shall also be considered Findings. See Miller v.
Fenton, 474 US. 104, 113-14, 88 L. Ed. 2d 405, 106 S. Ct. 445 (1985).

-1- -
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proper under 28 U.S.C. § 1391.

2. Plaintiff Golden Blount, Inc. (“Blount”) is a United States corporation having a principal place of ..
business in Addison, Texas.

| 3. Defendant Robert H. Peterson Co. (“Peterson’”) is a United States corporation having its principal
place of business in City of Industry, California.

4. Blountis the owner by assignment of U.S. i’atcnt No. 5,988,159 (“the ‘159 patent”), entitled
“Gas-Fired Artificial Logs and Coals-Bumer Assembly,” which issued on November 23, 1999. The ‘159
patent expires on November 23, 2016.

3. Blount filed this suit forinfringement of the * 159 patent under 35 U.S.C. §§ 271(a) to 271 (c)on
January 18, 2001. '

6. OnMarch 19,2001, Peterson filed its Answer and Counterclaim. Peterson denied infringement
and asserted counterclaims for noninfringement and invalidity of the 159 patent.

7. Abenchtnal, by agreement of the parties, commenged onJuly29,2002, and ended on July 31,
2002.

8. Claims1,2,5,7-9, 11-13 and 15-17 are at issue in this case. Claims 1 and 17 are independent

claims. All the other claims at issue are dependent on claim 1.

9. Claim 1 of the ‘159 patent reads as follows:

A gas-fired artificial logs and coals-bumer assembly for fireplace comprising;

an elongated primary burner tube including a plurality of gas discharge ports;

a secdndary coals bumer elongated tube positfoned forwardly of the primary
burner fube; _ _

asupport means for holding the elongated primary bumner tube in a raised level
relative to the forwardly position secondary coals burner elongated tube;

 the secondary coals burner elongated tube including a plurality of gas discharge

ports; |

the elongated primary burner tube and the secondary coals bumer elongated tube
communicating through tubular connection means wherein the gas flow to the secondary



elongated coals burner tube is fed through the primary bumer tube and the tubular

connectlon means; _

a valve for ad_;ustmg gas ﬂow to the secondary coals bumer elongated tube

~ positioned in the tubular gas connectxon means; and ,
) | thcprunarybm-nermbebemg mcommumcanon with a gas source w1tha gas flow

coutrol means therein for coutrollmg gas flow into said primary burner tube

10, Claim 2 of the ‘159 patent reads as follows: ,
" The gas-fired artificial logu and coals-burner assembly according to claim 1 .
 wherein the support means for the primary bumer tube is comprised of an opcn ﬁame pan
for supporting the pnmarybumer tubc in an elevated position relative to the ﬁreplace ﬂoor
11. Claim $ of the ‘159 patent reads as follows:
The gas-fired artificial logsgand coals-bumer assembly according'to claim 1
wherein the secondary coals bumerelongated tube is substantially parallel to the primary
burner tube and has a smallerinside dxamatcr than the primary burner tube with the valve »

adjusting gas flow for coals burn and forwarding heat radiation from the fireplace. .

12. Claim 7 of the ‘159 patent reads as follows: S
The gas-fired artificial logsfand coals-burner assembly according to-claim 1
wherein the elongated pnmarybumcrtube and the secondary coals burner elongated tubc

are’ spaccd apart on different planes at from about four to about eight mchcs - -

13, Claim 8 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assembly according to claim 1 -
wherein the secondary coals burner elongated tube is of a smaller diameter than the -

primary burner tube which allows for a lower profile of coals and sand cov?tagc._



Il N BN Bl B I BN D SN I BE B M ER oy B B R o

14. Claim 9 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the secondary coals bumer elongated tube is adjustable in height relative to the
floor of the fireplace and the elevated primary bumer tube.

15. Claim 11 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the primary and secondary bumner tubes have apertures of from about 1/32 inch

to about Ve inch.

16. Claim 12 of the ‘159 patent reads as follows:"
The gas-fired artificial logs and coals-bumner assembly according to claim 1
wherein the gas flow adjustment valve has aremovable handle, the gas flow adjustment
allowing a variety of settings from full closed to full open.

17. Claim 13 of the ‘159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the connection means is comprised of a connector attached to the terminal end of
the primary burmer tube at a first end of a connector and attached to the secondary coals
bumner elongated tube to a connector second end wnth the valveinterposed between the

primary bumer tube and the secondary burner tube.

18. Claim 15 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assembly according to claim 1 -
wherein the open frame pan and primary elongated bumner tube is positioned underan
aftiﬁcial logs and grate support meéns. |



19: Claim 16 of the *[59 patent reads as follows: ,
- The gas-fired artificial logs and coals-bumner assembly according to claun 1
wherein the primary elongated burner tube is covered with sand and the secondary
;*.longaied burner tube is covered w_ith sand, mica, and fibrous materials which simulate
coals.and ember bumn. - -

20. Claim 17 of the ‘159 patent reads as follows:

‘A gas-fired artificial coals- and eﬁibgs,—bumerapparatus suitable for attaching to

. agas-fired primary artificial log bumer tube said primary artificial log bumer tube having

-a terminal end comprising: - - -

a secondary-coals burming elongated tube; -

- aconnector means for connecting said terminal end in communication with the

secondary burner tube, the secondary burner tube bositioned substantially parallel, forward

7 and below the primary burner tube, the connector means having interposed between the

primary and secondary burner tubes a gas flow adjustment valve, the primary and
secondary bumer tubes having a plurality of gas discharge ports, the secondary bumer tube

being in gas flow communication with the primary burner tube being the connection mears, -

a gas distribution ports of the secoudary bumer tube directed away from the ﬁreplace

Opemng. _ S _ _

21. Atthe time the patent issued, Blount’simmmeréial structure under the _-‘15-9 palent_ had been |
marketed for approximately six years. (T rial Transcript, hereafter referred to as “Tr.”, vbl. 1, pé. 158).
Plaintif’s Trial Exhibit 9 gives an element by element comparison of Peterson’s manufaéﬂ.tred product and
Blount's commercial structure with both structur&s compared to the claim elements, and thus establishes

that Blount‘s manufactured product is reprcsentahve of the “159 patent.

22. Blount’s sales of its commercial structure grew significantly during the time spannitig_ﬂlc_ﬁlingof the

LI |
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application that resulted in the “159 patent and the issuance of the ‘159 patent. (Tr., vol. 1, pg. 36-37).

23. Inlate 1996 or early 1997, Peterson began manufacturing, advertising and selling adevice that was
strikingly similar to, if not a virtual copy of, Blount's commercial structure. (Trt., vol. 2, pg. 76 and pg.
172). __

24._ Blount’s ‘159 patent issued on November 23, 1999. (Plaintiff’s Ex. No. 1).

25. Blount notified Peterson of the existence of the ‘1 59 patent and Peterson’s infringing activities on
December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr. Dan Tucker
(attorney for Blount) to Peterson’s president, Mr. Leslie Bortz. (Plaintiff's Ex. No. 10).

26. This first certified letter included a copy of the *159 patent, and informed Peterson that Blount was
prepared to take whatever steps were reasonable and necessary to prevent infringement. Blount requested
a response regarding this matter from Peterson by January 14, 2000. (Plaintiff’s Ex. No. 10).

27.0n December 17, 1999, Mr. Tod Corrin (Peterson’s Vice President) forwarded the December
10, 1999, certified letter onto Peterson’s patent counsel, Mr. William McLaughlin. Mr. Corrin wrote, in
acover letterincluded wi.th the copy of the firstcertified letter, “{e]nclosed is a patent infringement letter
we received from Golden Blount’s Attorney.” (Plaintifs Ex. No. 17, emphasis added).

28.0OnDecember 30, 1999, Peterson responded to Blount's letter of December 10, 1999, explaining
that Peterson had forwarded the December 10, 1999, letter to it attorneys and that Peterson would get
back with Blount as soon as possible. Given the December Holidays, as well as the New Year, Peterson
informed Blount that Blount’s January 14, 2000, response date was unreasonable. (Plaintiff's Ex. No. 11).

29. After receiving no response from Peterson for more than four months, Blount sent a second
certified letter to Peterson on May 3, 2000, again informing Peterson of its patent infringement. The May
3, 2000, letter advised Peterson that Blount “will take [the] necessary steps to stop any such-
infringement.” (Plaintiff’s Ex. No. 12, emphasis added).

30. Peterson, not its Patent Attormey, responded to the May 3, 2000, letter on May 16, 2000, asking
that Blount explain to Peterson, in detail, the basis upon which Blount believed that Peterson was infringing

thepatent. (Plaintiff's Ex. No. 13). This Court finds that the May 3, 2000, letter was written simply for

the purpose of delay, or even with the hope that the infringement matter would go away. Moreover, the
May, 3, 2000, letter was from the Company, and not their attorney. Additionally, at the time of the May
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3, 2000, letter Peterson’s attomey had at most been nommally consulted. This Court concludes that the

request was not genuine.

31. Blount did not respond to Petersm-l’_s M—dy 16, 2000, but on January 18, 200?_, over a year after

Peterson received its first notice of infringement letter, Blount filed suit. (Plaintif’'s Ex. No. 14). Blount’s

~ initial notice letter of December 10, iOO 1, mét- thé notice requirements under 35 US .C.§287(a),and

therefore, Peterson’s additional information ggqu&t did not relieve Peterson of its obligatioh to determine
if it was infringing the ‘159 patent. - S

'32‘ Blount sent a final letteron J:;nuary 19' 2001, to Peterson advising Peterson that -suit was brought
in view of its failure to respond or mdlca.te in anymanner its intentions with respectto its mﬁ'mgmg product.
(Plamuﬁ‘s Ex No. 14) ' - : ]

33. Petersonmade no efforts to cease its infringing activities either inthe time périod spanning the
- De(;embcr 10, 1999., letter and the January 19, 2001, letter, or for that matter, up and until the

commencement of this trial. (Plaintiff’s Ex. No. 17 & Updated Sales Figures prqvidéd byPetersonin

response to this Court’s request). B
34. Dunng the period between Decembcr 16, 1999, and September 19, 2002, Pcterson sold 3,723
ember flame bumcr units (“ember burners”). (Tr., vol. 2, pg. 81 and Peterson Compax_l_y s Objectlon to

Golden Blount’s Motion for Updated Damage; filed on September 18, 2002). - —

35. Peterson's ember burner is intended to be attached to its G-4 series burner systeiri or G-5 series
bumer system. (Joint Pretrial Order--Stipulations, pg- 6). .- '_
36. The G-4and G-5 series burner systems are identical except that Peterson pre-assembles the G-5

~ burner system according to certain Canadian Gas Association specifications. (Tr., vol. 2, pg- 179).

37. Atleast 10 of the 3,723 Ember bumers sold by Peterson were included on the pre-assembled G-5.
series burner systems. (Oct. 5, 2001, deposition of Mr. Leslie Bortz, pg- 154-55).

Ll'I‘ERALINFRINGEMENT—D[RECT Tl A
38. The construction of the claims appears undcr paragraphs 113 thru 116 ofthe Conclusxons of Law
section. The determination of infringement based on the construed claims is factual and is therefore

organized here under the Findings of Fact. ) -

‘“I
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39. The analysis with respect to the literal infringement of claim 1 is as follows:
The first element of claim 1 reads: “an elongated primary bumer tube including a plurality of gas )
discharge ports.” Based upon the totality of the evidence, including unrebutted testimony of Mr. Golden
Blount and this Court’s own observations of the accused device, it is this Court’s finding that the primary
bumer tube is the fundamental burner tube used in a majority of all gas operated fireplaces. Similarly, the

- plurality of gas discharge ports allow the flammable gas to escape from the primary burner tube and be

ignited to provide a flame. Blount presented unrebutted testimony in the form of an infringement chart’,
(Plaintiff’s Exhibit No. 9), as well as oral testimony by Mr. Blount that Peterson’s manufactured products
include & primary burner tube having gas discharge ports therein. (Tr., vol. 1, pg. 45-50). Inaddition to
this unrebutted testimony, this Court had the opportunity to closely observe an assembled version of
Peterson’s manufactured product, wherein this Court observed Peterson’s manufactured product having
the primary burner tube including two or more gas discharge ports. (Tr., vol. 2, pg. 28). Further, Peterson
never presented any evidence that its manufactured products did not contain the aforementioned claimed
element. Thus, Peterson’s manufactured products meet the first limitation of claim 1, which reads: “an
elongated primar).r bumer tube including a plurality of gas discharge ports.”

40. The second element of claim 1 reads: “a secondary coals bumner elongated tube positioned

forwardly of the primary burner tube.”  Given the claim interpretation as set forth by the Courtof Appeals

- for the Federal Circuit and based upon the totality of the evidence, the secondary coals burner elongated

tube is positioned toward the opening of the fireplace, at least as compared to the primary bumer tube, and
is designed to provide a realistic flame, likened to a flame that might emanate from burning coals. Blount
again presented testimony in the form of an infringement chart, (Plaintiff’s Exhibit No. 9), as well as oral
testimony by Mr. Blount, that Peterson’s manufactured products include a secondary coals burner

‘clongated tube, and that it is positioned forwardly of the primary burner tube. (Tr., vol. 1, pg. 45-50).

Based on this Court’s close observation of Pctcrson;s manufactured product, this Court finds that
Peterson’s manufactured products contain the claimed secondary coals bumer elongated tube and that it
was positioned forwardly the primary burner tube. (Tr., vol. 2, pg. 28). Further, Peterson never presented

} This Court includes, as a supporting Exhibit A to its Findings and Conclusions, an Infringement Chart.
(Plaintiff's Ex. No. 9).
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evidence that conclusively established that its manufactured products did not contain theaforementioned
claimed element. Thus, Peterson’s manufactured oroducts meet the second lumtatnon ofclaim I, which

reads; “a secondary coals bumer elongated tube positioned forwardly of the pnmary burner tube.” -

41. The third element of claim 1 reads: “aeupbort means forholding the elongated primary bumer tube

- in a raised level relative to the fofw__érdly poei_tiou[ed] secondary coals bumer e{ongated tube.” The

previous two paragraphs alreadydemonetrate that Peterson’s manufactured productsinclude bath the
elongated primary burner tube and the forwa.gdly positioned secondary coals burner elongated tube, The
only additional limitation added by this elementis thata support means holds the elougafed priruaxybmner
tubeina rmsed level relative to the secondary coals burner elongated tube. Peterson s manufactured
products include a support means that holds the primary burmer tube. Actually, Peterson s support means,
whichisan mdustrystandard pan, is substantlally identical if not completely identical, in shape and function
to the support means illustrated in the * 159 [_)atC[_lt. (Tr.,vol. 1, pg. 47). The queinon for this Court torule

on is whether Peterson’s support means holds Peterson’s elongated primary bumer tube inaraised level -

relativetoits secondary coalsbumer elongated tube. Asaffirmedby the Court of Appeal for the Federa[
Cerlllt this Court construes the term “raised level” to mean that the top of the pnmary burnertubeisata
raised level with respect to the top of the secondary burner tube. In support of the tops test, Blount offered
evidence in the form of Blount’s Trial Exlu'b1t2.2, which illustrated that measuremnents taken at three different
locations along the lengths of Peterson’s bumer tubes (i.e., A, B and C) established that the tops of

Peterson s primary burner tubes are higher than the tops of Peterson’s secondary coals burner elongated :

tubes. Blount offered further testlmonybydemonstmmlg using a carpenter’s level laxd across the tops of
the tubes ofPetetson s manufactured product, that Peterson’s primary burmer was ralsed mth respect to
lts_secondary bumer. (Tr., vol. 2, pg. 28). Even Peterson’s own patent attorney, Mr. McLaughlin,
adnuﬁed during the demonstration that “assi.uning the table is level, the top of the front bumeris below the
top of the rearburner.” (Tr., vol. 2, pg. 29)l Also Peterson’s executive Mr. Bortz admitted lhe top ofthe
ember burner was lower than the top ofthe pnmary bumer (Tr.,vol.2,pg. 42). S umlarly, Mzr. Corrin
testified that the tube is below the top of the main bumer tube (Tr.,vol.2,pg. 173 and Defendant’s Ex.

No. 8). The above evidence was, for the moet pa:_t_,_unrebu_tted because Peterson based the majority ifits

case in chief on the argument that the relative height of the primary bumner tube with respect to the

9.
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secondary coals burner clongated tube should be measured from the bottoms of the respective tubes, or
the ports. Peterson actually offered to this Court, (Defendant's Exhibit 30), which it argued was provided _
to customers and installers to illustrate howlto propertyinstall the assembly. While Defendant’s Exhibit 30
was offered in an attempt to establish non-infringement based upon Peterson’s asserted bottoms test that
Peterson was proposing, the instructions clearly illustrate that Peterson’s preferred installation has the tops
of the primary burner tube being in a raised level withrespect to the tops of the secondary coals burner
elongated tube. Thus, given the above discussed interpretation, and in view of the evidence presented,
Peterson’s manufactured products meet the third limitation of claim 1, which reads: “a support means for
holding the elongated primary bumner tube in a raised level relative to the forwardly positionfed] secondary
coa& burner elongated tube.”

42. The fourth element of claim 1 reads: *‘the secondary coals bumer elongated tube including a plurality
of gas discharge ports.” Blount again presented testimony in the form of an infringernent chart, (Plaintiff’s
Exhibit No. 9), as well as oral testimony by Mr. Blount that the secondary coals burner elongated tube of
Peterson’s manufactured products include a plurality of gas discharge ports. (Tr., vol. 1, pg. 45-50).
Further, this Court’s close observation of Peterson’s manufactured product established that Peterson’s
secondary coals burner elongated tube includes a plurality of gas discharge ports. (Tr., vol. 2, pg. 28).
Peterson never presented any evidence that its manufactured products did not contain the aforementioned
claimed element. Thus, Peterson’s manufactured products meet the fourth limitation of claim 1, which
reads: “the secondary coals burner elongated tube including a plurality of gas discharge ports.”

43. The fifth element of claim | reads: “the elongated primary burner tube and the secondaryéoais
bumer elongated tube communicating through tubular connection means wherein the gas flow to the
secondary elongated coals bumner tube is fed through the primary burner tube and the tubular connection
means.” Blount presented testimony in the form of an infringement chart, (Plainti ff’s Exhibit No. 9), as well
as oral testimony by Mr. Blount, that Peterson’s manufactured products include the tubular connection
means and that the gas flow to the secondary elongated coals burner tube is fed through the primary bumneér
tube and tubular connection means. (Tt., vol. 1, pg. 45-50). Additionally, this Court physically observed
this claimed element in Peterson’s manufactured product. (Tr., vol. 2, pg. 28). Further, Peterson never
presented any evidence that its manufctured products did not contain the aforementioned claimed element.

-10-



Thus, Peterson’s manufactured products meet the fifth limitation of claim 1, which x_';ds:“_‘the elongated

pn'm:iry buﬁier tube and the secondary cc;ils b_umer elongated tube communicating though tubular

connechon means wherein the gas flow to the secondary elongated coals bumer tubc is fed through the
' primary burfier tube and the tubular connection means. " ~

44, The sixth element of claim 1 reads: “a valve foradjusting gas flow to the seconda;ycoals bumer
elongated tube posiﬁoned in the tubular gas connection means.” The evidence as estabﬁs’héd by Blount’s

infringement chart, (Plaintiff’s Exhibit No. 9), as well as oral testimony by Mr. Blduntaid this Court’s own

inspection ofPetelson's manufactured product, conﬁr'lils the presence ofthe valve. (Tr., vol 1,pg. 45-50

and vol 2,pg. 28). Further, Peterson never presented any evidence that its manufactured products did
nétcontain the aforementioned claimed element. Thus, Peterson’s manufactured products meets the sixth
lumtauon of claim 1 , which reads: “a valve foradjusting gas flow to the secondarycoals bumer elongated

 ube posmoned in the tubular gas connectlon means

* 45. The seventh element of. claun 1 reads: *the primary burner tube being incommmﬁcatidn with agas -

. source with a gas flow control means themn for controlling gas flow into said pnma:ybumer tube.” Blount
again presented testimony in the form of an infringement chart, (Plaintiff’s Exhibit No. 9), as well as oral
tmtlmonybyMr. Blount that the primary burner tithe of Peterson’s manufactured products would ultimately
- becoupled to a gas source with a gas flow control means therein for controlling gas ﬂoa;i_into the primary

bumer tube. (Tt., vol. 1, pg. 45-50). Furthermore, the parties stipulated prior to the commencement of

the trial that “Robert H. Peterson Co."s ember burner s intended to be attached to its G-4 series burner

system or G-5 seties bumer system and the combined unit comprises a primary burner pipe, an emberpan
that supports the primary burner pipe, 2 secondary burner tube and a valve that controls a flow of Bas
between fh;a pﬁmaxy bumcx;pipe and the sccoﬁdaxybufncr tube, and that an end user would connect the
prirﬁary burner pipe to 2 gas source having a valve associated therewith.” (Joint Pretrial Order--
Stipulation;s, PE. 6). Thus, Peterson’s manufactured products would ultimately meet the seventh limitation
* ofclaim I,Whicil__rwds: “the pxinwybmnérmbcbcin'ginoommunimﬁouwitha gas source with a gas flow
control means therein for controlling gas flow into said primary burner tube.” ’ |

46. This Court finds that the evidence establishes dlrect mﬁmgemcnt by Peterson and by the ultimate
purchascrs ochtclson s products ofclaim 1. Peterson’s direct infringemeat of clalm 1is established by

-11- -
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the testimounty of Messrs. Bortz and Corrin, both corporate officers of Peterson, who testified that on
multiple occasions, Peterson assembled and operated the infringing device for distributors so theyhad the
opportunity to see how the item worked. (Tr., vol. 2, pg. 65-66 and 199). Direct infringement by the
ultimate purchasers of claim 1 is established by the evidence that proves that Peterson supplied installation
instructions (see infra), (Defendant’s Ex. No. 30), to its ultimate purchasers. Itis these instructions that
undoubtedly were used by these purchasers to assemble the ember bumer, its ass<;ciat0d components, and
connect it to a gas source as stipulated by the parties. (Tr., vol. 1, pg. 45-50). These facts provide this
Court with sufficient evidence to find that direct infringement did indeed occur of claim 1.

47. Therefore, Blount has clearly established direct infringement on the part of Peterson and the
ultimate purchaser of claim 1 the ‘159 patent.

48. This Court further concludes that in addition to directly infringing independent claim 1 ofthe 159

49. With the exception of a few additional elements included in independent claim 17 notincluded in
independent claim 1, and a few elements included within independent claim 1 that are not included within
independent claim 17, claims 1 and 17 are substantially similar.

50. Independent claim 17 does not include the claim limitation ofindependent clairn 1 that the primary
bumer isin communic-ation with a gas flow control means. Thus, this element need not be found in
Peterson’s manufactured products to find direct infringement by Peterson of independent claim 17.
51. The firstelement of independent claim 17 recites: “a secondary coals buming elongated tube,” and
is similar to the fourth element of. independent claim 1. Accordingly, the discussion above with respect to
the fourth element of independent claim 1 maybe applied to the first element of independent claim 17.
Thus, Peterson’s manufactured products will ultimately meet the first limitation of claim 17, which reads:
“a secondary coals burning elongated tube.”

52. The second element of independent claim 17 recites: “a connector means for connecting said
terminal end in communication with the secondary burner tube, the secondary burner tube positioned
substantially parallel, forward and below the primary bumer tube, the connector means having interposed
between the primary and secondary bumer tubes a gas flow adjustnient valve, the primary and secondary
burner tubes having a plurality of gas discharge ports, the secondary burner tube being in'-gas flow

-12-
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communication with the pnmaxybumer tube being the connection means, gas dlstnbuuon ports ofthe

secondary bumcr tube directed away from the ﬁreplace opening.”

53 Iudq)cudent claim 17, however, does requue that the gas dlstributxon portsofthe secondary bumer

tube be dlrected away from the fireplace opcnmg Asaffirned by the Court of Appeals for the Federal
Cu'cmt, tl:us Court prewouslyconshucd thie term “directed away from” to mean that the gasportsofthe
seconglaxy burner tube may be positioned in any direction that does not include a horizontal component
pointed toward the vertical plane of the fireplace opening. (Opinion of the Courtof Appeals for the Federal
Circuit dated April 19,2004, pg. 7-85 Blountpménted testimony in the form of an infringement chart,
(Plaintiff's Ex. No. 9), as well as oral testlmony by Mr. Blount, that the gas ports of Peterson’s
manufactured products are posmoned directly down which according to the- above-rcferenccd
' intefpretation, are away from the fireplace opening. (Ir., vol. 1, pg. 45-50). Inaddition to this testimony,
this Court closely obscrved anassembled version ofPeterson s manufactured pmduct, whcn:m itobserved

the manuﬁictured product having the gas ports directed away from the fireplace opening. (T r.,vol.2,pg. -

28). Because Pcterson believed the term dmected away from™ would ultimately be construed to mean that
the ports must be directed at least partially toward the back of the fireplace, Peterson went so far asto
reqoire the ports of its secondary bumer -tubc to be positioned directly downward. *Giv_cﬁ tho claim
construction, however, this required confi gm-ahouresults inadevice that meets the “dlrected away from”
limitation of claim 17. T o

'54. Asthe otherclaimed elements ofthe .{écbéd limitation of independent claim 17 have been found
in Peterson’s manufactured products, as establishied above withrespectto paragraphs 39 thru 44, this
Couirt finds that the evidence establishes direct infringement by Peterson and by the ultimate purchasers of
Peterson’s products of claim 17. Moreover, the evidence establishes that Peterson itself directly infringed
claim 17 v_vhen Peterson assembled the G-S series burner systems and then sold them to customers.

35. Therefore, this Court finds that Peterson and the ultimate purchaser infringed bothclalms Tand17,

as construed under paragraphs 113 thru 116 below of the ‘159 patent.

-13-
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LITERAL INFRINGEMENT-CONTRIBUTORY _

56. Blount established at trial, through stipulation, that Robert H. Peterson Co.”s ember bumner is
intended to be attached to its G4 series burner system or G-5 series burner system and the combined unit
comprises a primary burner pipe, an ember pan that supports the primary bumer pipe, a secondary burner
tube and a valve that controls a flow of gas between the primary burner pipe and the secondary bumer
tube, and that an end user would connect the primary bumer pipe to a gas source baving a valve associated
therewith. (Joint Pretrial Order--Stipulations, pg. 6).

57. Peterson was made aware of the ‘159 patent as early as December 16, 1999, by the letter from
Mr. Tucker, which is referenced above. (Plaintiff's Ex. No. 10). Given these facts, it is clear that Peterson
was-aware that the combination for which its components were especially made was patented and
infringing, as required by 35 U.S.C. § 271(c).

58. Blount further established through the t&stimc_)nyof Mr. Bortz that Peterson’s ember bumer had no
substantially non-infringing uses. (Tt., vol. 2, pg. 67). The Court also finds the testimony of Mr. Borizand
Mr. Corrin, as well as Mr. Blount and all the evidence, to support the fact that the ember bumer was not
a staple article of commerce. '

59. Asdiscussed above, this Court finds that direct infringement existed. For those units covered by
stipulation for hookup, they were normally hooked up by professional installers or persons from the dealer,
With their experience and relation to Peterson and with alt of Peterson’s literature (including Defendant’s
Exhibit No. 30) one can count on proper installations. Thus, each installation is 2 direct infiingement. (Tr., .
vol. 2, pg. 189). To some extent circumstantial evidence is involved in this analysis, however, the
circumstantial evidence is very sofid. Blount has clearly proven contributory infringement on the part of

Peterson of claims 1 and 17 for those units.

LITERAL INFRII*_JGEMENT—MUCEMEN’I‘

60. The record establishes that Peterson sold the ember bumer. In addition, the record also establishes
that Peterson sold the G4, which includes the primary burner and support pan, and sold the G-5, ten at
least of which, had the ember bumer attached. Further, given the stipulation that the ultimate assembly
would be connected to a gas source, there is sufficient basis to conclude that Peterson knew or should hav‘c

-14-



known that this ultimate configuration would infringe independent claims | and 17, (Joint Pretrial Order--

Stipulations, pg. 6). T - -

61. Peterson was made aware of the *159 patent as early as December 16, 1999, by the letter of

December 10, 1999, from Mr. Tucker, whichis referenced above. (Plaintiff’s Ex. No. 10). Given these
facts, it is clear that Peterson was aware that the combination for whichits componen& wcn;, cSpécially
made was patented and infringing. AlSo Peterson filly asserbled an entire infringing structure and hooked
ituptoagas source to demonstrate it and itsuse fo independent distributors. This Coix-j't finds thistobe
a substantial inducernent, - |

_ 62. The record is also clear that Petersori provided literatureand assembly instructions to consumers
detalhng how {0 install the components in a'preféfred configuration, which induced its customers to install
the compouents inaninfringing manner. (Tr.; vol. 2, pg. 173-174). Also, Peterson fullyassembled and.
hooked up in a fireplace an accused structure and demonstrated it and its use to independent distributors,

which this Court finds to be a substantial mducement . -
63. Because Peterson provided the consumers with detailed instructions, (Dcf"enda_x_i?s Ex. 30),7how
to assemble the parts in an infringing manner, Peterson knew or should have kniown that such actions would
induce direct infringement, and executive Corrin tfsu fied either the consumer would hire an installer or the
ded& would provide the service for the store. Thus thereis little doubt that the installagoﬁ was in factdone
in acmrdaﬁce with Peterson’s directions. Invariably, infringement occurred. Whether this is viewed as
direct or circumstantial evidenée, it is very str(;r;g. (Tr., vol. 2, pg. 189). . -
64. As found by this Court in paragraphs 39 thru 54 above, there was direct inﬁ-ingcme;,nt by Peterson
or 1ts ultimate purchasers of claims 1 and 17 of the ‘159 patent. 7 )
5. Accordmgly, thSCoultﬁndsthatmthosemstznc& where direct mfnngement byPetcrson was not
proven, Blount has clearly proven induced mfnnganent onthepart of Peterson of claims 1 and 17 forthose
units. B 7 . .
66.In vie-w of this Court’s literal infringement ﬁn-dings, because Peterson’s manufactured products
literally infringe claims 1 and 17 ofthe ‘159 patent, it infringes the patent. Thus; oorrii:ariso‘n_ of Peterson’s
productto the remaining claims depending ﬁ'om'i'xidepcndeqt claim 1 is generally unneccss;iry The Court
nonetheless concludes that Peterson’s product infringes (under any one of or the combination of 35 U.S.C.

15 - o
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§§271(a)to 271(c)) the claims dependent on claim 1, because, as supported by the testimony of Blount
and the accompanying claim infringement chart, the elements of these dependent claims are also present -

in Peterson’s manufactured products. The literal infringement of dependent Claim 15 is particularly __
important because Claim 15 includes the artificial logs and the grate support means.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

67. ﬁlotmt offered unrebutted testimony at trial that every clement of Peterson’s manufactured products
perform substantially the same function in substantially the same way to obtain the same result as the
claimed elements of the ‘159 patent. (Tr., vol. 1, pg. 59-60).

68. Blount further offered unrebutted testimony by Mr. Blount at trial that any difference between
Peterson’s manufactured products and the claim elements were insubstantial at best. Mr. Blount actually
testified that they were an exact copy. (Tr., vol. 1, pg. 30, 37, 46, 48, 56 and 60).

69. Based on the evidence presented to it, this Court finds that there is no prosecution history estoppel
that limits the range of equivalents regarding the claimed elements. Moreover, attomey McLanghlin testified
that he did not rely on estoppel in his infringement analysis. (Tr., vol. 1, pge. 186).

70. Thus, this Court finds that in those instances where literal infringement does not exisy, thereis
infringement of the claims of the ‘159 patent under the doctrine of equivalence.*

71. Insummation, this Court concludes that Peterson literally infringes (e.g., directly, by inducement,
or contributorily) or infringes under the doctrine of equivalents independent claims 1 and 17 of the *159

patent, as well as claims 2, 5, 7-9, 11-13 and 15-16 that depend from independent claim 1.

DAMAGES

72.Mr. Blount testified for Blount at trial as to the demand that existed for the product during the

period inquestion. (Tr., vol. 1, pg. 61). Thus, Blounthas conclusively established the first required element
of Panduit.?

* The Equivalence Chart presented by Blount at trial supports this finding.

¥ Sec the Conclusions of Law section, paragraph 139, where the Panduit factors are set forth.
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73.In add:tlon to establishinga demand t‘or the patented product during the pcnod in qucsuon, Blount

estabhshed an absence, during the penod of m&mgement, ofacceptable non-mfrmgmg substitutes. (T r.

vol. 1 pg 63-65)

74. The ﬁacts of the present case estabhsh atwo-supplier market. Blount offered ewdmce thmugh the
tmanyoer. Blount that Blount and Peterson together held approximately 95 per_r_:cnt_or_ more of the
market associated with Ember burners similar to that covered by the ‘159 patent. (Tr,, vol. 1,pg. 64).
_ WhilePeterson attempted to impeach Mr. Blount’s testimony on this point, it unfor-tunatelydid not present

any evidence to the contrary, which is éurprising in view of Peterson’s many years in the market and the
knowledge Peterson must have acquired about the market. Therefore, this Court finds that Mr. Blount’s
tdstunonyts sufficient to establish a two mpphcrmarket. The supposed 5 percent of the market that Blount
and Peterson did not hold is deminimus, and there fore, for damage calculationsa two-suppher market still
exists. - - - i

75. Peterson argued that this is_not a two-supplier market, and that other acccptabl.é ndn—inﬁ'ingir_lg-
substitutes exist. . _

76. Hcrethepatcnted product offcrsquxte umque and novel rcsults (Tr,vol. 1, pg 28-30) Theso

called* acceptable non-infringing substltutes”Petexson has introduced are either not acceptablc orthey -

too infringe. ) I

77. Blount established at trial that Peterson’s front flame director was not an acceptable substitute.

(Tr., vol. 2, pgs. 184, 195). Peterson’s own Vice President, Mr. Corrin, testified that the front flame
director lacked the valve for adjusting the height of the front flame. Even more telling, Mr. Corrin testified

that the front flame director was not as good as their ember bumer. (Tr., vol. 2, pgs. 184, 195).

78. Asthe valveto adjust the height of th;a front flame is one of the particular features available only
from the  patented product, under the law set forth in Standard Havens, the front ﬂamc director, lackmg
that valve or any adjustment means, is not an acccptablc non-infringing substltute

79. Peterson further argues that Blount adimitted at trial that at least five products on the market perform
roughly the same ﬁmction as Blount’s patented device. (Tr.;vol. 1,pg. 63). Therecordis cldar that those
five products were infringing substxtutfs and not aoceptable non-mﬁmgmg substitutes. (T T, vol 1,pg 63).
In fact, the record indicates that Blount sent the manufactures of those five products the :dmtlcal notice of

._17_7 » ) _.;
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infringement letter at the same time it sent Petersoniits letter. (Tr., vol. 1, pg. 63). No evidence exists in
the record that the aforementioned five instances of infringement continued after the notice of infringement

letters wercreceived. In fact, Mr. Blount’s testimony indicates that while the other companies were

~ moving in and were interested in the outcome of this trial, none were still infringing after receipt of their

notice of infringement letter. (Tr., vol. 1, pg. 62-64).

80. 'Ihcmforé, this Court believes that Blount provided sufficient evidence to support the ﬁnding that
there were no acceptable non-infringing substitutes that could have decreased the market share Blount and
Peterson together held. Thus, Blount has conclusively established the second required element of Panduit.

81. Blountalso offered sufficient evidence through Mr. Blount's testimony that Blounthad more than
enough manufacturing and marketing capability to promote thedevice. (Tr., vol. 1, pgs. 62, 66). Thus, -
Blount has conclusively established the third required element of Parnduit.

82. This Court now only needs to determine a detailed computation of the amount of profit Blount
would have made, to meet the final required element of Panduit.

83. Inatwo-supplier market, to determine the actual damage amount in a lost profit case, the Court
should multiply Blount’s per unit profit times the number of infringing devices tﬁat Peterson sold.

84. To do this, however, the Court must determine the device upon which lost profits are to be
calculated.

85. Using two different approaches, Blount has established that the device for calculating lost profits
includes the entire burner asserbly (including the secondary bumer and valve), the grate, and a full set of .
artificial logs: '

86. Dependentclaim 15, which was established as literallyinfringed above, for instance recites that the
gas-fired artificial logs and coals-bumer of claim 1 are positioned under artificial logs and a grate support
means. Becausethe artificial logs and the grate support means are positively claimed in dependent claim
15, the artificial logs and the grate support means should be included in the device upon which damages
for direct infringement as well as lost profits are to be calculated. _

87. Accordingly, the device for calculating lost profits includes the entire bumer assembly (including
the secondary bumer and valve), the grate and a full set of artificial logs, which must be the case here,
because apart from the artificial logs and grate, the coals bumner unit has no purpose or function. _
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88 G1ven the circumstances, the entire markct valueruleis appropnate hereas thc seoond approach.

Ewdence was offered at trial by Peterson 'Ssown ofﬁccr, Mr. Corrin, that Peterson used the emberbumer

toentice customers to come back to the store to purchase newer log sets, and at the same time, purchase
P_e_terson s ember bumer, wl'uch improved the ovgmll appearanceof the ﬁreplact_:. (T r.,vol.2,pg. 177-
79). These facts are sufficient to est-ablish that the ember burner is the basis for the c_t_xstomcr’s_demand,-
~ as set forth by TWM. o _i s f_i.’_'“
~ 89.Blount also offered evidence that the glowing embers from the ember bumei'are whatdraws a
customer’s attentionto a paxucular log and bumerset, and what ultimately makes the sale ('I‘ r,vol. 1,pg.
157-63). o -
'90. Blount also offered testimony at trial that the elements of independent claims I and 17 constitute
a functional unit with the artificial logs axid the grate support. o o
91 Plainﬁﬁ; Blount’s case-in-chief presentec{ a third-party witness retailerrwith'_cxien;sive sales
" experience w1th gas fireplaces and ember burnerand gaslog sets. Hetestified that 97 % perccntof the

time that he sellsanember burner, he also sellsan cntlre bumner assembly and log set wuh it. (Tr.,vol. 1,

pg. 160). Inaddition, Mr. Blount testified that they are “always to go with the log set” and that he had

“never known of any one ember bumer set sold byitself.” (Tr., vol. 1, pg. 68). Petersonhadno testlmony
to quantify even in a general way when the two would not ultimately be sold together -

92, Petcrson failed to rebut Blount’s evxdencebecause itdid not offer any numerical cwdencc regarding
how often it sells one of its Ember bumersiwith the entire burner and log set. | |

93. In summation of this point, Blount introduced testimony as to the standard practice in the industry
for selling the ember burner, and Peterson fai le_—d to ixitmduce its own testimony to rebut Blount’s testimony.

04, B_ecause the evidence establishes that-97‘% percei;t ofthe sales of the ember bli};ner would also
encompass the sale of the entire burner assembly and log set, the record supports a proration of the
damage amount based upon this percentage.. _ T

95. Baséd ontherecord, of the 3,723 EMB 's sold by Peterson, 2 ; percent (i.e. 94- EMB’s) were
sold withoutan associated bumerassembly and logset, and the remaining 97 Y4 percent (l e.,3,629) were
sold with an associated burner assembly and log set.

96. Blount established at frial thatits profit on the ember bumner alone is $14.09 per unif and its profit
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on the ember burner, entire burner assembly and full set oflogs is $117.92 per unit. (Plaintiff’s Ex. No.
18). __

97. This Court finds, based on the percentages and profits established in the paragraphs above, that -
the total actual damages amount to $429,256.

“WILLFULNESS / EXCEPTIONAL CASE _

98. Having carefully reviewed the record herein, the Court concludes that Peterson's minimal attempt
to attain a competent opinion is permeated by a lack of due care. The record is quite clear that Peterson’s
supposed oral opinion was an incompetent, conclusory opinion to be used only as an illusory shield against
a lalérchargeof willful infringement, rather than ina good faith attempt to avoid infringing another’s patent.

99. Throughout the 2}; years from the time the first notice letter was sent, Peterson simply never
obtained a single written opinion suggesting that their commercial embodiment avoided infringement. Also,
the denial that the first letter related to notice of infringement is shown unlikely by Mr. Corrin’s own

charactenization of it as an “infringement letter”” in his correspondence with his patent counsel. (Tr., vol.

2,pg. 192). Also, this Court finds it disingenuous for Peterson to argue at trial that the interrogatories

answered well after suit was filed and during discovery, form the writien opinion upon which they relied.

160. The first time Peterson spoke to Mr. McLaughlin was on or about December 30, 1999, however, .
Mr. McLaughlin did not have the accused infringing device at this time. (Tr., vol. 1, pg. 181). Therecord
establishes that Mr. McLaughlin, at this time, only had apicture of the accused infringing device. (Tr., vol.
1,pg. 181). Neither did Mr. McLaughlin have the prosecution history of the *159 patent at this time,
which is an important element of any competent opinion. (Tr., vol. 1, pg. 202-03).

101. This non-substantive conversation in no way can be construed to be an opinion upon which
Peterson could reasonably rely because it was based solely on a supposition. This suppositionamounted
to arepresentation on the part of Mr. Bortz that the invention had been around 20 to 30 years. (Tr., vol.
2, pg. 55-56). Mr. McLaughlin, with only the evidence listed above, said that “if we cowuld prove that the
invention hadbcen around for 20-to 30 years then it would be astrong argument of invalidity.” (Tr., \.rol.
2, pg. 55-56, emphasis added). This “ifthis, then that"” statement plainly does not amount to an opinion

upon which a prudent person could reasonably rely.
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102. Peterson made no further efforts to determine whether it was truly infringing oi' not, untl aﬁa suit

was filed, almost a year and two months aﬁer receiving the first notice letter. (Tr., vol. 1, pg. 202—03).-

- 103. Pctcrsonazgucs that ltdldnothmgﬁnﬂlerbewuse it was awaiting “additional mforma.honor further
éxplanatlon from Blount’s attorney.” This Court finds this argument lacking merit. Blount doa'. not, after
sending multiple notice of 1 mﬁmgemcnt letters to Peterson, owe Peterson any obllganon Wlth regard to
advising- Pcterson how they actually were mfrmgmg. _

104. chcrthcless Blount’s failure to respond to Peterson’s additional mformatlon request did not
relieve Peterson of its obligation to determine ifit was willfully infringing the ‘159 patent. To the contrary,
‘Peterson continued its infringing activities even after May 16, 2000, and actua.lly even Lhrough the trial
- proceedings. (Tr.,vol. 2,pg. 181 and Peterson Company’s Objection to Golden Blount’s Mation for
Updated Damagfs filedon September 18 2002) This reflects an egregious dxsrcga:d for thc 159 patent.

105: It was not until after the lawsuit was _ﬁlcd in January 2001 that Peterson finally became concemed,
not mththe damages associated with the infringing activity, but apparently with the a&orﬁey's fees that
Peterson might be required to pay as a willﬁﬂ infringer. (Tr., vol. 2, pg. 60-62). By Mr. Bortz’ own
admission, he told Mr. McLaughlin that this was not a very meaningfisl case “dollar wise” but that he heard

apersonmight have to pay attorneys’ fees ifhe losés apatent lawsuit, and he asked Mr. McI;aughlin what'

he should do. (Tr., vol. 2, pg. 60-62 & Dec. 19, 2001 deposition of Mr. Leslie Bortz, pg. 60). Mr.
McLaughlin told him that one way that attorney’s fees could be avoided was byobtmnmgan oplmon. ad).

106. At no time when Mr. McLaughlin gave Mr. Bortz advice did Mr. McLaughlin eversee theactual
. accused structure. (Tr., vol. 1 pg- 181). While some advertisements of Peterson’s structure were shown,
detailed drawings were never provided to Mr. McLauglﬂin, including the installation instrﬁctionsibz]t were
apparently sold with the device. Thus, Mr. McI.aughlm never had a full undetstandmg ofthe accused
structure. (Tr vol 1,pg.200). - - _ : "

107. While Peterson argues that three oral consultaﬁons occurred, this Court finds thatonlyone oral
opinion of counsel, if it can evenbe called that, was rendered. This oral opinion was rendered by Mr.
McLaughlih on or about May 1, 2001, about;_mdn_ths after suit had been filed and 2% ycérs after
Petersoﬁ was first noticed of its infringing activity. (Tr, vol. 1, pg. 179-83). 7 , T

108. This Court believes that Peterson did éet what it asked for, a statement that there was no
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infringement. Peterson’s primary desire, however, was to avoid paying attorneys’ fees or increased
damages, and this appears to have been the sole reason for consultation with counsel, and these actions
showed a willful and egregious disregard for the ‘159 patent. |

109. In sammary, this Court finds that Peterson had three consultations with Peterson’s Attorney. All
were oral: Only the last oral consultation by phone approached what was needed to determine infringement
and validity issues, and even it was made with a search limited to the company’s ownrecords and with
there having been no accused structure shown the patent attorney and without even a single meeting. This
third consultation occurred a- number of months after suit had been filed and was motivated by the
apprehension of Peterson having to pay attorneys® fees, and not for a concern of infringement of the 159
patent.

110. Peterson’s cavalier attempt to obtain an opinion and the non-persuasive trial testimony of
Peterson’s witnesses are classic examples of conduct that clearly and convincingly demonstrates willfulness,
which serves as a basis for an exceptional case.

111. This Court therefore finds that the infringement of Peterson was willful, thus the actual damages
are trebled, totaling $1,287,766. '

112. Given Peterson’s conduct and its overall willful disregard for the ‘159 patent, such an award is
appropriate here. The Court finds. that as a result of Peterson’s continued infringement, without a
reasonable basis for believing that it had a right to make, use or sell its product prior to the expiration of
the “159 patent, Blount has been compelled to prosecute an infringement claim at great expense. Under
these circumstances, an award of attorneys’ fees is proper.

113. This Court therefore finds this to be an exceptional case under 35 U.S.C. § 285, thus reasonable

attorneys’ fees in the amount of $332,349 are awarded to Blount.
CONCLUSIONS OF LAW

CLAIM CONSTRUCTION .
114. The parties dispute the meaning of two terns in the claims of the patent in suit, namely the phrase
“raised level,” as recited in claim 1, and the term “below™ and the phrase “away from the fire place
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opening,” as recited in claim 17.

115. As affimned by the Courtof Appeals for the Federal Circuit inits opinion dated April 19,2004,

this Coun éopstmm that the term “ata zmsod level” in claim 1 refers to the top of the two burner tubes, and
that the t;)i)s of the tubes should be used to determine whether the primary burner tube is held at a raised
level with respect to the secondary burner tube as recited in claim 1. This Court also construes that the
term “below™ in claim 17 refers to thie tops of the two burner tubes, and that the tops éf the tubes should
be used to determine whether the secondary burnier tube is positioned below the pﬁlfxary'byhér_tube as

7 rec}tcd inclaim 17. (Opinion of the Court of Appeals for the Federal Circuit dated April 19, 2004, pg. 7-
"|16. As affirmed by the Court of Appeals for the Federal Circuitin its opinion dated April 19, 2004,

tﬁis Court construes the term “away from the fireplace opening” to mean that the gas ports may be
positioned in any direction that does not inc]u;ié ahorizontal component pointed toward the vertical plane

ofthe fireplace opening. (Opinionofthe Cou.rt of Appeals for the Federal Circuit dated Apn] 19,2004,

pg. 7-8). .
117. Ali the other terms in the claims at issue are construed to have a plain and ordmarymeanmg, which
appears not to have been contested at trial.

VALIDITY .

118. Avahdxtyanalysm begins with the prcmunpllon of validity. An issued patent is prtsumed vahd. 35
US.C. § 282. LT

119. An f‘ac_cused infringer who raises patent invalidity as a defense bears the bur_dgn of shm;fing
invalidityl:p},7 fa'qts supported by clear and convincing_ evidence.” Robotic Vision System, Inc.v. View
Engineering, Inc., 189 F.3d 1370, 1377 (Fed: Cir. 1999); Weatherchem Corp.v.J.L. Clark, Inc.': 163

F.3d 1326,.1334-35 (Fed. Cir. 1998). T -

120. As affirmed by the Court of Appeals fon: the Federal Circuit on April 19, 2004, this Court
concludes that Peterson has failed to prove by clear and convincing evidence that the * 159 ;-)-atfmt isinvalid
for obviousness. This Court therefore finds the 159 patent not to be invalid. (Opuuon of the Court of

Appeals for the Federal Circuit dated April 19, 2004, pg. 12).
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LITERAL INFRINGEMENT-DIRECT
121. The claims define the metes and bounds of the invention, and only they may be infringed. .
SmithKline Diagnostics, Inc. v, Helena Labs. Corp., 859 F.2d 878, 882 (Fed. Cir. 1988); Corning
Glass Worlcs v. Sumitomo Elec. USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989).
122. The patentee’s burden is to show literal infringement by a preponderance of the evidence. Braun
v. Dynamics Corp., 975 F.2d 815 (Fed. Cir. 1992). _
123. A patentclaim s literally infringed if the accused productor process contains each element of the
claim. Tate Access Floors v. Maxcess Techs., 222 F.3d 958, 964 (Fed. Cir. 2000); Uniroyal, Inc. v.
Rudkin-Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If each element is present, literal
infringement exists and “that is the end of it.” Graver Tank v. Linde Co.,339U.S.605,607,94 L. Ed.
1097, 70 S. Ct. 854, 1950 Dec. Comm’r Pat. 597 (1950).

124. In determining infringement, the accused product is compared to the patent claims, not the
patentee’s product. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1423 (Fed -
Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 1998).

125. Infringement of a single claim is infringement, Panduit Corp. v. Dennison Mfg. Co. Inc., 836
F.2d 1329, 1330 n.t (Fed. Cir. 1987); Intervet America.v. Kee-Vet Laboratories, 887 F.2d 1050,
1055 (Fed. Cir. 1989), and entitles the patentee to the fill panoply of statutory remedies. Intervet, 887
F.2d at 1055. .

126. This Court understands that in determining infringement, the accused product is compared to the -
patent claims, not the patentee’s product. However, FIG. 2 of the ‘159 patent is representative of the
claims ofthe * 1 59 patent and the claims may be read on the FIG. 2 structure, For this reason acomparison
of one of Blount’s devices and Peterson’s manufactured product ishighly instructive for purpos&s ofthis
Court’s analysis, and is, therefore, provided.



Ad

Blount’s Patented Device _ B . o
FIG.2 of the ‘159 Patent- Peterson’s Manufactured Product

- Figure 2 of Peterson’s Installation Instructions

' 127.The findings in the sections above mé!ke outaclear case of direct infringement on all of the devices

sold. c - _ -

LITERAL [NFRINGEMENF-COWBWORY .

128. Contributory infringement liability arises when one “‘sells within the United States. .. acomponent
ofapatented machine. . .constituting amaterial-pan' ofthe invention, knowing the same to be especially
made or especially adapted for use in an infringement of such patent, and not a staple article or cgmmochty
of commerce suitable for substantially nom;lﬁihgihg use.” 35.US.C. §271(c) (2002)_

129. Thus, Blount must show that Peterson “knew that the combination for which its components were

.especially made wasboth patented and mfnngmg "-Preemption Devices, Inc. v. Minn. Mmmg &Mfg,
Co., 803 F.2d 1170 1174 (Fed. Cir. 1986).

130. An appmpnate infringement notice letter from the patentee to the accused infringer provides fhe
requisite knowledgc required by 35U.S.C. §27 1(c) Aro ManufacturmgCa Inc. v. Convemb!e Top
Replacement Co., 377 U.S. 476, 490 (1964). - - . o

131. Further, Blount must show that Peterson’s componen_ts haveno substantially noninfringing uses,

while meetmg the other elements of the statute. Alloc, Inc. v. ITC, 342 F.3d 1361, 1374 (Fed Cir.
2003). ' ’
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132. The findings in the sections above make out a clear case of Contributory infringement on all of the

devices sold.

LITERAL INFRINGEMENT-INDUCEMENT

133. Inorder to find Peterson liable for inducing infringement under 35 U.S.C. §271 (b), Blount must
-show that Peterson took action that actually induced infringement. Met-Coil Sys. Corp. v. Korners
Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir. 1986) (“There ¢an be no inducement of infringement
without direct infringement by some party.™)

134. Further, Blount must show that Peterson knew or should have known that such actions would
induce direct infringement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F.3d 1250 (Fed. Cir.
1999). '

135. The findings in the sections above make out a clear case of induced ir_lﬁingement onallofthe

devices sold.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

136. Infringement under the doctrine of equivalents occurs when a claimed limitation and the accused
product perform substantially the same fimction in substantially the same wayto obtain the same result. See
Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 3940, 137 L. Ed. 2d 146, 117 S.
Ct. 1040 (1997).

137. Infringement under the doctrine of equivalents also requires that any difference between the claim
clements -at issue and the corresponding elements of the accused product be insubstantial. 7d.

138. This Court finds altematively (or cumnulatively) that there was infringement under the doctrine of

equivalents.

DAMAGES

139. Torecover lost profit damages, the patentee need only show causation and the factual basis for
causation between the infringement and the lost profits. Lam, Inc. v. Johns-Manville Corp., 718 F.2d
1056, 1065, 219 U.S.P.Q. 670 (Fed. Cir. 1983).
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140 To do this, Panduit established that the patent owner need only demonstrate
- 1} . ademand for the product durmg the period in question; , 4
2) . anabsence, during that period, of acceptable non-infringing subst:tutcs
- - 3) " itsown manufactunng and markchng capability to meet or explmt that demand; and

4) a detailed computation of the amount of the profit it would have made

] Panduzt Corp. v. Stahlin Bros. Fibre Works, Inc. , 575 F.2d 1152, 1156, 197 U S. P Q.- 726 (6th -

Cir. Mlch. 1978); Radio Steel & Mfg. Co. v. MTD Prods., Inc., 788 F.2d 1554 1555 229 U.S.P.Q.
431 (Fed. Cir. 1986). - s _

141. In 2 two-suppher market it is reasonable to assume provided the patenl owner has the
niat_n_lfactpn_ng capabilities, that the patent owner would have made the infringer’ s  sales but for the

infringement. State Indus. v. Mor-Flo Indus:, 883 F.2d 1573, 1578, 12 U.S.P.Q.2d 1026 (Fed. Cir.
1989). | -

142.The “[m]ereexistenceofa conipeﬁng dc{{ic_e does not make that device e&;lacoq_)table sol-Jsﬁune." :
TWM Mfg. Co., Inc. v. Dura Corp., 789 F.2d 895, 901, 229 U.S.P.Q. 525 (Fed. Cir. 1986), cert.
denied. A product on the market that lacks the advantages ofthe patented product can hardilybc termed
asubstitute aooeptable to the customer who wants those advantages. Standard Havens Products, Inc.
v. Gencor Industries, Inc., 953 F.2d 1360, 1373, 21 U. SP. Q.2d 1321 (Fed. Cir. 1991), cert denied.
prumhasers are motivated to purchase because of particular features avaxlable only from the patented

product, products without such features would most certainlynotbe aoceptable non-mﬁmgmg substitutes.
1d. '

143. Also, courts have genmllyheid thatan inﬁinger's acceptable substitute argument isof“limited

influence” when it [the infringer] ignores those substitutes while selling the patentod mvenhon_ (emphas1s
added). TWM, 789 F.2d at 902. This is exactly what Peterson did. 7

| 144. Inanalternative approach, however, the “entire market value rule” maybe used to determine the
device for calculating lost profits. In Beatrice Foods, the Court stated that the law does not Vbar the
inclosion of convoyed sales in an award of lost proﬁts damages. Beatrice Foods Co. v. New England
Printing & Lithographic Co., 899 F.2d 1171, 1175, 14 U.S.P.Q.2d 1020 (Fed. Cir. 1991).

145. The “entire market value rule” allows for the reooveryof damages based on the value of an entire
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apparatus containing several features, even though only one feature is patented. Paper Converting
Machine Co., v. Magna-Graphics, Corp., 745 F.2d 11, 33, 223 U.S.P.Q. 591 (Fed. Cir. 1984). .
146. The “entire market value rule” further permits recovery of damages based on the value of the |
entire apparatus containing several features, when the patent-related feature is the basis for customer
demand. See THWM, 789 F.2d at 901.
147. The*“‘entire market value rule” is appropriate where both the patented and unpatented components
together are analogous to components of a single assembly, parts of a complete machine, or constitute a

functional unit. See Rite-Hitev. Kelly Co., 56 F.3d 1538, 1550, 35 U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE

148. In addition to requiring “damages adequate to compensate for the infringement,” Section 284 of -
the Patent Act authorizes a district court to “increase damages up to three times the amount found or
assessed.” 35 U.S.C. § 284,

149. The Federal Circuit has interpreted this provision of Section 284 as requiring atwo-step process:
“First the fact-finder must determine whether an infringer is guilty of conduct upon which increased damages
may be based.” Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397 (Fed. Cir. 1996).-
“If so, the Court then determines, exercising its sound discretion, whether, and to what extent, to increase
the damage award given the totality of the circumstances.” Id.

150. “Anact of willful infringement satisfies this culpability requirement, and is, without doubt, sufficient - -
to meet the first requirement to increase a compensatory damages award.” /d. Thus, once a proper
willfulness finding is made, the first step in determining whether damages should be enhanced is complete.
Id. Atthatpoint, the Court need consider only whéther. and to what extent, the compensatery damages
awarded by the fact finder should be increased, in light of “the egregiousness of the Defendant’s conduct
based on all the facts and circumstances of the case.” Id.

151.“A potential infringer having actual notice of another’s patent rights has an affirmative duty of
care.” Spindelfabrick Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & S‘alze_r'
Maschinenfabrik Aktiengessellschaft, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement
is thus deemed willful when the infringer is aware of’ anothqr’s patent and fails to exercise due care to avoid
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inﬁingemeiu. Electro Medical Sys.; S.A: v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1056 (Fed. Cir.

1994); Rolls-Royce Ltd. v. GTE Valeron Corp., 800F.2d 1101, 1109 (Fed. Cir, 1986) ‘This standa.rd__

of’care typlwllyrequnes an oplmon from competent patent counsel prior to engaging in any potentially
mﬁ'mgmg actmtlw Underwater Devices, Inc. V. 'Morrison-Knudsen Co., 717 F 2d 1380, 1389-90
(Fed Cir. 1983). To establish willfulness, Blou.nt must demonstrate by clear and convincing evidence,

considering the “totality of the c1rcumstanc&~:, tha.tPetersonw:llﬁﬂlymﬁmged its patenL Electro Medical,

34 F.2d at 1056.

152.The prosecution history of a patent in question is an important element of any cormipetent opinion.
Underwater Devices, 717 F.2d at 1389-90. _ _ -

'153. Aholding of willful infringement is usuallysuﬂicnent tomake acase exceptlonal and entitles the

" * opposing party to.its attorney’s fees. 35 U.S.C.'§ 285 (2002); Avia Group Intl; I_m:. v. LA. Gear

California, Inc., 853 F.2d 1557, 1567 (Fed..Cir. 1988). -

".29.

L

AL



CONCLUSION

For the reasons set forth above, the Court concludes that Peterson’s manufactured prtiducts infringe .
the claims of the ‘159 patent. Blount is entitled to actual damages from Peterson in the amount of
$429,256. The infringement of Peterson was willful, thus the actual damages are trebled, totalling
$1,287,766. Blount is also awarded prejudgment interest, which shall be calculated on a simple rather than
compound basis, on the actual damages 0£$429,256 at the rate of 5.0% for the period from December
16, 1999, to August 9_, 2002. This is an exceptional case under 35 U.S.C. § 285, thus reasonable
attorneys’ fees in the amount of $332,349 are awarded to Blount. Blount is further awarded postj udgment
interest, calculated pursuantto 28 U.S.C. §1961, on the sum of the trebled damages and attomey’s fees
at the rate of 1.88% from the date of the final judgment. Costs in the amount 0f$10,031.04 shall be taxed
against Peterson. Based upon the fact that infringement causes irreparable harm, an injunction is granted
against Peterson.

It is so ORDERED
SIGNED: June , 2004.

JUDGE JERRY BUCHMEYER
UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF TEXAS
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CERTIFICATE OF SERVICE

Thereby certify that atrue copy of the enclosed Golden Blount, Inc.’s Pmpdscd Findings of Fact

and Conclusions of Law was served on the following counsel of record on June 10,2004, by first class mail

and facsimile:

Jerry R. Selinger

Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200
Dallas, Texas 75202
214/855-4500 (Telephone)
214/855-4300 (Facsimile)
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- NORTIF . N — '
IN THE UNITED STATES PISTRICT CPURT - R : y
- FOR THE NORTHERN DI§TRICT s - T : -
] DALLAS DIV|SION .- - . .
, T ____: ~ - 2
_GOLDEN BLOUNT, INC., 5 | CLERK,US.DISTRICT GOURT - | 4
' - § By ‘% l :
P Beputy -
Plaintiff, § -
& Civil Action No. -
V. §7 . — - )
§ - § 3-0ICVOI2T-R = - = - 4
ROBERT H. PETERSON CO., § .
§
Defendant. § ) - -
-~ ORDER - o . {4

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 18,
2004, hereby VACATES Defeadant’s Finﬂings of Fact and Conclusions of Law previously adopted
on June 22, 2004. The Court, also consistent gvitli its ruling at the conclusion of the Ora_l_Heéring on
August 18,-2004, is of the opinion that the PlaintifF's Findings of Fact and Conclusions of Law
- submitted on August 31, 2004, are correct, .and they are herchy ADOPTED as the Findings and »
Conclusions of this Court. 7 o o _ | -

IT IS SO ORDERED. L
ENTERED: this N\ day of S{@‘“ , 2004.

AT '
SEN TED STATES DISTRICT JUDGE

NORTHERN DISTRICT OF TEXAS

!
L 4
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IN THE UNITED STATES iIsTRICHEQuETs} ¥ 12

FOR THE NORTHERN DISIRICT ?F—T ——
DALLAS DIVISION
SEP -2 2004
GOLDEN BLOUNT, INC., § " CLERK,US.DiSTRICT COURT
. § © By L
Plaintif, § peecty 2
§ Civil Action No.
v. §
§ 3-0ICVO0127-R
ROBERT H. PETERSON COQ,, §
§
Defendant. §
ORDER

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 18,
2004, hereby VACATES Defendant Robert H. Peterson’s Application for Attomeys’ Fees
previously adopted on August 11, 2004.

IT IS SO ORDERED.
ENTERED: this Q. day of Sz\;?L , 2004
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IN THE UNITED STATES DISTRICT CO I'i “—r)———
FOR THE NORTHERN DISTRICY OF TE :
] DALLAS DIVISION -2 204
GOLDEN BLOUNT, INC., S CLERK, US. DISTRICT COURT
. ) - § n, B -
Plaintiff, -8 Deomyy
R Civil Action No, -
V. §. '
- § 3-01CVOI127R
ROBERT H. PETERSON CO., § -
i §
Defendant. § o

FINDINGS OF FACT AND CONCLUSIONS OF LAW

 This Court has conducted a beach trial-on plaintiff Golden Blount Inc.’s claims against
dcfcndan;; Robert H. Peterson for a-ﬁndin_g of infringcment of U.S. Patent No.. 5,988,159 and
7 pérmanent injunction, and on Peterson’s counterclaims of invalidity and nou-inﬁinggement_r- In
accordance with FED. R. Civ. P. 52(a) and cons-istent with the Court of Appeals for ﬂie Federal
Circuit's Opmmn decided April 19, 2004, the Court enters the following findings of fact and

conclusions of law.? o : E
FINDINGS OF FACT - Lol -

1. Thisisan action for patent infringement. The Court has subject matter jurisdiction imdérzs
U.S.C. §§ 1331, 1338(a). The Court has personal junsd:ctton overthe parties. Vcnuc in l[us judunal
dlsmctxspmperunderm US.C. § 1391. ;

! While the Appcllatc Court held that the pateat was not invalid, and that the defease ot'uncnforcé_n'_biﬁty E
was waived, this Court includes general reference to these elemears for completeness. Golden Blount, Iac. v.
Robert H. Peterson Co., 365 F3d 1054 (Fed. Cix. 2004). - - .

*This order coatains both findings of fact (Findings"™) and conclusioas of law {"Couclusions*). To the
cxicat that any Findugs may be deemed conclusions of law, they shall also be considered Conclusions. To the
extent that any Conchisions may be decmed findings of fact, they shall also be considered Findings. Sece M:Hu v.
Featon, 474 US. 104, 113-14, 88 L. Ed. 24 405, 106 S. Ce. 445 (1985). _ ’
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2. Plaintiff Golden Blount, Inc. (“Blount™) is a United States corporation having a principal
place of business in Addison, Texas.
3. Defendant Robert H. Peterson Co. (“Peterson™) is a United States corporation having a
principal place of business in City of Industry, California.
4. Blount is the ownerby assignment of U.S. Patent No. 5,988,159 (“the ‘159 patent”), entitled
“Gas-Fired Artificial Logs and Coals-Burner Assembly,” which issued on November 23, 1999. The
*159 patent expires on November 23, 2016.
5. Blount filed this suit for infringement of the 159 patent under 35 U.S.C. §§ 271(a) thra 271
(c) on January 18, 2001.
6. On March 19, 2001, Peterson filed its Answer and Counterclaim. Peterson denied
infringement and asserted counterclaims for noninfringement and invalidity of the “159 patent.
7. Abench trial, by agreement of the partics, commenced on July 29, 2002, and eaded on July

31, 2002.
8. Claims 1, 2, 5, 7-9, 11-13 and 15-17 are at issue in this case. Claims 1 and 17 are

independent claims. All the other claims at issue are dependent on claim 1.
9. Claim I of the 159 patent reads as follows:
A_gas-ﬁmdgrtiﬁcial logs and coals-burner assembly for fireplace comprising:
an elongated primary burner tube including a plurality of gas discharge ports;
a secondary coals bumer elongated tube positioned forwardly of the primary
burmer tube; '
a support means for holding the elongated primary bumer tube in a raised
level relative to the forwardly position secondary coals burner elongated tube;
the secondary coals bumer elongated tube including a plucality of gas
discharge ports;
the elongated primary bumer tube and the secondary coals burner elongated
tube communicating through tubular connection means wherein the gas flow to the
secondary elongated coals burner tube is fed through the primary burner tube and the

tubular connection means;

22-



a valve for adjusting gas flow _to-fh'e secondary coals burner ¢longated tube

positioned in the tubular gas connection m;ns; and R

the primary burzer tube being in communication with a gas source withagas -
fiow control means therein for cont;'blling- gas flow into said primary bumer tube. ‘-

10. Claim 2 of the 159 patent reads as follows: I R
" - The gas-fired artificial logs and coals-burner assembly according to claun 1

wherein the support means for the piimary burner tube is comprised of an open | ﬁamc
pan for supporting the pumary burner tubc in an elevated position relative to the

fireplace floor.

1L Clmm 5 of the *159 patent reads as follows _

The gas-ﬁrod artificial logs and coals-burner assembly according to claun 1
wheréin the secondary coals bumner elongated tube is substantially parallel to the _
primary bumcr tube and has a smallet inside diameter than the primary bumer tube
with the valve adjusting gas flow for coals b@ and forwarding heat radiation from
the ﬁreplace. T |

12. Claim 7 of the *159 patent rcads as follows:
_The gas-fired artificial logs and coals-bumer assembly according to claim -

wherein the clongated primary burner tube and the secondary coals bumer elongaié&
tube are spaced apadt on different planes at from about four to about eight inches. :

13. Claim 8 of the “159 patent reads as follows: _
The gas-fired artificial logs and coals-bumer asscmbly according to claim I

~ -wherein the secondary coals burner eloqéated tube is of a smaller diameter than thie
primary bumer tube which allows for.a lowe profile of coals and sand coverage.

14. Claim 9 of the ‘159 patent reads as follows: -

-3- o
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The gas-fired artificial logs and coals-bumer assembly according to claim 1
whezein the secondary coals burner elongated tube is adjustable in height relative to
the floor of the fireplace and the elevated primary bumer tube.

[5. Claim 11 of the *159 patent reads as follows:
“The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the primary and secondary burner tubes have apertures of from about 1/32
inch to about % inch.

16. Claim 12 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the gas flow adjustment valve has a removable handle, the gas flow
adjustment allowing a variety of settings from full closed to full open.

17. Claim 13 of the ‘159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the connection means is comprised of a connector attached to the terminal
end of the primary bumer tube at a first end of a connector and attached to the
secondary coals bumer elongated tube to a connector second end with the valve

interposed between the primary bumner tube and the secondary bumer tube.

18. Claim 15 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the open frame pan and primary elongated bumner tube is positioned under-
an artificial logs and grate support means.

19. Claim 16 of the 159 pateat reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the primary elongated burner tube is covered with sand and the secondary

4



elongatod burner tube is covered with sand, mica, and fibrous materials wlnch
simalate coals and cruber burm. :

20. Claim 17 of the *159 patent reads as follows: - -
" Agas-fired artificial coals- and embcrs—bmnerapparahm suitable forattachmg
" toa gas-fired primary artificial | log bumer tube said primary artificial log burpe; tube - -
7l71aving a terminal end comprising: - _> )
-a secondary coals burning elongated tube; _
= aconnector means for connecting said terminal end in communication m(h o
the secondary bumner tube, the secondary bumer tube positioned substantially -
pﬁrallel, forward and below the primary bumer tube, the connector means havmg
interposed between the primary and secondary bumer tubes a gas flow adjustment
valve, the primary and secondary burner tubes having a plurality of-gas discharge
ports, the secondary burner tube being in gas flow commuaication with the pamary
bumer tube being the connection means, a gas distribution ports of the secondary
bumer tube directed away from the fuep_lacc opening,. :

21. At the time the patent issued, Blount’s commercial slr;.lcturc covered by the ‘159 patenf had
-been marketed for approximately six years. (Trial Transcript, hereafter referred to as "Tr.", vol. 1,
'pg- 158). The invention covered by the ‘159 patent is a simple yet very useful device that ris to be

used in artificial gas fireplaces. The general ideais that the device has two tubes, with the mgm or

a rimarybmner tube being highér than the emberrbufm:r tube to allow for artificial embersand sand ~

to be fanned out over the tubes with a decteasmg depth of materials to simulate a natural angle of
reposc of coals in a real fireplace. A secondary valve contmls the flow of gas from the | primary
burner tube to the ember bumer to allow for an adjustment of flame from the ember burmer. Thus,

with the presence of the ember bumer forward the primary bumer tube, more flame can be provided

out front of the gas logs to better simulate a real ﬁ'replacel and thereby make the artificial fireplace
 more acsthetically pleasing. Evidence prescrited at trial establishes that Peterson’s accused device
fulfilis exactly the same purpose. (Tr. vol- 2, pg 175; Defeadant’s Ex. No. D-33). 7

5- - 7 S
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22. Blount's sales of its commercial structure grew significantly during the time spanning the
filing of the application that resulted in the ‘159 patent and the issuance of the “ 159 patent. (Tr., vol.
1, pg- 36-37).

23. In late 1996 or carly 1997, Peterson began manufacturing, advertising and selling a device
that was strikingly similar to, if not a virtual copy of, Blount’s commercial structure. (Tr., vol 2,
PE. 76 and pg. 172).

24. Blount’s *159 patent issued on November 23, 1999. (Plaintiff’s Ex. No. 1).

25. Blount notified Peterson of the existence of the “159 patent and Peterson's infringing
activities on December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr.
Dan Tucker (attorney for Blount) to Peterson's president, Mr. Leslie Bortz. (Plaintiff’s Ex. No. 10).

26. This first cedified letter included a copy of the ‘159 pateat, and informed Pcterson that
Blount was prepared to take whatever steps were reasonable and necessary to preveni infringement.
Blount requested a response regarding this matter from Peterson by January 14, 2000. (Plaintiff’s
Ex. No. 10). '
27.0nDecember 17, 1999, Mr. Tod Corrin (Peterson’s Vice President) forwarded the December
10, 1999, certified letter onto Peterson’s patent counsel, Mr. William McLaughlin. Mr. Corrin
wrote, in a cover letter included with the copy of the first certified letter, "[e]nclosed is a patent
infringement letter we received from Golden Blount’s Attorney.™ (Plaintiff’s Ex. No. 17, emphasis
added). Given the letter from Blount's attorney and this acknowledgmeat by Mr. Corxin, this Court
finds that Peterson had knowledge of its infringement of the 159 patent as of December 16, 1999.
28. On December 30, 1999, Peterson responded to Blount’s letter of December 10, 1999,
explaining that Peterson had forwarded the December 10, 1999, letter to its attorneys and that
Peterson would get back with Blount as soon as passible. Given the December Holidays, as well as
the New Year, Peterson informed Blount that Blount’s January 14, 2000, responsc datc was
unrcasonsble. (Plaintiff’s Ex. No. 11).

29. After receiving no response from Peterson for more than four months, Blount scat a second

-certified letter to Peterson on May 3, 2000, again informing Peterson of its patent infringement. The

May 3, 2000, letter advised Peterson that Blount “will take {the] necessary steps to stop any such
infringement.” (Plaintiff's Ex. No. 12, emphasis added).

-6-



30 Peta’sonmpondcdtotthay3 2000, letter on May 16, 2000, dutltd!sagmedwuh
Blount’s assertion that Peterson was markehng adevice that was substantiaily similar to thc biurmer
assembly claimed in the 159 pateat. Pctasan furlher asked that Blount explain to it, in detail, the

basis upon whxch Blount believed that Pctason was infringing the patent. (Plamhﬂ’s Ex.No. 13).

This Coun ﬁnds that Peterson’s disagreement lacks any secrious credxblhty, since a simple
comparison of the device as illustrated in the ‘159 patent with Peterson’s product would ‘have
rovealed to any reasonable persan that infringermient was highly likely. Moréovcr,. the récord before
this Court reveals that Peterson did not have ar[y documents before it or its attorney at this timé that

pmVldG a reasonable basis for this statement. Even though Blouat did not give any cxplanauon to

Peterson, this did not relieve Peterson ofi its obhgatnon to investigate in good faith whether it was in
fact mﬁmgmg the 159 patent. This Court t'urther finds that the May 3, 2000, lctterwas wnttcu

snmply for the purpose of delay, or evea with thc hope that the infringement matter would go away.

This Cout, therefore, concludes that the request was not geauine.

_31.0On January 18, 2001, overa ycar after Peterson received its first notice of mﬁ-mgcmcnt letter,
Blount filed suit. (Plaintifi’s Ex. No. 14). ‘Blount's uuu::linoucc letter of December 10, 1999, met
the notice requirements under 35 U.S.C. § 287(a), and thercfore, Peterson’s additional MMOn
request did not relieve Peterson of its obligation to determine if it was infringing the ‘159 patent.

32. Blount sent a final letter on January lS; 2001, to Peterson advising Peterson that suit was
brought in view of its failure to respond or mdtcatc in.any manner its inteations with mpect to 1ts
-. infringing product (Plaintiff’s Ex. No. 14). __‘ ’ B
33. Peterson made no efforts to cease its infringing activities clthcr in the time period spanmng

the December 10, 1999, letter and the January 19, 2001, letter, or for that matter, up and until the

commencement of this trial. (Plaintiff’s Bx. No. 17 & Updated Sales Figures pro\nded by Peterson

in response to this Court’s request). ~ .

34. Dunngthepmod between December 16, 1999, andScptcmbcr 19,2002, Petersonsold3 723
ember flame bumer units "emberbumers™). (Tr:, vol 2, pg. 181 and Peterson Company’s Objecuon
to Golden Blount's Motion for Updated Damagcs ﬁled on Septanber 18, 2002).

_ 385. Peterson’s ember burner is intended to be atlachcd to its G4 series burner s_vstem or G-5

series bumner system. (Joint Pretrial Order—Stipulations, pg. 6). In addition to selling the ember

A |
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bumer, Peterson dlso sells fog sets that can be used with the ember burner and often uses the ember
bumer to entice their custoniers to come back in and buy new log sets. (Tr. vol. 2, pg 178).

36. The G4 and G-5 series burner systems arc substantially ideatical except that Peterson pre-
assembles the G-5 bumer system according to certain Canadian Gas Association specifications. (Tr., -
vol. 2, pg- 179).

37. Atleast 10 ofthe 3,723 Ember bumners sold by Peterson were included on the pre-assembled
G-5 series burner systems. (Oct 5, 2001, deposition of Mr. Leslic Bortz, pg. 154-55).

38. At trial, Blm_ml introduced Plaintiff’s Exhibit No. 4A, which is one of Peterson’s
manufactured products including a Peterson G4 burner pan with Peterson’s embec burner attached
to it. Blount properly laid foundation for this Plaintiff’s Exhibit No. 4A through the testimony of
one of Peterson’s own witnesses, Mr. Jankowski, who stated that he recognized Plaintiff’s Exhibit
No. 4A as Peterson’s products. (Tr. vol. 2, pg. 145). Also, Mr. Blount, whose business competes
with Peterson’s, identified Plaintiff’s Exhibit No. 4A as being Pcterson's competing product. (T,
vol. 1, pg. 144). This Court also finds that foundation for this device is further established because
the Court finds it to be virtually identical to the picture on page 3 of Peterson’s own general
installation instructions (introduced at trial by Peterson as Defendant’s Ex. No. D-34), except for the

valve knob, which is not at issue.

LITERAL INFRINGEMENT -DIRECT

39. The construction of the claims appears under paragraphs 120 thru 123 of the Conclusions of
Law section. The determination of infringement based on the construed claims is factual and is
therefore ofganized here under the Findings of Fact.

40. The analysis with respect to the literal infringement of claim 1 is as follows:

- “The first element of claim 1 reads: "an elongated primary burner tube including a plurality of gas
discharge ports." Based upon the totality of the evidence, including unrebutted testimony of Mr.
Golden Blount and this Court’s own observations of the accused device, it is this Court’s finding that
the primary bumer tube is the fundamental bumer tube used in a majority of all gas operated
fireplaces. Similarly, the plurality of gas discharge ports allow the flammable gas to escape from
the primary bumer tube and be 1gmted to provide a flame. Blount presented the unrebutted oral
testimony of Mr. Blount, who using an infringement chart (Plaintiff's Ex. No. 9) as a guide, testified

-8-



that Pctcrson 's manufactured products include a pnmary burner tobe lmvmg gas djscha.rgc ports
therem. (Tc., vol 1, pg. 45-50). In addmon to tlns unrebutted testimony, this Couxt had the
opportunity to closely observe an assembled version of Peterson’s manufactured produd’ wherein.
tlus Coun‘. abserved Peterson’ 's manufactured product having the primary bumer tube including two
or more gas discharge ports. (Tr., vol. 2, pg. 28) 'Peterson even admitted and stipulated to the
presence of this element in its device. (Tr., vol. 2, pg- 173; Joint Pretrial Order—Stipulations, pg. 6)'.
Further, Peterson never presented any evideace that its manufactured products did not contain the
aforementioned claimed elemeat. T, Peterson’s manufactured products meet the first limitation
of cfaim {, which reads: "an clongated primary bumer tube including a phurality of gas discharge
ports® - I
- 41. The second element of claim 1 reads: "a secondary coals bumer clongated tube pasitioned
forwardly of the primary bumer tube.”  Given the claim interpretation as set forth by the Court of
‘Appeals for the Federal Circuit and based upon the totality of the evidence, the secondary coals
bumer clongated tube is positioned toward the opcmng of the fireplace, at least as compared to the
- primary bumner tube, and is designed to provide a realistic flame, likened to a ﬂamc that might
emanate from burning coals. Blount again presented evidence in the form of oral testimony of Mr.
Bipunl, that Peterson’s manufactured products includea secondary coals bumer elongated tube, and
that it is positioned forwardly of the primary burmer tube. (T¥., val. 1, pg. 45-50). Based on this
Court's close observation of Peterson’s mannfactumd product’, this Court finds that i’e;e:si;n's :
manufactured product-s contain the claimed secondary coals burner clongated tube, wluch in
Plaintiff's Exhibit No. 4A is Peterson’s Embér Flame Booster (ember burmer), and that it was
positioned forwardly the primary bumer tube. (Tr.,.vol 2, pg. 28). Petcrson cven admitted and
stipulated to the presence of this element in its device. (Tt., vol. 2, pg. 173; Joint Pretrial Order—
Stipulations, pg. 6). Further, Peterson never presented evideace that conclusively established that
its manufactured products did not contain the aforementioned claimed element. Thus, Pétexsou's
manufactured products meet the second limitation ofclaim L, which reads: “asecondary coals bumer
elongated tube positioned forwardly of the primary bt-gr_nu tube.” -

3 See Finding of Fact No. 38, discussed above.
4 Sec Finding of Fact No. 38, discussed 2bove.
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42. The third element of claim 1 reads: "a support means for holding the elongated primary
burner tube in a raised level relative to the forwardly position[cd] secondary coals burner elongated
tabe. The previous two paragraphs already demonstrate that Peterson’s manufactured products
include both the elongated primary bumer tube and the forwardly positioned secondary coals burner
elongated tube. The only additional limitation added by this element is that a support means holds’
the elongated primary bumer tube in a raised level relative to the secondary coals bumer elongated
tube. Peterson’s manufactured products include a support means that holds the primary bumer tube.
Actually, Peterson's support means, which is an industry standard pan, is substantially identical if
not completely identical, in shape and function to the support meanss illustrated in the ‘159 patent.
(Tr., vol. 1, pg. 47). The question for this Court to rule on is whether Peterson's silppo:t means
holds‘ Peterson’s elongated primary bumer tube in a raised level relative to its secondary coals bumer
elongated tube. As affirmed by the Court of Appeal for the Federal Circuit, this Court construes the
term "raised level® to mean that the top of the primary burner tube is at a raised level with respect
to the top of the secondary burner tube. Blount offered evidence at trial that the top of Péterson’s
‘primary burner tube was higher than the top of Peterson’s ember bumner tube, by demonstrating
before this Court, using a carpenter’s level laid across the tops of the tubes of Plaintiff’s Exhibit No.
4A, that Peterson’s primary burner tube was raised with respect to its secondary bumer. (Tr., vol.
2, pg. 28). Even Pcterson’s own patent attorney; Mr. McLaughlin, admitted dunng the
demonstration that "assuming the table is level, the top of the front burner is below the top of the
rear bumer.* (Tr., vol. 2, pg. 29). Also, Peterson’s executive Mr. Bortz admitted that the top of the
ember bumer was lower than the top of the primary bumer. (Tr., vol. 2, pg. 42). Similarly, Mr.
Corrin testified that the tube is below the top of the main bumer tube. (Tr., vol. 2, pg. 173 and
Defendant’s Ex. No. 8). The above evidence was, for the most part, unrebutted because Peterson
based the majority of its case in chicf on the argument that the relative height of the primary burner
tube with respect to the secondary coals bumer elongated tube should be measured from the bottoms
of the respective tubes, or the ports. This Court further observed a general set of instructions
included within the box of each ember burner, (Defendant’s Ex. No. D-34 at pg. 3), which instructs
the person assembling the device to tighten the Ember Flame Booster (ember bumner) so that the
vilve faces forward and flush with the bumer pan. Acconding to the testimony of Mr. Bortz, the
normal configuration is to have the valve resting on the fireplace floor because it serves as a support
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for the ember bumer. (Leslic Bortz Deposmou, vol 1, pg. 70-71). At trial, and as observed by this

Court. when the valve was resting on the table ﬂushw:ththcpan. the top ot‘ﬂ:lepnmaxybumcr ‘was

above. the top of the ember bm'ne_r. Additionally, Peterson actually offered to_this Court,
(Defendant’s Ex. No. D-30), which it stated was provided to custonters and installers to illustrate
Low to propecly install the assembly. (Tr. vol.2, pg- 183). While Defendant’s Exhibit No. D-30 was
offered in an attempt o establish non-infringement based upon Petcrson’s asserted bottoms test that
it was proposing, the instructions clearly illustrate that Peterson’s preferred installation has the tops

of d'sc’pli_l_nér}_-bumcr tube being in 2 raised level with respect to the tops of the secondary coals -

" bimer elongated tube. Thus, given the above discussed intexpretation, and in view of the evidence

prescated, Peterson’s manufactured products mect the third limitation of claim rl,rwlu'ch reads: "a
support means for holding the elongé_ted primary burner tube in a raised level relaiiye to the.

forwardly position{ed] secondary coals bumner elongated tube.™ ' : -
43, The fourth elemeat of claim 1 reads: "the secondary coals bumer elongated tube including
a plurality of gas discharge ports.* Blount again presented oral testimony of Mr. Blount that the

secondary coals bumer clongated tube of Peterson’s manufactured productsinclude apluri:[ityu;.;f gas
- discharge ports. (Tr., vol. I, pg. 45-50). Further, this Court’s close observation of P_ctcrson’s .

- manufactured product’ established that Peterson’s secondary coals bumer elongated tube includes
a plurality of gas discharge ports. (Tr., vol. 2, pg. 28). Peterson also admitted to the presence of a’
plurality of gas discharge ports or jets, (Tr., vol. 2, pg. 174), and mentions this claimed element in

its installation instructions. (Dcfcndant;s Ex. No. D-34). Further, Peterson never presented any-

evidence that its manufactured products did not contain the aforementioned claimed cleinent that
successfully rebuts Blount's evidence on this point. Thus, Peterson’s manufactured products racet’
the fourth limitation of claim I, which reads: “the secondary coals bumer clongated tube mcludmg
a plurality of gas discharge ports.”

44, The fifth élement of claim 1 reads: “the clongated primary burner tube and the seoondmy
coals burner clongated tube communicating through tubiilar connection means wherein the gas flow
to'the secondary clongated coals bumer tube is fed through the primary bumer tube and the tubular
connection means.” Blount preseated the oral testimony of Mr. Blount that Peterson’s manufactured

i Sec Finding of Fact No. 38, discussed above.
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products include the tubular connection means and that the gas flow to the secandary clongated coals
burner tube is fed through the primary bumer tube and tubular connection means. (Tr., vol. 1, pg.
45.50). Additionally, this Court physically observed - this claimed element in Peterson’s
manufactured product?®, (Tx.,. vol. 2, pg. 28), and again notes that the iliustration in Defendant’s
Exhibit No. D-34 shows this tubular connection means. Moreover, Peterson never presented any
evidence that its manufactured products did not contain the aforementioned claimed elemeat. Thus,
Peterson’s manufactured products meet the fifth limitation of claim 1, which reads: “the elongated
primary burner tube and the secondary coals bumer clongated tube communicating through tubular
conanection rneans wherein thé gas flow to the secondary clongated-coals burner tube is fed through
the primary burner tube and the tubular connection means.” -
45. The sixth element of claim 1 reads: *a valve for adjusting gas flow to the secondary coals
bumner clongated tube positioned.in the tubular gas connection means.” The eviderice as established
by Mr. Blount’s testimony, Peterson’s general instructions (Defendant’s Ex. No. D-34), and this
Court’s own inspection of Plaintiff"s Exhibit No. 4A, confirms the presence of the vatve. (Tr., vol.
1, pg. 45-50 and vol. 2, pg. 2‘8). Peterson even admitted and stipulated to the presence of this
element in its device. (Tr., vol. 2, pg. 173; Joint Pretrial Order—Stipulations, pg. 6). Further,
Pcterson never preseated any evidence that its manufactured products did not contain the
aforementioned claimed element. Thus, Peterson’s manufactured products meet the sixth limitation
of claim 1, which reads: "a valve for adjustiné gas flow to the secondary coals burner elongated tube
positioned in the tubular gas-connection means.*
46. The seventh element of claim 1 reads: "the primary burner tube being in commaunication with
a gas source with a gas flow control means therein for controlling gas flow into said primary bumer
tube.” Blount again presented the oral testimmony of Mr. Blount that the primary bumner tube of
Peterson’s manufactured products would ultimately be coupled to a gas source with a gas flow
control means therein for controlling gas flow into the primary burner tube. (Tr., vol. 1, pg. 45-50).
Furthermore, the parties stipulated prior to the commencement of the trial that "Robert H. Peterson
Co."s ember bumer is intended to be attached to its G-4 series burner system or G-5 secies bumner
system and the combined unit comprises a primary bumer pipe, an ember pan that supports the

¢ See Finding of Fact No. 38, discussed above.,
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primary bumer pipe, a secondary burner tube and a valve that controls a flow ofgﬁs_bdg}éql the -

pdmarj;bum&pipcandthcsecondmyﬁmner;ubqéndthataneudusermu!dt:onqcctthcpﬂmaly
bumer pipe ta a gas source having airalyq associated therewith." (Joint Pretrial Order—Stipulations,
© pg. 6). Thus, Peterson’s manufactured prodiicts would ultimately meet the seventh limitation of
- claim 1, which reads: “the primacy burner tube being in éommunication with a gas source with a gas
flow control means therein for controlling gas flow into said primary burner tube.”™ - .. -

47._ This Court finds that the sbove evidence is substantial and it clearly establishes that
Petérson’s accused device contains each and éi/etj—clement of claim 1 of the 159 patofl!t. -

48. The cvidence preseatad attrial establishes that Peterson provided ts customers with two sets
of uxsta.llatxou instructions. Onc set was a general set of instructions, (Defendant’s Ex. No. D—34 at
pg-3), which instructs the person assembling the device to txghlcn the Ember Flame Booster(ember
burner) so that the valve faces forward and flush with the burner pan. According to the testimony
©of Mr. Bortz, the normal configuration is to have the valve resting on the fireplace ﬂoo?bmusc it

serves as a support for the ember bumer. (Lwﬁc _I_30rt_z Depo.siqion, vol. 1, pg. 70-71). Attrial, and
as observed by this Court, when the valve is resting on the table flush with the pan, the top of the -

primary burmer is above the top of the ember burner. Thc other set of instructions, (Defendant"s Ex.
No. D-30), was very specific in the way in which the ember burner was to be oriented with respect
to the primary bumer. When the device is installed pursuant to these instructions, Defendant’s

- Exhibit No. D-30 clearly shows that the top of the primary burner is above the top of the ember --

bumer. Thus, both of these instructions consistently show that when the G-4 or the G-5 and the

emberbumer of Peterson’s accused device are iﬁstallcd pursuant to these instructions, it would resulf _

: maumﬁmgmgconﬁgumnon o ' -
49. Although Peterson did tiot make this axgumcnt at any time ducing trial, Peterson: assexts on

remand that Blount has not established direct mfnngement by it or its customers because Blount

never directly proved how the devices were actually assembled. Peterson, instead relied on itscase-_
in-chief that it did not infringe because of its urged claim consl:rucnon and that the 159 patent was
invalid, both of which this Coust and the Federal Circuit re]ected. Moreovcr Petcrson’s posmon is
against the '_n!clght of the evidence, both direct and circumstantial, in this case. This Court finds that
_ the evidence élmﬂy supportsa case of direct iilﬁiﬁgemen_t. not only by Peterson, but by its customers

2s well. “Case law holds that when instructions are provided with an infringing device, it can be -

.



circumstantially inferred that the customer follows those instructions with respect to the accused
device. Thus, it is reasonable for this Court to conclude that both Peterson and its customers would
have assembled the devices in the way sct forth in both scts of Petarson’s assembly instructions.
Peterson’s direct infringement of claim 1 is established by the testimony of Messrs. Bortz and:
Cotrin, both corporatc officers of Peterson, who testified that Peterson asscmbled and operated the
infringing device for distributors so they had the opportunity to see how the item worked. (T, vol.
2, pg. 65-66 and 199). In addition, Peterson itself asscmbled and sold at least 10 G-5 devices with
a preassembled ember bumer, which are the samc as the G-4 except for being preassembled to
comply with ANSI regulations. Mr. Bortz testificd that he was sure that the ember burner was used
with the G-5 because Peterson preassembled it and put it together, presumably in accordance with
its own instructions. (Leslie Bortz Deposition, vol. 1, pg. 36). There has been no reasons given to
this Court why Peterson didn’t assemble these devices in accordance with its own instructions.
Thus, the record establishes direct infringement on the part of Peterson itself.

50. Direct infringement by the ultimate purchasers of claim 1 is established by the evideace that
proves that Peterson supplied all the required clements of claims 1, 15 and 17 of the “159 patent, as
well as installation instructions, (Defendant’s Ex. Nos. D-34 & D-30; Tr. vol: 2, pg. 177, 183), to
its ultimate purchasers. .It is reasonable to conclude that these instructions were used by Petexson’s
ultimate customers to assemble the ember bumer, its associated components, and connect it to a gas
source as stipulated by the parties. (Tr., vol. 1, pg. 45-50). These facts provide this Coutt with both
direct and circumstantial evidence to find that direct infringement of claim 1 did indeed occur by
Peterson’s ultimate consumers. '

51. Therefore, Blount has clearly established direct infringement on the part of Peterson and the
ultimate purchaser of claim 1 of the *159 pateat. '

52.-Dependent claim 15 includes all of the elements of independent claim | plus the element that
*the opcu frame pan and primary elongated bumer tube is positioned under an artificial logs and -
grate support means.” Literal infringement of dependent claim 15 is particularly important because -
claim 15 includes the artificial logs and the grate support means. As set forth above, Peterson also
manufactures and sells logs and other accessory items that can be sold with its G-4 or G-5 and the
exriber burger, and in fact uses the ember burner to entice customers to come back and buy new logs.

(Tc., vol. 2, pg 178).
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53. Sufﬁc:ent evidence exists in the record to mtabhsh that Peterson’s burner will ulumatclybe
posmoned under an artificial logs and grate support means. Therefore, Blount has clairlyeslabhshcd
direct mﬁ'mgcment on the part of Peterson and the ultimate purchaser of claim 15 of’ thcf_‘l59 patent,

54. This Court further concludes that in addition to directly infringing independeat claims 1 &
15 of the *159 patent, Peterson and the ultimate purchasers directly infringe independest claim 17 -

of the *159 patent. : .
55 With the exception of a few additional elements included in independeat claim 17- not

included in independent claim I, and a few elements included within independent claim 1 that are

not included within independent claim 17; claims 1 and 17 are substantially similar.

56. Indcpcndcnt claim 17 docs not include the claim limitation of mdepcndcut claim 1 that the
| pnmary bumcr is in communication with a gas flow control means. Thus, this clement necd notbe
_ found in Petemon s manufactured products to find direct infringement by Peterson of m_dcpmdent
claim 17. - ’

57. The first element of mdepcndent claim. 17 recites: “a secondary coals buming elongated
tube,” and is similarto the fourth elementof mdependent claim 1. Accordingly, the discussionabove

with respect to-the fourth clement of independent claim | may be applied to the first clcment of

mdcpcndcnt claim l7 Thus, Peterson’s manufactured products will ultimately meet the ﬁrst
limitation of clzum 17, which reads: “a secondary coals buming clongated tube.™
58. The second element of independent claim 17 recites: "a connector means for connecting saud

terminal end in communication with the secondary bumer tube, the secondary burner tube positioned

substantially parallel, forward and below the primary bumer tube, the connector means having _.

interposed between the primary and secondary burner tubes a gas flow adjustment valve, the primary
andsecondary burner tubes havinga plurality of gas discharge ports, the secondary bumer tube being
in gas flow cop:lmunicaﬁon with the primary bumer tube being the connection means, gas
distribution ports of the secondary bumer tube directed away from the fireplace opening.” -
59. Thus, independent claim 17 requires that the gas distribution ports of the secondary bumner
tube be directed away from the fireplace opening.  As specifically construed and afﬁrmed by the
Coutt of Appeals for the Federal Circuit, this Court prevnously construed the term "du'ected away
from" to mean that the gas ports of the secondary burner tube may be positioned in any direction that
does not include a horizontal component pointed toward the vertical plane of the fireplace opening.

B -15-
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Golden Blount, Inc. v. Robert H. Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004). Blount
prescated oral testimony of Mr. Blount that the gas ports of Peterson’s manufactured products are
positioned directly down, which according to the above-referenced interpretation, are away from the
fireplace opening. (Tr., vol. 1, pg. 45-50). In addition to this testimony, this Court closcly observed
an assembled version of Peterson’s manufactured product’, wherein it observed the manufactured
product having the gas ports directed away from the fireplace opening. (Tt., vol. 2, pg. 28). Bécause
Peterson believed the term “directed away from"™ would ultimately be construed to mean that the
ports must be directed at least partially toward the back of the fireplace, Peterson weant so far as to
require the ports of its secondary bumer tube to be positioned directly downward. Givea the claim
construction as construed and affirmed by the Federal Circuit, this required configuration results in
a device that meets the "directed away from" litnitation of claim 17.

60. As the other claimed elements of the second limitation of independeat claim 17 have been
found in Peterson's manufactured products, as established above with respect to paragraphs 40 thru
44, this Court finds that the evidence establishes direct infringement by Peterson and by the ultimate
purchasers of Peterson’s products of claim 17. Moreover, the evidence establishes that Peterson
itself directly infringed claim 17 when Peterson assembled the G-5 setries bumer systems and then
sold them to customers.

61. Therefore, this Court finds that Peterson and the ultimate purchaser directly infringed at least
claims 1, 15 and 17, as construed undec paragraphs 120 thru 123 below, of the ‘159 patent.

LITERAL INFRINGEMENT-CONTRIBUTORY

62. Blount established at trial, through stipulation, that Robert H. Peterson Co.'s ember bumer
is intended to be attached to its G-4 series bumner system or G-5 series MG system and the
combined unit comprises a primary bumer pipe, an ember pan that supports the primary burner pipe,
a secondary burner tube and a valve that controls a flow of gas between the primary bumer pipe and
the secondary bumer tube, and that an end user would connect the primary burner pipe to a gas
. source having a valve associated therewith. (Joint Pretrial Order—Stipulations, pg. 6).

! Sec Finding of Fact Na, 38, discussed above,
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- '63.Pétt:rsonwasmadeav\?:;u'coftln_;.i !59patentas early as December 16, l999.bydi¢16uerﬁbm -
Mr. Tucker, which is refecenced above. (PHintiff's Ex. No. 10). Given these facts, it is clear that

Peterson was aware that the combination for which its components were cspcclally madc was
patancdandmthngmg,aswqulred by 35 USC. §271(c) :

64. Blount further established through the testimony of Mr. Bortz that Peterson’s emberbmna‘
is speclaﬂyadapted foruse inan mﬁmgcment ofthe ‘159 pateat, had no substantial’ non—mﬁmgin‘g
uses, and that it was intended to be used with both the G4 and G-5 bumer pans. (Tr., vol. 2, pg. 67;

Leslie Bortz Deposition, vol. 1, pg. 36). Thus, the Court also finds that the testimony of Mr. Bortz -
and Mr. Corrin, as well as Mr. Blount, supports the fact that the ember bumner was not a 5tgpl_e article

ot' commace

65. As discussed above, this Coun ﬁnds that direct infringement existed. For “those umits
covered by stipulation for hookup, they were normally hooked up by professional mstallets or

persons from the dealer. With their experience and relation to Peterson and with all of Peterson’s

litetatm; (inc_luding Defendant’s Ex. Nos. D-34 & D-30) onc can count on proper -installations -

pursuant to Peterson'sinstallation instructions as discussed above. Thus, eachinstallation ultimately
results in a dn'ecl infringement. (Tr., vol. 2, , PB- 189). Blount has clearly provcn contxibutory

infringement on the part of Peterson of clauns I, IS and 17 for those units.

LITERAL [NFRINGEMENT INDUCEMENT -- _ ’ S
66. The record establishes that Pctcrsou sold the ember burmer. In addition, the record also

establishes that Peterson sold the G-4, which includes the primary bumer and support pan, and sold

the G-5, t_én at least of which, had the ember bumer attached. Further, given the stipulationthat the
ultimate assembly would be connected to a gas source, there is sufficient basis to ooncludjlhalg

* Peterson knew or should have known that this ultimate configuration would infringe i_ndependcnt

claims land 17. (Joint Pretrial Order—Stipulations, pg. 6). : _ -

-67. Petcrson was made aware of the ‘159 patent as early as December 16, 1999, by lhc fetter of
December 10, 1999, from Mr. Tucker, which is referenced above. (Plaintiff’s Ex. No. 10). Given
these faots, it is clcar that Peterson was aware that the combination for which its componeuts were

especially made was patented and infringing.
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68. The record is also clear that Peterson provided literature and assembly instructions (o
_ consumers, as discussed above, detailing how to install the components in a preferred configuration,
which induced its customers to install the componeats in an infringing manner. (Tr., vol. 2, pg- 173-
174, 177, 183; Defendant’s Ex. Nos. D-34 & D-30). Also, Peterson fully assembled and hooized up
in a fireplace an accused structure and demonstrated it and its use to independent distributors, which
this Court finds to be a substantial inducement.

69. Because Peterson provided the consumers with detailed instructions, (Defendant’s Ex. Nos.
D-34 & D-30), how to assemble the parts in an infringing manner, and given the fact that Peterson
had knowledge of the 159 pateat by way of the notice letter of December 16, 1999, Peterson knew
or should have known that such actions would induce direct infringement. Thus, there is little doubt
and almost a certainty that the instaltation was in Fact done in accordance with Peterson’s published

L
1

installation instructions. The demonstrations of a propedly coanccted device to distributors further
shows inducement because this information was.passed on to dealers and ultimately to asscrblers

and customers. Invariably, infringement occurred. (Tr., vol. 2, pg. 189).
70. As found by this Court in paragraphs 40 thru 61 above, there was direct infringement by

Peterson or its ultimate purchasers of claims 1, 15 and 17 of the *159 patent.

71. Accordingly, this Court finds that in those instances where direct infringement by Peterson
was not conclusively established on a unit by unit basis, Blount has clearly proven induced
infringement on the part of Peterson of claims 1, 15 and 17 for those units.

72. Because Peterson’s manufactured products literally infringe claims 1, 15 and 17 of the *159
patent, they infringe the patent. Thus, comparison of Peterson’s product to the remaining claims
depending from independent claim 1, whether it be in determining direct infringement, contributory
infringement orinduced infringement, is generally unnecessary and is therefore not addressed herein.

INFRINGEMENT-DOCTRINE OF EQUIVA’LENTS . .
73. Blount offered unrebutted testimony at trial that every element of Peterson’s manufactured
products perform substantially the same function in substantially the same way to obtain the same
result as the claimed elements of the ‘159 pateat. (Tr., vol. 1, pg. 59-60).
" 74.Blount further offered unrebutted testimony by Mr. Blount at trial that any differencebetween
Peterson’s manufactured products and the claim elements were mumwmal at best. Mr. Blount



actuallyt&suﬂedthattheywereanemctoopy (Tx., vol. 1, pg. 30, 37, 46, 48, 56and60) [ni

addmon, thmugh this Court’s own obscrvance of the accused product 44, this Court finds that there
wasasubstanual eqmvalent of each and eveiyelqment of at least claims 1, 15 and 17 in Peterson’s
accused products.

75. Bascdonﬂlecwdmccpmaucdtoﬂ,thlsCounﬁndsﬂmttherclsnopmsccuuonhxstony -

- _ estoppel that limits the range of equwalents regardmg the claimed elements.
- 76. Thus this Court finds that in thosc instances where literal infringemeat might not CXISt, there
is infringement of the claims of the ‘159 pateut under the doctrine of equivalence.  —-

71.In smnmatmn, this Court concludes that Blount established literal infringement (e.g g., duectly, :
by mducaneut,,or caontributorily) or mhngmcnt under the doctrine of equivalents, each 9f claims

1, 15 and 17 of the *159 patent, by Petorson by at least a preponderance of the evidence.

~ DAMAGES

78. Damages have been determined using the Panduit factors. Mr. Blount testified for Blouul
at trial as to the demand that existed for the pmduct during the period in question. (Tr., yol. L pg
61). Thus, Blount has conclusively established the first required element of Panduit.® . -

79. In addition to establishing a demand for the patented product during the period in questlon.

‘Blount established an absence, during the period of infringement, of acceptable non-infringing

substitutes. (Tc., vol. 1, pg. 63-65). o -

80. Peterson argued that other acceptable non- mfnngmg substitutes enst.

81. Here the patented product offers quite unique and novel results. (Tr., vol. 1,pg. 28-30) Thc

so called “acceptable non-infringing substitutes” Peterson has introduced are either not acceptable,

- or they too infringe, although na third party infringing devicc was offered by either side. ™
82. Blount established at trial that Peterson’s front flame director was not an acéqitablc-
substitate. (Tr.; vol 2, pgs. 184, 195). Peterson's own Vice President, Mr. Corrin, testified that the
front flame director lacked the valve for adjusting the height of the front flame. Even more telling,
. Mr. Corin testified that the front flame director was not as good as their ember burner. (Tr., vol. 2,

pgs. 184, 195). o

¥ See the Conclusians of Law section, paragraph lSi,wﬂac&cPaaMfaﬂbsuesdl’oﬂh.
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83. As the valve to adjust the height of the front flame is one of the particular features available
only from the patented prodact, under the law set forth in Standard Havens, the front flame director,
lacking that valve or any adjustment means, is not an acceptable non-infringing substitute.

84. Pcterson further argues that Blount admitted at trial that at Icast five products on the market
perform roughly the same function as Blount's patented device. (Tr., vol. 1, pg. 63). The record is
clear that those five products were infringing substitutes and not acceptable non-infringing .
substitutes. (Tr., vol. L, pg. 63). In fact, the record indicates that Blount sent the manufactures of
those five products the identical notice of infringement letter at the same tirae it sent Peterson its
letter. (Tr., vol. 1, pg. 63). No evidence exists in the record that the aforementioned five instances
of infringement continued afier the notice of infringement letters were received. In fact, Mr.
Blount's testimony indicates that while the other companies were moving in and were interested in
the outcome of this trial, none were still infringing after receipt of their notice of infringement letter.

(Tr., vol. 1, pg. 62-64).

85. Therefore, this Court finds that Blount provided sufficient cvidence to support the finding
that there were no acceptable non-infringing substitutes that could have decreased the market share
Blount and Peterson together held. Thus, Blount has conclusively established the second required
element of Panduir.

86. Blountalso offered sufficient evidence through Mr. Blount’s testimony that Blount had raore
than enough manufacturing and marketing capability to promote the device, thus entitling Blount to
actual damages. (Tr., vol. 1, pgs. 62, 66). Thus, Blount has conclusively established the third
required element of Panduit.

87. Because the Panduit factors have been established, it is reasonable for this Court to infér
that the lost profits claimed werc in fact caused by Peterson’s infringing salés. This Coun‘now only
needs to determine a detailed computation of the amount of profit Blount would have made, to meet
the final required element of Panduit.

88. In addition, however, the Court also finds that the facts of the present case establish a two-
supplier market. Blount offered evidence through the testimony of Mr. Blount that Blount and
Peterson together held approximately 95 percent or more of the market associated with ember
bumers similar to that covered by the ‘159 patent. (Tr., vol. 1, pg. 64). While Peterson attempted
to impeach Mr. Blount’s testimony on this point, this Court finds that Peterson failed to do so.
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Therefore, this Court finds that Mr. Blount’s testimony is sufficient to establish a two supplier

market. - The supposed 5 percent of the Ma thiat Blount and Peterson might not have held is
dctm;umus. and thcx_\-.fore, for damage mlculaﬁgl_ls atwo-supplier market has becn foux_lcl to existin

this case. Therefore, causation may be inferred, that is, "but for™ Peterson’s infiinging. activities, .

Blount would have made the sales it normally would have made.

89. To determine the actual damage amount in a lost profit case, the Court can muluply Blounl s
per unit profi¢ times the number of infringing devices that Peterson sold. ' e

90. To do this, however, the Court must de:cxmmc the device upon which lost proﬁts are to be

calculated. - . _ k
91. Using two different approaches, Blount has estabhshed that the device for calculanng lost

proﬁts includes the entire burner assembly (including the secondary bumer and valve), the grate, and
a fixll set of artificial logs. This Court finds that Blount ultimately lost the sale of the er;tm: burner
assembly (including the secondary burner and valve), the grate, and a full set of artificial logs.

- 92. Dependent claim 15, which was established as Jitcrally infringed above, recites that the gas-
fired artificial logs and coals-bumer of claim 1 are positioned under artificial logs and a grate support
meéns. Because the artificial logs and the grate support means are positively claimed in'depcndcnt
claim 15, the artificial logs and the gmte support means should be included in the device upon wluch
damages for direct infringement as well a5 lost pmﬁts are to be calculated.

' 93. Acoordmgly, the device for calculating lost profits includes the entire bumer assembly
(including the secondary bumer and valve), the grate and a full set of artificial logs, wluch must be

the case here, because apart from the amﬁcml logs and grate, the coals bumer unit has no 0 purpose _

or fimction. - - . -

94. Given the circumstances, the entire market value rule is appropriate here as an alternative, -

second approach. Bvidence was offered at trial by Peterson’s own officer, Mr. Corrin, that Peterson
used the ember burner to entice customers to come back to the store to purchase newer log sets, and
at the same time, purchase Peterson’s ember bumef ‘which improved the overall appearance of the
fiveplace. (Tr., vol. 2, pg. 177-79). These facts are sufficient to establish that the embcr buma' is
. the basis for the customer’s demand, as set forth by TWM see infra. )
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95. Blount also offered evidence that the glowing embers from the ember bumner are what draws
a customer’s attention to a particular log and bumner set, and what ultimately makes the sale. (Tr.,
vol. 1, pg. 157-63).

constitute a functional unit with the artificial logs and the grate support.

97. Blount presented a third-party witness retailer, Mr. Charlic Hanft of Atlanta, with extensive
sales experience with gas fireplaces and ember bumer and gas log sets. He testified that 97 %
percent of the time that he scfls an ember bumer, he also sclls an entire bumer assembly and log set
with it. (Tr,, vol. 1, pg- 160). Peterson did not successfully rebut Blount's evidence on this point
because Peterson presented no testimony to quantify even in a general way when the two would not
ultimately be sold together. '

98. Peterson failed to vebut Blount’s evidence because it did not offer any numerical evidence
regarding how often it sells one of its Ember burners with the eatire bumer and iog set.

99. In summation of this point, Blount introduced testimony as to the standard practice in the
industry for selling the cmber bumer, and Peterson failed to introducc its own testimony to rebut
Blount’s testimony.

100. Because the evidence establishes that 97 ¥ percent of the sales of the ember burner would
also encompass the sale of the entire bumer assembly and log set, the record supports a proration of

 the damage amount based upon this percentage.

101. Based on the record, of the 3,723 EMB'’s sold by Peterson, 2 % percent (i.c., 94 EMB's)
were sold without an associated burmer assembly and log set, and the remaining 97 ¥; percent (i.c.,
3,629) were sold with an associated bumer assembly and log set.

102. Blount established at trial that its profit on the ember burner alone is $14.09 per unit and

its profit on the ember bumer, entire burner assembly and full set of logs is $117.92 per umit.
l {Plaintiff’s Ex. No. 18).
103. This Court finds, based on the percentages and profits established in the paragraphs above,
I that the total actual damages amount to $429,256.

96. Blount also offered testimony at trial that the elements of independent claims 1 and 17



WILLFULNESS / EXCEPTIONAL CASE _ B -
104, Havmg carefully reviewed the record hc:em, the Court concludes that Peterson’s muumal
_ attempt to altamacompdmt opinion is permcated by a lack of due care and was wﬂ.lﬁjl, which lcads
this Court to find that the case is cxcepQ_Onal. Blount has established by clear andtconvmcmg

- evidence that Peterson’s supposed oral opinion was an incompetent, conclusory opinion to be used

only as an illusory shield against a later charge of willful mﬁmgemeut, rather than in a good faith
attempt to avdid infringing another’s patent. - N i
105. Throughout the 2% years from the time the first notice letter was sent, Peterson siznply never
obtained a single writtea opinion suggesting that their commercia! embodiment avoided
mﬁmgcment. Also, the denial that the first- letler relatcd to notice of infringement is shown uullkely
by Mxr. Corrin's own characterization of it as an mﬁmgemmt lester* in his correspondence with his

pateat counsel. (T, vol. 2, pg. 192). Also, this Court finds it disingenuous for Peterson to argue

at trial that the interrogatories answered well after suit was filed and during discovery, forin the
written opinion upon which they relied. . _ - - o

106, The first time Peterson spoke to Mr. McLaughhn was on or sbout December-3@, 1999,
however, Mr. McLaug:hhn did not have the accused infringing device at this time. (Tr., vol. L, pg-
181). - The record establishes that Mr. McLaughlin, at this time, only had a picture of the accused
mﬁmgmgdmcc (Tr, vol. 1, pg. 181). Neither did Mr. McLaughlin have the prosecutlon history
of the ‘159 patent at this time, which is an lmponant clement of any competent opinion. (Tr vol.
1, pgs. 183, 202-03). .- -

107. This non-substantive conversation cannot-be construed to be an opinion upon which
Peterson could reasonably rely because it was based solcly on a supposition. This sui:positio:i

amounted to a representation on the part of Mr. Bortz that the inveation had been around 20 t030 -

years. (Tr,, vol. 2, pg. 55-56). Mr. McLaughlin, with only the evidence listed above, said that “if

we could prove that the invention had been around for 20 to 30 years then it would bé a strong

argument of ix_walidity." (Tr., voL 2, pg. 55-56, emphasis added). This “if this, then that" statement -

plainly does not amount to an opinion upon which a prudent person could reasonably rely.

108. Importantly, this Court has found that Peterson made no Further efforts to determine whether
it was truly infringing or not, until after suit was filed, almost a year and two months aﬁex;-r—eceiving
the first notice letter. (Tr., vol. 1, pg. 202-03). 7 | 7 B .
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109. Peterson argues that it did nothing further because it was awaiting “additional information
or further explanation from Blount's attomey." This Court finds this arpument lacking merit. Blount
did not, after sending multiple notice of infringement letters to Peterson under the law, owe Péterson
any obligation with regard to advising Peterson how they actually were infringing.

110. Nevertheless, Blount's failure to respond to Peterson's additional information request did
not relicve Peterson of its obligation to determine if it was willfully infringing the ‘159 patent® To
the contrary, Peterson continued its infringing activitics even after May 16, 2000, and-actually even
through the trial proceedings. (Tr., vol. 2, pg. 181 and Peterson Company’s Objection to Golden
Blount’s Motion for Updated Damages filed on September 18,2002). This reflects an cgregious and
willful disregard for the ‘159 patent.

111. It was not unfil after the lawsuit was filed in January 2001 that Peterson finally became
concemed, not with the damages associated with the infringing activity, but apparently with the
attomey’s fees that Peterson might be required to pay as a willful infringer. (Tr., vol. 2, pg. 60-62).
By Mr. Bortz’ own admission, he told Mr. McLaughlin that this was not a very meaningful case
“dollar wise" but that he heard a person might have to pay attomneys’ fees ifhe loses a patent lawsuit,
and he asked Mr. McLaughlin what he should do. (Tr., vol. 2, pg. 60-62 & Dec. 19, 2001, deposition

of Mr. Leslic Bortz, pg. 60). Mr. McLaughlin told him that one way that attorney’s fees could be
avoided was by obtaining an opinion. (Id). This set of facts underscores Peterson’s true intentions
with respect to its willful disregard of the “159 patent, that it was concerned more with having to pay
attomeys’ fees than it was with its own infringement. The Court finds that this constitutes an
intentional disregard for the ‘159 patent on the part of Peterson

. 112. Atno time when Mr. McLaughlin gave Mr. Bortz advice did Mr. McLaughlin ever sce the
actual accused structure. (Tr., vol. I, pg. 181). While some advertisements of Peterson's structure
were shown, detailed drawings were never provided at this time to Mr. McLaughlin, including the
installation instructions that were apparently sold with the device. Thus, Mr. McLaughlin never had
a full undesstanding of the accused structure, (Tr., vol. 1, pg. 200), and Mr. McLaughlin should have
known that his opinion would uot be reasonable without such an understanding.

? Sec also, Finding of Fact No. 30.
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113. While Peterson argues that threeoral consultations occurred, this Court finds that onlyone

- -oral opinion of counsel, if it can evea be called that, was rendered. This oral opinion was rendered

by Mr. McLaugh!mon or about May 1, 2001, about 4 mionths after suit had been filed andZ% years
after Peterson was first noticed of its infringing activity. (Tr., val. 1, pg. 179-83).

114. This Court believes that Peterson did get what it asked for, a statement that ihcre wasno

mﬁmgcment_ Peterson’s primary desire, however was to avoid paying attomeys" fees or increased
- damagts and this appeaxs to have been the sole rwson for consultation with counscl, and these
actions show a willful and egregious disregard for thc ‘159 pateat. -
| l!S In summary, this Court finds that Peterson had (hree consultations with its Attormey. A]l
- were oral. Only the last oral consultation approached what was needed to detemnne mfnnganent 7
and vahdlty issues, and even it was made with a search limited to the company’s own records and
with there having been no accused structure shown the pateat attomey. This third consitltation
occurred a number of months after suit had been ﬂléd and was motivated by the apprehension of
Peterson haviné fo pay attomeys' fees, and not fora concern of infringement of the ‘159 patcnt: i
116. Peterson’s cavalicr attempt to obtain an opinion and the non-persuasive trial testimony of
" Peterson’s witnesses are classic examples of conduct that clearly and convincingty dcmonstratcs an

cxceptnonal case, an indication of which is gross wilfulness.

117. This Court thereforc finds that the mﬁ'mgcmcnt of Peterson was willful, thus the actual -

damages are trebled. totaling $1,287,766. B _
118. Given Peterson’s conduct and its overall willful dlsrcgard forthe ‘159 patent, such an award

is-appropriate here. The Court finds that as a result of Peterson’s continued infringement, without -
a reasonable basis for believing that it had a right to make, use or sell its product prior to the '

expu'atlon ofthe *159 pateat, Blounthas beenoompcllcd to prosecute an infringement clmm at grmt

expense. Underﬂlmwcumstancm anawardofattorncys fcﬁlspropermaddmontodlccuhanced

damage award. - '
119. This Court therefore finds this to bc an cxcepuonal case under 35 US.C. § 285 thus

reasonable attorneys® fees are awarded to Blount.

.,
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CONCLUSIONS OF LAW

CLAIM CONSTRUCTION

120. The parties dispute the meaning of two texms in the claims of the patent in suit, namely the
phrase "raised level,” as recited in claim 1, and the term *below” and the phrase “away from the fire
place opcaing,'; as recited in claim 17.

121. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated April 19,
2004, this Court construes that the term *at a raised level® in claim | refers to the top of the two
buruer tubes, and that the tops of the tubes should be used fo determine whether the primary bumer
tube is held at a raised level with respect to the secondary bumner tube as recited in claim [. This
Cou:t also construes that the term "below™ in claim 17 refers to the tops of the two bumer tubes, and
that the tops of the tubes should be used to determine whether the secondary bumer tube is
positioned below the primary bumer tube as recited in claim 17. Golden Blount, Inc. v. Robert H.
Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004).

122. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated Apnl 19,
2004, this Court construes the tenn “away from the fireplace opening™ to mean that the gas ports
may be positioned in any direction that does not include a horizontal componeat pointed toward the
vertical plane of the fireplace opening. 17
© 123. Allthe other lerms in the claims atissue are construed to have a plain and ordinary meaning,
which appear not to have been contested at trial.

VALIDITY

124. A validity analysis begins with the presumption of validity. An issued patent is presumed
valid. 35 U.S.C. § 282, '

125. An "accused infringer who raises patent invalidity as a defense bears the burden of showing
invalidity by facts supported by clear and convincing evidence.” Robotic Vision Systems, Inc. v. View
Engineering, Inc., 189F.3d 1370, 1377 (Fed. Cir. 1999); Weatherchem Corp. v. J.L. Clark, Inc., 163
F.3d 1326, 1334-35 (Fed. Cir. 1998). '

126. As affirmed and determined by the Court of Appeals for the Federal Circuit on April 19,
2004, this Court concludes that Peterson has failed to prove by clear and convincing evideace that

-26-



- thc ‘159 patent is invalid. Tlns Couﬁ therefore ﬁnds the 159 pa!ent not to be invalid. Golden
Blaunt. Inc. at 1061-62. - ;

LITERAL INFRINGEMENT-DIRECT

127 The claims define the metes and bounds of the invention, and only they may be mfnnged.
SmdkKlme Diagnostics, Inc. v. Helena Labs. Carp 859 F.2d 878, 882 (Fed. Cir. 1988); Cammg
Glass Works v. Sumitomo Elec. USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989). '

128. 'Ihcj:-)atcntce‘s burden is to show lit:zal mﬁmgcmmt by a preponderance of the evidence.
Braun v. Dynamics Corp., 975 F.2d 815 (Ped. Cir.1992). L

129 A patent claim is literally infringed if the accused product or process contains cach clement
" of the clmm Tate Access Floors v. Mizxcaf.r Tech.s 222 F.3d 958, 964 (Fed. Cir. 2000); Uniroyal,
Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If each elemeat is present, literal

infringement exists and "that i$ the ead of it.* Graver Tank v. Linde Co., 339 U.S. 605, 607,94 L. |

Ed 1097, 70 S. Ct. 854, 1950 Dec. Comm” rPat. 597 (1950). _

130.In determining mfnngunent, the accused product is compared to the patent clauns not the
* patentee's product. Zenith Laborutories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 141 8, 1423 (Fed
 Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 1998). '

131. Infringement of a single claim is infringement, Panduit Corp. v. Deanison Mfg. Co. Inc.,
836F.2d 1329, 1330 n.1 (Fed. Cir. l987) IntervetAmefica v. Kee-Vet Laboratories, 887 F 2d 1050,

1055 (Fed. Cir. 1989), and entitles the patcntce fo the full panoply of statutory remedies. Intervet,' :

‘887 F.2d at 1055,

132. Ifone is arguing that proof of induciug infringement or direct infringement requires d:'rect |

as opposed to czrazmstarmal evidence, the Federal C:rcult disagrees. It is hornbook taw that direct
evidence of a fact is not necessary. "Circumstantial evidence is not only sufﬁcwnt, but may also be
more certain, satisfying and persuasive than direct evidence. Metabolite Laboratories, Inc. v.
Laboratory Corp. of America, 370 F 3d 1354, 1365 (Fed. Cir, 2004) (citing Moleculon Re.seamh

Corp. v. CBS, Inc., 793 F.2d 1261, 1272 (Fed C1r 1986)
133. [ndetermmmgwhethcrapmductclaxm is infringed, the Federal Circuit has hcldlhatan
accused device: maybc foundto mﬁmgc ifitis msonablycapablcof satisfying the claim lumtaﬁons,
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even though it may also be capable of non-infringing modes of operation. Sce, Intel Corp. v. United
States It Trade Cormm’n, 946 F.2d 821,832,20USPQ2d 1161, 1171 (Fed.Cir.1991);Key Pharnis.,
Inc. v. Hercon Labs. Corp., 981 F.Supp. 299, 310 (D.D<cL1997), aff'd, 161 F.3d 709, 48 USPQ2d
1911 (Fed.Cir.1998); Huck Mfg. Co. v. Textron, Inc., 187 USPQ 388, 408 (E.D.Mich.1975) ("The
fact that a device may be used in a manaer so as not to infringe the patent is not a defense to a claim
of infringement against 2 manufacturer of the device if it is also reasonably capable of a use that
infringes the patent.”); ¢f- High Tech Med. Instrumentation, Inc. v. New Image Indus., Inc., 49 F3d
1551, 1556, 33 USPQ2d 2005, 2009 (Fed.Cir.1995).

134. Circumstantial evidence of product sales and instructions indicating how to use the product -
is sufficient to prove third party direct infringement. Moleculon Research Corp. v. CBS, Inc., 793
F.2d 1261, 1272 (Fed. Cir. 1986).

135. This Court understands that in determining mfrmgcmcnt, the accused product is compared
to the patent claims, not the patentee’s product. However, FIG. 2 of the *159 patent is representative
of the claims of the ‘159 patent and the claims may be read on the FIG. 2 structurc. For this reason
a comparison of one of Blount's devices and Peterson’s manufactured product is highly instructive

for purposes of this Court’s analysis, and is, thereforc, provided.

B_lount’s Patenn_ad Device
FIG. 2 of the “159 Patent

Peterson’s Manufactured Product
Figure 2 of Peterson’s Installation Instructions
_ without the control knob shown
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136. The findings in the sections abovcmakcoutaclmrmscofd:md mt'nngcmeux onallofthe

dcvmcssold.' ) L -

LITERAL [NFRNGMT-CONTRIBUTORY

137, Contributory infringement hablhty arises whm one "sells within the' Umtcd States .
component of a patented machine . . constxtutmg amzteual part of the invention, lmowmg the same _
to be especial ly made or especially adapted foruse inan mﬁmgcmmt of such patent, and not astaplc
article or commodity of commerce suitable forsubslantxallynonmﬁugmgusc. 35.U8 C § 27l(c)
(2002). .

-138. 'l‘hus Blount must show that Peterson “knew that the combination for which its components

were especially made was both patented agd infringing.* Preemption Devices, Inc. v. Minn. Lﬁnmg
& Mfg.. Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).-

- —.  139. Anappropriate infringemecat notice letter from the patentec to the accused infringer provid:m

the requisitc knowledge required by 35 US.C. § 271(c). Aro Mamg'actunng Co., Inc. v.-
Convertible Top Replacement Co., 377 U S. 476, 490 (1964). |
140. Furthcr Blount must show that Peterson’s components have no substantmllynumnﬂmgmg

uses, while meeting the other elements of the statutcl Alloc, Inc. v. ITC, 342 F.3d 1361, 1374 (lfed. -

Cir. 2003). - » :

141. Tt is not necessary for a plaintiff to make the direct infiinger a party defendant in ordec
-recover on a claim of contributory infringement. It is enough for the plaintiff to prove, b’y cither
cucumstanual or direct evidence, that adirect infringement has occurred. Amersharit Intematzanal
PLCwv. Cammg Glass Works, 618 F. Supp 507 (D. Mich,, 1985). —

-142. The findings in the sections above make out a clear case of Contnbutory mﬁmgcmwt on -

-all of the dewces sold.. 3

LITERAL INFRINGEMENT -INDUCEMENT )

143. In order to find Peterson liable for inducing infringement under 35 U.S.C. §7 271 (5).’ Blount
must show that Peterson took actions that actually induced infringement. Mer-Coil Sys. Corp. v.
Korners Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir. 1986) ("Therc can be no inducement of
infringement without direct infringement by some i)_ariy.")» ‘
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144. Further, Blount must show that Peterson knew or should have known that such actions
would induce direct infriingement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F.3d 1250
(Fed. Cir. 1999).

145. Dissemination of instructions along with sale of the product to an ultimate consumer is
sufficient to prove infringement by an inducement. Moleculon Research Corp. v. CBS, Inc., 793
F2d 1261, 1272 (Fed. Cir. 1986). Thus, Blount has met its burden of showing infringement under
section 35 U.S.C. 271(b).

146. The findings in the sections above make out a clear case of induced infringement on all of

the devices sold.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

147. Infringement under the doctrine of equivalents occurs when a claimed limitation and the
accused product perform substantially the same function in substantially the same way to obtain the
same result. Sce Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17,3940, 137 L.Ed.’
2d 146, 117 S. Ct. 1040 (1997).

148. Infringement under the doctrine of equivalents also requires that any difference between thc :
claim elements at issue and the corresponding elements of the accused product be insubstantial. /d.

149. This Court finds altematively (or cumulatively) that there was infringement under the
doctrine of equivalents,

DAMAGES
150. To recover lost profit damages, the pateatee need only show causation and the factual basis

for causation between the infringement and the lost profits. Lam, Ine. v. Johns-Manville Corp., 718
F.2d 1056, 1065, 219 US.P.Q. 670 (Fed. Cir. 1983).
151. To do this, Panduit established that the patent owner aced only demonstrate:
1) a demand for the product during the period in question;
2) an absence, during that period, of acceptable non-infringing substitutes;
'3)  its own manufacturing and marketing capability to meet or exploit that demand; and
4  adetailed computation of the amount of the profit it would have made.



- o e

. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156, 197 US.P.Q. 726 (6th
Cir. Mich. 1978); Radio Steel & Mfz. Co. v. MID Prods. Inc., T8 F.2d 1554, 1555, 29USPQ

. 431 (Fed. Cir. 1986). )
152. In a.two-supplier market it is rcasonable to assume, provided the patent owner has the

manufacturing capabilities, that the patent owner would have made the infringer’s sales but for the

infringement. - State Indus. v. Mor-Flo Indus., 883 F.2d 1573, 1578, 12 US.P.Q.2d 1026 (Fed. Cir.

1989). - =

153. The “[m]ere existence of a competing dévice does not make that device aniacwpmble
substitute. TWM Mfg. Co., Inc. v. Dura Corp., 789 F.2d 895, 901, 229 U.S.P.Q. 525 (Fed. Cir.

1986), cert. denied. A product on the market that lacks the advantages of the patented product can

hardly be teancd 2 substitute acceptable to the customer who wants those advantages. Standard

" Havens Products, Inc. v. Genoor!ndwtriés, Inc., 953 F.2d 1360, 1373, 21 USP.Q.2d 1 ;21 (Fed.

Cir. 1991), cert. denied, If purchasers are motivated to purchase because of particular features
available only from thie patented product, pmddcts without such features would most ocrtamly not

be acceptable non-infringing substitutes. fd: ~ -

154. Also, courts have generally held that an infringer™s acceptable substitute argument is of .
“limited influence” when it [the infringer] i lguom those substitutes while sclling the patented

invention. (Emphasis added). TWM, 789 F. 2d at 902 This is exactly what Peterson did.

[55. In an altemnative approach, howc_:ver, the "entire market value rule” may ‘be used to
* determine the device for calculating lost profits. In Beatrice Foods, the Court stated that the law

does not bar the inclusion of convoyed sales i an award of lost profits damages. Beatrwe Food.:

Co.v. NewEngIzmdPnntmg&IJthographtcCo 899F.2d 1171, 1175, MU.SPQ.Zd lOZO(ch. -

Cir. 1991). _ : ,
[56. The "entirc market value rule® allows for the recovery of damages based on the value of an

eatire apparatus containing several features, -cven'though only one feature is patentei Pa}:er '

Converting Machine Co., v. Magna-Graphics, Corp., 745 F.2411,33,223USP.Q.591 (Fed Cir.
1984). - -

157, The "entire market value rule” ﬁxrthet peunits'recovery of damages based on ﬂlé value of
the entire apparatus containing several features, wtwn the patent-related fmmrc is the basis for
customer demand. See THM, 789 F2d at 901,
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158. The “entire market value rule” is appropriate where both the patented and unpatented
components together are analogous to components of a single assembly, parts of a completc
machine, or constitute a functional unit. Sece Rite-Hite v. Kelly Co., 56 F.3d 1538, 1550, 35
U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE

159. In addition to requiring "damages adequate to compeasate for the infringement,” Section
284 of the Patent Act authorizes a district court to "increase damages up (o three times the amourit
found or assessed.” 35 US.C. § 284.

160. The Federal Circuit has interpreted this provision of Section 284 as requiring a two-step
process: “First the fact-finder must determine whether an infringer is guilty of conduct upon which
increased damages may be based.” Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397
(Fed. Cir. 1996). “If so, the Court then determines, exercising its sound discretion, whether, and to
what extent, to increase the damage award given the totality of the circumstances." Id.

161. "An act of willful infringement satisfies this culpability requiremeat, and is, without doubt,
sufficient to meet the first requirement to increase a mmematow&magw award." fd. 'i‘hus, once
a proper willfulness finding is made, the first step in detemmining whether damages should be
enhanced is complete. Jd. At that point, the Court need consider only whether, and to what extent,
the compensatory damages awarded by the fact finder should be increased, in light of “the
egregiousness of the Defendant’s conduct based on all the facts and circumstances of the case.” Id.

162. *A potential infringer having actual notice of another’s patent rights has an affirmative duty
of care." Spindelfabrick Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & Salzer
Maschinenfabrik Aktiengessellschaft, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement
is thus deemed willful when the infringer is aware of another’s patent and fails to exercise due care
to avoid infringement. Electro Medical Sys., SA. v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1056
(Fed. Cir. 1994); Rolls-Royce Ltd. v. GTE Valeron Corp., 800F.2d 1101, 1109 (Fed. Cir. 1986). This
standard of care typically requires an opinion fram competent patent counsel prior to engaging in any
potentially infringing activities. Underwater Devices, Iné. v. Morrison-Knudsen Co., T17F.2d 1380,
1389-90 (Fed, Cir. 1983). To establish willfulness, Blount must demonstrate by clear and convincing
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evidence, considering the “totality of the circumstances,” that Peterson willfully mfnngcd its palcut.
Electro Medical, 34 F2d at 1056. T

163. The prosecution history of a patent in question is an important element of any- competent
opinion. Underwater Devices, 717 F2d at 1389-90

164. A holding of willful mfnngement is- usually sufficient to make a case exoepuonal ‘and
- entitles the opposmg party to its aftorney’s fees: 35 U.S. C. § 285 (2002); Avia Group ‘Intl. Inc. v.
LA Gear Calybnua. Inc., 853 F.2d 1557, 1567 (Fed. Cir. 1988). -

CONCLUSION

For.the reasons sct forth above, thc Court concludes that Peterson’s mamnfacmmd products
xnfnnge the clanns of the ‘159 patent. Blount is entitled to actual damages from Petason in the-
amount 6 $429,256. The infringement of Pcterson was willful, thus the actual damag&: are trebled,
totaling Sl_,287.758. Blount is also awarded prqudgmmt interest, which shall be calculated on a

~“simple rather than compound basis, on the actual dani_agas of $429,256 at the rate of 5.0% for the

~ causes itreparable harm, an injunction is granted against Peterson.

period from December 16, 1999, to August 9, 2002. This is an exceptional case under 35 US.C. §
. 285, thus reasonable attorncys” fees are awardcd to Blount. Blount is further awarded post judgment
interest, cafculated pursuant to 28 U.S C §l961 on the sum of the trebled damages and attomey’s
fees at the highest rate allowed by the law from the date of August 9, 2002, to April 19, 2004, and

resuming fm'm the date of the signing of the final jud.grﬁcnt. Based upon the fact that inﬁ'ingemc;nt_

It is so ORDERED . L _
SIGNED: __ 3\ day of September, 2004. -

B ,- ._' _gﬁb%ﬁgﬂiugﬁml"ﬁg[{mmT
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Defendant.

to be entered pursuant to Rule 52, F.R.Civ.P.:

" FINDINGS OF FAcT'

PARTIES.

2. The patent issued on November 23, 1999. (PX 1.)

logs since the 1940°s.

.~ -

1
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Civil Action No. 3-01CV0127-R

(JURY TRIAL DEMANDED)

DEFENDANT’S PROPOSED F‘leINGs'OF FACT AND CONCLUSIONS OF LAW
Now comes defendant Robert H. Peterson Co. (“Peterson”), by its undersigned counsel,

and pursuant to order of court, proposes the following Findings of Fact and Conclusions of Law

I Plaintiff, Golden Blount, Inc., is thc owner of U.S. Patent 5,988,159 (the 159

Patént”) entitled “Gas-Fired Artificial Logs and Coals-Bumer Assembly.” (PX 1.)

3. Defendant has manufactured and sold gas log sets, bumers, grates and ccrar_nic

! Citations to trial exhibits shall be referred to herein as “PX” and “DX." Citations to the trial transcript shall be = .
indicated as “Tt.” with the volumec number preceding the “Tr." and the page number following it.



PETERSON’S “G4” PRODUCT.
4. Peterson’s largest selling product_ is the model “G4,” which is also. kﬁ_own as the

“Glow1|1g Ember Bumer.” (2 Tr. 69—70 DX 32)

5. The “G4” product consrsts of a bumer pan and a single bumer tube (1 Tr. 72;

DX32). _ )
6. The “G4” is sold by Peterson without artificial logs. (2 Tr. 178.)

7. - The “G4"” product, ‘as made, used and sold by Peterson -obmprises a “primary

bumer tube” without a “secondary bumer tube " to use the temnnology of the ‘159 Patent.

(Substltute Stmt of Stipulated Facts at 'Jﬁ R.H. Peterson 30(b)(6) Deposmon of Leslie Bortz -

(“Bortz30(b)(6)Dep ") 22, 27; DX32) o

4

. PETERSON’S “EMB?” PRODUCT.- -

8. Peterson 5 accused product is lmown as the “EMB or ember ﬂame booster " an
accessory that can be assembled or retroﬁtted to a “G4” primary burner to produce a front ﬂame

and ember i lcmg. (2Tr.117; PX 6; DX 31. )-

9, The “EMB” product, as made used and sold by Peterson, compnses solely a .

“secondary bumer tube” without a “pnmary ‘burner tube,” to use the termmology of the ‘159

Patent. (2 Tr 867 117 178; DX 34)

IO. ' Peterson packages and sells the “EMB" product to dlstnbutors sepa.rately ﬁom the

“G4” product. (2 Tr. 86-7, 178; DX 31; DX32) -
11. The “EMB” and “G4" are not sold together by Peterson. (2 Tr. 69-70 73.)

12. The “EMB" and “G4” are never assembled by Peterson. (2 Tr. 73.)

? The R.H. Peterson 30{b){6) Depasition of Leslie Bortz was introduced at trial. (2 Tr.39.)

i -2 :
DALLAS? 1041687v1 52244-00001 - R

r

i L4



13. | The assembly of Peterson’s “G4" and “EMB™ products is done in the field By_ the
customer or an installer hired by the customer. (2 Tr. 71, 73-4.) |
14.  During assembly, the “EMB” secondary burner product is attached to the “G4”
primary b.umer by means of a 2" female pipe fitting. (PX 7, p.3).
15. The installed level of the top of the “EMB" secondary burner relative to the tdp of
“the “G4” primary bumer will depend upon -the position of the “EMB™ when-its female pip’é‘ '
fitting is tightened. (PX 7, p.3).

16. It is possible for the customer to install the “EMB" secondary bumer tube such
that its top is level with or above the top of the “G4” primary burn'er) tube by tightehih'g'th'e'
“EMB’s™ female screw fitting when the top of the “EMB™ happens to be level with or above ;thc
top C-lf the “G4.” (PX 7, p. 3). |

17. When he was asked whether one could “completely change the level [of th_¢ '
secondary bumer] if you wanted to” in Plaintiff’s Exhibits 3A (demonstrative of plaintiff’s
pmdtx_ct) and 4A, Mr. Golden Blount testified, “That’s correct.” (1 Tr. 144.)

PETERSON’S “G5” PRODUCT.
18. Peterson also sells a product known as the “G5" which consists of a primary
bumner tube and bumer pan together with all of the gas connections, valves and grates pre-

assembled at the Peterson factory in order to obtain the certification of the Canadian Gas

. Association (successor to the American Gas Association). (1 Tr. 74; 2 Tr. 179, 196.)

19.  Mr. Bortz testified that the Peterson “G4” and “G5” products were different in

~that the “GS5"” included subsfantial equipment necessary for Canadian Gas Association

certification. (Bortz 30(b)(6) Dep. 22-24.)

DALLAS2 1041687v1 52244-00001



20.  Mr. Bortz testified that Peterson’s “G5” product sells at rétail for 'api)mximqtely.

twice what the “G4” product sells for. (Bortz 30(B)(6) Dep. 25.)

. “'21. No other witness testified that the “G4” and “GS” products are.the_same or are

manufactured to the same standards or by the same methods. -

'_ .22, As usually made, used and. sold by Peterson, the “GS5” docs not mclude the
 “EMB” accessory or any other secondary burner tube of the type clauned in” the ‘159 Patent.
(Substitute Stmt. of Stipulated Facts at 46; 2 Tr. 72-3, 179. )
23. Although a customer may specially order a “G5” pmoltiet ‘with an “EMB"
accessory, Peterson has sold “very few” ofthese combinations. (2 Tr.179._) o )
| 7 _ 24.‘, The “G5” is “very seldom"-sbll& with a pre-assembled ‘?_EMB.’_; 7(2 .T_r-. ’}2-3.)
; 25. During the relevant trirhe period, Peterson sold a total of approxirnate'ly'_lo “G5”

products (l Tr. 74.)

,-26,. - No substantlal evxdence shows that, on- any of the’ very fe\y occasmns when
Peterson did assemble and sell a “GS" together with an “EMB,” that the top of the “GS" primary
bumer tube was installed at a “ratsed level" with respect to the top of the “EMB secortdary
bumer tube.

27._- No sobstantial cvidence sﬁoWs that, on any of -the very fe\y'Oceasions vt}hett
Peterson did assemble .and sell a “G5" with together an “EMB,” that the tor) of the “EMB”
secondary bumer tube was installed “below” the top of the “GS” primary bumer-_ tube.

o 28. - On any of the very few occasions when Peterson did assemble end 7se‘ll a “Gs”

with an “EMB.’? no substantial evidence shows how Peterson assembled these products.

DALLAS2 1041687v1 52244-00001
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~ No EVIDENCE OF INFRINGEMENT.
29. ' As made, used and sold by Peterson, the “EMB” accessory product is comprised
solely of a secondary burner and does not comprise the dual bumc‘r system claimed in the ‘159
Patent,
36. As made, used and sold by Peterson, the “G4" product is comprised solely of 4
primary burner and burner pan a._nd does not comprise the dual burner system claimed in the ‘159
Patent.
3L As usually made, used and sold by Peterson, the “G5” product is comprised soléiy
of a primary bumer and related connections and does not comprise the dual bumer system

claimed in the ‘159 Patent,

32.  Plaintiff offered no substantial evidence proving even one infringing assembly or
installation of an “EMB with a primary burner product, cnthcr by Petcrson or by anyone clsc
33. The record contains no substantial evndence showing how Peterson ever |

assembled or installed any “EMB” accessory product with any primary burner.

34.  Without being the -assembler of the “EMB” with a primary burner, Peterson. .~

cannot be a direct infringer of the ‘159 Patent.

35.  The record contains no substantial evidence about how any Peterson dealer or . -

customer ever assembled or installed any “EMB" accessory product.
36.  The record contains no substantial evidence that any Peterson dealer or customer"
or anyone clse ever assembled or installed any “EMB” accessory product with a primary bumner

in a-manner which infringed any claim of the 159 Patent.

DALLAS2 1041687v1 52244-00001



— PLAINTIFF’S DEMoHsr@ﬂVE EXHIBITS. _
37.  Prior to trial, deferrdzilit raised authenticity and othc_r 6bjé¢ﬁ§ﬁs to each of
bla.imiﬂ-’s demonstrative exhibits, “(Robert H. Peterson Co.’s Obj_cctiori.s ;0 Plﬁir_ltiﬁ"g Pre-Trial
_Disclosures at 3.) o |
j 38.  Attrial, plaintiffplayed a narrated video tape. (1 Tr. 32:3; PX'8).
"39.  Mr. Golden Blburx_t; the witness who was testifying whi_lc-tl:ié'video tape was
played, identified the voice of the narrator as Bill Romas, an employee of p_l-a_intiﬂil (1.Tr. 34.)

‘ - - - B - ' - -
40..  Because Mr. Romas was never called as a witness, none of the statements which

he made on the videotape were ever subject to cross examination by Peterson.

41.  Mr. Blount testified that the early portions of the video tapc showed an authentic

pxcture of plamtlﬁ"s dual burner pmduct in operation. (1 Tr. 43.)

42. At one point, Mr. Blount identified a picture on the v:deo tape as shomng a

“Peterson set" with the “burner off.” (1 Tr 135—45 )

43. Mr. Blount did not testify which-Peterson product or prodilct; comp‘nsed what he

called the “Pctcrson set” that he saw on the video tape. (1 Tr. 135-45.)

44 Mr. Blount did not tcstlfy that the “Peterson set” which he 1dent1ﬁcd on the v:deo _

tapc mcluded an~EMB" secondary burner accessory (1 Tr. 135-45.)

45. M. Blount did not testify that the “Peterson set” which he identified on the video
tape did not include a Peterson “Front Flamc_Directpr." (1 Tr. 135-45.)

46.  Mr. Blount never identified thé Peterson products, if z'my:',r Wiﬁqh were part of the
~ picture which:_he deccribeci as the “Peterson sé_t’f on the video tape. (1 Tr. 26—149}3 Tr, 35-42.) -

DALLAS2 1041687v1 5$2244-00001 _ -l



© 47.. No witness ever testified that.any picture shown on the video tape was an

" authentic or accurate depiction of any product or combination of products made, used or sold by

Peterson. (1 Tr. 133-45.)

48. No witness ever testified that any picture shown on the video tape was an- -

authentic or accufate dépiction of any product or combination of any products made, used or sold
by Peterson which had been assembled with the top of a primary bumer tube at a “raised leve]”
with respect to the top of a secondary burner tube or with the top of a secondary bumer tube- -
installed “bcl_ow" the top of a primary bumer tube. (1 Tr. 133-45.)

49.  No substantial evidence shows that Peterson made, used -or sold the apparatus:
identified by Mr. Blount as thc “Peterson set” in the assembled configuration shown in the video’

tape.

50. No witness testified how the apparatus which Mr. Blount identified as the

“Peterson set”” shown in the videéo tape had been assembled or who had assembled it.

51.  The video tape does not show any infringement of the ‘159 Patent by any

Peterson product or combination of Peterson products. (1 Tr. 133-45.)

52. At trial, plaintiff produced a demonstrative exhibit consisting of physical primary
and secondary burner tubes assembled together. (1 Tr. 41; PX 4A.)

5.3; Plaintiff’s counsel originally referred to Plaintiff’s Exhibit 4A during his opening

- statement without foundation, assuring the court that “we’ll connect up later.” (1 Tr. 6, 38)

54.  Later, one of plaintiff's attorneys, Mr. Greg Parker, represented to the Court that -
Plaintiff’s Exhibits “4A and 4B is Defendant Petersqr_l;s-dcvice." (1 Tr. 42.)
55.  Plaintiff, howéver, never offered any foundation through any witness testimony to

identify or authenticate Plaintiff’s Exhibit 4A.

. DALLAS2 1041687v1 52244-00001
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- §6. No-witness ever aﬁirmatlvcly identified or authenticated Plamtlﬂ"s Exhibit 4A as

consnstmg of-a Peterson product or a oombmatlon of Peterson products.

57. No substantial ev1dence shows that the burner tubcs from whlch Plamtlff’s

Exhibit 4A had been assembled had bcen made used or sold by Peterson.

58.  No substantial evidence shows that the burner tubes compnsmg Plamtlff‘s Exhlblt

4A had been assembled by Pcterson or by any Peterson dealer or customer in the conﬁgumtxon in

which the apparatus appeared in court. -

39.-  No substantial evidence cstabhsh&s a chain of custody Imkmg Plaintiff's Exh1b1t"'

4A to Peterson 1n any way.

+-60. - Plaintiff's Exhibit 4A docs not show any infringemerit of the 159" Patent by

Peterson. - o

61.  Plaintiff’s Exhibit 4A does not show any infringement of the 159 Patent by any -

Peterson dealer or customer.

-62; Plaintiff produced a photograph entitled “Defendant’s’ Log Seét w1th Ember Flame

| Booster” (PXSA.) ' A - =

_63. Mr. Blount testified that Plamtlff’s Exhibit 5A “is a Petcrson log set w1th ‘their

ember ﬂamc bumcr " (1 Tr. 43.)

64. No testimony was offered to estabhsh that Mr. Blount had personal knowlcdgc

that Plaintiff*s Exhibit SA depicted any P'et'erson product or combination of Petexﬁon produot'si
(1Tr.43) '
65.  No other witness attempted to authenticate Plaintiff's Exhibit SA“ '

66 .' No testimony was offeredto .establish who took the photograph wmch s

Plaintiff's Exhibit SA. (1 Tr. 43.)

DALLAS2 t041637v1 5224400001

e W A

e

.



67.  Mr. Blount did not tesﬁfy to- facts showing that he had 'persénal knowledge of
how the photograph which is Plaintiff’s Exhibit SA had been taken. (1 Tr. 43; (1 Tr. 26- 149 see
also 3 Tr. 35-42)

68.  Neither Mr. Blount nor any other witness testified that Plaintiff's Extiibit S'Al'
accuratcl.y depicts any produc.t in the form made, used or sold by Peterson. (1 Tr: 43.)

69.  Neither Mr. Blount nor. any other witness- testified that Peterson ‘assembled the
apparatus in the form depicted in Plaintiff"s Exhibit SA. (1 Tr. 43))

70.  Neither Mr. Blount nor any other witness. testified that Plaintiff’s Exhibit SA
accurately depicts any assembly of Peterson component products by any Peterson dealer or

customer or by anyone else. (1 Tr. '43.)

71.  Neither Mr. Blount nor any other witness testified that any Peterson dealer or

customer-assembled the apparatus in the form depicted in Plaintiff®s Exhibit 5A. (1 Tr. 43.) .

72. Neither Mr. Blouat nor any witness testified that the apparatus depicted in

. Plaintiff’s Exhibit 5A includes a primary burner installed at a “raised level” with respect to the

top of a Peterson “EMB" secondary burner product. (1 Tr. 43.)

73.  Neither Mr. Blount nor any witness testified that the apparatus depicted in
PlaintifT"s Ethblt 5A includes a Peterson “EMB” -secondary bumer product mstalled “bclow
the top of a primary burner. (1 Tr. 43.)

74.  Because neither thc' “ember flame booster” secondary burner -nor the primary
burner are visible in Plaintiff’s Exhibit 5A, it is not evident from the photograph whether the top _

of the secondary burner tube is installed above, level with or below the top of the primary bumer

 tube. (PX 5A.)

DALLAS? 1041687v1 52244-00001



-+ 75.  Neither Mr. Blount nor axjy other witness testified that the-apparatus as depicted

in Plaintiff's Exhibit SA infringes the *159 Patent. (1 Tr. 43.)

76.  Plaintiff also pmduceti a “Literal Infn'ngemenf Chaxt'; purpdr-ting to illustrate both
“Plaintiff’s Claimed-l')-evice”.imd “Defendant’s Sold Device.” (PX9). L
77.  Plaintiff used this “Literal Infringement Chart” with Mr. Blount. (1 Tr. 45.) .
_ 78 Neither Mr. Blount_rio}r any other witness au-thcnticatqd_ Plaintiff’s Exﬁibit'9 as
_ -a_é:curﬁtbly depicting any pmdué{ made; used or sold by Peterson. (1 Tr -4'5-59.)

- 79.  Neither Mr. Blount -no_r any other witness authenticated Plaintiff’s Exhibit 9 as

aécuratelj_f_ depicting a_c_ombinatic;t-x of 7Pcter_son_productS"assembled- by any. Peterson dealer,

customer or by anyone else. (1 'I‘; 45-'39.)' )

80.  No testimony was offered to.establish who prepared: Plaintiff’s Exhibit 9.

81 Plaintiff‘-s_ Exhibit 9 .does. not -show -any infringement of_ the *I59 ‘Patent by -

_Peterson, by any Peterson dealer or customer or by any Peterson pmduét or combination of

Peterson products. . * . . AL

82.  Plaintiff also produced ang.“_quﬁvalence Chart” purporting to d}.a'pict “Deferidant’s

Sold Device.” (®X2L) - . . - -

83.  After identifying Plaintiff's Exhibit 21 during Mr. Blount’s testimony, plaintiff's -

counsel told Mr. Blount, “I see no reason to burden you with it” and asked no questions of Mr.

Blount about the exhibit. (1 Tr.60) -~ - .

84.  No other witness ever testified about Plaintiff’s Exhibit 21, .

- 85.  Neither Mr. Blount nor any other witness authenticated: Plaintiff's Exhibit 21 as.

accuratély depictihg any product made;, use& or sold by Peterson. (1 Tr. 60.) -

- 10 :
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86.  Neither Mr. Blount nor any other witness-authenticated Plaintiff’s Exhibit 21 as’

" accurately depicting a combination of Peterson products- assembled by- any Peterson dealer,

customer.or by anyone else. (1 Tr. 60.)
87.  No testimony was offered to establish who prepared Plaintiff’s Exhibit 21.
88.  Plaintiff’s Bxhibit 21 does not show any infringement of the ‘159 Patent by

Peterson, by any Peterson dealer or customer or by any Peterson product or combination of

.Peterson products.

89.  Plaintiff produced a drawing purporting to illustrate tﬁe aligmpcnt of primary and
s@ndm burner tubes from a éide view. (PX 22)) |
90.  No witness ever testified about Plaintiff’s Exhibit 22.
91. No” witness authenticated Plaintift‘s Exhibit 22 as _accur'ate__}y _depiciin_g any .
product_made, llxﬁcd or sold l:.oy Peterson. |
92. No witness authénti-cated i’laintiff’s Exl_liBit 22 as accutaiely depicting ariy
combination of Peterson products-asscmbled by any Peterson dealer or cust;)mer or by anyone
else.
93. No witr.xc.ss authenti_c#tcd Plaintiffs Exhibit 22 as accuratqu depictiﬁg any'mat_tgr_
.relcva.nt to this case.
| 94. | No tesfimony was offered to establish who prepared PlaintifP’s Exhibit 22. .-
-95. Plaintiff's Exhibit 22 does not show any infringement of the ‘159 Patent by .
Peterson, by any Peterson dealer or customer or by any Peterson product or combination of

Peterson products.

I
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- - —PLAIN’[‘]FF’SWI‘I‘NESSES : _ : -

96. When asked whether he had any personal knowledge about how Peterson sells it

products Mr Blount testified that:
Well, they sell -memfthrough their sales companies and their — to their
dealers. Beyond that I can’t tell you very much about their operation.

(Tr.138) = -

- - 97 Mr. Blount testlﬁed that he lcnows that Peterson sells the “G4" and “EMB

productsseparately (1Tr. 137) - e

i B 98. Mr. Blount tectlﬁed that he was “not really‘ fammar with Peterson s “G4"

product. (1 Tr. 121.)

99.  Mr. Blount lacks sufﬁcrent personal know[edge of how Peterson manufactures or

sells 1t vanous products to be able to eompetent[y authenticate any of plamtlff's demonstrative
o f
exhibits as accurately deplctmg products made, used or sold by Peterson.

100. Mr. Blount testified that he had personally mspected “zero” mstallatlons of
Peterson “EMB’s” in the field, (1 Tr. 129) - -

101, Asked about installations of Peterson “EMB™ products Mr Blount testlﬁed that

“I have not seen the mstallatxon, no.” (l Tr 129) .
_102.. Mr. Blount lacks sufﬁcient personal knowledge of how -Peterson dealers or

customers installed the “EMB” wnth any other Peterson product to be able to offer competent

testimony about any such installation.

the ‘159 Patent to “Defendant’s Sold-Device” as shown on PlaintifP's Exhibit 9 (the “Literal

12 -
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Mﬁnggﬁmt Chart”), his -testimony assumed ‘ that Plaintiff's Exﬁibit 9 accurately depicted
Peterson’s sold product. (1 Tr. 45-60.)

[04. Mr. Blount testified that he never had access to Peterson product literature of any
type. (I Tr. 112-13.)

10s. Askcd about Peterson’s standard installation instrucﬁons for “EM-B" products, - -
Mr. Blount testified that “I don’t know.whiat the instructions say.” (1 Tr. 127.) -

106.  Mr. Blount has no personal knowledge that Peterson of-any Péterson dealer or
customer or anyone else ever installed an “G4” or “GS™ primary bumer tube with its top at a
“raised level” with respect to the top of an “EMB" secondary bumer tube.

107. Mr. ‘Blount- has no. personal knowledge that Peterson or any Pétéfson deah;r or
customner or anyone else ever installed an “EMB” secondary burner tubé with its top “below” the " |
top of a*“G4” or“G5” pnmary bumer tube.

108. Mr. Blount has no personal knowledge that Peterson or any Peterson déaler'or
customer or.anyone else ever installed an “EMB” secondary bumneér tube in a-manner which |
infringed the ‘159 Patent.

109. When he was_shown Defendant’s Exhibit 30 on direct .examination 'during

plaintiff’s rebuttal case, Mr. Blount testified as follows:

Q. Would you consider the primary tube to be raised relative to the
secondary tube, given this picture?

No.
Sir?
A. The primary tube here is not really raised at all.
(3 Tr. 36-7; DX 30)

13
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110. Mr. Blount did not testify that Peterson took any actions. wliich_'enco-urag:cd,
induépd or caused anyone to inﬁ';mge_ﬂlc ‘159 Patent. (1 Tr. 26-149; 3 Tr. _35-42§)-5 3
o il;l. On direct testimony, plamtxﬁ‘s second witness, Mr. Charles Hanft, was shown
Plaintiff's. Exhibit 4A, which plamuff’s counsel represented to him “is. ‘the Peterson cmbcr :
bumc;."r Mr. Hanft responded: “I have never seen that.” (1 Tr. 154.) -
" 112. Mr. Hanft did not aﬁifmativeiy identify Plaintiff’s Exhibit 4A as a Peterson
product or an assembly of Peterson products. (I Tr.154.) - —_ :
‘113, Mr. Hanft was not asked and did not testify about PlaintifP’s Exhibits 5A, 9, 21 or ' *
22. (1 Tr. 150-066.) o L |
_ 114, Although Mr. Hanft is a dealer of these types*of prodicts, he-docs.not sell the

Peterson “EMB” product. (1 Tr.156) . -

115. MTr. Hanft testified that he had never seen the Peterson “EMB” product offered for ~ -

sale. (1 Tr. 154.)

116. - Mr. Hanft testified that he never saw Peterson introduce the “EMB” prodh'ct at

any convention. (1 Tr. 155.) : - o E

117. Mr. Hanft testified that he never saw Peterson’s “EMB™ product in any Péterson

sales brochure. (1 Tr. 155.)

118. Mr. Hahft's testimony. concerned plaintiff’s ember bumer, not Peterson’s “EMB”

product. >(l Tr. 164). o ' -

'DALLAS? 1041687v1 52244-00001
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120.  Mr. Hanft has no personal knowledge that- Peterson or ‘any Petersc;n dealer- or
-cus:tor_ner of anyone else ever installed a primary bumner tube with its top at a “raised level” with
respect to the top of an “EMB” secondary bumer tube, (1 Tr. 164.) -

121, Mr. Hanft has no personal knowledge that Peterson or any Peterson dealer or
custoxﬁcr or anyone else ever installed an “EMB" secondary bumner tube with its top “below” the -
topofa pﬁmafy burner tube. (1 Tr. 164.)

122. Mr. Hanft has no personal knowledge tliat-Pcter;.so'n or any Peterson dealer or
customer or anyone else ever installed an “EMB™ secondary burner tube in a_lﬁahncr wﬁibﬂ'
infh’nqu the ‘159 Patent. (1 Tr. 164.)

123." Mr. Hanft did not testify that Peterson took any-actions which cnéouraééd,‘--— =
induced or caused anyone to infringe the 159 Patent. (1 Tr. 150-066.) -

- 124 Mr. William McLal_xéhl_in_,_- a patent attorney called by plaintiff, testified that the -
Peterson “EMB"” did not literally infringe any claim of the ‘159 Patent. (1°Tr. li%lﬁ.)- -
. 125.  Mr. McLaughlin testified that he prepared the answer to interrogatory No. 1 set
forth in Defendant’s Exhibit 61. (2 Tr. 6; DX 61.) .

126, Mf. McLaughlin_tqstiﬁed that the answer to interrogatory No. | explains feasons
why Peterson’s “EMB" product does not infringe the 159 Pate-nt. (2 Tr. 6; DX 61))

127. The answer to intcrroga'tory number 1 states that Peterson’s “EMB” product “does
not include a support .mcax_u; for holding an clongated . primary bumer tube in a raised ‘lével: X
relafi_vc to.a secondary coals burner elongated tube.” (DX 61.)

128. The answer to interrogatory No. 1 states that Peterson’s “EMB” product “does’ -

not include a secondary bumer tube positioned below a primary tube.” (DX 61.)

15
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- 129.  Mr. McLaughlin twtiﬁed that Peterson’s “EMB” secoﬁdarjr'ﬁufrier can be Taised

up when installed. (2 Tr.27) - S

130. Mr, McLaughlm was not asked and did not testify about Plamtlff's Exhlblts LY.

9, 210r22 (1 Tr. 167-2Tr. 38)

131.. Mr. McLaughlin did not testify that Peterson took any actions which encouraged, =

induced or caused anyone to infringe the ‘159 Patent. (1 Tr. 167 -2 Tr. 38.)
132, Plaintiff's final witness, Mr. Leslie Bortz, testified that Peterson had- litefature

describing the EMB product. (2 Tr.65.) . . - R -

_133._ Mr. Bortz did not testify that Peterson took any- actions \a.;_lﬁch_ éncouraged,

ixidpced:or caused anyone to infringe the 2159 Patent. (2 Tr. 39-100.) -

134. M. Bortz testified that he _did not know whether Pet'ersofl had an “EMB™

secondary bumer assembled with a primary bumer ‘in its product dlsplay room to show the

. distributors who v:snted Peterson’s facllltm but that Pcterson had “one'in the lab.” (2 Tr. 65.)"

135. Mr. Bortz did not testify- that the- t0p of the Peterson “EMB” secondary bumer
tube in the apparatus in Peterson’s lab was mstalled “below™ the top of the pnmary burner tube
or that.the top of the primary bumer tube in the lab apparatus was installed ata _“ra;scd level” to

the top of the secondary bumer tube. (2 Tr. 65-6.)

136. Mr. Bortz did not testify that ﬁ;e Peterson “EMB" secondary burner product in

Peterson’s lab apparatus was installed in a manner infringing the ‘159 Patent. (2 Tr. 39-100.) .-

137. M. Bortz testified that he did not hﬁve personal knowledge of-how the Peterson.
'EMB product is normally assembled or by whom it is normally assembled. (2 T¥. 75.)

138.  Mr. Bortz did not testify that Peterson or any Peterson dealer or customer, éver =

installed an “EMB" with its top “below™ the top of the customer’s primary bumer tube or that the

16
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top of the customer’s primary bumer tube was installed at a “faised level” with respect to the-top
of the secondary burner tube. (2 Tr. 75; 2 Tr. 39-100.)

139. Mr. Bortz did not tes_tify.that Peterson or any Peterson dealer or customer or
anyone c_lsc ever installed a Peterson “EMB” product in a manner which i.nfn'ngcd the ‘159
Patent. (2 Tr. 75; 2 Tr. 39-100.)

140.  Plaintiff called no other witnesses before résting its.case in chief. (2 Tr.'99.)

141. None ,olf plaintiff’s witnesses had .personal knowledge of any installation by
Peterson or any Peterson. dealer or customer or anyone else of a Peterson *EMB” product and"
any primary bumer tube in-which the top of the primary burner tube was installed. at a “raised |
level” with respect to the top of the secondary i:umer— tube.

142, None of plaintiff’s witnesses had personal knowledge of any installation by
Peterson or any Peterson dealer or customer of Peterson or anyone else of a Peterson “EMB'—’ B

product in which the top of the secondary burner tube was installed “below™ than the top of the -

_primary bumer tube.

143.  None of plaintiff's exhibits proved - any imtallaﬁoh by Peterson or any Peterson =

dealer or customer or anyone else of a Peterson “EMB” product aid any primary burner in which
the top of the secondary bumer tube was installed “below” the top of the primary bumer tube or -
in which the top of the primary burner tube was installed at a “raised level” with respect to the
top of tt_ne secondary bumner tube,

144.  None qf plaintiffs witnesses testified to- having personal knowledge of any:
instailation by Peterson or any Peterson dealer or customer or anyone else of a Peterson “EMB”
product and any primary burner in which the sc_qondary bumer tube was installed in @ manner -
which infringed the ‘159 Patent.

17~
DALLAS2 1041687v1 52244-00001



145.  None of plaintiff’s exhibits proved any installation by. Pétérson or any Peferson

dea.lc.;r or-customer or anyone else of a Peterson “EMB” product and any pﬁ;narjI'Bumer in which
~ the secondary bumcr.tqbe was installed in a manner which infringed the * 159 'Pe_l't;:nt. _ |
- —DERENDANT’S WI'I‘;NIESSES. ) | |
i 146. Mr. Jankowski did not tes-tify that Peterson made, used, sold 'c;r assembled
 Plaintiff’s Exhibit 4A in the configuration in which it was shown in court, (2Tr. 101-162.)
147.  Mr. Jankowski did-not testify that Peterson ever made, used-or sold an assenbly

of primary and secondary bumners such as Plaintiff’s Exhibit 4A. (2 Tr. 101-162.) - i

148.  Mr. Jankowski did not testify that Plaintiff's Exhibit 4A was an accurate depiction -

of any product made, used or sold by Peterson. (2 Tr. 101-162.)

149. - Mr. Jankowski did not tmufy that Plamtlft’s Exhibit 4A was an accurate dcplctxon

of any. combmahon of Peterson products ‘assembled by Peterson or by any Pctcrson dealer or

customer. (2 Tr. 101-162) . _ T

_150. Mr. Jankowski did not testlfy that Peterson took any actlons whxch encouraged,

induced or- caused anyone to infringe lhe 159 Patent. (2 Tr. 101-162.)
~ 151. M. Tod Corrin testified that Defendant’s Exhibit 30 is a CAD drawmg thit was
created by a Peterson employec at his request. (2Tr. 173; DX 30) © . L
152. Defendant’s Exhibit 30 shows Peterson *“G4” and “EMB™ products (DX 30.)
153. - Mr. Corrin did not testify that any Peterson dealer or "q:Ustomc_ér ever actually

requested a copy of Defendant’s Exhibit 30. (2 Tr. 1 64-203.)

154. - M. Corin did not testify to having personally sent a copy.of Defendant’s Exhibit

30 to any Peterson dealer or customer of to anyoneelse, (2°Tr. 164-203.)

18 Rk
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155.  Mr. Corrin did not testify that he personally.observed anyone at Peterson ever

sending Defendant’s Exhibit 30 to. any Peterson dealer or customer or to anyone else. (2 Tr. 164-

1203)

15_6; Mr. Corrin did not testify that Peterson ever assembled an “EMB” and a “G4” in
the configuration shown on DX 30. (2 Tr. 164-203) .

157. Mr Cor’rir_l_ did not testify that any Pé_tchon dealer .or customer ever a;tﬁally
assembled the “EMB™ and a “G4” products in the configuration shown on DX 30. (2 Tr. 164-
203.)

158.  Mr. Corrin did not testify about how Peterson assembled the “EMB” product with -
the “G5” product. (2 Tr. 179; 2 Tr. 164-203.)

159. ~ Mr. Corrin did not testify that when Peterson installed an “EMB” product with a
“G5” product, _it installed the ‘EMB‘ sccondary_bu:;peb _tube w:th its top. “pclow" the top of the
“G5” pn'ma-r'y .bumer tube or such that the top of the “G5” primary burner tube was at a “raised’
level” \mth respect to the top of the “EMB™ secondary burmner tube. (2 Tr. 179; 2 Tr. 164-203.)

160. Mr. Corrin did not testify that_whén Peterson installed an “EMB” product with a -
“Gs” produgt, it :ins_,tg-lled the “EMB” secondary burner tube.in an manner which. inﬁ‘ing’ed-fhe

‘159 Patent. (2 Tr. 179; 2 Tr. 164-203.)

161. With regard to -installation of the Peterson “EMB” product, Mr. Corrin testified. .

that “citﬁcr the consumer would hire an installer or sometimes the dealers provide the service: : -
from someone from 'their-- store.” (2 Tr. 189-90.)

162. Mr. Cpn_"in testified that the “EMB" is. limited in how low it can be installed
relative to the “G4” primary bumer tube by the “EMB’s” valve touching the floor. (2 Tr. 198-

201.)
19
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= 163 Mr. Comin did not testify that the Peterson “EMB” secoridary burner tube in
Peterson’s lab apparatus was installed with its-top “below” the pnmary bumer tube or that the

top of the primary burner tube m thc lah apparatus was installed at a “raised level” with respec:t

1o the top of the secondary burner tube. (2 Tr. 198-201; 2 Tr. 164-203)

164. M. Corrin did not testlfy that the Peterson “EMB” secondary burncr product in -

Peterson’s lab was installed in a manner mfrmgmg the ‘159 Patent.- (2 Tr. 198 201; 2 Tr. 164-

203.)

165. Mr. Corrin did not testify that Peterson or any Peterson dealer or customer, ever

installed an. “EMB" secondary bumer product in'a manner which mfrmged thc “159 Patent. (2

“Tr. 164-203) - - ' | g

dmlers or anyonc else installed an “EMB” sccondary bumer product with any pnmary burncr '

2 Tr. 164. 203)

167. Mr. Corrin did. not testlfy that Peterson took any actions whrch encouraged -

induced or caused-anyone to infringe the ‘159 Patent. (2 Tr. 164-203. )

168. Mr John Palaski did not tcstlfy that Peterson or any Peterson dealer or customer

or anyone else ever installed an “EMB” sccondary bumer product such that the top of thc
_ primary bumner was at 2 “raised level™ with respect to the top of the “EMB“'product. @ Te. 204-
241) ' o

169. Mr. Palaski did not testify-‘that Peterson or any Peterson de;lér or‘custoui'ér;or
anyone else ever installed an “EMB” sc_cond_at"y burier product with its top “below™ the top of a
primary burmer. (2 Tr. 204-241.) -

20 . .
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y . 170 Mr. Pal'aslc_i.did' not testify that Peterson or any Peterson dealer or customer o__r-
anyone else ever installed an “EMB” in a'manner which infringed the ‘159 Patent. (2 Tr. 264—
241))

1'{1. Mr. Palaski ‘did not testify about the manner -in. which Peterson dealers or
customers or anyone else installed any “EMB" product. (2 Tr. 204-241.)

172.  Mr. Palaski did not testify that Peterson took any actions which encouraged,

.induced or caused anyone to infringe the ‘159 Patent. (2 Tr. 204-241 )

173. Mr. Darryl Dworkin did not testify that Peterson or any Peterson dealer or
customer or anyone else ever installed an “EMB” secondary burner product such that the top of a
primary burner was at a “raised level” with respect to the top.of the “EMB” product (3 Tr. 3;34.)" a

174.  Mr. Dworkin did not testify that Peterson or any Peterson dealer or customer-or
anyone else ever installed an “EMB” secondary burner product with its top “below™ the top of a
primary burner. (3 Tr. 3-34))

175.  Mr. Dworkin did not testify that Peterson or any Peterson dealer or customer or’
anybne else ever installed an “EMB” in a manner which infringed the ‘159 Patent. (3 Tr. 3-34.) o

176. M. Dworkin did not testify about the manner in which Peterson dealers or.
customers or anyone else installed any “EMB” product, (3 Tr. 3-34.)
177. Mr Dworkin did not testify that Peterson or any Peterson dealer or custorner or

anyone else ever installed an “EMB" in a manner which infringed the ‘159 Patent. (3 Tr. 3-34.)

178. Mr. Dworkin did not testify that Peterson took any actions. which encouraged,

induced or caused anyone to infringe the ‘159 Patent. (3 Tr. 3-34.)

179. Peterson called no other witnesses.

21
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180. . None of Peterson’s witnesses testified .about any inst'allatifonrbjr Peterson or any
Peterson dealer or-customer or anyone els¢ of a Peterson “EMB” product and any primary bumer

tube in which the top of the primary burner tube was installed at a “raised level” with respect to

the top of the secondary burnef tube.” -

- 181, None of Peterson’s witnesses testified about any installation by Peterson or any -

Peterson dealer or customer or :_mypﬁé else of a Peterson “EMB" product and any primary burner

 in which the top of the secondary burner tube was installed “below” than the top of the primary .

bumner tube.

182, . None of Peterson’s witnesses testified about any installation by Peterson or any

Peterson dealer or_customer or anyone else of Peterson “EMB” product in a manner which

infringes the 159 Patent. s : : o

183-. . None of Peterson’s exhibits proved any installation- by Petcrs§ﬁ or -axiy-Pétersoh -

dealer or customer or anyone else of a Peterson “EMB” product and any primary burner in which

the top 6f the primary bumner tube was.installed at a “raised level™ with respect to the top of the

secondary burner tube.

_184.. None of Peterson’s exhibits proved anyinstallation by Pétersoh—-or any Peterson

dealer or customer or anyone else of a 'Pe_tersqxi “EMB" product and any primary burner in which - -

the top of Fhé_secondary_ burner tube was installed “below” the top of.a primar);-bhmer tube.

185. Nane of Peterson’s exhibits proved any installation by Peterson or any Peterson. -

dealer or customer or anyone else of a 'Pqtcrs’o_n “EMB” product in a manner which infringes the

‘159 Patent.
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NO EVIDENCE OF CONTRIBUTORY INFRINGEMENT.
~ 186.  Plaintiff offered no substantial or competent evidence that arfy Peterson dealer,
customer or anyone ¢lse ever installed or attached a Peterson “EMB” product in a manner which
infringed the *159 Patent. |

187. The top of Peterson’s “EMB™ secondary bummer product could beé installed level

~ with or above the top of a primary burner to which it was attached by ti ghtening the female 'pi—faé -

fitting with a wrench while the top of the “EMB"” was positioned level with or above the top of o

the primary bumer. (PX 7, p:3).

188. Any installation of an “EMB” product in which its top is level with or above the
top of the primary burner docs.not, inﬁiﬁge independent Claim 1 or‘dependent Claims 2 thrc;ugh
16 of the 159 Patent, ali of which require a-primary bumer tube installed at'a “raised level” with }
respect to the secondary burpcr tube.

189. No dependent claim of the ‘159 Patent is infringed unless the accused deVi_c’e'

~ exhibits every element.of the independent claim upon which it is based. (1 Tr. 50.)

- 190, Any installation of an “EMB" product in‘which its top is level with. or above the )

top of the primary bumer does not infringe Claim 17 of the ‘159 Patent, which reqﬁircs a

_secondary burner tube installed “below” a primary burner tube.

191. Because Peterson’s “EMB" product is capablé’ of being installed in a.non- -
infringing manner, it has substantial non-infringing uses. .
192. No substantial evidence shows that Peterson’s “EMB” product has no substantial

non-infringing uses.
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-193.  Because Peterson’s “EMB”:product is capable of beii_ig installed in a non-

' inﬁ'ingi;lg manner, it constitutes a “staple article of commerce’” as that term is used in the patent

law. ‘ _ . : o _
194, When plaintiff asked Mr. Blount whether “there’s no other i:ke'for your -eriber
burner or that assembly other than a-gas fireplace” and: whether “it’s not a staple article of

corxjmcréc}” ‘Mr. Blount, was test_ifying about plaintff's ember burner device, not Peterson’s

“EMB" product. (1 Tr. 76; see also, 1 Tr. 68.)

195, Mr. Blount was never asked and did not testify whether ﬁleré:wéfe_non-inﬁ'inging'- :

uses for Peterson’s “EMB” product.
196. . Mr. Blount was_.néve,r asked and did not testify whether Peterson’s “EMB™

product was a “staple article of commerce.”

197. Given Mr. Blount’s admitted lack of personal knowledge about how Petérson’s "

products were made, used.or sold and how Peterson’s “EMB” product was ‘ir}stalléd by

customers or others, he could not have competently testified about whether the “EMB” had-'-_

substantial npn-in&inging uses or whether it was a “staple article of commercg.‘" (1 Tr. 68, 121,

129))

198. When Mr. Bortz was asked. whether Peterson’s “EMB” product was a “staple

article of commerce,” he answered, “I don’t know what that means.” (2 Tr. 67.)
199. Mr. Bortz lacks sufficient personal knowledge to. testify competently whether or

not the Peterson “EMB” product constitutes a Z‘staple article of commerce™ as that term is used in

the patent law,

200.  Mr. Bortz did not testify that Peterson’s “EMB” product had no substantial non-

infringing uses. (2 Tr: 39-100.)

. 24 .
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201. No substantial evidence shows that Peterson’s “EMB” product was. csbecially

- -made for use in the patented combination claimed in the *159'Patent.

202. No substantial evidence shows that Peterson knew that its' “E'MB"'pr.oduct' was
especiatly made for use in the patented combination claimed in the ‘159 Patent.
NO EVIDENCE OF INDUCED INFRINGEMENT.

203. Plaintiff offered no substantial or competent evidence that any Pcteern'déélci,

.customer or anyone else ever installed any Peterson “EMB"” product in a manner which infringed

the “159 Patent.
204.  Peterson’s standard installation instructions distributed with its “BMB” product
do not suggest that the “EMB" secondary burner be-installed with its top “below” the top of a

primary bumner or that the “EMB" be installed such that the top of the primary bumer ré_rna{h_s.gg .

a .‘,'_mis_edleyel'-' with respect to the top of the “EMB™ p_roduct. (PX 7.)

20_5.. Following Peterson’s standard installation instructibns.dqes not__in_g:_ﬁtably lead to
an .i1_1.§ta_.l.!gti_on.of the “EMB” se_condary.._bumcr with its-top “below” the top of the pﬁmary
bumer. (PX 7.) |

206. Fo!lqwing_Petergon’s standard ihstallation-instmctions does not inevitably lead to.
an installation of the “EMB" secondary bumer. such that the top, of the primary burner remains at.
a “raised level” with respect to the top of the “EMB” product. (PX 7.)

207. The only other Peterson literature distributed to customers offered into_'evi_dencé'-
by plaintiff also does not suggest that the _top- of the “EMB” secondary bumer-be installed
“below™ the top of the primary burner or that the “EMB™ be installcci such that the top of the_
ptir_na_rg,bumgr remains at a “raised level” with rc_sp__eci to the top-of the “EMB” prbduc't. (PX"G.

23)
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) 208. Plamtxﬁ' offered 1o other- ewdence of affirmative acuons or commumcatlons by

Peterson that induced anyone to install the "EMB secondary bumer such that the top of the”

pnmary bumnet remains at a “msed level" w:th respect to the top of the “EMB" product.

209.  Plaintiff offered no other e\ndence of affirmative - actlons or commumcanons by'

Peterson that mduccd anyone to install the “EMB” secondary bumer with its top “below™ the top

of the pnmary bumer.

210.  Plaintiff offered no substantial evidenee that Peterson knew that any of its actioris .

or communications would cause anyone to install the “EMB” secondary'bu_mer such that the to‘i')' '

of the primary burner remains at a “raised leivel” with respect to the top of the “EMB” product.

- 211, Plaintiff offered no substantial evidence that Peterson knew that any of its actions:

or communications would cause ariyone to install the “EMB" secondary_;b'i;m_ef _\}vith-_'_it's t"‘p |

“below” the top of the primary bumner.

No EVIDENCE OF DAMAGES.

212, - Because plaintiff failed tq'prove any form of inﬁ-ingemex_it,- it is-not entitled to any

-damages.

213. Ple_intiﬁ‘--offered no proof of its. consistent product markiné at any time:

214.: Even were plaintiff entltled to some "award :of damaggés, - the ewdenoe 1s ’

msuﬁ'iclent to establish that, w1thout Peterson s sales of “EMB” accessory products plamtlff _

would have made any additional sales of its own products.

215. Many “EMB” products we";-e sold to “people who had previoﬁSI'y purchaséd G4
~ burner systems™ to retrofit those exisﬁeg Pei'e}mn syé'tems'. (2.'Ifr.--176.) ' ‘

| 216. By law, both Peterson’s and plaintiff’s products are required to meet ANSI safety
standards. (PX 1 at col. 1, Ins. 59-61.)
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217. No subsrantial evidence shows' that plaintiff’s ‘secondary burier was certified or
listed by ANSI for use with or as an accessory to Peterson’s “G4” primary burner.

218. Thus, a Peterson customer having an existing “G4" -installation w-hc')_desired- an
ember burner could not consider plaintiff's product unless that customer first remove'_d' his
exist_ing Peterson eqluipment. o _

219. No substantial evidence shows that, had Peterson been unable to offer the “EMB”
product, any Peterson customer would have remove;i their existing Peterson equipment to
replace it with plaintiff’s entire combination unit. | |

220. The “EMB is smtable for mstallatlon only as an aeceesory to Peterson “G4" or
“G5" primary burners. (PX 1)

22]1. The EMB instailation mstructrons exphcltly state that they can only be used with
Petemon “G4” pnmary burners (PX 7) o o

22_2. No substantlal ev1dence shovre that Peterson’s “EMB” was ever certified or hsted |
for use by ANSI with plaintiff's pnmary bumcr

223_. Thus no sale of a Peterson “EMB accessory product could have prevcnted

plaintiff from sellmg_ one of its own accessory products to an exlstmg customer of plaintiff’s

~ who desired to retrofit his exrstmg primary burner with a secondary ember burner.

224. Plamtlff established that 97 5% of its own sales were entire new ﬁreplace
installations (1 e. pnmary and secondaxy bumers in one package) (l Tr 160—61 )

225.  Plaintiff falled to present any substantlal evxdence showmg how many sales of
Peterson “EMB products were for “entirely new ﬁreplace installations

226. Plamtlff failed to present any substantlal cvxdcnce showmg how many additional

new ﬁreplace installations it would have made but for the sales of Peterson’s “EMB™ product.
27
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227. Peterson first marketed the “EMB” in the 1996 season. (2 Tr: ?5-5;)

228. Peterson first offered the “EMB" by catalog in March 1997. (2 Tr. 75-6.)

229. Peterson sold the followmg number of “EMB’s"- during_ the foll__owing. time.

penods aﬁer the issuance of the ‘159 Patent | : oy
_ Beginning - Ending Quantity
11/23/99 O 12/16/99 288 )
12/16/99 -~ - -5/3/00 470 7
5300~ - "8/9/02 3253 - —

(PX 17; see also Peterson Co.’s .Obj:aé,.tion— to Golden Blount’s Mot. For Updated Damages.)

230. After it was enjoined by this Court, Peterson repurchased 802 EMB’s from

distributors which had not been sold to end user customers. (PX 17; seé also-Peterson Co.'s

Objection to Golden Blount’s Mot. For Updated Damages.)

231, Noné of the EMB -p;oducts Tepurchased by Peterson from distributors and: thus

withdrawn from the market could possibly have caused plaintiff to lose any sales of its own.

products. - | -

-232.  Plaintiff offered with Mr. Blount Plamtxff's Exhlblt 18 a dcmonstratwe charc

purporting to show the costs and profit | margms of plamtlff's products (PX 18 )

233. Mr. Blount did not testify that he prepared Plaintiff's Exhlblt 18. (1 Tr. 66 7; Px o

. 18; see also 1 Tr. 26-149, 3Tr 35-42)

234. Mr. Blount did not testxfy was the custodlan of the ﬁnancml records ﬁ'om wh:ch
Plaintiff’s Exhibit 18 was prcpared (l Tr. 66--7' PX 18; see also 1Tr. 26—149 3 Tr '35'-42)

'7 23s. Mr. Blount did not t&ctlfy that to hlS personal knowledgc the amounts shown on
Plamuft‘s Exhibit 18 accuratcly dcplcted thc various costs, prices and proﬁt margms shownlon

the exhibit. (1 Tr. 66-7; PX 18; see al§o 1 Tr. 26-149, 3 Tr. 35-42)) -
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236: No other witness having personal lcno:wlcdge of plaintiff’s various costs; prices
and profit margins testified that the values shown on Plaintiff's Exhibit 18 accurately depicted _
plaintiff’s actual costs, prices imd profit margins..
237.  Plaintiff failed to present any substantial evidence that it ever sold its sc&ﬁndary'
burner accessory individually at the price represented on Plaintiff’s Exhibit 18. -
238.  Plaintiff failed to present any substantial evidence showing that the profit mai'gi.ﬁ,s_.
for either the ember burner as an accessory or for. plaintiff's complete product are accurately
depicted by the margins represented on PlaintifF's Exhibit 18, (1 Tt. 66.7: PX 16; PX i8)
239. Mr. Blount admitted that plaintiff's profit margin- calculations as shown on
Plaintiff’s Exhibit 18 did not include sales costs or overhead-,' except for a small.allowance for
utilities. (1 Tr. 139-40.)
240. Mr. Blount claimed that plaintiff did not have any sales or ov«lar_head-co.stg. 1 'I‘r N
139-40.) o
241. Mr. Blount’s claim is inherently improbable and unworthy of belief.
242. Mr. Blount submitted invoices to the Patent Office-to &st'al':-ilish."corﬁme‘ri:ial
success. (DX 3 at 000219-230.)

243.  Those invoices show the names of salespersons; indicatioxis’-_bf freight charges and
offer a 10% discount for payment within-30 days. (DX 3 at 000219-230.)

244.  Those invoices show that plaintiff did in fact have sales.and overhead costs. (DX |
3 at 000219-230.) ' |

245.- Mr. Blount and Mr. Hanft admitted that there are at least five other products on
the market that perform roughly the same function as plaintiff’s device. (1 Tr. 63, 162.)-

29
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246 Mr. Hanft tcsuﬁed that he had “heard that some [ember bumers that provnde thc

same result as plaintiff’s device] exu;t " (1Tr.162). . S

247. Mr. Hanft further testified that “it’s important to-know that I-have no incentive to

go to try to find them.” (1 Tr. 162.).

; 248. Plaintiff failed to prcscnt any substantlal evidence showmg any of those substitute -

products to be infringing,

249_. - Plaintiff failed to present any substantial evidence that it Brou'ght an infringement
suit r_c;garding any of the substitute products on the market other the Petcrsor‘nr's “EMB” product.”
~ 250. Each of the other products on the market that perform roughly the same function

Aas plamuﬁ"s device and patented mventlon are non-infringing substitutes.

; _25[; Peterson also manufacturcs and sells the “Front Flame Dlrcctor” as an acccssory '

for the “G4" bumer. (2 Tr. 184; DX 26.) -

- 252.  The “Front Flamc D:rcctor" is l&ss expensive than the “EMB" and works‘

dtffcrmtly (2 Tr. 184-5.)

253 Plaintiff does not claim and did not offer any evidence to prove that Peterson’s

“Front Flame Director” infringes the ‘159 Patent.

254.  Peterson's distributors sold both the “Front- Flame Direotoﬁ‘imd' the “EMB,” .

although a customer would only use one or the other, not both. (2 Tr. 185.)
255.  The “Front Flame D‘irec'toffl hias been in-existence longer than the “EMB,” having
been on sale for more than 10 years. (2 Tr. 188, 195.) '
256. The “Front Flame Director” provides the same function and cffectas the “EMB"
- to produce a front flame effect. (2 Tr. -1-88,, 195.)
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257. The “Front Flame Director” is a non-infringing substitute for plaintiff’s paten'_ted-
secondary burner tube. |

258. i’laintiff offered no substantial-eviden;:e from which-a reasonable royalty could -
properly be calculated.

NO EVIDENCE OF WILLFULNESS

259. The ‘159 Patent was issued on November 23, 1999. (PX 1.)

260. Peterson first became aware of the Patent’s existence by letter dated and sent on
or about December 16, 1999 and received thercafter. (Substitute Stmt. of Stipulated Facts at §9; -
PX 10.)

261. Because Peterson’s “EMB” product was first introduced in 1996, it could not be a°
copy of the invention described in the later-issued ‘159 Patent. (2 Tr. 75-6.)

262. . Although Mr_. Blount_ c.lgin_le.;i t_l'_nat l_?etc_rsp_n hhc_l__'t_:qpied‘ hJs patented invention, hi.sl
admitted lack of personal knowledge about how >Pctcrson- &es;igr15, mék;s,' uses and sells its
products renders this testimony insufficient to prove conscious copying by Peterson. (1 Tr. 30,
68,121, 129.)

263. No witness having personal knowledge of Peterson’s design, manufacture and’

| offering of the “EMB” product for sale testified that Peterson had consciously copied'plaiﬁfiffs

baten_ted invention.
264. Peterson is not-shown to have obtained possession of an example of' plaintiff's”
ember bumer produét prior to 1996 or at any time or to have téstcd or “reverse cnéineércd" it.-.- '
265.  Upon receipt of the December 16, 1999 letter:informing Peterson of the existence
of the ‘159 Patent, Mr. Bortz contacted the company’s long-term patent attorney Mr. F. William

McLaughlin about how to respond. (1 Tr. 168-9; PX 10; 2 Tr.43-4.)
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" conducted appeals before the PTO. (1 Tr. 194-201.) L -

266. Mr, McLaughlm has aBSin electrical engineering from thc Umvcrsuy of Notre

Dame and law degree from DcPaul Umve:mty {1 Tr. 194.) -

267. Mr. McLaughlin began practicing law in January 1985. (1 Tr. 194) -

26_8. Mr. McLaughlin specializes in intellectual property, is admitted to practice before’ -

the -paicnt office, has prosecuted b«;fwecn four and five hundred patént‘applicatiohs and has

269. Mr. McLaughlin has prci)axje(_i approximately 100 non-infringement opinions and

prcp;red-.24a36 invalidity-opinions, iric_lliding oral opihions; (1 Tr. 195-6) ~

270. Peterson has been represented by Mr. McLaughlin since 179_'50, and by his firm
since before then. (I Tr. 203.)- e R
| 271. McLaughlin testified, thAai.rthc December 16, 1999 letter was: .
carefully crafted specifically to not be an infringement charge and that the

type of letter an attorney will frequently draft to avoid thc other side going
ahead and filing a declaratory judgment action.

(1 Tr. 199.) . o S _ R

272, Neither Mr. Bortz nor Mr McLaughlm believed the Dccembcr 16, 1999 letter to

be a charge of mfnngement (1 Tr. 170; 2 Tr 43 )

273, The December 1_6, 1999 letter yv,as not a charge of inﬁ"ingcmcnt_f LT

274. Mr. Bortz provided Mr. McLaughlin documentation including instructionis and "~ -

Qoﬂdngdmgings for the Peterson EMB and had discussions with him regarding the assembly.
(1 Tr. 198-9;2 Tr. 9-13; DX 22: DX 34) - -~ .

275. At Mr. McLaughlin’s di'r_ec&oh, Peterson responded to the December 16, 1999
letter. on December 30, 1999, (PX 13) . | . -

276.  Plaintiff sent Peterson a second letter dated-May 3, 2000. (PX 12.)"
32
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277. - The May 3, 2000 letter contairied, for the. first ti:inc, a broad claim. of
infringement. Peterson forwarded this letter to McLaughlin. (1 Tr.200; 2 Tr. 51; DX 19.)

.278. In response, Péterson sent a letter on May 16, 2000 requesting a more detailed
explanation of the basis for the infringement claim. (1 Tr. 201; 2 Tr. 51 ; PX13.)

279: Mr. McLaughlin advised Peferson to request an explanation because the May 3,
2000 letter “simply had a broad infringement allegat-ion.. and he wanted a greater explah'atidﬁ

from Golden Blount as to why Golden Blount thought the Peterson Company was infringitig the .

patent.” (1 Tr. 178;2 Tr. 56.)

280. Peterson received no response from plaintiff for over 7 months. (2 Tr. 56-7.)
- 281.- The response was the Complaint, which was served upoi Peterson shortly after its
filing on January 18, 2001. (2Tr. 57.)
282. Peterson forwarded the Complaint-?o Mr. MpLatg'ghlin. (1 Tr. 202; 2 Tr: 57.'-8').
283. Mr. McLaughlin told Peterson that a file history and cited references would need
to be ordered and a prior art search would have to be done. (1 Tr; 202.)
284. | Mr. McLaughlin obtained the file wrapper for the 159 Patent. (1 Tr. 202-3.)
: .285.' Pe-terson found and forwarded to Mr. McLaughlin ‘examples-of pror art in its
files. (DX 22; DX 23; bX 33; DX 34; DX 35; DX 43; DX 44; DX 45; DX 46.)
286. Included in the materials sent to McLaughlin were: a diagram of an F3 depicting

multiple bumers and multiple valves as well as one bumer-liigher' than another, which Peterson

. had been selling since prior to- 1977, historical advertising r_nater_iais' and price lists, diagrams

dated July 1, 1983 showing an adjustable valve between two burners ‘and, a diagram of the

Glowing Ember Gas Log Set. (1 Tr. 204-11; DX 22; DX 23; DX 48.)
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" 287. 'Mr. McLaughIin testified he gave Peterson three specific c;ﬁinions conceming the

" “159 Patent. 'Iht_se opinions .Wcré g_ivenr in _Dgcembcr 1999, February 2001 -and May 2001. -(1°

ey B T

288. Mr. McLaughlm bpinéd that there were reasons to believe the Patent was invalid
and reasons to believe that Peterson was not infringing. (2 Tr. 63-4.)

289.  Mr. McLaughlin’s December 1999 opinion was that “if we-can prove that what

the VP_éterson_ Company was doing with the present product, the ember flame baoster for 20-or 30-.

‘yca_rs__, then either they would not infringe.any claim, which would be a different issue or if they
infringed, that claim would be isvalid™. (L. Tr. 196-7.) |

290. Mr. McLaughlin’s February 2001 opinion was- “The- Pe;crs@n ember flame

. booster did not l-iterally infringe any claim of the Blount patent, and-at leasi_some of the .claims

were’ mvahd at least as obvious and possibly in antlclpatlon " (1 Tr. 181, 197.) -

291 Mr McLaughhn s - May 2001 opmlon, was that Pcterson dld “not perform

substantlally the same functzon in substanhally thc same way to produce.: substantlally the same:

resylt.” (1 Tr. 183, 197.) o ; . )

292 McLaughlm s third opuuon specifically included that Claum l was barred undcr
35 U.S.C. § 103 and thatclaim 19 was obvious and anttcxpatedT (1 Tr. 191))

293.  Peterson was also told by Mr. McLaughlin that:
[N]one of the claims were literally infringed. That at least with respect to
claims 1 through 18 they were not mﬁ‘mged under the doctrine of
equlva!cnce Claim 19 was anticipated, again:subject to proving prior art, - -
and the remaining claims of the patent were all invalid as obvious.... And
I also discussed some of the prior art, why théy were invalid is obvmus.

(t Tr. 197)) .
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.. 294, Mr McLaughlin put his opinion in writing to the extent that-hcldraftcd the
response to Intﬂrrqgato_ries [ and 3, which requested m»i@enﬁﬁcﬁﬁon of claim lim'itatibﬁs for
claims 1, 17 and 19 not contained m the EMB. (2 Tr. 6; DX 61.)

295. Mr. McLaughlin drafled his responses based on prior art,. file history and the - '
opinion he gave to Peterson. (2 Tr. 7; DX 61.)

296. Mr. Bortz testified that the interrogatc:;ry answers drafted in May 2001 reflected -
the opinions received by Peterson from Mr. McLaughlin. (2 Tr. 86; DX 61.)

NO EVIDENCE THAT WARRANTS ENHANCED DAMAGES.

297.  Plaintiff presented no evidence of conscious copying by Peterson.

-298. . Peterson did abtain non-infringement opinions in this case.: -

299. Upon receibt of plaintiff’s December 16, 1999 letter, Peterson ixi&mediatgly sought
legal advice from Mr. McLaughlin.

. 300. In. particular, Peterson was advised By its patent counsel, Mr. McLaughlin in.

. February, 2001 that the “EMB" product did not literally infringe any claim of the ‘159 Patent. (1. .

Tr. 181, 197.)
301. A-lthough Mr. McLaﬁgh‘.Iin’s opinion was oral, even a simple analysis quickly -
reveals that because Peterson was then selling its “EMB” and “G4" -products in separate,
unassembled packages, none of those sales could infringe the ‘159 Patent until someone
assembled the products in an infringing configuration. (DX 31; DX 32.)
302. Even a-sim;)lc analysis also quickly showed that because Peterson’s “EMB”
l-Jroducl was capable of being installed with its top fevel with or -ab,ove the top of a primary

burner, the “EMB” product had substantial non-infringing uses.
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303. . Because the length ~of -the valve stem extending - ﬁ'om P_egeriso}l's “EMB”-
secondary bumer physically lil;nité_(_l'the installation such that the lowest possible configuration -

was roughly level with top of the primary burner tube, Petérson was convinced that no’

-inﬁingement by its customers was'.occurrihg; (2 Tr: 198-201; 3 Tr. 36-7.)
- .304. Even a simplc_ -analysis also revealed that following - Peterson’s *-standard

installation -instructions for the “EMB" product would not'inevitaﬁly lead to an infringing

installation of that product.
305. Peterson relied upon Mr. McLaughlin’s opinions. (2 Tr. 40, 50; 55.) =~
306. Given the factsiconc_eming'-l’etcrso_n’s-.scparatc salés of lts “EMB” and “G4”
pro@ucts apd the depression limitation of tjw valve stem, it' was reasonable fc_ir Petersoni torél"y' on
7Mr. McLaughlin’s non-infringement opinions. - i e
307. It was reasonable for.Péter;on and Mr. McLaughlin to.conclude fiom these ficts
tha; Peterson could continue to ‘manufacture and sell “G4” and- “EM?" i)rodﬁcts w1thout

infringing the ‘159 Patent, either directly or indirectly. P

308. - Peterson consistently consulted with an attorney who was more than q'uéli'ﬂe_d't'c_i -

render such advice...

309. This record does not show dilaté:y conduct on Peterson’s part.

310. No substantial evidence suégwts that 'aliy of Mr. McLaughlin’s opinions were °

offered or intended as a ruse. _
311. Nothing suggests that Peterson should have known to push' Mél,aUghlin for an

earlier or more formal opinion. -
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EXCEPTIONAL CASE..

312. No clear and convincing evidence shows t.hat Peterson engaged in willful
infringement by continuing. to make, use and sell its separately packaged “G4” and “EMB"
products after it was charged with infringing the *159 Patent.

313. Because eac;h- claim of the ‘159 Patent requires a combination of a primary al_id
secondary bumner, it was obvious that Peterson did not literally infringc any claim the ‘159 Patent
by continuing to sell séparate primary and secondary bumer component products after it was
charged with infringing the ‘159 Patent.

- 314, No clear and convincing evidence shows -that Peterson engaged in’ willful
infringement by assembling a-combination of its “G5" and_ “EMB" products in an"inﬁinging
manner after the 159 Patent issued. on Novcmbcr.f}, 1999,

315. . Because Peterson’s primary and secondary bumner.- components both ﬁavg_
substantial non-iriﬁinging uses, it was obvious that Peterson did -no.t contributorily infringe any
claim the *159 Patent by continuing to sell these components products afiér it was Char_ged with
infringing the ‘159 IPat.cnt.

316. Bécausc ~Peterson’s “EMB” secondary bumer product has substantiai' non-
infringing uses, it was obvious that this product was not especially ma(-ic for use in a patented . -
combination claimed in the ‘159 Patent.

317. Because none of Peterson’s standard instaliation instructions or other literature
distributed to customcﬁ regarding. its “EMB” product suggest,” instruct or encourage an
infringing installation of the “EMB” product, it was obvious_ that Peterson.could continue
marketing that product using thesc_materia@s after it was 6harged with infringing the ‘159 Patent

without willfully committing induced infringement.
' 37
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318. No clear and convincing evidence shows that Peterson engaged in any-form_ of

misconduct during this litigation.

319. No clear and convmcmg cwdence shows that Peterson engaged in any form of

vexatious or unjustified litigation. : RPN

320. Because it was or should havc been obvious to plaintiff ea.rly in tlus lmganon that

Petcrson did not literally mfrmgc any clmm of the *159 Patent by sellmg separatcly the “G4” and
“EMB” products or by sclling a “GS" pmduct which did not include and “EMB “aCCESSOry. of by :

selling a “GS5™ product with an “EMB" accessory installed level ‘with or above -the primary - -

bumner, plaintiff engaged in vexatious-or unjustified litigation. (DX 65, Answer1.)

¥ 32_1'_.. Because plamtlff offered no evidence that any PeterSon dealer.or customer or any '
third paxty had ever installed an “EMB product in a manner which infringed-any claim of the -

‘159 Patent, it was or should ‘have been obv1ous to plamtlff early in this- littgation that it could :

not prove either contnbutory or induced mfnngement. Lo T

322, Because plaintiff obtained through discovery the.literature and communications -

- product which Peterson distributes to customers concerning the “EMB,” it was_or should’ have— ~ ~

been obvious to- plaintiff early on in this litigation that it could not prove that Péeterson had taken

any affirmative actions to induce others to infringe the 159 Patent,

-323. When plaintiff elected to-continue its infringement: claims after it knew or skiould”

have known that it could not prove'e_ithér contributory or induced inﬁinger’ncht,.-plaintiff engaged

in vexatious or unjustified litigation. S : o R

324. Phintiff's continuation of vexatious or--.uhjustiﬁéd infringement claims against - g

Peterson warrant a finding that Peterson is entitled to recover reasonable attomey’s fees in an." -

amount to be shown by a fee petition to be filed by Peterson.
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C(;)NCLUSIONS_ OFLAW . -
: EYIDENCE AND BURDEN.

L. Plaintiff bears the burden of proving its claim for ‘patesit inﬁhgcﬁmt by a
prepbnde;ance of the evidence. Biovail Corp. Intern'l. v. Andrx Ph'armaceuticals, Inc., 239 F.3d
1297, 1302 (Fed. Cir. 2001). | | |

2, Plaintiff bears the burden of proving its claim for willful patent infringement by
clear and convincing evidence. E.I.- DuPont de Nemours & Co. v Phillips Petroleum Co., 849. -
F.2d 1430, 1441 (Fed. Cir. 1988); Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d-
613, 628 (Fed. Cir. 1985). - |

3. - Plaintiff bears the burden of proving its claim that this is an exceptional case by

clear and convincing evidence. Cambridge :Products, Ltd. v. Penn Nutrients, Inc., 962 F.2d:

1048, 1050 (Fed. Cir. 1992); Reactive Metals and Alloys Corp. v. ESM Inc., 769 F.2d 1578;- 1582

(Fed. Cir. 1985).

4. Findings.of fact must be.supported by substantial evidence. Lame v. United St'ate.s-_.
Dept of Justice, 767 F2d 66, 70 (3d Cir. 1985) (factual findings clearly erroneous . if
unsupported by sﬁﬁstantial evidence, lack adequate evidentiary support, or against clear weight .
of evidence).

5. Substantial evidence is such relevant-evidence as might .be accepted by a

reasonable mind as adequate to support the finding under review. Juicy Whip, Inc. v. Orange

Bang, Inc., 292 F.3d 728, 736 (Fed: Cir. 2002); Perkin-Elmer Corp. v. Computervision Corp.,

732 F.2d 888,893 (Fed. Cir. 1984). .
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6, If a finding is directly coﬁm t;) the- only. testimony presentei it is propcrly
conSIdcrcd to be clearly erroncous. Trans-Orrent Marine Corp. v. Star Tradmg & Marine, Inc
925'F.2d 566, 571 (2'“’ Cir. 1991) o N , R

7. No witness-other than an expert witlness may testify to a:ny‘nﬁaﬂér.uri_l&ss it is first
_> shm;fh that the witness has personal knowledge of the matter. Rule 602, F.‘R;Evid-.

8. . Becausc plaintiff called.no. expert witness, the reasonable. inferences which may

be drawn from the testimony of the lay wi_tncssés who did testify is limited: to the scope of their

personal knowledge and rational perception. Rule 701, F.R.Evid.; United States v. Hoffner, 177

F.2d 1423, 1426 (10" Cir. 1985) (“After learning that none of the witnesses tiad been present in

‘the examining room when any of the _pétient's who had received the imﬁropéf pr'cs'criptions were

with Dr. Hot_'ﬁler, the court concluded that their opinions as to-the doctor’s intent weré not based -

on any rauanal perceptions-or observatxons We agree ™.

9. Demonstrative exhlblts mcludmg models, charts and v1dcotapcs havc no

indepen&cnt ev:dentlary value higher than the testimony which supports them.. 1an_ht.& Miiler,
FED. PRAC. & PROC., EVIDENCE, § 5163, p. 36; 3 Wigmore, EVIDENCE, Chadbourn Rev. (1970);

p- 218 (map,-diagram or model without supporting testimony is “for evidential purposes, simply

nothing . ..." Emphasis original). - _

10.  Demonstrative exhibits, including. models, -charts and videotapes, must be
authenticated by competent evidence. to show that the matter in question is what the proponent. -
claims. Rule-901(a), F.R.Evid.; Renfro Hbs-iezy Mills Co. v. National Cash Register Co:, 552

F.2d 1061, 1065 (4" Cir. 1977) (“[T]he relevance of experimental evidence dc‘écnds on-whether. -

or not the experiment was performed under conditions ‘substantially similar’ to those of the

actual occurrence sought to be proved.”).
40
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.11.- The burden of satisfying the court as to the admissibility -and .rclcvance__of..
dcmonstrat_ive evidence rests Wi(h the propbnent of that evidence. Renfro Hosiery, 552 F.2d at _
1065-66. .

12, Because plair_ltiff offered no substantial evidence showing that Plaintiff’s Exhibit
4A (plaintiff’s physical example of primary and secondary bumers assembled togct_hcr)'u'.rés_' in:
fact: (i) made or sold by Peterson, or (ii) an assembly of components made or sold by:Pé.tcrson',:- ;
or (iii) assembled by Peterson, there is no evidence to authenticate Plaintiff’s Exhibit 4A-as -
accurately depicting-any Peterson product or products. F.R.Evid. 901(a). e T

13.  Because plaintiff offered no substantial evidence to- duthenticate PlaintifP's
Exhibit 4A as accurately depicting any Peterson product or: prodﬁcts, this exhibit is insufficient -
to prove infringement of the ‘159 Patent by Peterson.

14.  Because plaintiff offcrgd no substantial evidence to authenticate Plaintiff’s -
Exhibit 4A as accurately depict:lng Pcterson'component products assembled by a Peterson dealer
or customer, this exhibit is insufficient to prove infringement of the. 159 Patent by any third. -
party.

15. . Bécause plaintiff offered no substantial evidence establishing that the photbgrabh-‘

shown on Plaintiff’s Exhibit 5A in fact illustrates any Peterson product or products assembled by -

Peterson or by any Peterson dealer or customer in the configuration shown, there is no evidence

to authenticate these pictures as accurately depicting any Peterson product or products. F.R.Evid.
901(a).”

16. Because plaintiff offered no substantial evidence to - authenticate Plaintiff’s:
Exhibit 5A as containing an accurate portrayal of any Peterson products assembled in an
infringing manner (i.e., with the primary bumner tube at a “raised le\r:cl’ffurith respect to the

41
DALLAS? 1041687v 52244-00001



- _éeconda_xy-bumcr* tube, whic_h-was installed “below™ the primary burner tube), this exhiiait_ is

_ insufficient to prove infringement of th_q_‘159 Patent by Peterson or any Peterson dealer or = -

customer or anyone else. - =

- 17. Because plaintiff offeréd no-substantial evidence showing tl that any of the pxctures

shown in Plaintiff's Exhibit 8 (plamuff's video tape) in fact illustrate any Pcterson product or’’

- products assembled either by Peterson or by any Peterson dealer or customer in the configuration

as shown on the video tape, there is no evidence to authenhcate any of these pictures as

accurately deptctmg any Peterson product or products F. R_Evnd_ 901(a).

' 18. Because plaintiff oﬂ'ered no substantial evidence to authcntlcate Plaintiff's

Exhlblt 8 as. containing any accurate portrayals of any Peterson product or- products, this exhibit -

w,_gnsufﬁc:ent to prove infringement of the-‘159 Patent by Peterson or any Peterson de;a1er or’

customer or anyone else. - ER

19.  Because plaintiff offered no substantial evidence to authenticate _Plaiii‘tiﬂ"':s'

Exhibit 8 as containing any accurate portrayals of Peterson products assembled in an-infringing"

manner (i.e., with the primary bi_lmer tube at a “‘raised level” with respect to the secondary bumner o

tube, which was instalied “below” the primary burner tube), this exhibit is insufficient to prove

infringement of the ‘159 Patent by Peterson or by any Peterson dealer or custofner or by 'anyofie -

- else,

20.- Because plaintiff-did not call the narfator whiose voice was heard on the videotipé -

as a witness available for cross examination, each of the narrator’s statements on the audio track '

of the video tape constitute inadmissible héamay: F.R.Evid. 801(c). .

21.  Because plaintiff-offered no substantial evidence establlshmg that the- dmwmgs‘ )

labeled “Defendant’s Sold Device” shown -on Plaintiff's Exhibit 9 (plaintiff’s “thcral :

. 42 :
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Infringé.ment Chart™) in fact illustrate any Peterson product or products assembled by Peterson.or |
by any Peterson dealer,-or -c_ustomer in the configuration shown, there is no evidence to-
authenticate these drawings as-.accuratcly depicting any Peterson product or products. F.R.Evid.
901(a).

22.  Because plaintiff offered no substantial evidence to authenticate Plaintiffs
Exhibit 9 as containing drawings accurately depicting any Petérson product or products, this
exhibit is insufficient to prove infringement of the ‘159 Patent by Peterson or by any Peterson =

dealer or customer or by anyone else.

23.  Because Plaintiff produced neither the person who created Plaintiff’s Exhibit.18 - -

to authenticate it, nor th!e custodian of its financial records which Plaintiff’s Exhibit 18 purports
to summarize to testify that they were regularly kept in the ordinary course of plaintiff’s business -
nor did plaintiff. follc;w _.”th_e c_c_tﬁﬁcatq procedure set f(_)nl_rlin FKEwd 902(11) and (12),--
Plaintiff’s Exhibit 18 has no-prollaativc value. F.R.Evid., 803(6), 901(a), 902(11) and (12):

24,  Because plaintiff offered no substantial evidence establishing that the drawings -
labeled “Defendant’s Sold De\}ice” shown on Plaintiff’s Exhibit 21 (pia.intist “Equivalence -
Chart™) in fact ii]ustrﬁte any Peterson product or products assembled by Peterson or by any- :
Peterson dealer or customer in the configuration shown, there is no éyjdcnée_to auth_er_xtica'te
these drawings as accurately depicting any Peterson product or products. F.R.Evid. 901(a). - -

25.  Because plaintiff offered no substantial- evidence to" authenticate Plaintiff’s’
Exhibit 21 as containing dr#_w.yi_ngs accurately. depicting'any-Peter,son pfoduct or products, this: - .
exhibit is insufficient to prove infringement of the ‘159 Patent by Peterson or any Peterson dealer
or customer or anyone else. |

”
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26.  Because plaintiff offered no substantial cvidcncg: establishing that the drawings

shown qh Plaintiff’s Exhibit 22 in fact illustrate any Peterson product or products assembled by
Petcrsonfor any Peterson- dealer or customer or anyone else in the coriﬁgm_fation shown, theré is’

no evidence to authenticate these drawings as accurately depicting any Petérson product or:

- products. F.R Evid. 901(a). L R
_ 27.  Because plaintiff- otl_‘ered no substantial evidence to authenticate Plaintiff's

__Exhibit 22 as drawings accurately depicting any Peterson product or products,-this exhibit is

insufﬁci;arjt to prove: infringement of the ‘159 Patent by Peterson or‘-ahy_ Peterson dealer or

~ customer or anyone éise. I -~

28. - Because Mr. Golden Blount and Mr. Charles Hanft- both admitted that they have -~ -

no personal knowledge concemning how Peterson sells its “G4,” “G5™ and “EMB" products, theéir -

testimony cannot authéenticate any of pl_aintiﬁ"s demonstrative exhibits, to the extent that such

exhibits purport to depict those produgts. 'F-.-R.'B';rid, 901(b)(1) (witness with persorial kmowlédge -

can authenticate); U.S. v. Van Wyhe, 965 F.2d 528, 532 (7™ Cir. 1992) (in order to lay proper

 foundation for a book containing a photograph; the defendant was *“required to call _ai-'witna%e‘s"- ’

who had.. .. knqw;ledge of the book or photograph.”™):

29:-  The admission of thesé. demonstrative exhibits into evidence only means“that"ﬂié’ -
trier of fact may consider them in its deliberations. 5 'WEINSTEIN'S Fep. EviD., § 901.02{3] at”

901-16-17; U.S. v.-Branch, 970 F.2d 1368, 1370 (4™ Cir. 1992) (“the jury ultimately resolves

whetheér evidence admitted for its considération is that which the proponent claifns™):

30.  Even admitted evidence cannot have any probative value unless it isactually whit "

it is purported to be. 5 WENSTEIN’S FED. EvID., § 901.02(2] at 901-11; U.S, v. Hernandei~

Herrera, 952 F.2d 342, 343 (10™ Cir. 1991) (“The rationale for the authentication requirement is

- 44
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that the evidence is viewed as irrelevant unless the proponent of the evidence can show that the
evidence is-what its proponent claims.™); U.S. v. Papia, 910 F.2d 1357, 1366 (7* Cir. 1990)(“On
the other hand, if the note was not Papia’s, the note would be irrelevant to her state of mind.”).

31, Although Mr. Blount gave detailed testimony comparing the claimed elements of

_ the “159 Patent to the *Defendant’s Sold Device” drawings appearing in Plaintiff’s Exhibit 9, .

such testimony has no probative value absent evidence establishing that Plaintiff’s Exhibit 9
accurately portrays a product-or combination of products made; used or sold by Peterson or
pi‘oduc_ts assembled by any Peterson dealer or customer or anyone else:

32.. Mr. Blount’s admltted lack or personal knowledge about how Peterson sells its-
products and how Peterson’s customers install them renders irrelevant his testimony compaﬁng
any Peterson product to the claimed elements of the ‘159 Patent.

33.  Proof that an_exhiﬁit is what it purports to be is.necessary to show the exhibit'to
be trustworthy. 5 WEINSTEIN'S-FED. E\)ID., § 901.02[2] at 901-12.

34. Because there is no authentication evidence showing that any of plaintiff's

- demonstrative . exhibits accurately depict any Peterson product or combination of Peterson

products assembled by Peterson or by any dealer or customer, these exhibits are all irrelevant to.. -

the question of whether Peterson or any dealer or customer or anyone else infringed the ‘159 .
Patent. F.R.Evid. 401.
LITERAL INFRINGEMENT AND CLAIM CONSTRUCTION,

35.  In order to establish literal infringement by defendant, plaintiff must prove that

-defendant, acting without authority, made, used or sold a device or product which infringes: the

" “159 Patent. 35 U.S.C. § 271(a).
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U.S. 17,29 (1997). o -

36.  Each element contained in a patent claim is deemed material to defining the scope

Qf the patented invention. deef-.‘!e:lki‘nson Comj:c_my. Inc. v. Hilton _Day'l‘.s Ctiemical Co., 520°

37.  Each stated .clemcnt'ih any patent claim constitutes a limitation or .nar'mwing of

the scope of that claim. Penmwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 949 (Fed. Cif.

1987) (Nies, J., concurring, citing D. Chisum, Patents § 18.03[4] (1986)). T

38. ' Where a limitation of any claim is lacking in the accused device éxactly ‘or

cquiv-élently, there is no infringemcrif Biovail, 239 F.3d at 1302 (Fed. Cir. 2001)'(Patenie‘c must’

prove “that every limitation of the asscrted claim is literally met™); Pennwalt 833 F.2d at 949- 50

(Fed. Cir. 1987) (Nies, J., concurring, cttmg Prouty v, Draper, 41 U, S (16 Pet.) 335 (1842) for

the “All Elemcnts" Rule). _ - E k Toe

39 The only independent claims of the ‘159 Patent at issue in this case are Claims 1

and 17. The remaining claims of the ‘159 Patent at issue are all dependent clmms, none of which

~ can be infringed unless the independent claims upon which they-are all based are also inﬁ'inged.

40..  The limitations of. Claim I of the ‘159 Patent require an “clongated primsry

burner tube and ‘secondary coals bumer " elongated tube communlcating through tubular

connection means . . ." ‘159 Patent, Col, 7, lines 8-10.

4[_. - The limitations of Claim 1 of the ‘159 Patent also require “a support means for o

holdmg the elongated primary bumer tubc in a raised level relative to the- forwardly position
secondary burhcr elongated tube.” ‘159 Patent, Col. 7, lifies 3-5. _

42, The limitations of Claim 17 of the ‘l59 Patent also require a “secondary buimer
tube positioned substantially parallel, folward and below the primary bumer tube.” ‘159 Palenf,’
Col. 8, lines 37-38.
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‘43, 'fhe vertical limitations of Claims 1 and 17 should be constiued similarly and-the
tops of ﬂw burner tubes should be used to determine whether the secondary bumer tube is
positioned. “below”” the primary bumer tube (Claim 17) or-positioned such that the primary
burner tube is at a “raised level” with respect to thé secondary burner tube (Claim 1). Golden .
Blount, fnc. v. Robert H. Peterson Co., 365 F.3d 1054, 1059 (Fed. Cir. 2004).

44.  Because of these limitations, the ‘159 Patent is not literally infringed by .'aﬁyl
product or device which does not contain: (i) -both a primary and a.-secondary bumner tube and
(ii) in - which the primary bumner tube is positioned with its top at a “raised level” with respect to"
the top of the sccéndary burner, tube (Claim 1) or in which the top of the secondary burner tube is
positioned “below™ the top of the primary. burner tui:q (Claim 17): |

45.  Because Peterson’s ‘EMB” product, as-made, used and sold bjr Peterson, was an
accessory pg’_od_ug_t; consisting of a secondary. burner tube’ without a primary bumer tube and not .
positioned “below” the top of the primary bumer tube, -tI;e “EMﬁ-" product cannot literally |
infringe any cll.ailjn. of the ‘159 Patent.

46.  Because Peterson’s “G4” product, as made, used-and. sold by Peterson, consisted
of a primar-y-bunller tube without a secondary bumer tube, the “G4". product, as usu.ally'.méde,' '
used and sold by Peterson, cannot literally infringe any claim of the ‘159 Patent.

47.  Because Peterson’s “G5"” product, as usually made, used and sold by-Pc'tefson';
consisted of a primary bumer tube witho-ut a secondary bumner tube, the G5 product, as usually
madc, used and sold by Peterson, cannot literally infringe aﬁy ¢laim of the ‘159 Patent.

48.  Thus, plaintiff failed to prove by a preponderance of the évidence that Peterson’s:

“EMB” or “G4” products, as made, used or sold by Peterson, literally infringe any. claim of the

‘159 Patent.
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7_ . 49. No substantial - evxdence estabhshes that Peterson ever mstalled an “EMB”

| secondary bumer onto a “GS" product such that the top of the secondary burner tube was
“below™ the top of the pnmary burner tube (Claim 17) or.the top of the pnmary burner tube was
ata ‘_‘ralsed_- level” with regard to the top of the secondary burner tube (Cl:um 1.
- 50 _No substantial evidence -estalolishes that Peterson ever :linstallied' ‘an “EMB”
secondary-:blimer onto a “G5™ primary, burner tube in a manner infringing the *1 SAQ"Patent.
51, Thus, plaintiff failed_: to, sustain its burden to prove by a preponderadce of the
evideric_e that Peterson’s “G5” product literally infringes any claim of the ‘59 Patent.

~ 52, . The patent law haS_ long recognized a common law exception to-infringement: for

.-experimenral use. Roche Products, Inc. v Bolar Pharmaceuticals Co.,_I{zc,,-_733_'F;2d 858, 862 .

(Fed. Cir. 1984) (“by 1861, the law was ‘well-settled that an expen'meht with-a patented article

for the sole  purpose of gratifyin'g a phil'osophical taste, or curiosity,- or for mere amusernent is:mot

an ‘infringement of the rights of the patentee ’") P:tcarm v. United States, 547F. 2d'1106 (Ct Cl.
1976), cert. denied, 434 U.S. 1051 (1918) (expenmental use may be a defense to mfrmgement)
_53. ) Thc -single combination of a “G4” and an “EMB” which Peterson bullt in its

laboratory for experimental purposes falls wnthm the experunental use exceptron regardless of

whether, as part of that expenmentatlon, the_ top of the secondary bumer rube ‘was ever -

temporarily lowered below the top of the primary burner tube. _ T

54.  Even absent the experimental use exception, no. substantial evidencé establishes

- that the apparatus in Peterson’s laboratory-was assembléd such that such that the top of the

secondary burner tube was “below” the top of the primary burner tube (Cldim 17) or ﬂle'top of

the pnmary bumner tube was at a. “rarsed level“ with regard to the top”of the secondary bumer o

tube (Clalm 1).
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9% Ev__cn absent the cxpcrimenta__l use exception, plaintiff failed to pfove by a
preponderance of the evidence that the apparatus in. Peterson’s laboratory infringed thﬁ"-lfQ
Pafent |

' 56.  Peterson was not shown by a preponderance of the evidence to have made, used
or sold any other products that litérally infringe any claim of the ‘159 Patent.
INFRINGEMENT UNDER THE DOCTRINE OF EQUIVALENTS..
57.  An accused device that does not literally infringe a claim of ‘a patent may'étill
infringe under the doctrine of equivalents if each limitation of that claim is met in the accused- .
device either literally or equivalently. Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448,

1459 (Fed. Cir. 1998).

. 58. . The doctrine of equivalents may not be"allowed. such broad play as to eliminate . .

any individual element or limitation of a patent claim. Warner-Jenkinson, 520 U.S. at 29.

59. .The courts.have no right to enlarge a patent beyond. the scope of its claims as - :~

allowed by the Patent Office.. Warner-Jenkinson, 520 U.S. at 29; Wilson Sporting. Goods Co.v. . -

David Geoffrey & Assoc., 904 F.2ci 677, 684 (Fed. Cir. 1990).

60. A device or product which does not-gqcoﬁapz__ass both a primary burner tube and-a |
secondary bumer tube canno.t be said to infringe any claim of the “159 Pateut under thc'doc_tﬁng
of equivalents because. no single bumer product could be the legal cquivalent of the claimed
primary and secondary burner tubes. assembled- in a specific vertical- conﬁguration which .
constitute a limitation of éaclx claim of the ‘159-Patent. |

61. A device or product which contains a primary bumer tube positioned such that its
top is lc_y_él with or below the top'of the secondary bumner tube cannot be said to infringe the 159
Patcrﬂlt under the doctn'ﬁc of eqluivalcnts because positioning the primary burner tube level -\_Vith-
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or below. the secondary bumer. tube cannot be the legal -equivalent of positioning the primary

burner tube at “a raised level” to Tthe_set:mliflary bumer tube as required by the express limitation

" of Claim 1 of the ‘159 Patent. Wamer-.fe}.fdmn 520 U.S. at 29; Cybor, 138 F.3d at 1459. See’

also. Moba B V. v. Diamond Automauon Inc., 325 F.3d 1306, 1317 (Fed Cll’ 2003) (claJm

limitation which required guiding "do_wnwardly not infringed by accused devnce whlch guided
upw'érdlﬁ-domwardly and upwardly were not equivalent).
62, A device or product which contains a secondaiy bumnér tubé positioned with its

" top level with or above the to;i of the primary'buiner tube cannot be said to infringe the ‘159

Patent under the doctrine of eqmvalents because positioning the secondary burner tube level with

or above the primary burner tube cannot be the legal equivalent of posmomng the secondary

bumcr tubc “below” the primary bumg:r tube as required by the express limitation of Claim 17 of

_ the ‘159 Patent. Warner-Jenkinison, 520 UsS. at 29; Cybor, 138 F.3d at:1459. ‘See'also Mobii,

325 F.3d -at 1317 (claim limitation which required guiding “downwardly” not infringed-by.

- accused device which guided upwardly; dowﬁwafdly and upwardly were not equivalent).

63. 'Because Peterson’s “G4” product, as made used and sold by Peterson, consisted © -

of a primary bumner tube without a secondary burner tube, the “G4” product cannot infringe any

claim of the ‘159 Patent under the doctrihe of equivalents. - o - SR

64. Because Peterson’s “EMB” product as'made used and sold by Petérson, was ‘ail

accq‘.squ product, consisting of a secondary ‘burner: tube -without a p_nmary-burne; tube, te "

“EMB” product cannot infringe any claim of the ‘159 Patent under the doctrine of equivalents.

65.  Thus, plaintiff failed to sustain its burden to prove by a preponderance of ‘the -

evidence that Peterson’s “EMB” and “G4” products infiinge any claim of the ‘159 Patent under
the doctrine of equivalents.
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66.  Because no substantial evidence showed how Peterson’ constructed the “G5™-

product when it included an “EMB” accessory or, more specifically, tﬁat the top of the primary-

burner tube of the “G5” was positioned at “a raised level” with respect-to top of the secondary

burner tube (Claim 1) or that the top of the secondary bumer tube was positioned “below™ the:
top of the “G5” pﬁmary burmner tube (Claim 17), plaintiff failed to meet its burden of proving b:y

a preponderance of the evidence that Peterson's “G5™ product infringed-the ‘159 Patent under the

"doctrine of equivalents. -

67.  No other Peterson product was shown by a preponderance of the evidence to
ir_1fringe any claim of the ‘159 Patent under the doctrine of equivalents. .
CONTRIBUTORY INFRINGEMENT.

68. . In order to establish contributory infringement, plaintiff must prove that: (i)

 defendant, acting without authority, made, used or sold a device or product which is a component - - -

of a machine or device -which infringes. a patent, (ii): defendaﬁ.t knew.. that-ﬁs- ‘product -was-
especially made or especially adapted for use in an infringement of the patent and (iii)
defendant’s produclt was not suitable for any substantial non-infringing use. 35 U.S.C. § 271(c).

69. An esss,ntial element of a claim for contributory infringement is proof that
someone assembled the accused component into a device or machine which infringed the patent.
Golden Blount, Inc. v. Robert H. Peterson Co., 365 F.3d at 1061 (evidence must show that “the
‘159 patent is infringed, either literally or under the doctrine of equivalents, by a customer of’
Peterson or other party using Peterson components™); Carborundum Co. v.” Molten. Metal Equ_zp..
Innovations, Inc., 72 F.3d 872, 876, n. 4 (Fed. Cir. 1995). N

70.. Plaintiff must also show that defendant knew that the .combinatio.n_for which its
components were especially made was both patented and inﬁingi;lg. Golden Blount, 365 F.3_d_ at
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1061; Piteemption D_evice.s, Inc.v. _Minn._Mning & Mfg., Co., 803 F.2d 1170, ;'l 174 (Fed. Cir.
1986). ' 7

~ 71. Evidence showiﬁg that'fan ‘accused component “might” bé used in an inﬁfihgin_'g'
manner is not sufficient to prove contnbutory infringement. Johnson v Atlas Mmeral Products

Co. ofPa ., 140°F.2d 282, 285 (6* Clr 1944)

72." Evidence showmg that an accused componerit can be installed or used in a non- o

‘infn'x?ging manner is sufficient to defeat a contributory infringement é!aim-.-" Alloc, Inc. v. .

International Trade Commission, 342 F.3d 1361, 1374 (Fed. Cir. 2003) (contributory

infringement not proved where “the accused ﬂoormg products'could be installed by methods not

claimed in the ‘267 and 907 patcnts") : | S

73.  Contributory mﬁ'u’:gement exists only where the accused cofﬁponént *has'no use

cxccpt through practice of the patcntcd method.” Alloc, 342 F. 3d at 1374, Accord Sany Corp -

-of Amenca v. Universal City Studios, 464 Us. 417 441 (1984)

74.  Because Peterson’s “EMB" secondary bumer tube accmsory product was capable g

of bemg mstal[ed with its top level with or above the top of the primary bumer tube, the “EMB™

product was capable of being installed in a non-infringing manner.’

75. Whenever Peterson’s “EMB” secondary bumer tubC--'acccséory-p'roduct'-'wa_s"" .

installed with a primary bumer such that the top of the secondary bumer tube was level 'with-or‘-.

above the top of the primary burner tube, the “BEMB” product was being ‘used .in an non-

infringing mannér.-

76.  Because the record contdins no festimony of any witness ‘having personal -

knowledge of how Peterson’s dealers or customers or anyone else actually used or installed the .

“EMB” or any of Peterson’s products, pléi_ntiﬁ' failed to' carry-its burden’ of proving bya -

52 - o .
DALLASZ2 1041687v1 52244-0000} N : o T

e

N ™



|
|
¢ l

preponderance of the evidence that anyone used:any Peterson product or co_mpdnent to infringe
the ‘159 Patent. Carborundum, 72 F.3d at 876, n. 4.

71..  Because Peterson’s “EMB" could be installed and used as an accessory to a

. primary burmer in a non-infringing manner, it was not manufactured by Peterson as a component .

especially made for use in a machine, device or combination infringing the ‘159 Patent.

78. Because Petersonls “EMB™ could Be installed and used as an accessory to a-
primary burner in a non-infringing manner, Peterson necessarily had no knowledge that: its
customers or others would use the “EMB" product to infringe the ‘159 Patent as opposed tc;
using the EMB in a.non-infn'ngi_r_ag installation.

| 79.  Because Peterson’s “EMB” could be installed.and used as“an accessory. io a
Peterson “G4” primary bumer in a non-infringing manner; both the “G4” and the “EMB"” had .
substantial non-infringing uses.

80.  Thus, plaintiff failed to carry its burden of proving contributory infringement by a
prcpondcrance of the evidence with regard to any of Peterson’s products.

INDUCED INFRINGEMENT. | .

81.  Inorder to establish induced infringement, plaintiff must prove that; (i) defendant
took actions that it knew or should have known would induce or cause others to infringe theé-
patent and (ii) those actions actually did induce others to infringe the patent. 35 U.S.C. § 271(b);} ;
Micro Chem., Inc. v. Great Plains Chem. Co., 194 F.3d 1250 (Fed. Cir.,1999).

82.  An essential element of a claim for induced- infringement is proof 't'liat:;c.)meon_e
actually infringed the patent. Golden Blount, 365 F.3d at 1061; Met-Coil Sys. Corp..v. Korners

Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir.- 1986) (“There can be no inducement of

infringement without direct infringement by some party.”).
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-83.  Proof of actual intent to cause ‘the acts which “constitute: the mﬁmgement is'a

" necéssary prerequisite to finding mducement Warner Lambert Co. v. Apolex Corp 316 F.3d
© 1348,1363 (Fed. Cir. 2003); Hewlett-Packard Co. v. Bausch & Lomb; Inc., 909.F.2d 1464, 1469
-(Fed. Cir. 1990). - ' R - =

" 84,  The defendant’s mere 7k_nc;)wl’e,dgc_ of acts by others alicg’éd to constitute

mﬁ'mgemcut is not enough to prové an mducement claim. Wamer—Lambert 316 F.3d at 1365;

Manville Sales Corp. v. Paramount Sys., Inc., 917 F.2d 544, 553 (Fed. C:r 1990)
85. Where defendant"s -product has substantial non-'infringing- uses, -the intent to~

_induce infringement cannot be mferred éven when defendant has actual lmowledge that some -

users of its product may be mﬁmgmg the patent. Warner-Lambert, 316 F 3d at 1365; ICN

Pharmaceutlcals Inc. v. Geneva Pharmaceuttcals Technology Corp., 272 F Supp 2d 1028, 1048

(C.D.Cal. 2003). R e -

86.  Inducement requires 7p1"oof “that _the defendant kﬂowir!gly_-—'gi_déd ‘and abetted

another's direct infringement of the patex'lt. Warner-Lambert, 316 F.3d at 1365;'Rodimé PLCv.

‘Seagate Tech., Inc., 174 F.3d 1294, 1306 (Fed. Cir. 1999).

- 87.  Because theé record -Coritains no testimony of 'ﬁny wiuiesis'hz_win'g personal

knowledge of how Peterson’s dealers or customers or anyone else actually _used or installed the"

“EMB" or any of Peterson’s products;-plaintiff failed to prove that anyone used any Petersoni -

product or component to infringe the *159 Patent. Carborundum, 72 F .3d at 876, n. 4.

_88._ Because Peterson’s inétallation instructions for the “EMB” -ée'coridaryhumef tube

accessory product do not suggest or épebify that it be installed such that the fop of the primary. .
burner tube is at a “raised level” with respect to the top of the secondary burier tube (Claim 1) o_i"' .

that the top of the secondary burner tube be installed “below™ the top of the primary burner tube’
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to which it is to be connected (Claim 17), these instructions do not show any specific intent to
induce infringement. - Minn. Mining & Mfé. .Co. v. Chemque, Inc.,-303 F.3d 1294, 1305 (Fed.
Cir. 2002) (use instructions -,constitu(ed induced infringement when following them would
inevitably lead to infringement); JCN Pharmaceuticals, 272 F. Supp.2d at 1049 (no inducement
where labels did not encourage physici-ans to administer drug in _iilﬁ‘inging'manncr).

89.  No evidence shows that Peterson, in any meeting.with or communication to its

‘dealers, affirmatively encouraged the installation or use of the “EMB”"in a manner infringing the’

‘159 Patent.
90.  No evidence shows that Peterson distributed any other advertising or information
or made any other communication encouraging its customets to install or use the “EMB"- E
accessory product in a manner infringing the ‘159 Patent.
) ol. . Because no evidence shows any direct _inﬁ'ingeme'n.t, by.any.third.‘pany,.any.actual-':'.-.."
intent by Peterson to cause dealers, customers or others to infringe the ‘159 Patent or any

affirmative act by Peterson to cause such infringement, plaintiff failed to sustain its burden of

proving its induced i;lﬁihgemcnt claim by clear and convincing evidence.

ACTUAL DAMAGES.

92.  Absent proof of literal infringement by Peterson or: contributory.-or induced
infringement by olhcrs;- for which Peterson is shown to be legally responsible, plaintiff may'not "
obtain an award of actual damages. 35 U.S.C,, § 284 (damages awadrded only to compensate for

infringement).

93.  Once infringement is proven, a-patent plaintiff may obtain damages based on - -

either its own lost profits or a reasonable royalty on any infringing sales. .
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_any sales..

plaintiff's.and Peterson’s products compete for that same sale.

-94. . No lost profits damagm may. be recovered absént proof: of the causal relationship

bctwecn the mfnngement and plamtlff’ s lost sales. Minco, Inc. v. Combustton Engineering, Inc .

95 -F.3d 1109, 1118 (Fed. _Clr.- 1996) (causatlon proof required); State Indus., Inc."v. Mor-Flc

~ Indus. Im: .883 F.2d 1573 1577 (Fed. Cir. 1989) (plaintiff must prove’ hxs manufactunng and

marketing capabilities to have made the mﬁ'mgmg sales). S

95.  To establish any !Iost _profits-damage award, plaintiff must prove that, but for the

| mﬁmgcment, it would have made the infringer’s sales. Bic Leisure Prods [nc. v. Windsurfing

nt’l, Inc 1 F.3d 1214, 1218 (Fed. Clr 1993).

96:  Because the record in _this case' shows that: (i). many of Peterson’s “EMB”

secondary-burner products were sold to-existing Peterson “G4" customérs and (i) plaintiff's

secondary burner product was not suitable for use with Peterson’s “.(§4" primary burner,

~ Peterson’s “EMB" siles to cxistihg-P.ctcmoh customers could not hiave caused pldintiff to lose

97.- Because the record shows-that Peterson’s “EMB" product Was' riot suitable for

attachment fo plamttff's primary burner products, Peterson’s “EMB"” sales could not. have caused

plamu&" to lose any sales of its secondary bumer product to its own existing customers.

98.  Only whcn-a'customcr was installing both a primary and a secondaky burner could.

99.  Because plaintiff offered no evidence concerning how many of Peterson’s sales

were to ,hew _customers who did not havc a “G4” product already instal[cd plaintiff failed to -

carry. its bu:dcn of showing by a prepondemnce of the evidence that Peterson’s “EMB” sales

caused plamuff to lose any sales. - -
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100. To prove lost-pmﬁts damages, it is plainﬁﬂ’s burden to show -tﬁc ab'seﬁce of any o
non-infringing substitutes for the patented device. Slimfold Mfg. Co. v. Kinkead Indus., Inc., 932
E‘.Zd. 1453, 1458 (Fed. Cir. 1991).

101.  On.this record, plaintiff failed to prove the absence of rion-infriiging, substitutes
for its ember burner accessory product.

102.  Where the patentee cannot anticipate the sale of the 'paténted comb'oné‘nt along -
with the components that it may be auacﬂcd to, damages will only be calculated to account for
lost profits related to the patented article. Kori Corp. v. Wilco Marsh Buggies & Draglines, Inc., -
761 F.2d 649, 656 (Fed. Cir. 1985); see also King Instrument, 767 F.2d at 865; Hughes Tool Co..
v. GW Murphy Indus.,llnc., 491 ?F.Zd' 923, 928 (5th Cir. 1973).

© 103.  Even if a.patent plaintiff is unable to prove lost profits arising from certain.

- infringing sales, it is entitled to'damages consisting of a reasonable royalty on those sales. . -

. 104, It remains plaintiff's burden, however, to prove the amount of any reasonable

royalty by substantial competent evidence. No award of damages may be based on speculation.

105.  Here, plaintiff offered no testimony or other proof showing a reasonable royalty. - )

As such, there is no basis for finding what the reasonable royaity should be on any of Peterson’s -

-sales, assuming that they were shown to be infringing. -

WILLFUL INFRINGEMENT.

106. Absent proof of defendant’s infringing conduct, there can be no finding of wiliful -

' infrii\gcmcnt.

107. Whether an infringer has acted willfully is a question of fact that rests upon a - -

determination of the infringer’s state of mind at the time of the infringement.. Mahurkar v. C.R.
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Bard Inc., 79 F.3d 1572, 1579 (Fed. Cir. 1996); Read Corp. v. Portec. Inc 970 F2d 816, 827-9

: (ch Cir. 1992) (listing nine factors) j S .

10_8. An infringer has not actcd w1llfully if, acting in good faith and upon due inquiry,.

he had s_b'u'nd reason to believe that hc had the right to continue acting in the manner that was

la_tef foiu;d infringing. SR/ In;ei'naiional, Inc., v. Advanced Tecknology Laboratories, Inc:, 127

F.3d 1462, 1465.(Fed. Cir. 1997).

©-109;  Willfulness is shox_.!n,-by the totality of the circumstances, including: - (i) whéther - - -
" -the iilﬁingcr deliberately copictd- the idéas or designs of another; (ii) whether the infringer, when

he knew of the other’s patent protect:on, mveshgaled the scope of the paient and formed 2 good- '

faith behef that it was invalid or that lt was-not infringed; and (iii) the mfnnger S behavmr asd

party to the litigation.” Bott v. Four Star Co:p 807 F.2d 1567, 1572 (Fed Cll' -1986) overruled

. On other. grounds by A.C. Aukerman Co. v. R.L Chaides Constr. Co., 960 F.2d 1020 (Fed. Cir.. - -
1992). . T S

110. - - Possession of a favorable-dpinion of counsel is niot essential to avoid a willfulness

detcrrﬁitia;iom"it_ is only one fac_tpr'.tc'z be. cons;id;:téd. ~E.I 'DuPont de Nemours & Co. v. a

Monsanto Corp., 903 F. Supp: 680"(D. Del. 1995), aff'd, 92 F.3d 1208 (Fed. Cir. 1996)

(unpublished); Electro Med. Sys.-,.,S.A v Cooper Life Sci., Inc., 34 F.3d 1048, 1056 (Fed. Cit.
1994); American Original Corp. v. Jenkins Food Corp., 774 F.2d 459, 465-66 (Fed. Cir. 1985)

(faiiure to obtain opinion conceming second patent did not preclude non-willfulness finding).

See also; Knorr-Bremse Systeme Fuer Nutéfahr‘zeuge GMBH v. Dana Corp_., 344 F.3d 1336 '
.- (Fed. Cir. 2003) (Federal Circuit currently cotisidering en banc the following question: “Should

the existence of a-substantial defense to infringement be sufficient to defcat.riiabili-ty for willful

infringement even if no legal advice has been secured?” Case argued in'February, 2004.).
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111. Reliarice upon-a counsel’s informal opinion can be réasonable.” Am. Med. Sys.,”
Inc. v. Med. Eng’g lCorp.,.794 F. Supp. 1370, 1397 (E.D. W'is. 1992), rev’'d on other grounds, 6 ,
F.3d 1523 (Fed. Cir. 1993).

112. Because, .at the time that Peterson first learned” of the “159 Patént, tl1e'va:s't
majority, if not all, of its potenﬁally infringing products consisted of the *G4” primary bumer
and the “EMB"; secondary burner, both of which wérc packaged and sold separately and were
capable of being assembled. and used in a non-infringing manner, it did‘ not take a very detailed, -
formal or time consuming analysis for Peterson to have a reasonable basis to bel_ievé in 'gof»d
faith that a substantial de.fensélto infringement existed .and tha_t' it could continue to make, use
and scl-i\ these separate products without itself literally infringing the ‘159 Patent.

113. Because .they can be installed, used and.configured in a non-infringing m'annér,

. Peterson’s. separately. packaged. and sold “EMB” and “G4”products-cannot be said to be the™ - - .

result of conscious copying the invention claimed in the “159 Patent which requires that the top
of the secondary burner tube be posiiioned below the top of the primary bumer tube. .

114, No substantial cvidence shows that any of Petcr-son‘s products was developed by
conscious copying the invention claimed in the ‘159 Patent.

115. Because the record -contains no evidence- showing that any of Peterson’s -

customers or dealers ever assembled an “EMB" and any primary bumer in an infﬁngihg manner,

much less evidence than that Peterson ever knew that they had done so, Peterson cannot be:said

to have knowingly or willfully engaged in contributory or induced infringement. Rite-Hite.Corp. -
v. Kelley Company, lIn.c., 819 F.2d 1120, 1125-26 (Fed. Cir. 1987) (unknowing infringement is
not willful).
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116. Because:the record contains no evidence showing that Peterson’s“‘GS™ products

which included an “EMB aceessory product were assembled in a manner which infringed the

1 59 Patent, Peterson cannot be liable for wnllful infringement regarding these products.

B 117.  The record contains _no evidence that Peterson willfully- mfnnged the ‘159 Patent
in donnection with any other products or-activities.

ENHANCED DAMAGES, -

118. Enhanced damages are in the nature of a penalty ‘and: may :ndt_'i;e awarded- as -

addiﬁonal compensation. Beatrice Foods Co. v. New England Printing and Lithog?aphing- Co.,

923 F.2d 1576 1578 (Fed. Clr '1991); Paper Converting Machine Co v, Magna-Graphics-

Corp 745 F.2d 11, 20 (Fed. Cir: 1984) ;. L

119. Enhanced damages must be premlsed upon willful -infringement or bad faith.

_ Beatnce £Foods, 923 F.2d at 1579 (“enhanced damages may ‘be awanded only as a penalty foran.. .

) mfrmgcr S mcreased _eulpab'lllty"); }_’an_vay Co_rp. v. Eur-Control --USA-, Iné.‘,-775 F:2d 268, 277

(Fed. Cir. 1985). . T |

and substantial challenge to the existeliee of infringement. Paper Converting, 745F.2d'at 20, -

'121-_.- If the district.court enha_nces_ damages, it.must explain and articulate through.

, ﬁndmgs the basis upon which it concludec that there has been wiliful mﬁ'mgement or bad fmth

Beatrice Foods' 923 F.2d at 1578; Reactwe Metals and Alloys Carp V. ESM Inc 769 F.2d -

1578, 1582 (Fed. Cir. 1985). .

122. Prejudgment interest may be applied only. to thie actual damages portion of any -

damage award and not to the punitive or enhanced portion of that award. Beatrice Foods, 923 -

DALLAS? 1041687v1 $2244-00001 : N

’ 120. - Enhanced damages are not appropriate where the infringer i;ognts a good ‘faith .
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E.Zd at 1580; Underwater Device;v Ir-zc. v.. Morrison-Knudsen Co., 717 F.2d 1380, 1389 (Fed. Cir. -
1983).

123.  Because plaintiff has failed to prove Peterson’s willful infringement or bad faith
by clear and convincing evidence, there is no basis for awarding enhanced damages on the record
of this case. Beatrice Foods, 923 F.2d at 1579; Yarway Corio., 775 F.2d a;t 2717.

EXCEPTIONAL CASE.

124.  The district court may, in “exceptional” cases, award reasonable attomeys’ fees to
the prevailing party. 35 U.S.C. § 285.

125.  The exceptional nature of the case must be si\own by clear and convincing
evidence, Reactive Metals & Alloys Corp. v. ESM, Inc., 769 F.2d 1578, 1582-83 (Fed. Cir. |

1985).

126. . Among the types-of conduct which can-form a baéis-for—ﬁnding a case e:(céptioﬁa_l-v-- -

are willful infringement, inequitable conduct before the P.T.O., misconduct during litigation,;’
vexatious or unjustified litigation, and frivolous suit. Standard Qil Co. v, American Cyanamid
Co., 774 F.2d 448, 455 (F?d.-C_ir. 1985).. .

. 127, Even if the case is.found to be “exceptional,” -an award of reasonable attbmcys‘ ,
fees is not mandatory, but remains within the sound discfetion of -the trial court. Reactive
Metals, 769 F.2d at 1582.

128. Because there is .no proof that Peterson committed : willful infringement or. .
engaged in any other bad faith co-nduc_t orin vc;catious or unjustified litigation, there is no'basis.- -
in the record for awarding attorneys’ fees against Peterson.

129. Even were Peterson found t_o. have infringed the ‘159 Patent in -connection with
the approximately 10 “G5” units that it made and sol& during the relevant time period or the one
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- 1984). : RN

| experimental apparatus in Petersoh.’s laboratory, infringement of such a slight nature aﬁdéciipé '

would not warrant any award of attorneys” fees against Peterson.

130. Even were an award of attorneys® fees' warranted agamst Peterson under such
cnrcumsta.nocs that award fees would still have to be “rcasonable" in amount when compared
w:th the slight economic harm suﬂ‘ered by plaintiff. 35 U.S.C. § 285 (prdwdmg for an award of

“reasonable attorneys fees™ only)

l;‘il. Because plaintiff has falled to prove any form of mﬁ'mgement Petcrson ‘must be

cousxdered the prevailing party in this lltlgatlom

132. An award of attomeys' fees can be made against a patent plaintiff for

unreasonsble continuance of suit in bad faith, vexatious or unjustified litigation or- for other "
misconduct during trial. 35 U.S.C. § 285; Beckman Instruments, Inc. v. LKB Produkter AB, 892 "

F.2d'1547,.1551 (Fed. Cir. 1989); Hughes v, Novi American, Inc., 724.F.2d 122, 125.(Fed. Cir... ..

of “G4"” and “EMB" products which, made, used and sold separately, could not, stan'dinﬁ_- alofie,

iﬁﬁinge the ‘159 Patent; it was incumbent on plaintiff to gsc’ertain whethég: it had a reasonable

basis to continue the infringement suit. -

134.  Because plaintiff chose to continue its infringement suit through tnal and 'appeal

without presenting any -evidcncé- whatsoever of: ‘(i) any infringement of t_hc ‘159 Patent by
Peterson; (ii) any infringement of the “159 Patent by any third party which could form the basis -

for an indirect infringement verdict or (iii) any affirmative act by Peterson which could prove~

inducing infringement, this is an exceptional case by reason of plaintiff"s-unréé‘sonablc and

vexatious continuance of suit in bad faith. Eltech Sys. Corp. v. PPG Indus., 903 F.2d 805, 811
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(Fed. Cir. 1990) (bad faith shown where “patenteé is manifestly unreasonable in assessing

. infringement, while continuing to asser't-inﬁ'i'rigemént in-court.”).

As such, this Court will award Peterson its reasonable attorneys’ fees for dcfcnding the
original -claim through trial, . prosecuting the successful appeal and participating in these
proceedings on remand in‘an amount to be. dctcrmmed upon Peterson’s filing of a I'ee pctmonf L
within 30 days - : : co

espectfully submitted,

Stald Bar N, 18008250
@c' & GILCHRIST, A P.C.

Y Ross Avenue, Suite 3200
Dallas, Texas 75202
214/855-4776 (Telephone)
214/855-4300 (Facsimile)

OF COUNSEL:
Leland W. Hutchinson, Jr.
Jennifer L. Fitzgerald

David S. Becker

FREEBORN & PETERS, LLP
311 S. Wacker Dr., Suite 3000
Chicago, Illinois 60606
312/360-6000 (Telephone)
312/360-6572 (Facsimile)
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CERTIFICATEQF SERVICE - - . -

Thls cemﬁes that a copy of the- foregomg Defendant s Proposed Fmdmgs of Fact and’
Conclusnons of Law was served by first-class mail, postage prepaid, to counsel for Plaintiff, -

William D. Harris, Ir., Schultz & Associates, P.C., 5400 LBJ Freeway, One Lincoln Center,

Suite 525, Dallas, Texas 75240 and Charles W. Gaines, Hitt Gaines, P.C., 2435 North Central
Plaza, Sulte 1300, Richardson, Texas 75080, thls 10"' day of June, 2004.
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i “‘)\\’ ] U5 DISTRICT COURT
?\\G\ . NORTHERN DISTRICT OF TEXAS
IN THE UNITED STATES DISTRICT CQURT FILED
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION NOV | 5 2034
GOLDEN BLOUNT, INC., § qwma COURT
§ By
Plaintiff, § ¥ Deputy "
§
v. § Civil Action No. 3:01-CV-8127-R
§
ROBERT H. PETERSON CO., §
. §
Defendant. §

ORDER

Pursuant to the District Court’s Order of Reference, entered Sclptcm.bcr 16, 2004, Plaintiff
Golden Blount, Inc.’s (“Plaintiff") Application for Attorney Fees, filed September 8, 2004, and
?]aintiff's Application for Costs, filed September 9, 2004, (collectively “Applications™) have
been referred to the United States Magistrate Judge for hearing if necessary and determination.
Having considered Plaintiff’s Applications, Defendant Robert H. Peterson’s (“Defendant’)
Oppoasition to Plaintiff’s Applications for Attorneys’ Fees and Costs (“Opposition™), Plaintiff’s
Reply to Defendant’s Opposition to Plaintiff's Applications for Attomey’s Fees and Costs and
O_bjection to Defendant’s Untimely Filing of Notice of Appeal (“Reply”), and the applicable law,
Plaintiff's Applications are GRANTED in part and DENIED in part.

Specifically, this Court grants Plaintiff’s request for attol'mey fees in the amount of
$622,015.00 and Plaintiff’s request for costs in the amount of $3,679.83. Plaintiffs request for
costs in the amount 0f$6,351.21 is denied. On September 2, 2004, the District Court adopted
Plaintiff's Findings of Fact and Conclusions of Law (“Findings and Conclusions™), filed August
- 31, 2004, which awards Plaintiff post judgment inteu:st on attomey fees from Augllxst 9, 2002 to

April 19, 2004, and resuming from the date the final judgment is sigried. Therefore, Plaintiff’s




request for post judgment interest on attorney fees from September 2, 2004 is denied, because the
‘District Court has already determined that the post judgment interest should resume from the date

" the final judgient is signed.

_I. ~ Background' _ | o .:. ) ' B T
The District Court issued a judgment favorable to Plaintiff on August 9, 2(.)02:0:1 April
19, 2004, ﬂ:w United States Court of Appeals far the Federal Circuit remanded the case to the
District Court to issue more specific findings 'r;gérding the patent infringement, i_.:rillﬁ:l_n&cs, the
_cxdep(i_onal nature of the case, and the damagm_ amount. On May 11, 2004, the Districtr(iourt
ordered the parties to submit proposed ﬁndings of fact and conclusions of law. Th;a District
Couﬁ ahopted Defendant’s Findings 73:1_1d7Co.nc[usions_on June 22, 2004 (“Junc 22_, _2004 Order”).
PlaintifF filed its Request for Recons-ideraﬁ'ou oftTAdoption of Defendant’s Findingé of F;t and
C_()nclusionsl of Law, Alternative Motion_fo_r New Trial t“Motions for lilecoq.éidcrz_uioni gnd New
Trial") on July 6, 2004. At a hearing on August 18, 2004, the District Court decided to vacate its
iJrevious' adoptién of Defendant’s Find-ings and Conclusions and to adopt Plaintiff’s Findings and
Conclusions, and ordered Plaintiff to provide the necessary findings and final jﬁdéncnf (“-Aug_ust
18, 2004 Minute Order”). On September 2, 2004, the District Court entered an o:d;;; vacating
Defendant's Findings and Conclusions and adopting Plaintiff's August 31, 2004 Findings and
Conclusions (“September 2, 2004 Order”). o
£ the Rindings and Conclusions adopted by the District Court on Septexmber 2, 2004,

Plaintiff was awarded reasonable attomey fees under 35 U.S.C. § 285, and post judgment

! The backgro@d mformation comes ﬁum Defendant Robert H. Peterson Co.'s Opposition to Plaintiff's
Applications for Attoreey Fees and Costs, filed September. 17, 2004, and Plaintiff's Memoranduin in Support of
Guolden Blouat, Inc.'s Application for Attorneys® Fecs, filed September 8, 2004.
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.interest, calculated pursuant to 28 U.S.C. § 1961, on attomey fecs at the highest rate allowed by
the law from August 9, 2004, to April 19, 2004, and resuming again on the date the final
Jjudgment is signed. Plaintiff subsequently filed its Applications on September 8, 2004 and on
September 9, 2004. Defendant disputes the District Court's jurisdiction to eatertain Plaintiff’s
Applications on the basis that the August 18, 2004 Minute Order constituted the final judgment,
and therefore, Plaintiff’s Applications, filed -Septcmber 8, 2004, and September 9, 2004, were
untimely under the Federal Rules of Civil Procedures 52(b) and 54(d).
II.  Analysis
A.  Timeliness of Plaintiff’s Applications
1. Plaintif’s Motion for New Trial
The District Court has jurisdiction to entertain Plaintiff’s Applications, because they were
tmely filed under the Federal Rules. Defendant asserts that since the District Court’s August 18,
2004 Minute Order disposed of Plaintiff's Motions for Reconsideration and a New Trial, under
Federal Rule of Civil Procedure (“FRCP™) 58(2)(1)(D), a separate document is not required for
the entry of judgment. However, a ““judgment’ (is] defined as ‘a decree or any order from which
an appeal lies."" Freudensprung v. Offshore Tech. Servs., 379 F.3d 327, 336 (5th Cir. 2004)
(quoting Theriot v. ASW Well Serv., 951 F.2d 84, 88 (5th Cir. 1992)). Further, under Federal
Rule of Appellate Procedure (“FRAP") 4(a}(4)(A), “If a party timely files in the district court any
of the followiﬁg motions under the Federal Rules of Civil Procedure, the time to file an appeal

runs for all parties from the entry of the order disposing of the last such remaining motion.”

2 See also FRAP 4(a Y(4)(B)(0) ( “If a party files a notice of appeal aftcr the court announces or entars a
Jjudgment--but before it disposes of any motion listed in FRAP 4(a)}(4)(A)~the notice becomes effective to appeal a
Jjudgment or order, in whole or in part, when the order disposing of the last such remaining motion is entered.”).

3



(emphasis added). The provisions of FRAP 4(a)(4)(A)(iv) and FRAP 4(a)(4)(A)(v)r_list the
. identical motions set out in FRCP 58(a)(1)(D).} Since an appeal does not lie until the District

-Court enters an order disposing of both flainﬁﬂ’s Request for Reconsideration and Plaintiff’s

- Motion fér New Tral, and since there is nbihing on the docket disposing of Plaintiff's Motion

fora New Trial, there is no judgment. See FED. R. Crv. P. 58(b)X(1) (If 2 sepamIe‘&oMent isnot

roqmred under FRCP 58(a)(1), a judgment is deemed entered whea it is entered in the civil
docket in accordance with FRCP 79(a) ) i |
" Even if this Court were to accept Dcfendant s argument that the District Court adopted

Plaintiff’s June 10, 2004 Findings and Conclus:ons at its August 18, 2004 heanng—qnd that the
adoption disposed of Plaintiff's Request f;;rR_econsideration of Adoptipn of Défeﬁ'dant‘s |
F-imiings; of Fact and Conclusion; df Law when the minute entry of that hearing wa_ts_ehtered' on
the docket, Plaintiff’s Altemative Motion for New Trial is still pending. ‘]‘herefore_.,-Plaihtiﬁ"'s
Applicaﬁoﬂé were timely filed, because the timé to file motions under FRCP 52(b) and FRCP
54(b) do not start running until a judgment lis entcreci, z;nd the judgment is not entered for
Plaintiff’s Motions for Reconsideration and New Trial until the District Court enteﬁ an order
disposing of Plaintiff’s Motion for New Trial. . 7 i _
" Also, even if the District Court’s ;\ugust 18, 2004 Minute Order could be considered'a

judgment, Plaintiff's applications would still be timely filed “because the ... order lacked

3 The motions ennmerated in FRAP 4(a)}{4H AXi) through FRAP4(a)4 ) A)(vi) rack the motions listed in
FRCP 58(a)(1)(A) through FRCP 58(a)(1){E) a3 cxceptions to the separate document requirement . In fact, the-
Advisory Committee Notes for 2002 after FRCP 58 specifically statc that the amendments to FRCP 58(a)(1) were

mademordqtoaddrcssﬁmpmblans that arisc under FRAP 4. See also Freudensprung, 379 F3d at 334 (“Certain

- Amendments, effective December 1, 2002, were made to resolve uncertainties concerning how Rule 4(a}(7)’s

] ‘&MOnofwhcnuJudgmerordalsdcamdmmmmdsmﬂltbcmqunemcnIm[RuIe]SSﬂnt,tobe
cifective, a judgment nmust be set forth on a separate document.™ (internal quotations emitted) (quoting Notes of

Advisory Comumitiee on Rutles 2002Amdmmts,followmgkule4))
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required separate document, under amended Rules 4 and 5 8(b), the order was not deemed
‘entered’ — and the time to file notice of appeal did not begin to run ....” Freudensprung, 379
F.3d at 337. Under FRCP 58(b)(2X(B), a judgment is also considered entered, even where it is
lacking a required separate document, when 150 days have run from its entry on the docket
pursuant to FRCP 79(a). However, this does not apply here because 150 days from August 18,
2004 is'Jaxlluary 15, 2005.
2. Plaintiff’s Request for Recounsideration
Plaintiff’s Applications were also timely filed because the District Court’s August I8,
2004 Minute Order did not dispose of Plaintiff's Request for Reconsideration under FRCP
58(a)(1)(D} as a “motion to alter or amend the judgment.” The District Court's June 22, 2004
adoption of Defendant’s Findings of Fact and Conclusions of Law is not an entered juﬂgment
uatil it is set forth on a separate document, and no such separate document exists. See FED. R.
Crv. P. 58(bY2)(A); see also Freudensprung, 379 F.3d at 334 (“{A] judgment or order is deemed
‘entered’ within the meaning of Rule 4(a) when it is set forth on a separate document in
compiiance with Federal Rules of Civil Procedure 58(a)(1) and entered on the district court’s
civil docket as required by Federal Rules of Civil Procedure 79(a).”). The Provisions of FRCP
58(b)(2)(B) also do not apply here because 150 days from June 22, 2004 is November 19, 2004.
Further, the District Court’s June 22, 2004 6rda cannot be considered “an order
disposing of a motion™ and hence cannot fit under the exception to the separate document

requirement in FRCP 58(A)(1). Defendant’s Findings and Conclusions, adopted in the District



Court’s June 22, 2004 Order, do not constitute a motion.* “{The document] wis not stylod as 2
mation. The writing did not ‘state with particularity the grounds’ ..."of the motion.> Defendant’s
Opposition (“Def.’s Opp.”) at 4 (quotin-g FED. R C1v. P. 7(b)(1). However, cven if Defendant's
Findings and Conclusions could be considered a motion, they do not fall under tiic enumerated
motions listed in FRCP 58(a)(1)(A) through FRCP 58(a}(1)(E).* _ B L
- 3. The District Court’s Instructions and Adoption

. Contrary to Defendant’s axertion,i the District Court’s order at the Auguét 18,2004
hearing for the Plaintiff “to preseat [the Court] with the necessary findings and necessary ﬁml
judgment .., " clearly shows that the District Court did not make a fina! decision regarding which
version of the findings it was going to aﬁop;__. (i’l.’s Rep. at 3). Therefore, the Diéirict (;ouxt’s _
August 18, 2004 Mirute Order did not dispose of Plaintiff’s motions under F RCI-’>5_8(a)( 1XD),
making Plaintiff’s Applications timely under FRCP 52(b) and FRCP 54(d). The li_isgict_ Court’s
instruction to Plaintiff was not “la:_:.gtwée ca]rpulated to wncl@e all claims before the court.™
(Def’s Opp. at S (citing Moreau v. Harris E:qwig;, 158 F.3d 241, 244 (5th Cir. 195;5))). Atthe

August 18, 2004 hearing, the District Court only made the decision to vacate Defendant’s

4 A motion is defined as a “writtea or omlr_npplin;.:atiou requcsting a court to make a specified ruling or
order.” BLACK'S LAW DICTIONARY 458 (2d pocket ed. 2001). Defendant’s proposed findings and conclusions was

not an “application requesting™ the Court to fiaks a certain ruling or an order.

% This was the reasoning put forth by Defendant as to why Plaintiff's August 31, 2004 Findings and
Couclusions do not constitute a proper FRCP 52(b) motion. (Def."s Opp. at 4). T :

¢ Defendant’s Findings and Conclusions do not fit (1) under FRCP 58(a)(1){A) as a motion for judgment
under FRCP-50(b), which discusses renewing a motion for judgment afier trial or an alternative motion for a new
trial; (2) under FRCP 58(a)(1)(B) as a motion to amend or make additional findings of fact under FRCP 52(b); (3)
under FRCP 58(a)(1)}(C) as a motion for attorney fees under FRCP 54, which states that claims for attomeys” fees
and related non-taxable expenses shall be made by a'motion; (4) under FRCP 58(a}{(1)(D) as a-motion for a new trial
or.to alter or amend the judgment under FRCP 59; (5) under FRCP 58(a)(1)}E) as a motion for relief under FRCP
60, which states that relief may be granted for mistakes, inadvertence, excusable neglect, newly discovered evidence,
clc.. - :
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findings and to adopt PlaintifP’s instead, and it did not adopt Plainfiff's June 10, 2004 findings as
the Defendant asserts. If that was the District Court’s intent, it would not have instructed
Plaintiff to submit the necessary findings since the June 10, 2004 version had previously been
submitted to the District Court. Tt is apparent from the facts that the District Court’s decision
regarding which version of the findings and conclusions it wished to adopt was.not finalized until
September 2, 2004.

Defendant states that the “August 31 [v]ersion [of Plaintiff's findings and conélusions]
contains significant additional findings and conclusions which alter and amend those set forth in
the June 10 [flindings.” (Def.’s Opp. at 3). The District Court's September 2, 2004 adoption of
those findings without any indication that it is vacating the adoption of the June 10, 2004
findings, also makes it clear that the District Court never adopted Plaintiff's June 10, 2004
Findings and Conclusions at its August 18, 2004 hearing. The District Court’s September 2,

2004 Order states, “[Clonsistent with its ruling at the conclusion of the Oral Hearing on August
18, 2004, [the District Court] is of the opinion that the Plaintiff's Findings of Fact and
Conclusions of law submitted on August 31, 2004, are correct, and they are hereby adopted as the
Findings and Conclusions of this Court.” (emphasis omitted). This Order clearly shows that the

District Court only adopted the August 31, 2004 version of Plaintiff’s findings and conclusions.

 The District Court waited for the version of the findings that Plaintiff submitted pursuant to its

_request, and after reviewing it and ﬂndmg it to be satisfactory, the District Court adopted it on

- September 2, 2004.



A

ik

B. Reasonableness of the Plaintiff’s Requested Attorney Fees and Costs

1. Attorney Fees -~

' The District Court has already determined that under 35 U.S.C. § 285, this is an

exceptional case entitling Plaintiff to attorney foes. Therefore, the issue left before this Court is

wﬁethcr tl_{q amount of attomey fees requested by Plaintiff is reasonable. The Federal Circuit’s

precedent govemns the substantive interpretation of 35 U.S.C. § 285. Pharmacia & Uﬁja}!n Co.v.

Mylan Pharms., Inc., 182 F.3d 1356, 1359 (Fed. Cir. 1999). However, “{tjhe methodology of

- assm;mg a ifcasonablc award under 35 I.].S'C. §.'285,is within the discretion of the district court.”

Mathis v. Spears, 857 F.2d-749, 754 (Fed: Cir. 1988) (citing Lam, Inc. v. Jahru.}‘ignvi11e Corp.,
718 F.2d 1656, 1068 (Fed. Cir. 1983)). This Court applies the lodestar analysis. The lodestar
- amount is determined by multiplying the number of hours reasonably spent 0[.1 ﬂie-' litigation by a
reasonable hourly rate. Green v. Adm’rs of the Tulane Educ. Fund, 284 F.3d 642,.661 (5th Cir.
2002) (quoting Rutherford v. Harris Caun_ty Tex., 197 F.3d 173, 192 (Sth Clr 1999)). 'l-'hc
factors set out mJoImson v. Georgia Hcghway Express, Inc. are considered in analﬂmg the

reasonableness of the hours expended and the hourly rates requested. 488 F.2d 714, 717-19 (Sth

"Cir. 1974).7 Furthcr, the work performed by para]cgals should be legal work, not clcncal tasks,

for their fees to be recoverable as attomey fees Vela v. ity of Houston, 276 F. 3d 659 681 (Sth
Cir. 2001) (citing Allen v. United States Steel Corp., 665 F.2d 689, 697 (5th Cir. l982)).

“QOtherwise, paralegal expenses arcsepatatel? unrecoverable overhead expenses.” Allen, 665

7 The factors set aut in Johnson arc: (1) the time and labor required; (2) the novelty and difficulty of the
issues involved; (S)mcshllrequuedlnhngulr:t!u:casc‘(4)&::abdxtyofﬂ1caﬂomcytowceptod)crwnrk;(5)dm
customary fee for similar work in the commmmity; (6) whether the fee is fixed or contingeat; (7) time limitations

‘imposed by the client or the circumstances of the case; (8) the amount involved and results abtained; (9) the

expericuee, reputation, and ability of the attorneys; (10) the "undesirability” of the case; (11) the naturc aed length of
the attorney-client relationship; and (12) awards in similar cases. Johnson, 488 F.2d at 717-19.
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F.2d at 697 (citing Jones v. Armstrong Cork Co., 630 F.2d 324, 325 & n.1 (5th Cir. 1980)).
Plaintiff seeks attomey fees for the three law firms that represeated it throughout the

course of this case. Plaintiff seeks compensation for: 80.15 hours for the services of the Locke,
Liddie & Sapp, L.L.P. (“Locke”) attomeys who served as counsel before the case was tured
over to Hitt Gaines, P.C. (“Hitt"), and Schultz, & Associates, P.C, (“Schultz™); 66.5 hours for the
services of the Hitt’s paralegals and 2,185.1 hours for the services of the Hitt attorneys; and

171.7 bours for the services ot_‘ the Schultz attorneys. Plaintiff secks compensation for 1ts counsel
at hourly rates ranging from $135.00 to $375.00, and for Hitt’s paralegals at hourly mt-m ranging
from $65.00 to $90.00.*

This Court has considered the John.s_'on factors, as well as Plaintiff’s Application for
Attorney Fees, Memorandum in Support of Plaintiff’s Application for Attorney Fees, and
Appendix in Support of Plaintiff’s Application for Attomey Fees. The number of hours that
Plaintiff secks compensation for are reasonable for this case, and Plaintiff’s requested hourly
rates are reasonable for this case in this community. Plaintiff has also sufficiently shown that the
work done by Hitt’s paralegals is “work traditionally done by an attorney,” and thus the
paralegals’ hours are recoverable as the prevailing party’s attomey fees. Allen, 665 F.2d 689 at
697. Defendant has not contested the reasonableness of the number of hours or the hourly rates
Plaintiff is requesting for its counsel and paralegals. Taking into consideration Plaintiff's

requested hourly rates and the number of hours for which Plaintiff seeks compensation, Plaintiff

2on page 6 of PlaintifI's Application for Attomey fecs, and on page A-112 of the Appendix in Support of
Plaintifl’s Application for Attorney Fees (“Attorney Fees Appendix™), attorney Charles Phipps” billing rate is listed
a5 $130.00. Howcver, in the Appendix at page A-87, his billing rate is lisied as $230.00. It appears from Locke’s
slatements itemizing its services that Charles Phipps’ billing rate is $230.00. Therefore, this Court assessed the
reasomablencss of Plaintiff's request for attamey fees for the services rendered by Charles Phipps at the hourly rate
of $230.00.



is awardcd attorney fees at the following rates for the following number of homs $249.39 per

- hour for 2,180.04 hours for dlc services rmde:ed by Hitt; $71.57 per hour for 66:34 hours for the -

services rendered by Hitt’s paralegals; $318.11 per hour for 171.7 hours for the services rendcred

by Schultz and $236 65 per hour for 80. 15 hours for the service rendered by Lockc In sum,

Pla.umff is awarded a lodestar amount of 5622 015 00 !

‘Once the lodestar has been determined, it may be adjusted upward or downward, if the
Johnson factors, not “already oons_iderccfin calculaﬁng the lodestar,” wan'ant_suct;'ah adjustinent.
Shipes v. Truxt!y Indus., 987 F.2d 311, 320 (Sth Cir. 1993) (citing Fon Clark v. Butler, 916 F.2d
255, 258 (5th Cir. 1980)) However, l.he lodestar is presumptively reasonable and shou!d be
modified only in exccpttonal cases. __Watkins v.-For@e, 7 F.3d 453, 457 (5th Cir. -1 993); on
~ remand, 852 F. Supp. 542 (S.D. Miss. 1994), &ﬁ"d, 49 F.jd 728 (5th Cir. 1995) (cxtmg Ciziy of
Burlington v. Dague, 505 U.S. 557, 562 (1992); on remand, 976 F.24 801 (2d Ci. 1991)).

Plaintiff does not seek a fee enhancement and Defendant does not dispute the rcasonableness of

the amouat of fees requested by Plaintiff. Thercfore, this Court determines that the lodestar

-amount should not be adjusted. : o S

| 2. Costs -
Plamuff seeks $10,031.04 in costs. Costs other than attomey fees may be awarded to thc
prevmlmg paxty under FRCP 54(d)(l) Gaddu' v. United States, 381 F.3d 444, 452 (Sth Cir.
2004) {(quoting Coat.s- v. Penrod Drilling Corp., 5 F3d 877, 891 (5th Cir. 1993)). “28 U.S.C. §

1920 defines recoverable costs, and a district court may decline to award the costs listed in the

? See Plaintiff's Attorncy Fees Appendix for the s:peciﬁc hourly rates and the mumber of hours requested.

0 ;
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statute but may not award cosls omitted from the list.™® Id. Although Defendant has not
disputed the reasonableness of Plaintiff’s requested costs, upon reviewed of Plaintiff’s Bill of
Costs, this Court determines that Plaintiff should only be awarded $3,679.83 in costs. It is not
appareat that the other costs requested, in the amount of $6,351.21 for postage, facsimile, courier
services, on-line search expenses, trial supplies, obtaining patents, taxi and airfare for a
deposition, parking for and in preparation of trial fit within 28 U.S.C. § 1920 as recoverable
costs. See Coats, 5 F.3d at 891 (Travel expenses, costs incurred for “blow ups” used at trial, and
video technician fees for a deposition are not recoverable as costs, because they are not expenses
included in 28 U.S.C. § 1920.).
_III. Conclusion
Based on the above, Plaintiff’s Application for Attorneys’ Fees and Plaintiff’s

Application for Costs are GRANTED in part and DENIED in part. Defendant is ordered to

pay Plaintiff the above mentioned amounts within 30 days from the District Court’s entry of the

—————

final judgment.

SO ORDERED. November 3 2004.

PAUL D. STICKNEY
UNITED STATES MAGISTRATE JUDGR

'° The costs listed in 28 U.S.C. § 1920 are: (1) foes of the clerk and marshal; (2) fees of the court reporter
for stenographic transaript necessarily obtained for use in the casc; (3) fees and disbursemeats for printing and
witttesses; (4) fees for exemplification and copies of papers necessarily obtained féir use in the case;(5) docket fees
under 28 US.C. § 1923; (6) compensation of court appointed experts, compensation of interpreters, and salaries,
fees, expenses, and costs of special interpretation services under 28 U.S.C. § 1828. '
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IN THE UNITED STATES D
FOR THE NORTHERN DISTRI
DALLAS DIVISI

GOLDEN BLOUNT, INC., - §
] -§
Plaintif, §
§ Civil Action No.
V. § -
: § 3-01-CV-0127-R
‘ROBERT H. PETERSON CO., - §
§.
Defendant. 8§ -
FINAL JUDGMENT

Pl_usuant to Rule 58 of the Federal Ri-xles of Civil Procedure and the Court’s Findings of Fact
‘and Conclusions of Law entered September 2,> 2004, it is hereby ORDERED that ju_c_fgmcnt is
entered for Plaintiff. It is further ORDERED that Plaintiff recover damages, as set forth .in the
Court's Findings of Fact and Conclusions of Law of September 2, 2004, and reasonable attorneys
" fees and costs, as set forth in the Court’s 6rd¢r Granting Attomey’s Fees and Cost; of November
. 15, 2004. Moreover, it is ORDERED that interest shall run on the damages, alto:lncy’s—fccs and
cosfs, as set forth in the Cowrt’s Findings of Fact and Conclusions of Law of Sept_émbér 2,2004.
Based upon the fact that infringement causes irreparable harm, it is additionally ORDEREb that
Defendant be permaneatly enjoined from making, using, offering to sell, selling ot importing into
the United States the device found to infringe the adjudicated claims of United Stat&c Patent No.
.5,988,159, or colorable variations thereof. _ =

IT IS SO ORDERED.

ENTERED: this 19 dayo[ D,Ec. ,2004.

"NORTHERN DISTRICT OF TEXAS _

“_

™

.
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57 : ABSTRACT.

A gas-fired arlificial logs and coals-burner asserobly is
provided for fireplace usc ia cooperation with decorative gas

logs. and artificial coals and embers decorative itcms by
placcment forward of the gas lags in the fircplace
amangement, 2 sccoodary clongated coals- and embers-

bumer tube apparztus. The asseubly provides gas-fired.
artificial logs. coals- and: erobers-burter apparatus fos firc- -
places wherein gas Aow through primary barner tutic is the

source of gas flow to a sccoodary coals- 2ad embers-burner

tube positivocd forward and befow the primary burner tube

with multiple discharge ports in the scooadary tube directed

away from the (ront of the fircplace, s cahancing the

satural burn in cooperation. of the: fireplace draft as well as

the acsthetic beauty of the imitation burning logs. coals and:
embers. : :
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5,988,159.

1

GAS-FIRED ARTIFICIAL LOGS AND
COALS-BURNER ASSEMB[.Y

Thcpruculapphauouuaoomumon

catioa of LS. patent application Sar, No- 0&/216.894 ﬁlcd—_.-

- ..

2

qumwwam;um«whndcnﬁm.
sight. Adtificial.crabers are-thea'spread across the sand. In
usc. gas flows. through-the burner 20d escapes ibroagh the
Mmu&gnﬁkmmpmwnndmda
. meath the mtificial logs: The gas is igaited a0d creates flames

. between the logs. The beight of e flame is.coatrolled by 2~

. JuL 19. 1994, now sbaodoacd, catitled TA Supplemental .

Bumcr -for Retrofitting to an ‘Existing Gas. Log Burnar: -

" Asserobly™ which is a. coatipuatiod-in-part .application of

US, patcat application- Ser. No. 08/061.727; filed May 17.

1993. catiled “Coatrollced Ember Bed Bumcr" which is oow
abandaacd.

TECHNICAL FIELD OFTHE lNVENTlON

The prcun! iavention pelates to-a. gu-ﬁn:d artificial logs
and coals-burner. assenubly for-a fircpiace to be used with

. decocative. gas logs aad. coals: oc-cmbers decorative iteras
’ plaocdforwu'do(mcgulogsmthcﬁrcphccmngmt

In another aspect. the invention relates to coals- aod erubers-
burnc.uppanms suitable foc anaching to a terminal end of

_ & gas-fired primary ariificial burner. the coals- and embers-

bumer asscmbly utilizing a. valve: betweca the primary
artificial logs burner and the coals- and embers-burper.

In yet another aspect. the iavention relatesito a gas-fired
artificial, Jogs.-coals- and .cnbers-burner assembly foc fire-
place wherein gas flow through a paimary burer tube is the
source for ‘gas flow to a secondary coals-burner tube posi-
toned forward and below the primary burmner tube with the

multiplc discharge ports it the scmdarymbcdn-wndlway '

from the front of the fircplace.

The prescat further relates to efficient gas bumers for
burning satural gas. maaafactured gas and prapaac gascous
fucls within a fireplace cavironment In sddition, the inven-
tioa provides an-cfficicot burner system focburning gascous
fucls in a masner which' provides decocative Bames and
decorative coals aod erobers which simulate wood burning.

Gas logs-are usiially madc- of a fire résistant. ccramic
material; however. when gas flames art dxrcti.cd against

© such coamic materids. the gas flame is’ éocled by the

artificial logs and many times produces-a highty inefficicnt
and dirty' yellow flame. Such a flame further indicates
incomplete burn of the gaseous materlals due to a lack of
sufficiest barn temperature and oxygea supply thus creating
excessive 500t and carbon manoxide. Various attempts have
bccnmadcmcorra:unglhucd:mrwveﬁrqiao:gulog
defideades. -

Hmhauukmwndmgubtuummgunozzlctcubc
buried below a Sevel of sand and vamiculitc. These' bumner
sysiems are refared 0 as saod pan barners which disburse
the gasscs through the fircproof material and pamit the gas
permeating through the porous material to ignite upon
eatering the atmosphere. Such systems allow disbursal of
the flames over a large area or bed of material. Such
disbursal of flamés creates a3 more cficicat burn which
funha:md.nwthcadmnofburmngwood.uha and
embers in a fircplace. - -

io

primary valve whiich can-bc masipulated by tic psac -

Gas logs can: under these coaditioas: provide a gicat'deat
of heat to a foom: Alsa, gas logs require virtuaily no-effort
1o light. Natural logs: oa the other hand, must be property
curcd before burving. Even thea: Kindling i ussally necded.
Mmhiu&ﬁamwomddnmdbmmu
chond coaveaicnce, gas logs-arc also-acsthetically pleas-
iog. Howcva. the standard .gas logs burner oaly areates |

.ﬂmmdlhcunﬁuxllogs.Nllrxllop whea burned

will break apart to produce beautiful burning cobers 1o fioat
almcmnnlogmchAnwdcnmmpmduccam
realistic. sesthetic burn, with gas.logs.
mcwmcpqwlmtyofgulog: |numbaofadvam .
have been patented. Far example, U.S:-Pat. No. 5.000.162 10 .
Shimek o al. 'disclescs & “Clcan Burning Glowing Ember
aod Gas Log Bumer Systern.™ This unit is marketed vader.

the trademark Heat-N-Glow as the. Madel S000GDVMH as -

a self-coatzincd fircplace and wall heater-for mobile bomcs._
The: sysu:m is a low-BTU systcm whose main-objedtive is.to-
minimize carbon monoxide creation aad soot depositioa-the

" logs. A burner system.is provided with. a- first branch asd a

second braach. Thc first. branch is supparted.ca a prefab
cated grate batwecn a-first aad sccond decorative-log: The
sccoad branch is forward of the logs and is protecied uoder
amculmah.Avayliﬂul&yud:podAl_.e.mbcrmuhli:
speead on bop of the mesh. Shimek et al. *162 is oaly sold as
a compicte system of logs. burner and special ciber made-
lelammﬁncdmmngpnnbmumvahmby
far the most corumon burper in use, the combination result-
mgmtbeusunblyd’ﬂu iovéation. Thus, the Shimek
burner system is an expeasive opuon.
ms::mckhunarympmvndaamﬂmmaxor
refractory material io froat of the second burner pipe branch |
sothat it is uotualywcwcdbyapumnsundmgmﬁml

_of the fireplace. The secoad brandh oaly lluminates 3 thia

line of eraber material. Neither the first or secoad branch can

- be covered by sand as is common in other units. The gas

33

Price art buracr systems for artifiial decorative logs 2nd

-nndputypewnasmmcmparuodmmpmfxln-

Gited fireplaces or existing musonsy fircplaces; however,
such systems are roquied to meet the ANSI cmission

standards which have bora adapted by the American Gas

Ingtitute. Accordingly. it is vay desirable to provide 2 clean
burning gas-fircd artificial logs and coals-burnar assembly

" which mect the present ANSI cmission standacds.

Gas logs are increasingly popular in bomes. Decorative
artificial logs arc placed oa a grate which is located over-a
gas buroer. The burner is typically a tube with spaced

63

aperturcs in the branches arc Jocafed oa the upper surface of.
both branches. Thus. sand could easily clog dic apertures.
Mnreuva.(hcﬂowofgu into the sccond branch canaot be

regulated. . _
US. Pa. No. 5052370 10 Kx’nbu: disclases a “Gas
Burner Assambly Includiag Embcm:ugMnaul. The gas
burncr, comprises a first and secood gas-burner assembly.
The firn gas-burner asscmbly is farmed by a pair of parallel -
bumer tubes connecicd by a third burner tube. The secoad
gas-burner asscmbly is focated forward of the first asscrbly
aodugcucnﬂyT:h.:pcd.Thc secood burner oaly iflemi-
pates a thip linc of erubor material ' A single gas_source
suuﬂxc:bahbtnumanﬂanmmnanpwldcdw
lgmu:mcgufmmdlcmlnmanscmbly.mﬂ:mc
from that burning gas igaites the gas from the second bamar
uwuﬂy.ummc&mtddm«umﬂy the
ﬂowofgum!hcmdbtncrnsanblyannotbc
cootrolled.
- Fnally. US. Pat No: 5.081.981 "to Beal discloscs yet
apother buracr aod is entitted “Yellow Flame Gas Fireplace
Burper Asscrably.” The Beal refacoace is primarily coo-
cerned with produdog 2 dezn yellow flame. The buroer
assembly indludes 2 U-shaped burner tube. The froat portion
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of the ‘bumer tobe-is: forwerd  of the: atificial logs aad
pmdcsﬁamel’ctqnbumtmn.ﬂmvcr.ummmc
- Shimek réfereace sbave, the farward:pattioa of dw-bureer
" mbe is ddea Grom vicw by a portion-of the grate, The Beal
" syitem .does - mot; costemplate ‘the .prescat: assembly:
Mmummmmesmtnumm

Mmmmmwmvddwmmd:qumdy

Mﬂowdgumlolhc&odhuumbc. .
- ‘A nced.cxists for an iacapensive asscmbly for improving
“Ilb'c pedarinanee and acsthetic appeil of pan-type gas bgn-
. ors. The-assembly should distribuic gas ander antificial coals -
“ar'einbers in froat of the gas-Gired logs. The asscrubly should
. alsté provide a method of controlling the flow of gas-to a
secondary baracr, thus coatrolling the height of the coals and

.*, crabers bed-flames and the amount of heat radiated'int6 &

lmAneedﬁnthamfaumcnﬂywhlcﬁmufdy
" operate even-if. cormpletely covered by sand and cohances
guhnno(boduptmayloghmmdsmd:rymakud
unbmbtuncxbyguﬂuweomnlmdhndn-m L

“These present 1nd loag-felt secds: Tor.gas logs aod gibw-

) ugmdﬁmdmmmwﬂlhuuckmmd ’

closely simulze’ the natural flames pooduced: by -burning
wood Jogs have adt yet been.mct by die art. Thertfore, it is: -
desirablé to prodice a refiable and cfficicat gas logs and
glowing coals- and cmbers-burtier uscmbly which produces

.the desited eficicacy of burn while providing decorative

flamcs that closdy-simulate buraing wood logs While at the
. -same time’ providing useable heit and-still'meet: EPA regu- -
latioas and the ANSI emissions and u!cty.m.nd.mls.

. SUMMARY OF THE INVENTION

- Bunpmnaryobpddmcptmmiumuonwpmude -
" - ahighly éfficicat gas-burner assembly for dse with artificial. -

decorative logs and glowing coals and embers wherein the
auamymvmmnﬂfameﬂomgmdsudanb&:
indepcodently of the gas logs bun, .
-It is another pimary object of the. present invention to
provide a novel bumdr assembly vich closely sirmlates the-
- flatnct, cinhars aod: coals of ‘patural wood Jogs burp: -
B is another prizciple object of the peesent invention to

prw:dcanovdbwwu&ad:lywhld:hslowa:bou ]

moeozdcamsmdundmm
huyduomaobpddmcpiucmmumonwprwuk

20 efficicat low carboa mocoxide emission burner assembly 45 seferences compeasate for the varying drafis: of fircplaces

that combines loug decorative gas Slames with shart of low
smoldering glowing eznbers and coals in the same assembly.

hunothcrolgeao(dwpsucummmetomdc
gat Gow commuclcating primary and secobdary buraer -

tubes with-the: gas distribution ports of the secondary burper -5 Mﬁmu,mg.mcmmhrwwn

mbcdimuodawayfmm(heopmngdmeﬁ:qdmmd

lﬂmgmenm:ldnﬁofmeﬁmphcelowhuo:mc
_ ovmncﬁaenqofmehunofmctwobmnm T

Thcmnmhnaaauemblyuuxmmhmonofu

incxpeasive primary gas logs buroer assembly in gas Bow 35 mﬂymmmﬁoﬂzubgsmunawm

mmmmm:tmdnymdswmbmw
- "tube posifiogeid forward :ndbcbwme]nmnybtmwhwh
_ operates o cghance the oaturzl daft of the Breplace 10
mncﬁumcyd’hunndudnmcappaldme

gas-fired antificial logs, coals- and embers-bumer asscmbly. 6 Jogx. coals- and cmbers-burner assembly operation.

The secoadasy burner can distribute gas uoder artificial coals
and erbers in froal of the gas logs with coatrof.of the gas
- flow to the secoadary burner being readily adjustable by 2
" walve in the concection mcans betweca the primary and -

scopadary burners. - Thé secoadary burner receives gas. &5 rcfmummdcmmcldlmngbmﬂcdbampuon

mmcpnmﬂymmcmmmmmddm
gas flow is reguisied selectively by the valve which is

C o oonq)ldﬁlybtnmcgu,wmdauypockwol'gumﬁ'm

» mgmmswmhmonlypnmdepmof

prar -\lg

KRl ]

A
a2

mlaposdﬁdwmﬁ:p:myandmduylﬂmmmm
copnection micios The ‘coatrol of gas Bow thus coatrols the
height of the coals-and embers bed flames aad the amount of -
- radiadt heat whichi:is. prodacedrin the frout of tie fireplace
mduﬁaﬁu&dmmmemnmmudnd;mhw
anbcmhncdbymﬂnmgdteomﬂvarmforhmmg
an&g&banghlnﬂdmbcmdaryhma
‘the - utilization: of ‘evca 2. tertiary ‘biraer along with i
:ecduduyhundwhd:m;rw:dedfmddﬁngulop
10- unngemﬂumlheﬁmphcc.'l‘hemdu:rwnam
opamcﬁaudywbeammpiadywvuedmﬁ'mdmd
artificial coals and embers materials, lhu:bu.ngnoncedfur
anewgntc(omdcmcmondn-yb;m
. ‘Ibcabzlnytomguh!cmeﬂowofgastodlcmday
1y huuuunapmllymporunlfanm.ummcgas
flow from ‘the ‘séciadary burnér away from the opeting of
- ~the fireplace 26d. in cffect. towaid the peifnary burneris also
" of special: impartanee because of - the "wilizatics - of -the
- fireplace natural draft and direction of - fifdés-to- mrore

of the gas logs. The directica of the gas. disparsicn from the
somn&quumumnm;hthcmmdmc
natural draft-of thesfireplace and the burning logs-from the
primary buner that comiplctc and toul -combustics iin’ an
23 cfficicat madner will be achicved of thie. gas flowiag from the
secoadary bt.:mu'whdlupouuoucdmmnfmwm of
.mcpnmuyhm : W -
Peoplc buy gas !ogs;:mn-ilyl‘cr ooan-cdi:‘:-,bmdm
dmnmmmmndxywu«mgwccponmcbwuyof

that besuty. Having roaring fames: throaghowt the logs is -
Myoomptmtedbyiawanmm&outufmcgu
logs throughout 2 coals aad ctubers bed. Noac of the prior
"art references- shove faature or even. suggest a” variable
35 coatrol means for accomplishing lower Aamcs. ig the coals
and embers bod. Moveover, cvay fireplace drafis diffecendy.
Such differeaces in- fircplace coastruction' and drafting, ic.. -
ﬁrq:hc:draftaswdluazmgudmufmmmofprucm
. artificial .fireplace burner apparatus dictates dhiat variable
comlotlhemoduymﬂ:cmkudemba:m
wb.lchopcrucsmdcpcodcmiyofmcpmzylogsbmwu
gecessary. Volume-and velocity of air catering the fircbox
vmamdmgwmcuudmcroom.hugmdmc
" ceilings. .and size. of the firebox. Noac of the prior art

1AL P b
E;-"-. : +
» .
1

andma'cfotchﬂwmodﬂclﬂﬁmphwwbﬂc
anmgmgmgwﬂc&emxmmaaﬂ:mabwﬂydawd
"and cfficicacy of burn.

Most .mpaundy the gas-fired amﬁcul logs coals- .and

‘_x—a.u-,;.o_q_ )

trol afforded by the valve. allows the user-to sclectively -
ma‘uscmcamounlofgubunghuncdfurw:ﬂldmc B

antificial logs. This coutral also affords'a greater introduction :
. of radiant hest- to the room.as desired on colder days. As

[y
PR

mmmpmbymenmmupm
bymcwoondnyhu'nauhrgdyndnntmdnpqoaod
: mmd:emom.whlchaﬂ'cxd:qmcthaungo(memwhlk
mmgmmwm dagxs—ﬁmdamﬁcul
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BRIEF DESCRIPTION OF THE DRAWINGS

‘For a more complete understaiiding of the prescat
invention, and for further dctails 20d advantages ihercof,
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Hal,psuvm:paspwuwucwdammpm

' btnctusodwuhnﬁmlgulogs. P

AG. 2 peovidesa gn«ﬁmdwmﬁaxllogs]:myputdx
Mnamdsoconduyooxbndunba:mm :

FIG. 3-Tllustrates: the €ffcct-6f the pmfcuammuy in 3

provndmglog: ooalsandaﬂ:mﬂm. aod
-FIG. 4uafmﬂmd‘lﬁcusanblyﬂlumutmgmc
mahandembasbedandgulogsﬂmu B

DEI'AILED- DESQ.IPI‘[ON ‘QF THE' DILAWINGS

The presest uumhly frovides 2 miimbér of advadtiges
wddtcburncrassanu.u:dnsdoscﬁmthcpn«:n.m |
illustrates a standird pan buraer 10 which is used in the vast

: m;auyofunﬁmllogm Thic pan burner 10 Lis 20 opca
- frdnac’ 12 which mpporulbuncrlubt 14. An inlet 16 is

coagected o a” gas 'sourte (not sbown), A plyrality of

- apertures, as cvudénoetfbygupluw 18. arc ‘spaced aloag

lbclcagthd!ﬁcbmuermbc 14. Gas cicapes thiroughi the
apermares and filters through sand (a0t showa). Gas which
escapes from die saad’is initially ignitcd to ceate Ih.mu.
These Games art' coatnually fod by the escaping gas The
bumer tube lluiq:pmwdbydlcsmwﬂls 12a. 12b of the
frame 12. The burner mbc 14 mmds bcyond the side wall
12 and is capped. "

FIG. 2 itlustratcs a sccoad.u'y bnma appantus 100 which
embodics the] ptcscat invenltion in combination with primary
bumer tube 14, The secoadasy bumcrappanm: 180 ca be
moﬁucd(omc!cnmaalcndldaaflthcrwbc 14in

-mcpmbtnncrIOThcapmuubcrcmovodﬁnmd»c

termipal end 14a. A cotgector 192 is then attached o the
uncapped cad of burner tube 14 The coasiector 102 is fitted
o the sccondary buroer tube 184 areating ae cadosed fuid
path for the gas. The connéctions betweca the connector 162

and the taminal end-14a should bo adequitcly sealed to 45

preveat leakage. Likewise, the connection betwecn the con-
occtor 162 and the sccondary bumer tubie 104 should also be
properly scaled. A valve 186.is intesposed in this fuid path.
The valve 106 can be variably positioned to give the usexr the

ability. select -the amount of gas calcring -the sccodary o

burner. The secondary bumar tube 104 is geocraliy paraild
to the primary buraer be 14 The terminal portion of the
scoondary burnar tube 184 is- désed The primary and
scoondary burner. tubes: are (ypitally made of steel

A plunility of apertares 188 are aloag the length of the s

sccondary burner tube 104. The apartures 108 can be cvealy
spaccd or dustered, The spatures 108 are typicafly between
Y51 and YA inch in diameter. but are preferablyYie of an inch
.in dizmeter More importagtly, the  apatures are located

alongthcradu!-cdgeofmcseooodarybwncrwbclﬂ.go

below the upper ridge of the tube: BY avoiding the upper
ridge, the apertures are less likely to be cloggod by sand. Gas
passing through the valve 106 cofas the sccondary bumer
tubc 104 aad csapes:through the spaced: aperures. The
apertures caa be cvealy: spaced oc clustered. - -

These various spaced spertures.or gas discharge pots are
raost importaat i their position in regaid 10 both the pritaary
and sccoadary twubc burnears. In the secondary burnar tube
104, the gas is dischargpd in a direction away from the

opening of the fireplace oc in another asped is directed 6

somewhat toward or directly toward the prirary burna tube
I4. The cflects of such gas bum directios enhances the
acsthetic beauty of the overall logs. coals, and cmbers burn,
but. morc irportaatly. provide scveral safety features of the

6 .
of caboo moaaxide.” Even mare- I.mpomndyum:tdxc-'
backm:dduccuoucrguﬁowduccuonww:ﬂilbcpamxy .

) m«mmwhnalmdsmdm

of gas’in the sand and other covarage material of thesé
Mmmawﬂdpouﬂ:lyuwcalmwmm
mmmdguhuampigfthcguuﬁmudﬁopmc.

. secoadary bumer 194 toward the opeaing of the, fireplace.

then two indepeudeat Sources of gas pocketing ocaurs—onc - -

.. oo the gas fogs primary burner which miy or- may ot be

covcrdbyp'uuhrmuunlsuwdludutgmcnlcdby'
the secondary burner. whidh'is semoved. from sboul four to
cight or ten.inches -ia froot.of the pripary bufoer. Lighting

.of such gas distributioa podcts would. be' hazardsus and

unifarmity of coordinAted burn: willizing natural drift of the
fircplace. would be lost If the scoondary. barmer 164 dis-
charges gas in a vertical direction. apértuces-in the saod oc

coverage granular material will occur and oac would lose ™
'tbcwﬂ:dxcbamyo{uncpphauonsofdlsm‘buuongu. -

for-buming aad’creating: flame coals’ andcmba: -appear:.
ance,

“'In-the gu-ﬁmd amﬁcul logx ooals a.nd uqu-bm:u-
assembly of the mvenuou. “the ;nmxy dongaled burner
tubccanbcooupucdofaouc—halfmcbpqxwhdcd:c

" secoadary coals- mduans—&unadongucdmbcmbo

23 ©f 2 cac-quaster inch pipe. Thiese dimensicaal relativaships-
anbc varied depeading oo the uoedsfor gas volum-.mdmc

size ofducﬁ.rq:hoc.'l‘hc spaang bawmmcpmn.:ry and
swouduybuma'u.lbuan ll.soh:va.ncd  withiq rr.;sdnablc :

lwgﬁsofﬁnmnboutfm!oag&oﬂcnmchadnpcndwg -

mmemanddcpd:ofd:em:u:ndanbu:bedoue
rcqunc;.mswonduydongucdmmumhcunalsoluvc i
adpmforbugh.mmngmckvmﬁvmd:c
floor of the fireplace. agaia depending on the depth and iize
of the ooals and embers fire bed. In all of these dimiegisional.
relationships; the present inveation provides ag ad_;usub!c
burn fadlity for the secondary clongaicd burner tube which
controls the amount of coals and. cmbers famc and glow..
again depending oa. the individual's desites. size of the
room.sucoflhcﬁmphocmdd\c:mmlofmw:ldnﬂ
d:mughcbcﬁ:q:hoc.

FIGS. de4ﬂlumlcmccﬂ’odaflhcmmuna.
apparatuy 100 oace Cotnécied to the pan bumer-10. As:
discussod, 2 grate 2¢ is hocated above the pas burner which.
iz covered with sand 22. Thé grate 20:can hold at least ooc.
‘artificial log 24. Aitificial amber matecial 26 which glows
whea heated: cad be. strewn under and. asouad the artificial

logxmdonlcpoflh:md.ﬂama”fedbygummc-

burnér tube 14 risc through the anificial Togs 24.-

’ Fhmcs“fcdbygutromthcmdnybumcrmbclﬂd'

can rise through the ariificial cmber bed 28, As-iflusivated:
the flames 40 can be Jower than the flames 34, lhl.lspro\ndmg
an luﬂlcuaﬂyplasmgsugm

Although prefarred embodimeats of the uvcnuon luvr.
becn described in the foregoing Detailed Description and
illustrated in the aconmpanying drawings. it will be-uader:
stood that the inveation is aot limited to'the cmnbodiments
disdosed, bar is capable of pumcrous ramangemeats.
maodificatioas, and substifutions of parts and clements with:
an&cpanmgfmmﬁcspi:ixdmcmvmmﬂw
the prescot inveatioa is inteoded (o cacompass such
reamangements, modifications. and substinstions of parts
mddcmmuuﬁllﬂmmcscopcofmcmvmuon.

What is daimed is:

lAgas-ﬁ:edmﬁaa“og;udmls-bumaancmﬂyfu

gas-fired aqificial logs. coals- a0d embers-burner assembly. 65 fireplace’ comprising:

Fist the oawral draft of the firgplace provides 2 more
efficicnt burn of the gas and avoids high or intolerable {evels

a0 dougaodp-m;rybmnambcmdu&ngaplmdnyof
gas discharge ports;



| 5,988,159 |
7 ; - 8
2 secoadary . mkhmchagu:dnmepomonod ftx-- . lITheps-ﬁ.mduuﬁuatlﬁgsudcods—hnq’ananbly.
~wacrdly of the primary-bures mbe; - - monrdmg!odamlwh«andacgisﬂowadjumrdvc

.l :aw“r«mmm‘w’mm marmmmdh.m;uawupm'ma
s nrbeminucd—kvdrdmvemmefmﬂyposuon vand,o[mmfmmfuﬂd@ﬂwﬁlﬂopu. o
. ldmﬂduymals.btl‘-a'dongahd

mwdﬂml%amdwmocmmu
C mmmmdﬂgmmmdﬂngl . comprised of a.coguoctor attached ta the tarminak cad of the

- plvnality.of gas dischargs ports; © primiry burier tube al a first ead of 3 connector and sttached

-_MWWWWMUEWW to the sccondary coals burvet elongated fube to a coanectar

: bmna'dpaguodmbemmmuaungdnmghmMu w0 ‘mmmumumwmumcmy
mmmwhauntuguﬂowtod:csmd- bmncrmbcmdmcsmnnd.lqbcn'nanbe. o

- afy cloagated cpals bumar wbe -is: fed’ dhrough: the 14 Thic gas-fired artificial kogs and coals-turner assembly

) primary burer tibe and the tubulai connectiod mcios; acoodding t6 diim 13 wherein the connec!nr geocnally is

© a.valve for.adjusting gis flotw to' the seooddary- coals sbapcdmudfrommcﬁmmcommdlomcmm

bamer. clodgated: tube positioncd in the twbular gas 15 bimicr tibe., diratied geacrally papendiculic @ the.burncr

- coonedlion méans; and. - : tubes alignmeat sad inward to the sccond cad coanecicd 16

Ibcpnma‘ybumambcbungummuumanodmma . thcs:condxyhtuncrmlpe dnculvcmdmcau—bang
gummﬁap:ﬂwwﬁnﬂmﬁmfa K posumodgeaanﬂycnmofmcmmqudmduy
- oottrolling ‘gas Aow into said primary burger nibe . busmer tube fife-zofies. . ..

Lihcgns-ﬁmduuﬂaa] logs and coals-burncr asseimbly 20 _ liﬂegas-ﬁroduﬂﬁaallqgsudcouk-hnuuumbly
Mnglodumlmmcsummfarmc lcnotdmgtoch.hnlmmcwhmcpmmd
meulbeuoompuedofmopm&nmcpmfm pmnu‘ydongalndhu'ncrmbclsponnoncdundumuu-
wppordnglhepmnxyhna wibe'in an elévated posidon. . ficial logs and £Rlc SUppaIt means. :
refative o the fircplace- foor. : 16. Thic-gas-fired antificial 1ogs and oo:l:-buma asscmbly

31hegu-ﬁredamﬁaal logundooals bunetasscmbly 25 2according to claim 1 wherein the primary clongated-burnes
mdmgtodumlwhm:nmcmdnyemlsbumu tubcumvaedwmmdudmcmdaqdon&zwd

“eloagated tube discharge ports are directod toward the bmnambcumvuedvnmmd.mudﬁhmsmacmh T

[rmﬂy-bumudooguodﬂlbea!mmglcof&omaboﬁj‘ which simitate coali xpd" ember brrmn, .

£ about 75 dogrees based on the plaoe of the fircplace flooc. | 17. A gasifircd artificial coals: mmm
4. The gas-fired antificlal logs aad coals-burnerasscmbly 30 ranis mnzblcfu'atucbmglnagu-ﬁmdptmyuuﬁaal

2conrding to claim 3 whircin the sechndary coals burner - logbmncrmb:audmmryrdﬁual!ogbunambehmg

. cloagated tubo dischaige ports directed toward the primary 'atamnalendcompumg'

- burner tbe wilizes the fireplsce natunal draft in achicving ,mmmmwm

._mhmmofbo&psmcammﬁumtummmn ammmfwmmw-m‘iﬂ
satisfactory ‘levels of Q0. 33 - communicatica with the secoadary.burber tube, the
. 5.The gasfired antificial logs andcoa!s-bwnatssmﬂ:ly . secondary mummumﬂym
according to' claim 1 wheérein the sccondiry coils burner: .fm-wudandbclowmcmmnrybtnambcmcm-
- dongaodwbcusubsunmnypmudtoﬂnp:mqmmd . necter means having iblerposed between the primary
tube and has a smaller inside diameter’ than the primary and secoedary bumer tubes a '35, flow ~adjustroent

burner tibe with the valve adjusting gas low for coals burn <0 valve.. the pimary ‘and secondary burner tbcs having

.a0d forwarding beat radiation from the fircplace. -2 pluralit i : i
ty of gas discharge ports. the secondary burner
6. The gas-fircd artificial logs and coals-burner assembly uﬂc.bd.,g in gas Bow commuaicatioa with the primary

ammﬁngmdnmdwbcunmcptmzybtnumbeis burner wube beiig the conoection means, a gas distri-
coruprised of 3 fandard half-inch pipc aod the sccopdary- -buuonpotuoflhcswouduyh:mctmbcdumdwny
Nmumbcua:q:nsodo(amndudqumcrmdlppc. 435 from the firepiace .

7. The gas-fired artificial logs and coals-burner axsembly” 18.11:4: gu—»ﬁrodamﬁualooah ‘MWW

umdmgladamlwhaun the clongated primary burper accardi daim 1. wherein distributioa ports
tube and the scoondary coals bumer elongaicd tibe aic zul:c wmndnag;nna:bcmm::oi’:owudmcmm
.T:‘p;dapmoudlﬂ‘acuphma:ﬁmabmnfwmm mdmammjdegmmabmuﬁdcged
inches. clcvation-from the fireplace floor -
Bzh;s::wﬂ:ﬁddlosx&ndwﬂmm:mly DAgasbumcxasscmNyfuruxmaﬁn:phc:mi-
accor caim 1 whercin sccondary burncs ing:
dongaodmbcuofasmn:tdamﬂnn!hcmm .mb‘mwbeh,mg,mmm;mdmd.

-hruambcwlmhaﬂow:lo:alowuwoﬁ!eofmahmd
sand coverage. ss said first-cud adapicd to be coapected to 2 gas source

. 9.The togs and . with a gas flow coatrol means for controlling. the
e o ey ik pany
dloagaicd whe is adjustable in béight relative o the foor of 2 3cccad bumat by 1. _
the fireplace and the cievated primary burner tube. . 2 connectar tube attached o said sccond ead of said
19. The gas-fired astificial logs and coals-burner assembly 60 - primary burner tube and o s2id-sccod burer tibe (o
acoding (o daim 1 wherein at least two sccondary col powdcﬂundwmmnmmbﬂwmmdpnm
burner clongated tubes arc utilized for artificial coal burm bmnu'mbcandnndscoondbwaambc;ud .
20d radiant heat gencration. avnvcduposedmsudoonncaormbefasdedwdy

11 The gas-fired artificial logs and coals-burner asscmbly controlling the flow of gas from said primary- l:.nncr
zcoocding to daim | whercin the pdmary and sccondary 65 . wbcmon.ldsemndbumambc. -

trurner tubes hive apertures of from zhout %3 inch 1o about .
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