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US. DISTRICT COURT

l NORTHERN DISTRICT OF TE XAS
IN THE UNITED STATES DISTRICT COURT FILED
FOR THE NORTHERN DISTRICT OF TEKAS
l DALLAS DIVISION JUN 19 200
GOLDEN BLOUNT, INC., g cumx,uq ISTRICT COURT
By .
Plaintiff, §
§ N
v § Civil Action No. 3-01CV0127-R
§
ROBERT H. PETERSON CO., §
§
Defendant. §

PROTECTIVE ORDER

Upon motion of all the partics for a Protective Order pursuant to Fed. R. Civ. P. 26(c),

It is hereby ORDERED that:

l. All Classtfied Information produced or exchanged in the course of this litigation
shall be used solely for the purpose of preparation and trial of this litigation and for no other
purpose whatsoever, and shall not be disclosed to any person except in accordance with the terms
hereof.

2. "Classified Information,” as used hercin, means any information of any type, kind
or character which is designated a "Confidential” or "For Counscl Only” (or “Attorneys' Eyes
Only”) by any of the supplying or receiving partics, whether it be a document, information
contained in a document, information revealed during a deposition, information revealed in an
interrogatory answer or otherwise. In designating information as "Confidential” or “*I'or Counsel
Only” (or "Attorneys' Eyes Only"), a party will make such designation only as to that
information that it in good faith believes contains confidential information. Information or
material which ts available to the public, including catalogues, advertising materials, and the like
shall not be classified.

3. "Qualified Persons,” as used herein means:

(a) Attorneys of record for the parties in this litigation and employces of such
attorneys to whom it is necessary that the material be shown for purposes of this litigation;
(b) Actual or potential independent technical experts or consultants, who have

been designated by twenty (20) days written notice 1o all counsel prior to any disclosure of
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Classified Information (i.e., “Confidential” or "For Counsel Only" (or "Attorneys’ Eyes Only”)
information) to such person, and who have signed the undertaking attached as Exhibit A. Such
signed undertaking shall be filed with the Clerk of this Court by the attorney retaining such
person. If during the notice period a party objects to the disclosure of Classified Information to a
particular expert or consultant, the objecting party shall set forth all such objcctions in writing.
The objected to expert or consultant shall not received classified information until the partics so
agree or until the Court directs;

(c) The party or one (1) "in-house" corporate officer or ewmployee of a
corporate party representative (in cases where the party is a legal entity) who shall be designated
in writing by the corporate party prior to any disclosure of "Confidential" infermation to such
person and who shall sign the undertaking attached as Exhibit A. Such signed undertaking shall
be filed with the Clerk of this Court by the party designating such person; and

(d) If this Court so clects, any other person may be designated as a Qualified

Person by order of this Court, after notice and hearing to all parties.

4. Documents produced in this action may be designated by any party or parties as
"Confidential" or "For Counsel Only" (or "Attomeys' Eyes Only") information by marking each
page of the document(s) so designated with a stamp stating "Confidential" or "For Counsel Only"
(or "Attorneys' Eyes Only").

In lieu of marking the original of a documecnt, if the original is not produced, the
designating party may mark the copies that are produced or exchanged. Originals shall be
preserved for inspection.

5. Information disclosed at (a) the deposition of a party or onc of its present or
former officers, directors, employees, agents or independent experts retained by counsel for the
purpose of this litigation, or (b) the deposition of a third party (which infonmation pertains to a
party} may be designated by any party as "Confidential" or "For Counsel Only" (“or Attomeys'
Eyes Only") information by indicating on the record at the deposition that the testimony is
"Confidential” or "For Counsel Only" {or "Attomeys' Eyes Only") and is subject to the
provisions of this Order,

Any party may also designate information disclosed at such deposition as "Confidential"
ot "For Counsel Only" (or "Attorneys' Eyes Only) by notifying all of the parties in writing within
thirty (30} days of receipt of the transcript of the specific pages and lines of the transcript which
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should be treated as "Confidential" or "For Counsel Only' (or "Attomeys’ Eyes Only") thereafler.
Each party shall attach a copy of such written notice or notices to the face of the transcript and
cach copy thereof in his possession, custody or control. All deposition transcripts shall be treated
as "For Counsel Only" (or "Attorneys' Eyes Only") for a period of thirty (30) days afler the
receipt of the transcript.

To the cxtent possible, the court rcporter shall segregate into separate transcripts
information designated as "Confidential” or "For Counsel Only' (or "Attomeys' Eyes Only™),
with blank, consecutively numbered pages being provided in a non-designated main transcript.
The separate transcript containing “"Confidential” and/or "For Counsel Only" (or "Attorneys'
Eyes Only") information shall have page numbers that correspond to the blank pages m the main
transcript.

6. (a) Information designated as "For Counsel Only"” (or "Attorneys' Eyes
Only") shall be restricted in circulation to Qualified Persons described in Paragraphs 3(a)
and (b) above.

b) "Confidential” information shall not be disclosed or made available by the
recelving party to persens other than Qualified Persons.

(©) Copies of "For Counsel Only" (or "Attorneys' Eyes Only™) information
provided to a receiving party shall be maintained in the offices of outside counsel for Plaintiff(s)
and Defendant(s). Any documents produced in this litigation, regardless of classification, which
are provided to Qualified Persons of Paragraph 3 (b) above, shall be maintained only at the office
of such Qualified Person and only working copies shall be made of any such documents. Copics
of documents produced under this Protective Order may be made, or exhibits prepared by
independent copy services, printers or illustrators for the purposc of this litigation.

(d) Each party's outside counsel shall maintain a log of ail copies of "For
Counsel Only” {(or "Attorneys' Eyes Only") documents which are delivered to any one or more

Qualified Person of Paragraph 3 above.
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7. Documents previously produced shall be rctroactively designated by notice in
writing of the designated class of cach document by Bates number within thirty (30) days of the
entry of this order. Documents unintentionally produced without designation as "Confidential"
may be retroactively designated in the same manner and shall be treated appropriately from the
date wrtten notice of the designation is provided to the receiving party. Documents to be
inspected shall be treated as "For Counsel Only" (or "Attorneys' Eyes Only) during inspection.
At the time of copying for the receiving parties, such inspected documents shall be stamped
prominently "Confidential* or "For Counsel Only" (or "Attomeys' Eyes Only") by the producing
party.

8. Nothing herein shall prevent disclosure beyond the terms of this order if each
party designating the information as "Confidential" or "For Counsel Only" (or Attorneys’ Eyes
Only) consents to such disclosurc or, if the court, after notice to all affected partics, orders such

disclosures.  Nor shall anything herein prevent any counsel of record from utilizing

"Confidential* or "For Counsel Only" (or "Attorneys' Eyes Only") information in the
examination or cross examination of any person who is indicated on the document as being an
author, sowrce or recipient of the "Confidential" or "For Counsel Only” (or "Attorneys' Eyes
Only") information, irrespective of which party produced such information.

9. A party shall not be obligated to challenge the propriety of a designation as
“Confidential” or "For Counsel Only" (or "Attorneys' Eyes Only") at the time made, and a failure
to do so shall not preclude a subsequent challenge thereto. In the event that any party to this
litigation disagrees at any stage of these proceedings with the designation by the designating
party of any information as "Confidentiai” or "For Counsel Only" (or "Attorneys’ Eyes Only"), or
the designation of any person as a Qualified Person, the parties shall first try to resolve such
dispute in good faith on an informal basis, such as production of redacted copies. If the dispute
cannot be resolved, the objecting party may invoke this Protective Order by objecting in writing
to the party who has designated the document or information as “Confidential” or "For Counsel
Only" (or "Attorneys' Eyes Only"). The designating party shall be required to move the Court
for an order preserving the designated status of such information within fourtcen (14) days of
receipt of the written objection, and failure to do so shall constitute a termination of the restnicted

status of such item.
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The parties may, by stipulation, provide for exceptions to this order and any party may
seck an order of this Court modifying this Protective Order.

10. Nothing shall be designated as "For Counsel Only" (or "Attorneys' Eyes Only")
information except information of the most sensitive nature, which if disclosed to persons of
expertise in the arca would reveal significant technical or business advantages of the producing
or designating party, and which includes as a major portion subject matter which is believed to
be unknown to the opposing party or parties, or any of the employces of the corporate partics.
Nothing shall be regarded as "Confidential" or "For Counsel Only" (or "Attorneys' Eyes Only")
information if it is information that cither:

(a) is in the public domain at the time of disclosure, as evidence by a written

document;

(b) becomes part of the public domain through no fault of the other party, as
evidenced by a written document;

() the receiving party can show by written document that the information was
in its rightful and lawful possession at the time of disclosure; or

(d) the receiving party lawfully receives such information at a later date from
a third party without restriction as to disclosure, provided such third party has the right to make
the disclosure to the receiving party.

11, In the event a party wishes to use any "Confidential” or "For Counsel Only" (or
"Attorneys’ Eyes Only") information in any affidavits, bricfs, memoranda of law, or other papers
filed in Court in this litigation, such "Confidential” or "For Counsel Only" (or "Attorneys' Eycs
Ouly") information used therein shall be filed under scal with the Court.

12 The Clerk of this Court is directed to maintain under seal all documents and
transcripts of deposition testimony and answers (o interrogatorics, admissions and other
pleadings filed under seal with the Court in this litigation which have been designated, in whole
or in part, as "Confidential” or "For Counsel Only" (or "Attorncys' Eyes Only") information by a
party to this action,

13. Unless otherwise agreed to in writing by the parties or ordered by the Count, ali
proceedings involving or relating to documents or any other information shall be subject to the

provisions of this order.
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14. Within one hundred twenty (120) days after concluston of this litigation and any
appeal thereof, any document and all reproductions of documents produced by a party, in the
possession of any of the persons qualified under Paragraphs 3(a) through (d) shall be retumed to
the producing party, except as this Court may otherwise order or to the extent such information
was used as evidence at the trial. As far as the provisions of any protective orders entered in this
action restrict the communication and use of the documents produced thereunder, such orders
shall continue to be binding after the conclusion of this litigation, except (a) that there shall be no
restriction on documents that are used as exhibits in Court unless such exhibits were filed under
seal, and (b) that a party may seek the written permission of the producing party or order of the
Court with respect to dissolution or modification of such protective orders.

15.  This order shall not bar any attorney herein in the course of rendering advice to
his client with respect to this litigation from conveying to any party client his evaluation in a
general way of "Confidential" or "For Counsel Only" (or "Attomeys' Eyes Only") infonmation
produced or exchanged herein; provided, however that in rendering such advice and otherwise
communicating with his client, the attormey shall not disclose the specific contents of any
"Confidential" or "For Counsel Only" (or "Attorncys' Eyes Only”) information produced by
another party herein, which disclosure would be contrary to the terms of this Protective Otder.

16. Any party designating any person as a Qualified Person shall have the duty to
rcasonably ensure that such person observes the terms of this Protective Order and shall be
responsible upon breach of such duty for the failure of any such person to observe the terms of

this Protective Order.

SIGNED AND ENTERED this / f dayof ~fi 7€ 20 &
/ ) e
UNITED STATES BISTRICT JUDGE
MV/M
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U.S.DISTRICT COURT
NORTHERNDISTRICTOFTEXAS
IN THE UNITED STATES DISTRICT COURT FILED
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION AN |0 2004
CLERK, US.DRTRICT COURT
By =
eput
GOLDEN BLOUNT, INC., § ey
§
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0I27-R
ROBERT H. PETERSON CO., §
§
Defendant. §

GOLDEN BLOUNT, INC.’S PROPOSED
FINDINGS OF FACT AND CONCLUSIONS OF LAW

Pursuant to this Court’s Order of May 11, 2004, dirccting the parties to submit proposed findings
of fact and conclusions of law on the issues of literal infringement, contributory infringement, induced
infnngement, infringement under the doctrine of equivalents, willfulness, the exceptional nature of the case,
and damages, Plaintiff, Golden Blount, Inc., submits these Proposed Findings of Fact and Conclusions of
Law.

This Court did not specifically require the parties to include in its Proposed Findings of Factand
Conclusions of Law any reference to the patent-in-suit not being invalid, as well as ciaim construction. For
completeness, however, Plaintiff has included those sections in its Proposed Findings of Fact and
Conclusions of Law. In view of the Federal Circuit affirmming this Court’s original Findings of Fact and
Conclusions of Law on those two issues, Plaintiff fully understands if this Court wishes to dispense with
those sections. To facilitate the ease of removal or addition to the Proposed Findings of Fact and
Conclusions of Law submitted by Plaintiff, Plaintiffis also providing this Court with an electronic copyof

this document in WordPerfect format.
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Respectfully submitted,

For Plaintiff Golden Blount, Inc.

L)

WILLIAM D. HARRIS, JR. ﬂ
State Bar No. 09109000
CHARLES W. GAINES

State Bar No. 07570580

GREG H. PARKER

State Bar No. 24011301

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
072/480-8800 (Telephone)
972/480-8865 (Facsimile)
ATTORNEYS FOR PLAINTIFF
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CO,, &
§
Defendant. §

FINDINGS OF FACT AND CONCLUSJONS OF LAW

This Court has conducted a bench trial on plaintiff Golden Blount Inc.’s claims against defendant
Robert H. Peterson fora finding of infringement of U.S. Patent No. 5,988,159 and permanent injunction,
and on Peterson’s counterclaims of invalidity and non-infringement. In accordance with FED.R. CIv. P.
52(a) and consistent with the Court of Appeals for the Federal Circuit’s Opinion' decided April 19,2004,

the Court enters the following findings of fact and conclusions of law.?

FINDINGS OF FACT

1. Thisisanaction for patent infringement. The Court has subject matter Jurisdiction under 28 U.S.C.

§§ 1331, 1338(a). The Court has personal jurisdiction over the parties. Venue in this judicial district is

! While the Appellate Court held that the patent was not invalid, and that the defense of unenforceability
was waived, this Court includes general reference to these elements for completeness.

*This order contains both findings of fact (“Findings™) and conclusions of law (“Conclusions”™). To the
extent that any Findings may be deemed conclusions of law, they shali also be considered Conclusions. To the

extent that any Conclusions may be deemed findings of fact, they shall also be considered Findings. See Miller v.
Fentor, 474 U.5. 104, 113-14, 88 L. Ed. 2d 405, 106 S. Ct. 445 (1985).

-1-
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proper under 28 U.S.C. § 1391.

2. Planff Golden Blount, Inc. (“Blount”) is a United States corporation having a principal place of
business in Addison, Texas.

3. Defendant Robert H. Peterson Co. (“Peterson”) is a United States corporation having its principal
place of business in City of Industry, California. - 7

4. Blountis the owner by assignment of U.S. Patent No. 5,988,159 (“the ‘159 patent”), entitled
“Gas-Fired Artificial Logs and Coals-Bumer Assembly,” which issued on November 23, 1999. The ‘159
patent expires on November 23, 2016.

5. Blount filed this suit for infringement of the “159 patent under 35 U.S.C. §§ 271(a)to 271 (c}on
January 18, 2001.

6. OnMarch 19,2001, Peterson filed its Answer and Counterclaim. Peterson denied infringement

and asserted counterclaims for noninfringement and invalidity of the <159 patent.
7. Abench tnal, by agreement of the parties, commenced on July 29, 2002, and ended on July 31,
2002.
8. Claims1,2,5,7-9,11-13 and 15-17 are atissue in this case. Claims 1 and 17 are independent
claims. All the other claims at issue are dependent on claim 1.
9. Claim | of the ‘159 patent reads as follows:
A gas-fired artificial logs and coals-burner assembly for fireplace comprising:
an elongated primary burner tube including a plurality of gas discharge ports;
a secondary coals bumer elongated tube positioned forwardly of the primary
burner tube;
asupport means for holding the elongated primary burner tube in a raised level
relative to the forwardly position secondary coals burner elongated tube;
the secondary coals bumner elongated tube including a plurality of gas discharge
ports;
the elongated primary burner tube and the secondary coals burner elongated tube

communicating through tubular connection means wherein the gas flow to the secondary
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elongated coals burner tube is fed through the primary burner tabe and the tubular

connection means;
a valve for adjusting gas flow to the sccondary coals bumer elongated tube
positioned in the tubular gas connection means; and

the primary burner tube being in communication with a gas source with a gas flow

control means therein for controlling gas flow into said primary burner tube.

10. Claim 2 of the *159 patent reads as follows:
The gas-fired artificial logs and coals-buner assembly according to claim 1
wherein the support means for the primary burner tube is comprised of an open frame pan

for supporting the primary burner tube in an elevated position relative to the fircplace floor.

11. Claim 5 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the secondary coals bumer elongated tube is substantially parallel to the primary
burner tube and has a smaller inside diameter than the primary bumer tube with the valve

adjusting gas flow for coals burn and forwarding heat radiation from the fireplace.

12. Claim 7 of the *159 patent reads as follows:
The gas-fired artificial Jogs and coals-burner assembly according to claim 1
wherein the elongated primary bumer tube and the secondary coals burner elongated tube

are spaced apart on different planes at from about four to about eight inches.

13. Claim 8 of the ‘159 patent reads as follows:

The gas-fired artificial logs and coals-bumer assembly according to claim 1
wherein the secondary coals burner elongated tube is of a smaller diameter than the

primary burner tube which allows for a lower profile of coals and sand coverage.
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14.

15.

16.

17.

18.

Claim 9 of the *159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the secondary coals bumer elongated tube is adjustable in height relative to the

floor of the fireplace and the elevated primary bumer tube.

Claim 11 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the primary and secondary burner tubes have apertures of from about 1/32 inch

to about V6 inch.

Claimn 12 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the gas flow adjustment valve has a removable handle, the gas flow adjustment

allowing a variety of settings from full closed to full open.

Claim 13 of the ‘159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the connection means is comprised of a connector attached to the terminal end of
the primary burner tube at a first end of a connector and attached to the secondary coals
burner elongated tube to a connector second end with the valve interposed between the

primary bumer tube and the secondary burner tube.

Claim 15 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assembly according to claim |
wherein the open frame pan and primary elongated bumner tube is positioned under an

artificial logs and grate support means.
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19. Claim 16 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to ¢laim 1
wherein the primary elongated bumner tube is covered with sand and the secondary
elongated burner tube is covered with sand, mica, and fibrous materials which simulate

coals and ember burn.

20. Claim 17 of the ‘159 patent reads as follows:

A gas-fired artificial coals- and embers-burner apparatus suitable for attachin g to
a gas-fired primary artificial log burner tube said primary artificial log burner tube having
a terminal end comprnising;

a secondary coals burning elongated tube;

aconnector means for connecting said terminal end in communication with the
secondary burner tube, the secondary burner tube positioned substantially parallel, forward
and below the primary bumer tube, the connector means having interposed between the
primary and secondary bumner tubes a gas flow adjustment valve, the primary and
sccondary burner tubes having a plurality of gas discharge ports, the secondary burner tube
being in gas flow communication with the primary burner tube being the connection means,

a gas distribution ports of the secondary burner tube directed away from the fireplace

opening.

21. Atthe time the patent issued, Blount’s commercial structure under the ‘159 patent had been
marketed for approximately six years. {Trial Transcript, hereafter referred to as “Tr.”, vol. 1, pe. 158).
Plaintiff's Trial Exhibit 9 gives an clement by element comparison of Peterson’s manufactured productand
Blount’s commercial structure with both structures compared to the claim elements, and thus establishes
that Blount’s manufactured product is representative of the “159 patent.

22. Blount’s sales of its commercial structure grew significantly during the time spanning the filing of the

-
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application that resulted in the *159 patent and the issuance of the “159 patent. (Tt vol. 1, pg. 36-37).

23. Inlate 1996 or early 1997, Peterson began manufacturing, advertising and selling a device that was
strikingly similar to, if not a virtual copy of, Blount’s commercial structure. (Tt., vol. 2,pg. 76 and pg.
172).

24. Blount’s “159 patent issued on November 23, 1999. (Plaintiff’s Ex. No. 1).

25. Blount notified Peterson of the existence of the ‘159 patent and Peterson's infringing activities on
December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr. Dan Tucker
(attorney for Blount) to Peterson’s president, Mr. Leslie Bortz. (Plaintiff’s Ex. No. 10).

26. This first certified letter included a copy of the ‘159 patent, and informed Peterson that Blount was
prepared to take whatever steps were reasonable and necessary to prevent infringement. Blount requested

a response regarding this matter from Peterson by January 14, 2000. (Plaintiff’s Ex. No. 10).
27.0n December 17, 1999, Mr. Tod Corrin (Peterson’s Vice President) forwarded the December

10, 1999, certified letter onto Peterson’s patent counsel, Mr. William McLaughlin. Mr. Corrin wrote, in
acover letter included with the copy of the first certified letter, “[e]nclosed is a patent infringement letter
we received from Golden Blount’s Attorney.” (Plaintiff’s Ex. No. 17, emphasis added).

28.On December 30, 1999, Peterson responded to Blount’s letter of December 10, 1999, explaining
that Peterson had forwarded the December 10, 1999, letter to it attorneys and that Peterson would get
back with Blount as soon as possible. Given the December Holidays, as well as the New Year, Peterson
informed Blount that Blount’s January 14, 2000, response date was unreasonable. (Plantiff’s Ex. No. 11).

29. Afler receiving no response from Peterson for more than four months, Blount sent a second
certified letter to Peterson on May 3, 2000, again informing Peterson of its patent infringement. The May
3, 2000, letter advised Peterson that Blount “will take [the] necessary steps to stop any such
infringement.” (Plaintiff’s Ex. No. 12, emphasis added).

30. Peterson, not its Patent Attorney, responded to the May 3, 2000, letter on May 16, 2000, asking
that Blount explain to Peterson, in detail, the basis upon which Blount believed that Peterson was infringing
the patent. (Plaintiff’s Ex. No. 13). This Court finds that the May 3, 2000, letter was written simply for
the purpose of delay, or even with the hope that the infringement matter would go away. Moreover, the
May, 3, 2000, letter was from the Company, and not their attorney. Additionally, at the ime of the May

-6-
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3,2000, letter Peterson’s attorney had at most been nominally consulted. This Court concludes that the
request was not genuine.

31. Blount did not respond to Peterson’s May 16, 2000, but on January 18,2001, over a year after
Petersonreceived its first notice of infringement letter, Blount filed suit. (Plaintiff’s Ex. No. 14). Blount’s
initial notice letter of Decernber 10,2001, met the notice requirements under 35 U.S.C. § 287(a),and
therefore, Peterson’s additional information request did not relieve Peterson ofits obligation to determine
if it was infringing the ‘159 patent.

32. Biount sent a final letter on January 19,2001, to Peterson advising Peterson that suit was brought
m view ofits failure to respond or indicate in any manner its intentions with respect to its infringing product.
(Plaintift’s Ex. No. 14).

33. Peterson made no efforts to cease its infringing activities either in the time period spanning the
December 10, 1999, letter and the January 19, 2001, letter, or for that matter, up and unti} the
commencement of this trial. (Plaintiff’s Ex. No. 17 & Updated Sales Figures provided by Peterson in
response to this Court’s request).

34. During the period between December 16, 1999, and September 19, 2002, Peterson sold 3,723
ember flame burner units (“ember burners™). (Tt., vol. 2, pg. 181 and Peterson Company’s Objection to
Golden Blount’s Motion for Updated Damages filed on September 18, 2002).

335. Peterson’s ember bumer is intended to be attached to its G-4 series burner system or G-5 series
burner system. (Joint Pretrial Order--Stipulations, pg. 6).

36. The G-4 and G-5 series burner systems are identical except that Peterson pre-assembles the G-5
burner system according to certain Canadian Gas Association specifications. (Tr., vol. 2, pg. 179).

37. Atleast 10 of the 3,723 Ember bumners sold by Peterson were included on the pre-assembled G-5

series bumer systems. (Oct. 5, 2001, deposition of Mr. Leslie Bortz, pg. 154-55).

LITERAL INFRINGEMENT-DIRECT
38. The construction of the claims appears under paragraphs 113 thru 116 of the Conclusions of Law
section. The determination of infringement based on the construed claims is factual and is therefore

organized here under the Findings of Fact.
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39. The analysis with respect to the literal infringement of claim 1 is as follows:

The first element of claim 1 reads: “an elongated primary bumer tube including a plurality of gas
discharge ports.” Based upon the totality of the evidence, including unrebutted testimony of Mr. Golden
Blount and this Court’s own observations of the accused device, 1t is this Court’s finding that the primary

burner tube is the fundamental burner tube used in a majority of all gas operated fireplaces. Sirnilarly, the

plurality of gas discharge ports allow the flammable gas to escape from the primary burner tube and be
ignited to provide a flame. Blount presented unrebutted testimony in the form of an infringement chart’,
(Plaintiff’s Exhibit No. 9), as well as oral testimony by Mr. Blount that Peterson’s manufactured products
include a primary burner tube having gas discharge ports therein. (Tr., vol. 1, pg. 45-50). Inaddition to
this unrebutted testimony, this Court had the opportunity to closely observe an assembled version of
Peterson’s manufactured product, wherein this Court observed Peterson’s manufactured product having
the primary burner tube including two or more gas discharge ports. (Tr., vol. 2, pg. 28). Further, Peterson
never presented any evidence that its manufactured products did not contain the aforementioned claimed
element. Thus, Peterson’s manufactured products meet the first limitation cf claim 1, which reads: “an
elongated primary burner tube including a plurality of gas discharge ports.”

40. The second element of claim 1 reads: “a secondary coals bumer elongated tube positioned
forwardly of the primary burnertube.”  Given the claim interpretation as set forth by the Court of Appeals
for the Federal Circuit and based upon the totality of the evidence, the secondary coals burmer elongated
tube is positioned toward the opening of the fireplace, at least as compared to the primary burner tube, and
is designed to provide arealistic flame, likened to a flame that might emanate from burning coals. Blount
again presented testimonyin the form of an infringement chart, (Plaintiff’s ExhibitNo. 9), as well as oral
testimony by Mr. Blount, that Peterson’s manufactured products include a secondary coals burner
elongated tube, and that it is positioned forwardly of the primary burner tube. (Tr., vol. 1, pg. 45-50).
Based on this Court’s close observation of Peterson’s manufactured product, this Court finds that
Peterson’s manufactured products contain the claimed secondary coals burner elongated tube and that it

was positioned forwardly the primary bumer tube. (Tr., vol. 2, pg. 28). Further, Peterson never presented

? This Court includes, as a supporting Exhibit A to its Findings and Conclusions, an Infringement Chart.
(Plantiff’s Ex. No. 9).
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evidence that conclusively established that its manufactured products did not contain the afor'crr;cntioned
claimed clement. Thus, Peterson’s manufactured products meet the second limitation of claim 1, which
reads: “a secondary coals burner elongated tube positioned forwardly of the primary burner tube.”

41. The third element of claim 1 reads: “a support means for holding the elongated primary bumer tube
in a raised level relative to the forwardly positionfed} sccondary coals burner elongated tube.” The
previous two paragraphs already demonstrate that Peterson’s manufactured products include both the
elongated primary burner tube and the forwardly positioned secondary coals burner elongated tube. The
only additional limitation added by this element is that a support means holds the elongated primary bumer
tube in a raised level relative to the secondary coals burner elongated tube. Peterson’s manufactured
products include a support means that holds the primary burner tube. Actually, Peterson’s support means,
which is an industry standard pan, is substantially identical if not completely identical, in shape and function
to the support means illustrated in the 159 patent. (Tr., vol. 1, pg. 47). The question for this Court to rule
on is whether Peterson’s support means holds Peterson’s elongated primary burner tube in a raised level
relativeto its secondary coals bumer elongated tube. Asaffirmed by the Court of Appeal for the Federal
Circutt, this Court construes the term “raised level” to mean that the top of the primary burner tube is at a
raised level with respect to the top of the secondary burner tube. In support of the tops test, Blount offercd

evidence in the fonm of Blount’s Trial Exhibit 22, which illustrated that measurements taken at three different

- locations along the lengths of Peterson’s burner tubes (i.c., A, B and C) established that the tops of

Peterson’s primary bumer tubes are higher than the tops of Peterson’s secondary coals bumer elongated

tubes. Blount offered further testimony by demonstrating, using a carpenter’s level laid across the tops of

the tubes of Peterson’s manufactured product, that Peterson’s primary burner was raised with respect to
its secondary bumner. (Tr., vol. 2, pg. 28). Even Peterson’s own patent attorney, Mr. McLaughlin,
admitted dunng the demonstration that “assuming the table is level, the top of the front bumeris below the
top of therearbumner.” (Tr., vol. 2, pg. 29). Also Peterson’s executive Mr. Bortz admitted the top of the
ember bumer was lower than the top of the primary burner. (Tr., vol. 2, pg. 42). Similarly, Mr. Corrin
testified that the tube is below the top of the main burner tube. (Tr., vol. 2, pg. 173 and Defendant’s Ex.
No. 8). Theabove evidence was, for the most part, unrebutted because Peterson based the majority ifits

case in chief on the argument that the relative height of the primary burner tube with respect to the

9.
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secondary coals bumer elongated tube should be measured from the bottoms of the respective tubes, or

the ports. Peterson actually offered to this Court, (Defendant’s Exhibit 30}, which it argued was provided
to customers and installers to illustrate how to properly instali the assembly. While Defendant’s Exhibit 30
was offered in an attempt to establish non-infringement based upon Peterson’s asserted bottoms test that
Peterson was proposing, the instructions clearly illustrate that Peterson’s preferred instaliation has the tops
of the primary burner tube being in a raised level withrespect to the tops of the secondary coals burner
elongated tube. Thus, given the above discussed interpretation, and in view of the evidence presented,
Peterson’s manufactured products meet the third limitation of claim 1, which reads: ““a support means for
holding the elongated primaryburner tube in a raised level relative to the forwardly position[ed] secondary
coals bumner elongated tube.”

42, The fourth element of claim ! reads: “‘the secondary coals burner elongated tube including a plurality
of gas discharge ports.” Blount again presented testimony in the form of an infringement chart, (Pluntiff’s
Exhibit No. 9), as well as oral testimony by Mr. Blount that the secondary coals burner elongated tube of
Peterson’s manufactured products include a plurality of gas discharge ports. (Tr., vol. 1, pg. 45-50).
Further, this Court’s close observation of Peterson’s manufactured product established that Peterson’s
secondary coals burner elongated tube includes a plurality of gas discharge ports. (Tr., vol. 2, pg. 28).
Peterson never presented any evidence that its manufactured products did not contain the aforementioned
claimed element. Thus, Peterson’s manufactured products meet the fourth limitation of claim 1, which
reads: “the secondary coals bumer elongated tube including a plurality of gas discharge ports.”

43, The fifth element of claim | reads: “the elongated primary burner tube and the secondary coals
burner elongated tube communicating through tubular connection means wherein the gas flow to the
secondary elongated coals burner tube is fed through the primary burner tube and the tubular connection
means.” Blount presented testimony in the form of an infringement chart, (Plaintiff’s Exhibit No.9), as well
as oral testimony by Mr. Blount, that Peterson’s manufactured products include the tubular connection
means and that the gas flow to the secondary elongated coals burner tube is fed through the primary bumner
tube and tubular connection means. (Tr., vol. 1, pg. 45-50). Additionally, this Court physically observed
this claimed element in Peterson’s manufactured product. {Tr., vol. 2, pg. 28). Further, Petersonnever
presented any evidence that its manufactured products did not contain the aforementioned claimed element.

-10-
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primary burner tube and the secondary coals burner ¢longated tube communicating through tubular
connection means wherein the gas flow to the secondary elongated coals burner tube is fed through the
primary burner tube and the tubular connection means.”

44. The sixth element of claim | reads: “a valve for adjusting gas flow to the secondary coals burner
elongated tube positioned in the tubular gas connection means.” The evidence as established by Blount’s
infringement chart, (Plaintif”s Exhibit No. 9), as well as oral testimony by Mr. Blount and this Court’s own
inspection of Peterson’s manufactured product, confirms the presence of the valve, (Tr., vol. 1,pg. 45-50
and vol. 2, pg. 28). Further, Peterson never presented any evidence that its manufactured products did
not contain the aforementioned claimed element. Thus, Peterson’s manufactured products meets the sixth
limitation ofclaim 1, which reads: “a valve for adjusting gas flow to the sccondary coals burner elongated
tube positioned in the tubular gas connection means.”

45. The seventh elernent of claim 1 reads: “the primary burner tube being in communication with a gas
source with a gas flow control means therein for controlling gas flow into said primary burner tube.” Blount
agam presented testimony in the form of an infringement chart, (Plaintiff’s Exhibit No. 9), as well as oral
testimony by Mr. Blount that the primary burner tube of Peterson’s manufactured products would ultimately

be coupled to a gas source with a gas flow control means therein for controlling gas flow into the primary

- bumertube. (Tr., vol. I, pg. 45-50). Furthermore, the parties stipulated prior to the commencement of

the trial that “Robert H. Peterson Co.’s ember burner is intended to be attached to its G-4 series burner
system or G-5 series burner system and the combined unit comprises aprimary bumer pipe, an ember pan
that supports the primary burner pipe, a secondary burner tube and a valve that controls a flow of gas
between the primary bumer pipe and the secondary burner tube, and that an end user would connect the
primary burner pipe to a gas source having a valve associated therewith.” (Joint Pretrial Order--
Stipulations, pg. 6). Thus, Peterson’s manufactured products would ultimately meet the seventh limitation
ofclaim 1, which reads: “the primary bumer tube being in communication with a gas source with a gas flow
control means therein for controlling gas flow into said primary burner tube.”

46. Tius Court finds that the evidence establishes direct infringement by Peterson and by the ultimate

purchasers of Peterson’s products of claim 1. Peterson’s direct infringement of claim 1 is established by
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the testimony of Messrs. Bortz and Corrin, both corporate officers of Peterson, who testified that on
multiple occasions, Peterson assembled and operated the infringing device for distributors so theyhad the
opportunity to sec how the item worked. (Tr., vol. 2, pg. 65-66 and 199). Direct infringement by the
ultimate purchasers of claim 1 is established by the evidence that proves that Peterson supplied instailation
instructions (see infra), (Defendant’s Ex. No. 30), to its ultimate purchasers. Itis these instrictions that
undoubtedly were used by these purchasers to assemble the ember burner, its assc;ciated components, and
connect it to a gas source as stipulated by the parties. (Tr., vol. 1, pg. 45-50). These facts provide this
Court with sufficient evidence to find that direct infringement did indeed occur of claim 1.

47. Therefore, Blount has clearly established direct infringement on the part of Peterson and the
ultimate purchaser of claim 1 the “159 patent.

48. This Court further concludes that in addition to directly infringing independent claim 1 of the ‘159
patent, Peterson and the ultimate purchasers directly infringe independent claim 17 of the ‘159 patent.

49. Withthe exception of a few additional elements included inindependent claim 17 notincluded in
independent claim 1, and a few elements included within independent claim 1 that are not included within
independent claim 17, claims 1 and 17 are substantially similar.

50. Independent claim 17 does not include the claim limitation of independent claim 1 that the primary
burner is in communic'ation with a gas flow control means. Thus, this element need not be found in
Peterson’s manufactured products to find direct infringement by Peterson of independent claim 17.

51. The first element of independent claim 17 recites: “‘a secondary coals buming elongated tube,” and
is similar to the fourth element of independent claim 1. Accordingly, the discussion above with respect to
the fourth element of independent claim 1 may be applied to the first element of independent claim 17.
Thus, Peterson’s manufactured products will ultimately meet the first limitation of claim 17, which reads:
“a secondary coals burning elongated tube.”

52. The second element of independent claim 17 recites: “a connector means for connecting said
terminal end in communication with the secondary burner tube, the secondary burner tube positioned
substantially parallel, forward and below the primary bumner tube, the connector means havinginterposed
between the primary and secondary bumer tubes a gas flow adjustment valve, the primary and secondary

burner tubes having a plurality of gas discharge ports, the secondary burner tube being in gas flow
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communication with the primary burner tube being the connection means, gasdistribution ports of the
secondary burner tube directed away from the fireplace opening.”

53. Independent claim 17, however, does require that the gas distribution portsof the secondary burner
tubebe directed away from the fireplace opening. Asaffirmed by the Court of Appeals for the Federal
Circuit, this Court previously construed the term “directed away from” to mean that the gas portsofthe
secondary burner tube may be positioned in any direction that does not include a horizontal component
pointed toward the vertical plane of the fireplace opening. (Opinion of the Court of Appeals for the Federal
Circuit dated April 19,2004, pg. 7-8). Blount presented testimony in the form of an infringement chart,
(Plaintiff’s Ex. No. 9), as well as oral testimony by Mr. Blount, that the gas ports of Peterson’s
manufactured products are positioned directly down, which according to the above-referenced
interpretation, are away from the fireplace opening. (Tr., vol. 1, pg. 45-5 0). Inaddition to this testimony;,
thus Court closely observed an assembled version of Peterson’s manufactured product, wherein it observed
the manufactured product having the gas ports directed away from the fireplace opening. (Tr., vol. 2, pg.
28). Because Peterson belicved the term “directed away from” would ultimately be construed to mean that
the ports must be directed at least partially toward the back of the fireplace, Peterson went so far as to
nqmmﬂwpmﬁoﬁmsmmﬁmybmnﬂnmewbemmﬁmwd&dedmmmmm.Gh@nmedmm
construction, however, this required confi guration results in a device that meets the “directed away from™
limitation of claim 17.

54. As the other claimed elements of the second limitation ofindependent claim 17 have been found
in Peterson’s manufactured products, as established above with respect to paragraphs 39 thru 44, this
Court finds that the evidence establishes direct infringement by Peterson and by the ultimate purchasersof
Peterson’s products of claim 17. Moreover, the evidence establishes that Peterson itself. directly infringed
claim 17 when Peterson assembled the G-5 series bumner systems and then sold them to customers.

55. Therefore, this Court finds that Peterson and the ultimate purchaser infringed both claims 1 and 17,
as construed under paragraphs 113 thru 116 below, of the ‘159 patent.

-13-
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LITERAL INFRINGEMENT-CONTRIBUTORY

56. Blount established at trial, through stipulation, that Robert H. Peterson Co.’s ember burner is
intended to be attached to its G-4 series burner system or G-5 series burner system and the combined unit
conprises a primary burner pipe, an ember pan that supports the primary bumer pipe, a secondary burner
tube and a valve that controls a flow of gas between the primary burner pipe and the secondary bumner
tube, and that an end user would connect the primary bumer pipe to a gas source having a valve associated
therewith. (Joint Pretrial Order--Stipulations, pg. 6).

57. Peterson was made aware of the *[ 59 patent as early as December 16, 1999, by the letter from
Mr. Tucker, whichisreferenced above. (Plaintiff's Ex. No. 10). Given these facts, it is clear that Peterson
was aware that the combination for which its components were especially made was patented and
infringing, as required by 35 U.S.C. § 271(c).

58. Blount further established through the testimony of Mr. Bortz that Peterson’s ember burner had no
substantially non-infringing uses. (Ir., vol. 2, pg. 67). The Court also finds the testimony of Mr. Bortz and
Mr, Corrin, as well as Mr. Blount and all the evidence, to support the fact that the ember bumer was not
a staple article of commerce.

59. Asdiscussed above, this Court finds that direct infringement existed. For those units covered by
stipulation for hookup, they were normally hooked up by professional installers or persons from the dealer.
With their experience and relation to Peterson and with all of Peterson’s literature (including Defendant’s
Exhibit No. 30) one can count on proper installations. Thus, each installation is a direct infringement. (Tr.,
vol. 2, pg. 189). To some extent circumstantial evidence is involved in this analysis, however, the
circumstantial evidence is very solid. Blount has clearly proven contributory infringement on the part of

Peterson of claims 1 and 17 for those units.

LITERAL INFRINGEMENT-INDUCEMENT

60. The record establishes that Peterson sold the ember burmer. In addition, the record also establishes
that Peterson sold the G4, which includes the primary burner and support pan, and sold the G-5, ten at
least of which, had the ember bumer attached. Further, given the stipulation that the ultimate assembly

would be connected to a gas source, there is sufficient basis to conclude that Peterson knew or should have
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known that this ultimate configuration would infringe independent claims 1 and 17. (Joint Pre-trial Order--
Stipulations, pg. 6).

61. Peterson was made aware of the ‘159 patent as early as December 16, 1999, by the letter of
December 10, 1999, from Mr. Tucker, whichis referenced above. (Plaintiff’s Ex. No. 10). Given these
facts, it is clear that Peterson was aware that the combination for which its components were especially
made was patented and infringing. Also Peterson fully assembled an entire infringing structure and hooked
itup to a gas source to demonstrate it and its use to independent distributors. This Court finds this to be
a substantial inducement.

62. The record is also clear that Peterson provided literature and assembly instructions to consumers
detailing how to install the components in a preferred configuration, which induced its customers to instalt
the components in an infringing manner. (Tr., vol. 2, pg. 173-174). Also, Peterson fully assembled and
hooked up in a fireplace an accused structure and demonstrated it and its use to independent distributors,
which this Court finds to be a substantial inducement.

63. Because Peterson provided the consumers with detailed instructions, (Defendant’s Ex. 30), how
toassembie the parts in an infringing manner, Peterson knew or should have known that such actions would
induce direct infringement, and exccutive Corrin testified either the consumer would hire an installer or the
dealer would provide the service for the store. Thus thereis little doubt that the installation was in fact done
inaccordance with Peterson’s directions. Invariably, infringement occurred. Whether this is viewed as
direct or circumstantial evidence, it is very strong. (Tr., vol. 2, pg. 189).

64. As found by this Court in paragraphs 39 thru 54 above, there was dircct infringement by Peterson
or its ultimate purchasers of claims 1 and 17 of the ‘159 patent.

65. Accordingly, this Court finds that in those instances where direct infringement by Peterson was not
proven, Blount has clearly proven induced infringement on the part of Peterson of claims 1 and 17 for those
units.

66. Inview ofthis Court’s literal infringement findings, because Peterson’s manufactured products
literally infringe claims 1 and 17 of the *159 patent, it infringes the patent. Thus, comparison of Peterson’s
product to the remaining claims depending from independent claim 1 is generally unnecessary. The Court

nonetheless concludes that Peterson’s product infringes (under any one of or the combination of 35 U.S.C.
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§§ 271(a) to 271(c)) the claims dependent on claim 1, because, as supported by the testimony of Blount
and the accompanying claim infringement chart, the elements of these dependent claims are also present
in Peterson’s manufactured products. The literal infringement of dependent Claim 15 is particularly

important because Claim 15 includes the artificial logs and the grate support means.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

67. Blount offered unrebutted testimony at trial that every element of Peterson’s manufactured products
perform substantially the same function in substantially the same way to obtain the same result as the

claimed elements of the ‘159 patent. (Tr., vol. 1, pg. 59-60).

68. Blount further offered unrebutted testimony by Mr. Blount at trial that any difference between
Peterson’s manufactured products and the claim elements were insubstantial at best. Mr. Blount actually
testificd that they were an exact copy. (Ir., vol. 1, pe. 30, 37, 46, 48, 56 and 60).

69. Based on the evidence presented to it, this Court finds that there is no prosecution history estoppel
that limits the range of equivalents regarding the claimed elements. Moreover, attorney McLaughlin testified
that he did not rely on estoppel in his infringement analysis. (Tr., vol. 1, pg. 186).

70. Thus, this Court finds that in those instances where literal infringement does not exist, there s
infringement of the claims of the ‘159 patent under the doctrine of equivalence.*

71. Insummation, this Court concludes that Peterson literally infringes (e.g., directly, by inducement,
or contributorily}or infringes under the doctrine of equivalents independent claims 1 and 17 of the 1159

patent, as well as claims 2, 5, 7-9, 11-13 and 15-16 that depend from independent claim 1.

DAMAGES

72. Mr. Blount testified for Blount at trial as to the demand that existed for the product during the

period inquestion. (Tr., vo!. I, pg. 61). Thus, Blount has conclusively established the first required element
of Panduit?

‘ The Equivalence Chart presented by Blount at trial supports this finding.

3 See the Conclusions of Law section, paragraph 139, where the Panduit factors are set forth.
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73. Inaddition to establishing a demand for the patented product during the period in quc;sti(;n, Bliount
established an absence, during the period of Infringement, of acceptable non-infringing substitutes. (Tr.,
vol. 1, pg. 63-65).

74. The facts of the present case establish a two-supplier market. Blount offered evidence through the
testimony of Mr. Blount that Blount and Peterson together held approximately 95 percent or more of the
market assoctated with Ember burners similar to that covered by the “159 patent. (Tr., vol. 1, pg. 64).
While Peterson attempted to impeach Mr. Blount’s testimony on this point, it unfortunately did not present
any evidence to the contrary, which is surprising in view of Peterson’s many years in the market and the
knowledge Peterson must have acquired about the market. Therefore, this Court finds that Mr. Blount’s
testimony 1s sufficient to establish a two supplier market. The supposed 5 percent of the market that Blount
and Peterson did not hold is deminimus, and therefore, for damage calculations a two-supplier market still

exists.

75. Peterson argued that this is not a two-supplier market, and that other acceptable nan-infringing
substitutes exist.

76. Here the patented product offers quite unique and novel results. (Tr., vol. 1, pg. 28-30). Theso
cailed “acceptable non-infringing substitutes” Peterson has introduced are eithes not acceptable, or they
too infringe.

77. Blount established at trial that Peterson’s front flame director was not an acceptable substitute,
(Tr., vol. 2, pgs. 184, 195). Peterson’s own Vice President, Mr. Corrin, testified that the front flame
director lacked the valve for adjusting the height of the front flame. Evenmore telling, Mr. Corrin testified

that the front flame director was not as good as their ember burner. (Tr., vol. 2, pgs. 184, 195).

78. As the valve to adjust the height of the front flame is one of the particular features available only
from the patented product, under the law set forth in Standard Havens, the front flame director, lacking
that valve or any adjustment means, is not an acceptable non-infringing substitute.

79. Peterson further argues that Blount admitted at trial that at least five products on the market perform
roughly the same function as Blount’s patented device. (Tr., vol. 1, pg. 63). The record is clear that those
five products were infringing substitutes and not acceptable non-infringing substitutes. (Tr., vol. 1, pg. 63).

In fact, the record indicates that Blount sent the manufactures of those five products the identical notice of
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infringement letter at the same time it sent Peterson its letter. (Tr., vol. 1, pg. 63). No evidence existsin

the record that the aforementioned five instances of infringement continued after the notice of infringement
letters were received. In fact, Mr. Blount’s testimony indicates that while the other companies were
moving in and were interested in the outcome of this trial, none were still infringing after receipt of their
notice of infringement letter. (Tr., vol. 1, pg. 62-64).

80. Therefore, this Court believes that Blount provided sufficient evidence to support the finding that
there were no acceptable non-infringing substitutes that could have decreased the market share Blount and
Peterson together held. Thus, Blount has conclusively established the second required element of Panduit.

81. Blount also offered sufficient evidence through Mr. Blount’s testimony that Blount had more than
enough manufacturing and marketing capability to promote the device. (Tr., vol. 1, pgs. 62, 66). Thus,
Blount has conclusively established the third required element of Panduit.

82. This Court now only needs to determine a detaited computation of the amount of profit Blount
would have made, to meet the final required element of Panduit.

83. Inatwo-supplier market, to determine the actual damage amount in a lost profit casc, the Court
should multiply Blount’s per unit profit times the number of infringing devices that Peterson sold.

84. To do this, however, the Court must determine the device upon which lost profits are to be
calculated.

85. Using two different approaches, Blount has established that the device for calculating lost profits
includes the entire burner assembly (including the secondary burner and valve), the grate, and a full set of
artificial logs.

86. Dependent claim 15, which was established as literally infringed above, for instance recites that the
gas-fired artificial logs and coals-bumer of claim 1 are positioned under artificial logs and a grate support
means. Because the artificial logs and the grate support means are positively claimed in dependent claim
15, the artificial logs and the grate support means should be included in the device upon which damages
for direct infringement as well as lost profits are to be calculated.

87. Accordingly, the device for calculating lost profits includes the entire burner assembly (including
the secondary bumer and valve), the grate and a full set of artificial logs, which must be the case here,

because apart from the artificial logs and grate, the coals burmer unit has no purpose or function.
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88. Given the circumstances, the entire market value rule is appropriate here as the secoﬁd approach.
Evidence was offered at trial by Peterson’s own officer, Mr. Corrin, that Peterson used the ember burner
to entice customers to come back to the store to purchase newer log sets, and at the same time, purchase
Peterson’s ember bumer, which improved the overall appearance of the fireplace. (Tr., vol. 2, pg. 177-
79). These facts are sufficient to establish that the ember bumner is the basis for the customer’s demand,
as set forth by TWM.

89. Blount also offered evidence that the glowing embers from the ember burner are whatdraws a
customer’s attention to a particular log and burner set, and what ultimately makes the sale. (Tr., vol. 1, pg.
157-63).

90. Blount also offered testimony at trial that the elements of independent claims | and 17 constitute
a functional unit with the artificial logs and the grate support,

91. Plaintiff, Blount’s case-in-chicf presented a third-party witness retailer with extensive salcs
experience with gas fireplaces and ember bumner and gaslogscts. Hetestified that 97 ¥ percent ofthe
time that he sells an ember burner, he also sells an entire burner assembly and log set with it. (Tr., vol. 1,
pg. 160). Inaddition, Mr. Blount testified that they are “always to go with the log set” and that he had
“never known of any one ember burner set sold byitself.” (Tr., vol. 1, pg. 68). Peterson had no testimony
to quantify even in a general way when the two would not ultimately be sold together.

92. Peterson fatled to rebut Blount’s evidence because it did not offer any numerical evidenceregarding
how often it sells one of its Ember bumners with the entire burner and log sct.

93. In summation of this point, Blount introduced testimony as to the standard practice in the industry
for selling the ember burner, and Peterson failed to introduce its own testimony to rebut Blount’s testimony.

94. Because the evidence establishes that 97  percent of the sales of the ember burner would also
encompass the sale of the entire burner assembly and log set, the record supports a proration of the
damage amount based upon this percentage.

95. Based on the record, of the 3,723 EMB’s sold by Peterson, 2 ¥ percent (i.e., 94 EMB’s) were
sold without an associated burner assembly and log set, and the remaining 97 %2 percent (i.e., 3,629) were

sold with an associated burner assembly and log set.

96. Blount established at trial that its profit on the ember burner alone is $14.09 perunitandits profit
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on the ember burner, entire burner assembly and full set of logs is $117.92 peruntt. (Plaintiff’s Ex. No.

18).

97. This Court finds, based on the percentages and profits established in the paragraphs above, that

the totat actual damages amount to $429,256.

WILLFULNESS / EXCEPTIONAL CASE

98. Having carefully reviewed the record herein, the Court concludes that Peterson’s minimal attemnpt
to attain a competent opinion is permeated by a lack of due care. The record is quite clear that Peterson’s
supposed oral opinion was an incompetent, conclusory opinion to be used only as an illusory shield against
alater charge of willful infningement, rather than in a good faith atternpt to avoid infringing another’s patent.

99. Throughout the 2} years from the time the first notice letter was sent, Peterson simply never
obtained a single written opinion suggesting that their commercial embodiment avoided infringement. Also,
the dental that the first letter related to notice of infringement is shown unlikely by Mr. Corrin’s own
charactenzationofit as an “‘infringement letter” in his correspondence with his patent counsel. (Tr., vol.

2,pg. 192). Also, this Court finds it disingenuous for Peterson to argue at trial that the interrogatories

answered well after suit was filed and during discovery, form the writien opinion upon which they relied.

100. The first time Peterson spoke to Mr. McLaughlin was on or about December 30, 1999, however,
Mr. McLaughlin did not have the accused infringing device at this time. (Tt., vol. 1, pg. 181). Therecord
establishes that Mr. McLaughlin, at this time, onlyhad a picture of the accused infringing device. (Tr., vol.
1,pg. 181). Neither did Mr. McLaughlin have the prosecution history of the ‘159 patent at this time,
which is an important element of any competent opinion. (Tr., vol. 1, pg. 202-03).

101. This non-substantive conversation in no way can be construed to be an opinion upon which
Peterson could reasonably rely because it was based solely on a supposition. This supposition amounted
to arepresentation on the part of Mr. Bortz that the invention had been around 20 to 30 years. (Tr., vol.
2,pg. 55-56). Mr. McLaughlin, with only the evidence listed above, said that “if we could prove that the
mvention had been around for 20 to 30 years then it would be a strong argument of invalidity.” (Tr., vol.
2,pg. 55-56, emphasis added). This “ifthis, then that” statement plainly does not amount to an opinion

‘upon which a prudent person could reasonably rely.
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102. Peterson made no further efforts to determine whether it was truly infringing or not, until after suit
was filed, almost a year and two months after receiving the first notice letter. (Tr., vol. 1, pg. 202-03).

103. Peterson argues that it did nothing further because it was awaiting “additional information or further
explanation from Blount’s attorney.” This Court finds this argument lacking merit. Blount does not, after
sending multiple notice of infringement letters to Peterson, owe Peterson any obligation withregard to
advising Peterson how they actually were infringing,

104. Nevertheless, Blount’s failure to respond to Peterson’s additional information request did not
relieve Peterson of its obligation to determine if it was willfully infringing the ‘159 patent. Tothe contrary,
Peterson continued its infringing activities even after May 16, 2000, and actually even through the trial
proceedings. (Tr., vol. 2, pg. 181 and Peterson Company’s Objection to Golden Blount’s Motion for
Updated Damages filed on September 18,2002). Thisreflects an egregious disregard for the *159 patent.

103. Itwas not until after the lawsuit was filed in January 2001 that Peterson finally became concemed,
not with the damages associated with the infringing activity, but apparently with the attorney’s fees that
* Peterson might be required to pay as a willful infringer. (Tr., vol. 2, pg. 60-62). By Mr. Bortz’ own
admission, he told Mr. McIaughlin that this was not a very meaningful case “dollar wise’” but that he heard
apersonmight have to pay attorneys’ fees ifhe loses a patent lawsuit, and he asked Mr. McLaughlin what
he should do. (Tr., vol. 2, pg. 60-62 & Dec. 19, 2001, deposition of Mr. Leslie Bortz, pg. 60). Mr.
- McLaughlin told him that one way that attorney’s fees could be avoided was by obtaining an opinion. (Id).

106. Atno time when Mr. McLaughlin gave Mr. Bortz advice did Mr. McLaughlin ever see the actual
accused structure. (Tr., vol. 1,pg. 181). While some advertisements of Peterson’s structure were shown,
detailed drawings were never provided to Mr. McLaughlin, including the installation instructions that were
apparently sold with the device. Thus, Mr. McLaughlin never had a full understanding of the accused
structure. (Tr., vol. 1, pg. 200).

107. While Peterson argues that three oral consultations occurred, this Court finds that onlyone oral
opinionof counsel, if it can even be called that, was rendered. This oral opinion was rendered by Mr.
McLaughlin on or about May 1, 2001, about 4 months after suit had been filed and 2% years after
Peterson was first noticed of its infringing activity. (Tr., vol. 1, pg. 179-83).

108. This Court believes that Peterson did get what it asked for, a statement that there was no
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infringement. Peterson’s primary desire, however, was to avoid paying attorneys” fees 01.r in;:reasea
darnages, and this appears to have been the sole reason for consultation with counsel, and these actions
showed a willful and egregious disregard for the ‘159 patent.

109. In summary, this Court finds that Peterson had three consultations with Peterson’s Attomey. All
were oral. Only the last oral consultation by phone approached what was needed to determine infringement
and validity issues, and even it was made with asearch limited to the company’s own records and with
there having been no accused structure shown the patent attorney and without even a single meeting. This
third consultation occurred a number of months after suit had been filed and was motivated by the
apprehension of Peterson having to pay attorneys’ fees, and not for a concern of infringement of the ‘159
patent.

110. Peterson’s cavalier attempt to obtain an opinion and the non-persuasive trial testimony of

Peterson’s witnesses are classic examples of conduct that clearly and convincingly demonstrates willfulness,

which serves as a basis for an exceptional case,

111. This Court therefore finds that the infringement of Peterson was willful, thus the actual damages
are trebled, totaling $1,287,766.

112. Given Peterson’s conduct and its overall willful disregard for the *159 patent, such an award is
appropriate here. The Court finds that as a result of Peterson’s continued infringement, without a
reasonable basis for believing that ithad a right to make, use or sell its product prior to the expiration of
the * 159 patent, Blount has been compelled to prosecute an infringement claim at great expense. Under
these circumstances, an award of attorneys’ fees is proper.

113. This Court therefore finds this to be an exceptional case under 35 U.S.C. § 285, thus reasonable

attorneys’ fees in the amount of $332,349 are awarded to Blount.
CONCLUSIONS OF LAW

CLAIM CONSTRUCTION
114. The parties dispute the meaning of two terms in the claims of the patent in suit, namely the phrase

“raised level,” as recited in claim 1, and the term “below” and the phrase “away from the fire place

-22-
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® ®
opening,” as recited in claim 17.

115. As affirmed by the Court of Appeals for the Federal Circuit in its opiniondated April 19,2004,
this Court construes that the term “at a raised level” in claim 1 refers to the top of the two burner tubes, and
that the tops of the tubes should be used to determine whether the primary burner tube is held at araised
level with respect to the sccondary burner tube as recited in claim 1. This Court also construes thatthe
term “below” in claim 17 refers to the tops of the two burner tubes, and that the tops of the tubes should
be used to determine whether the secondary burner tube is positioned below the primary burner tube as
recitedin claim 17. (Opinion ofthe Court of Appeals for the Federal Circuit dated April 19, 2004, pg. 7-
8).

116. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated April 19,2004,
this Court construes the term “away from the fireplace opening” to mean that the gas ports may be
posttioned in any direction that does not include a horizontat comporent pointed toward the vertical plane
of the fireplace opening. (Opinion ofthe Court of Appeals for the Federal Circuit dated April 19, 2004,
pg. 7-8).

117. All the other terms in the claims at issue are construed to have a plain and ordinary meaning, which

appears not to have been contested at trial,

VALIDITY

118. Avalidity analysis begins with the presumptionof validity. An issued patent is presumed valid. 35
US.C. § 282.

L19. An “accused infringer who raises patent invalidity as a defense bears the burden of showing
invalidity by facts supported by clear and convincing evidence.” Robotic Vision Systems, Inc. v. View
Engineering, Inc., 189 F.3d 1370, 1377 (Fed. Cir. 1 999); Weatherchem Corp.v. J.L. Clark, Inc., 163
F.3d 1326, 1334-35 (Fed. Cir. 1998).

120. As affirmed by the Court of Appeals for the Federal Circuit on Apnl 19, 2004, this Court
conciudes that Peterson has failed to prove by clear and convincing evidence that the ‘159 patent is invalid
for obviousness. This Court therefore finds the *159 patentnot to be invalid. (Opinion of the Court of

Appeals for the Federal Circuit dated April 19, 2004, pg. 12).

3.

JT-APP 0026



LITERAL INFRINGEMENT-DIRECT

121. The claims define the metes and bounds of the invention, and only they may be infringed.
SmithKline Diagnostics, Inc. v. Helena Labs. Corp., 859 F.2d 878, 882 (Fed. Cir. 1988); Corning
Glass Works v. Sumitomo Elec. USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989).

122. The patentee’s burden is to show literal infringement by a preponderance of the evidence. Braun
v. Dynamics Corp., 975 F.2d 815 (Fed. Cir. 1992).

123. A patent claim is literally infringed if the accused product or process contains each element of the
claim. Tate Access Floors v. Maxcess Techs., 222 F.3d 958, 964 (Fed. Cir. 2000); Uniroyal, Inc. v.
Rudkin-Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If each element is present, literal
infringement exists and “that is the end ofit.” Graver Tankv. Linde Co. ,339U.5.605,607,94 L. Ed.
1097, 70 S. Ct. 854, 1950 Dec. Comm’r Pat. 597 (1950).

124. In determining infringement, the accused product is compared to the patent claims, not the
patentee’s product. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1423 (Fed
Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 19G8).

125. Infringement of a single claim is infringement, Panduit Corp. v. Dennison Mfg. Co. Inc., 836
F.2d 1329, 1330 n.1 (Fed. Cir. 1987); Intervet America v. Kee-Vet Laboratories, 887 F.2d 1050,
1055 (Fed. Cir. 1989), and entitles the patentee to the full panoply of statutory remedies. Jutervet, 887
F.2d at 1055.

126. This Court understands that in determining infringement, the accused product is compared to the
patent claims, not the patentee’s product. However, FIG. 2 of the *159 patent is representative of the
claims of the 159 patent and the claims may be read on the FIG. 2 structure. For this reason a comparison
ofone of Blount’s devices and Peterson’s manufactured product is highly instructive for purposes of this

Court’s analysis, and is, therefore, provided.
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]?;)émzt Zf_l’t;te?lt;g Ea(i‘;,:}‘:te Peterson’s Manufactured Product
) © Figure 2 of Peterson’s Installation Instructions

127. The findings in the sections above make out a clear case of dizect infringement on all of the devices
sold.

LITERAL INFRINGEMENT-CONTRIBUTORY

128. Contributory infringement liability arises when one “sells within the United States. .. a component

ofapatented machine . . .constituting a material part of the invention, knowing the same to be especially

. made or especially adapted for use inan infringement of such patent, and not a staple article or commodity

of commerce suitable for substantially noninfringing use.” 35. U.S.C. § 271(c) (2002).

129. Thus, Blount must show that Peterson “knew that the combination for which its components were
especially made was both patented and infringing.” Preemption Devices, Inc. v. Minn. Mining & Mg,
Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).

130. An appropriate infringement notice letter from the patentee to the accused infringer provides the
requisite knowledge required by 35U.S.C. § 271(c). Aro Manufacturing Co., Inc. v. Convertible Top
Replacement Co., 377 U.S. 476, 490 (1964).

131. Further, Blount must show that Peterson’s components have no substantially noninfringing uses,

while meeting the other elements of the statute. Afloc, Inc. v. ITC, 342 F.3d 1361, 1374 (Fed. Cir.
2003).
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132. The findings in the sections above make out a clear case of Contributory infringement on all of the

devices sold.

LITERAL INFRINGEMENT-INDUCEMENT

133. Inorder to find Peterson liable for inducing infringement under 35 U.S.C. § 271 (b), Blount must
show that Peterson took action that actually induced infringement. Mez-Coil Sys. Corp. v. Korners
Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir. 1986) (“There can be no inducement of infringement
without direct infringement by some party.”)

134, Further, Blount must show that Peterson knew or should have known that such actions would
induce direct infringement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F.3d 1250 (Fed. Cir.
19993,

135. The findings in the sections above make out a clear case ofinduced infringement on all of the

devices sold.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

136. Infringement under the doctrine of equivalents occurs when a claimed limitation and the accused
product perform substantially the same function in substantially the same way to obtain the same result. See
Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 39-40, 137 L. Ed. 2d 146, 117 S.
Ct. 1040 (1997).

137. Ininngement under the doctrine of equivalents also requires that any difference between the claim
clements at issue and the corresponding elements of the accused product be insubstantial. Id.

138. This Court finds altematively (or curnulatively) that there was infringement under the doctrine of

cquivalents.

DAMAGES

139. Torecover lost profit damages, the patentee need only show causation and the factual basis for
causation between the infringement and the lost profits. Lam, Inc. v. Johns-Manviile Corp., 718 F.2d
1056, 1065, 219 U.S.P.Q. 670 (Fed. Cir. 1983).
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140. To do this, Panduit established that the patent owner need only demonstrate:

1) a demand for the product during the period in question;

2) an absence, during that period, of acceptable non-infringing substitutes;

3) 1ts own manufacturing and marketing capability to meet or exploit that demand; and
4) a detailed computation of the amount of the profit it would have made.-

Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156, 197 U.S.P.Q. 726 (6th
Cir. Mich. 1978); Radio Steel & Mfg. Co. v. MTD Prods., Inc., 788 F.2d 1554, 1555,229 U.S.P.Q.
431 (Fed. Cir. 1986).

141. In a two-supplier market it is reasonable to assume, provided the patent owner has the
manufacturing capabilities, that the patent owner would have made the infringer’s sales but for the
infringement. State Indus. v. Mor-Flo Indus., 883 F.2d 1573, 1578, 12 U.S.P.Q.2d 1026 (Fed. Cir.
1989).

142. The “[m]ere existence of a competing device does not make that device an acceptable substitute.”

TWM Mfg. Co., Inc. v. Dura Corp., 789 F.2d 895, 901, 229 U.S.P.Q. 525 (Fed. Cir. 1986), cert.
denied. A product onthe market that lacks the advantages of the patented product can hardly be termed
asubstitute acceptable to the customer who wants those advantages. Standard Havens Products, Inc.
v. Gencor Industries, Inc., 953 F.2d 1360, 1373, 21 U.S.P.Q.2d 1321 (Fed. Cir. 1991), cert. denied.
[fpurchasers are motivated to purchase because of particular features available only from the patented
product, products without such features would most certainly not be acceptable non-infringing substitutes.
d

143. Also, courts have generally held that an infringer’s acceptable substitute argument is of “fimited
influence” when it {the infringer] ignores those substitutes while selfing the patented invention. (emphasis
added). TWM, 789 F.2d at 902. This is exactly what Peterson did.

144. Inanaltemnative approach, however, the “entire market value rle” may be used to determine the
device for calculating lost profits. In Beatrice Foods, the Court stated that the law does not bar the
inclusion of convoyed sales in an award oflost profits damages. Beatrice Foods Co. v. New England
Printing & Lithographic Co., 899 F.2d 1171, 1175, 14 U.S.P.Q.2d 1020 (Fed. Cir. 1991).

145. The “cntire market value rule” allows for the recovery of damages based on the value of an entire
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apparatus containing several features, even though only one feature is patented. Paper Converting

Machine Co., v. Magna-Graphics, Corp., 745 F.2d 11, 33, 223 U.S.P.Q. 591 (Fed. Cir. 1984).

146. The “entire market value rulg” further permits recovery of damages based on the value of the
entire apparatus containing several features, when the patent-related feature is the basis for customer
demand. See TWM, 789 F.2d at 901.

147. The “‘entire market value rule” is appropriate where both the patented and unpatented components
together are analogous to components of a single assembly, parts of a complete machine, or constitute 2

functional unit. See Rite-FHitev. Kelly Co., 56 F.3d 1538,1550,35 U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE
148. In addition to requiring “damages adequate to compensate for the infringement,” Section 284 of

the Patent Act authonzes a district court to “increase damages up to three times the amount found or
assessed.” 35 U.S.C. § 284.

149. The Federal Circuit has interpreted this provision of Section 284 as requiring a two-step process:
“First the fact-finder must determine whether an infiinger is guiity of conduct upon which increased damages
may be based.” Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397 (Fed. Cir. 1990).
“Ifso, the Court then determines, excrcising its sound discretion, whether, and to what extent, to increase
the damage award given the totality of the circumstances.” Id.

150. “Anactof willful infringement satisfies this culpability requirement, and is, without doubt, sufficient
to meet the first requirement to increase a compensatory damages award.” /d. Thus, once a proper
willfulness finding is made, the first step in determining whether damages should be enhanced is complete.
Id. Atthat point, the Court need consider only whether, and to what extent, the compensatory damages
awarded by the fact finder should be increased, in light of “the egregiousness of the Defendant’s conduct
based on all the facts and circumstances of the case.” /d.

151. “A potential infringer having actual notice of another’s patent rights has an affirmative duty of
care.” Spindelfabrick Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & Salzer
Maschinenfabrik Aktiengesselischafi, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement
isthus deemed wiliful when the infringer is aware of another’s patent and fails to exercise due care to avoid
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infringement. Electro Medicai Sys., 5.A. v. Cooper Life Sciences, Inc.,34 F.3d 1048, 1056 (Fed. Cir.

1994); Rolls-Royce Ltd. v. GTE Valeron Corp.,800F.2d 1101, 1109 (Fed. Cir. 1986). This standard
ofcare typically requires an opinion from competent patent counsel prior to engaging in any potentially
infringing activities. Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380, 1389-90
(Fed. Cir. 1983). To establish will fulness, Blount must demonstrate by clear and convincing evidence,
considering the “totality of the circumstances,” that Peterson willfully infiinged its patent. Electro Medical,

34 F.2d at 1056.

152. The prosecution history of a patent in question is an important element of any competent opinion.
Underwater Devices, 717 F.2d at 1389-90.
153. Aholding of willful infringement is usually sufficient to make acase exceptional and entitles the

opposing party to its attorney’s fees. 35 U.S.C. § 285 (2002); Avia Group Intl. Inc. v. L. A. Gear
California, Inc., 853 F.2d 1557, 1567 (Fed. Cir. 1988).
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CONCLUSION

Forthe reasons set forth above, the Court concludes that Peterson’s manufactured products infringe
the claims of the ‘159 patent. Blount is entitled to actual damages from Peterson in the amount of
$429,256. The infringement of Peterson was willful, thus the actual damages are trebled, totalling
$1,287,766. Blount is also awarded prejudgment interest, which shall be calculated on a simple rather than
compound basis, on the actual damages of $429,256 at the rate of 5.0% for the pertod from December
16, 1999, to August 9, 2002. This is an exceptional case under 35 U.S.C. § 285, thus reasonable
attorneys’ fees in the amountof $332,349 are awarded to Blount. Blount is further awarded postjudgment
interest, calculated pursuant to 28 U.S.C. §1961, on the sum of the trebled damages and attorney’s fees
at the rate of 1.88% from the date of the final judgment. Costs inthe amount 0f$10,031.04 shall be taxed
against Peterson. Based upon the fact that infringement causes irreparable harm, an injunction is granted

against Peterson.

It 1s so ORDERED
SIGNED: June , 2004,

JUDGE JERRY BUCHMEYER
UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF TEXAS
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CERTIFICATE OF SERVICE

Thereby certify that a true copy of the enclosed Golden Blount, Inc.’s Proposed Findings of Fact

and Conclusions of Law was served on the following counsel of record on June 10, 2004, by first class mail

and facsimile;

Jerry R. Selinger

Jenkens & Gilchrist

1445 Ross Avenue, Suite 3200
Dallas, Texas 75202
214/855-4500 (Telephone)
214/855-4300 (Facsimilc)
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NORTIF v .
IN THE UNITED STATES )ISTIII\ICT CPURT s
FOR THE NORTHERN DISTRICTIOFTEXAS )
DALLASDIVISION | ¢y 4 - |
S |
GOLDEN BLOUNT, INC,, § CLERI, U.S. DiSTRICT COURT |
§ By BDeputy ‘% ’
Plaintiff, §
§ Civil Action No.
v. §
§ 3-01CV0GI27-R
ROBERT H. PETERSON CO,, §
§
Defendant. §
ORDER

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 1§,

2004, hereby VACATES Defendant’s Findings of Fact and Conclusions of Law previously adopted

on June 22, 2004. The Court, also consistent with its ruling at the conclusion of the Oral Hearing on

August 18, 2004, is of the opinion that the Plaintiff’s Findings of Fact and Conclusions of Law

submitted on August 31, 2004, arc correct, and they are hercby ADOPTED as the Findings and

Conclusions of this Court.

IT IS SO ORDERED.

, 2004,

ENTERED: this & day of Sq\x})}‘

\ﬂ%@w

JE
SEN

MEYER
TED STATES DISTRICT JUDGE

NORTHERN DISTRICT OF TEXAS
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FOR THE NORTHERN DISTRICT @F-TEXAS -~
DALLAS DIVISION ’
SEP -2 2004

GOLDEN BLOUNT, INC., § CLERK, U.S. DISTRICT COURT
§ By I
Plaintiff, § pervty 2
§ Civil Action No.
v. §
§ 3-0ICVOIZT-R
ROBERT H. PETERSON CO,, §
§
Defendant. §
ORDER

This Court, consistent with its ruling at the conclusion of the Oral Hearing on August 18,
2004, hereby VACATES Defendant Robert H. Peterson’s Application for Attomeys’ Fees
previously adopted on August 11, 2004.

IT IS SO ORDERED.
ENTERED: this 3\ day of S@{P‘j‘ , 2004,

N

JERRY BU YER
SEMOR UNITED STATES DIST T JUDGE

NORTHERN TRICT OF TEXAS
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IN THE UNITED STATES DISTRICT COY
FOR THE NORTHERN DISTRICY OF TE

DALLAS DIVISION
GOLDEN BLOUNT, INC,, § CLERK, U.S. DISTRICT COURT
§ By ﬁ
Plaintiff, § Deputy :
§ Civil Action No.
V. §
§ 3-01CV0I27-R
ROBERT H. PETERSON CO,, §
§
Defendant. §

FINDINGS OF FACT AND CONCLUSIONS OF LAW

This Court has conducted a beuch trial on plaintiff Gelden Blount Inc.’s claims against
defendant Robert H. Peterson for a finding of infringement of U.S. Patent No. 5,988,159 and
permanent injunction, and on Peterson’s counterclaims of invalidity and nou-infringement. In
accordance with FED. R. Civ. P, 52(a} and consistent with the Court of Appeals for the Federal
Circuit’s Opinion' decided April 19, 2004, the Court enters the following findings of fact and

conclusions of law.?

FINDINGS OF FACT

1. Thisis an action for patent infringement. The Court has subject matter jurisdiction under 28

U.S.C. §§ 1331, 1338(a). The Court has personal jurisdiction over the parties. Venue in this judicial
district is proper under 28 US.C. § 1391.

! While the Appellate Coust held that the pateat was not invalid, and that the defense of unenforceability
was waived, this Court includes general reference to these clements for completeness. Golden Blount, Inc. v.
Robert H. Peterson Co., 365 F.3d 1054 (Fed. Cir. 2004). B

*This order contains both findings of fact ("Findings") and canclusions of law ("Conclusions”). To the
cxtent that any Findings may be deemed conclusions of law, they shall also be considered Conclusions. To the
extent that any Canclusions may be deemed findings of fact, they shall also be considered Findings. See Miller v.
Fenton, 474 U.S. 104, 113-14, 88 L. Ed. 2d 405, 106 8. Ct. 445 (1985).

“1-
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2. Plaintiff Golden Blount, Inc. (“Blount™) is a United States corporation having a principal
place of business in Addison, Texas.

3. Defendant Robert H. Peterson Co. (“Pelerson™} is a United States corporation having a
principal place of business in City of Industry, California.

4. Blount is the owner by assignment of U.S. Patent No. 5,988,159 (“the ‘159 patent”), entitied
“Gas-Fired Artificial Logs and Coals-Bumer Assembly,” which issued on November 23, 1999. The
‘159 patent expires on November 23, 2016.

5. Blount filed this suit for infringement of the ‘159 patent under 35 U.S.C. §§ 271(a) thru 271
{c) on January 18, 2001.

6. On March 19, 2001, Peterson filed its Answer and Counterclaim. Peterson denied
infringement and asserted counterclairas for noninfringement and invalidity of the 159 patent.

7. Abench trial, by agreement of the partics, commenced on July 29, 2002, and ended on July
31, 2002.

8. Claims 1, 2, 5, 7-9, 11-13 and 15-17 are at issue in this case. Ciaims 1 and 17 are
independent claims. All the other claims at issue are dependent on claim 1.

9. Claim 1 of the ‘159 patent reads as follows:

A gas-fired artificial logs and coals-bumer assembly for fireplace comprising:

an elongated primary bumner tube including a plurality of gas discharge ports;

a secondary coals burner elongated tube positioned forwardly of the primary
bummer tube;

a support means for holding the clongated primary bumner tube in a raised
level relative to the forwardly position secondary coals burner elongated tube;

the secondary coals bumer elongated tube including a plurality of gas
discharge ports;

the clongated primary burner tube and the secondary coals burner elongated
tube communicating through tubular connection means wherein the gas flow to the
secondary elongated coals burner tube is fed through the primary burner tube and the -

tubular connection means;

JIT-APP Gos1



10.

11.

12.

13.

14.

° [ g

a valve for adjusting gas flow to the secondary coals burner elongated tube
positioned in the tubular gas connection means; and
the primary burner tube being in communication with a gas source with a gas

flow control means therein for controlling gas flow into said primary bumer tube.

Claim 2 of the “159 patent reads as follows:

The gas-fired artificial logs and coals-bumer assembly according to claim L
wherein the support means for the primary burner tube is comprised of an open frame
pan for supporting the primary burner tube in an elevated position relative to the

fireplace floor.

Claim 5 of the *159 patent reads as follows:

The gas-fired artificial logs and coals-bumer asscmbly according to claim 1
wherein the secondary coals bumer elongated tube is substantially parallel to the
primary bumner tube and has a smaller inside diameter than the pomary bumer tube

with the valve adjusting gas flow for coals bum and forwarding heat radiation from

the fireplace.

Claim 7 of the 159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assemnbly according to claim 1
wherein the elongated primary burner tube and the secondary coals bumner elongated

tube are spaced apart on different planes at from about four to about eight inches.

Claim 8 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assembly according to claim |

wherein the secondary coals burner clongated tube is of a smaller diameter than the

primary burner tube which allows for a lower profile of coals and sand coverage.

Claim 9 of the *159 patent rcads as follows:

-3-
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The gas-fired artificial logs and coals-bumner assembly according to claim 1
wherein the secondary coals bumner elongated tube is adjustable in height relative to
the floor of the fireplace and the elevated primary burner tube.

15. Claim 11 of the *159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the primary and secondary burner tubes have apertures of from about 1/32
inch to about Ya inch.

16. Claim 12 of the ‘159 patent reads as follows:
The gas-fired artificial logs and coals-burner assembly according to claim 1
wherein the gas flow adjustment valve has a removable handle, the pas flow

adjustment allowing a variety of settings from full closed to full open.

17. Claim 13 of the ‘159 patent reads as follows:

The gas-fired artificial logs and coals-burner assembly according to claim |
wherein the connection means is comprised of  connector attached to the terminal
end of the primary bumer tube at a first end of a connector and attached to the
secondary coals bumner elongated tube to a connector second end with the valve

mterposed between the primary bumer tube and the secondary burner tube.

18. Claim 15 of the “159 patent reads as follows:
The gas-fired artificial logs and coals-bumer assembly according to claim 1

wherein the open frame pan and primary elongated burmner tube is positioned under

an artificial logs and grate support means.

19. Claim 16 of the *159 patent reads as follows:

P

The gas-fired artificial logs and coals-bumer assembly according to claim 1

wherein the primary elongated bumner tube is covered with sand and the secondary

-4-

JT-APP 0053



elengated bumer tube is covered with sand, mica, and fibrous materals which

simulate coals and ember bum.

20. Claim 17 of the 159 patent reads as follows:

A gas-fired artificial coals- and embers-bumer apparatus suitable for attaching
to a gas-fired prumary artificial log burner tube said primary artificial log bumer tube
having a terminal end comprising:

a secondary coals buming elongated tube;

a connector means for connecting said terminal end in communication with
the secondary burner tube, the secondary bumer tube positioned substantially
parallel, forward and below the prmary burner tube, the connector means having
interposed between the primary and secondary burner tubes a gas flow adjustiment
valve, the primary and sccondary burner tubes having a plurality of gas discharge

ports, the secondary bumner tube being in gas flow communication with the primary
bumer tube being the connection means, a gas distribution ports of the secondary

bumer tube directed away from the fireplace opening.

21. At the time the patent issued, Blount's commnercial structure covered by the ‘159 patent had
been marketed for approximately six years. (Trial Transcript, hereafter referred to as "Tr.", vol. 1,
pg. 158). The invention covered by the “159 patent is a simple yet very useful device that is to be
used in artificial gas fireplaces. The general idea is that the device has two tubes, with the main or

primary burner tube being higher than the ember bumer tube to atlow for artificial embers and sand

to be fanned out over the tubes with a decreasing depth of materals to simulate a natural angle of
repose of coals n a real fireplace. A secondary valve controls the flow of gas from the primary
burner tube to the ember burner to allow for an adjustment of flamue from the ember bumer. Thus,
with the presence of the ember bumner forward the primary burner tube, more flame can be provided
out front of the gas logs to better simulate a real fireplace and thereby make the artificial fireplace
more acsthetically pleasing. Evidence presented at trial establishes that Peterson’s accused device

fulfills exactly the same purpose. (Tr. vol. 2, pg 175; Defendant’s Ex. No. D-33).

5.
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22. Blount’s sales of its commercial structure grew significantly during the time spanning the
filing of the application ihat resulted in the 159 patent and the issuance of the 159 patent. (Tr., vol.
1, pg. 36-37).

23. In late 1996 or early 1997, Peterson began manufacturing, advertising and selling a device
that was strikingly similar to, if not a virtual copy of, Blount’s commercial structure. (Tr., vol. 2,
pg. 76 and pg. 172). ‘ -

24. Blount's ‘159 pateat issucd on November 23, 1999. (Plaintiff’s Ex. No. 1).

25. Blount notified Peterson of the existence of the ‘159 patent and Peterson’s infringing
activities on December 16, 1999, using a certified letter postmarked December 10, 1999, from Mr.
Dan Tucker (attorney for Blount) to Peterson’s president, Mr. Leslie Bortz. (Plaintiff’s Ex. No. 10).

26. This first certified letter included a copy of the ‘159 patent, and informed Peterson that

Blount was prepared to take whatever steps were reasonable and necessary to prevent infringement.

Blount requested a response regarding this matter {rom Peterson by January 14, 2000. (Plamtiff's
Ex. No. 10).

27.0nDecember 17, 1999, Mr. Tod Corrin (Peterson’s Vice President) forwarded the December
10, 1999, certified letter onto Peterson’s patent counsel, Mr. William McLaughlin. Mr. Comin
wrote, in a cover letter included with the copy of the first certified letter, "[e]nclosed is a patent
infringement letter we reccived from Golden Blount's Attorney." (Plaintiff’s Ex. No. 17, emphasis
added). Given the letter from Blount's attorney and this acknowledgment by Mr. Cormin, this Court
finds that Peterson had knowledge of its infringement of the ‘159 patent as of December 16, 1999.

28. On December 30, 1999, Peterson responded to Blount's lefter of December 10, 1999,
explaining that Peterson had forwarded the December 10, 1999, letter to its attorneys and that
Peterson would get back with Blount as soon as possible. Given the December Holidays, as well as
the New Year, Peterson informed Blount that Blount’s January 14, 2000, response datc was
unreasonable. (Plaintiff’s Ex. No. ).

29. After receiving no response from Peterson for more than four months, Blount sent a second
certificd letter to Peterson on May 3, 2000, again informing Peterson of its patent inﬁ'ingcméni. The
May 3, 2000, letter advised Peterson that Blount "will take [the] necessary steps to stop any such
infringement * (Plaintiff’s Ex. No. 12, emphasis added).

_6-
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30. Peterson responded to the May 3, 2000, Ietter on May 16, 2000, that it disagreed wnth
Blount’s assertion that Peterson was marketing a device that was substantially similar to the burner
assembly claimed in the *159 patent. Peterson further asked that Blount explain to it, in detail, the
basis upon which Blount believed that Peterson was infringiug the patent. (Plaintiff’s Ex. No. 13).

This Court finds that Peterson’s disagreement lacks any serious credibility, since a simple
comparison of the device as illustrated in the ‘159 patent with Peterson’s product vwould have
revealed to any reasonablc person that infringement was highly likely. Morcover, the record before
this Court reveals that Peterson did not have any documents before it or its attorney at this time that
provides a reasonable basis for this statement. Even though Blount did not give any explanation to
Peterson, this did not relieve Peterson of its obligation to investigate in good faith whether it was in
fact infringing the ‘159 patent. This Court further finds that the May 3, 2000, letter was written
simply for the purpose of delay, or even with the hope that the infringement matter would g0 away.
This Court, therefore, concludes that the request was not genuine.

31. On January 18, 2001, over a year after Peterson received its fixst notice of infringement Ietter,
Blount filed suit. (Plaintiff's Ex. No. 14). Blount’s initial noticc letter of December 10, 1999, inet
the notice requirements under 35 U.S.C. § 287(a), and therefore, Peterson’s additional information
request did not relieve Petesson of its obligation to determine if it was infringing the “159 patent.

32. Blount sent a final letter on January 19, 2001, to Peterson advising Peterson that suit was
brought in view of its failure to respond or indicate in any manner its intentions with respect 1o its
infringing product. (Plaintiff’s Ex. No. 14).

33. Peterson made no efforts to cease its infringing activities either in the time period spanning
the December 10, 1999, letter and the January 19, 2001, letter, or for that matter, up and until the
commencement of this trial. (Plaintiff’s Ex. No. 17 & Updated Sales Figurcs provided by Peterson
in response to this Court’s request).

34. Dunng the period between December 16, 1999, and September 19, 2002, Peterson sold 3,723
ember flame burner units (“ember burners”). (Tr., vol. 2, pg. 181 and Peterson Company’s Objection
to Golden Blount’s Motion for Updated Damages filed on Scptember 18, 2002).

35. Peterson’s ember burner is intended to be attached to its G-4 series burner systetn or G-5

series bumer system. (Joint Pretrial Order--Stipulations, pg. 6). In addition fo selling the ember
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burner, Peterson also sells log sets that can be used with the ember bumer and often uses the ember
burner to entice their customers to come back in and buy new log sets. (Tr. vol. 2, pg 178).

36. The G-4 and G-5 series burner systems are substantially identical except that Peterson pre-
assembles the G-5 bumner system according to certain Canadian Gas Association specifications. (Tr.,
vol. 2, pg. 179).

37. At least [0 ofthe 3,723 Ember bumners sold by Peterson were included on the prc-ésscmBled
G-5 series burner systems. (Oct. 5, 2001, deposition of M. Leslie Bortz, pg. 154-55).

38. At tral, Blount introduced Plaintiff’s Exhibit No. 4A, which is one of Peterson’s
manufactured products including a Peterson G-4 bumner pan with Peterson’s ember bumer attached
to it. Blount properly laid foundation for this Plaintiff’s Exhibit No. 4A. through the testimony of
one of Peterson’s own witnesses, Mr. Jankowski, who stated that he recognized Plainti{f’s Exhubit
No. 4A as Peterson’s products. (Tr. vol. 2, pg. 145). Also, Mr. Blount, whose business competes
with Peterson’s, identified Plaintif’s Exhibit No. 4A as being Peterson’s competing product. (IT.
val. 1, pg. 144). This Court also finds that foundatien for this device is further established because
the Court finds it to be virtually identical to the picture on page 3 of Peterson’s own general
installation instructions (introduced at trial by Peterson as Dcfendant’s Ex. No. D-34), except for the

valve knob, which is not at issue.

LITERAL INFRINGEMENT -DIRECT

39, The construction of the claims appears under paragraphs 120 thru 123 of the Conclusions of
Law scction. The determination of infringement based on the construed claims is factual and is
therefore organized here under the Findings of Fact.

40. The analysis with respect to the litcral infringement of claim 1 is as follows:

The first element of claim 1 reads: "an elongated primary burner tube including a plucality of gas
discharge ports." Based upon the totality of the evidence, including unrebutted testimony of Mr.
Golden Blount and this Court’s own observations of the accused device, it is this Court’s finding that
the primary burmer tube is the fundamental bumer tube used in a majority of all gas operated
fireplaces. Similarly, the pluratity of gas discharge ports aliow the flammable gas to esca;pé from
the primary burner tube and be ignited to provide a flame. Blount presented the unrebutted oral
testimony of Mr. Blount, who using an infringement chart (Plaintiff’s Ex. No. 9) as a guide, testified

-8-
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that Peterson’s manufactured products include a primary burner tube having gas discharge ports

therein. (Tr., vol. 1, pg. 45-50). In addition to this unrcbutted testimony, this Court had the
opportunity to closely observe an assembled version of Peterson’s manufactured product’, wherein
this Court observed Peterson’s manufactured product having the primary bumner tube including two
or more gas discharge ports. (Tr., vol. 2, pg. 28). Peterson even admitted and stipulated to the
presence of this element in its device. (Tr., vol. 2, pg. 173; Joint Pretrial Order--Stipulations, ﬁg. 6).
Further, Peterson never presented any evidence that its manufactured products did not contain the
aforementioned claimed element. Thus, Peterson’s manufactured products meet the first limitation
of claim 1, which reads: "an clongated primary bumer tube including a plurality of gas discharge
ports.”

41. The second element of claim 1 reads: "a sccondary coals bumer elongated tube positioned
forwardly of the primary bumer tube.”  Given the claim interpretation as set forth by the Court of
Appeals for the Federal Circuit and based upon the totality of the evidence, the secondary coals
bumer elongated tube is postlioned toward the opening of the fireplace, at least as compared to the
primary bumer tube, and is designed to provide a realistic flame, likened to a flame that might
emanate from burning coals. Blount again presented evidence in the form of oral testimony of Mr.
Blount, that Peterson’s manufactured products include a secondary coals bumer elongated tube, and
that it is positioned forwardly of the primary bummer tube. (Tr., vol. 1, pg. 45-50). Bascd on this
Court’s close observation of Peterson’s manufactured product!, this Court finds that Peterson’s
manufactured preducts contain the claimed sccondary coals bumer elongated tube, which in
Plaintiff’s Exhibit No. 4A is Peterson’s Ember Flame Booster (cmber burner), and that it was
positioned forwardly the primary bumer tube. (Tr, vol. 2, pg. 28). Peterson even admitted and
stipulated to the presence of this element in its device. (Tr., vol. 2, pg. 173; Joint Pretral Order—
Stipulations, pg. 6). Further, Peterson never presented evidence that conclusively established that
its manufactured products did not contain the aforementioned claimed element. Thus, Peterson’s
manufactured products meet the second limitation of claim 1, which reads; "asecondary coals bumer

elongated tube positioned forwardly of the primary bumer tube.”

* Sec Finding of Fact No. 38, discussed above.
4 See Finding of Fact No. 38, discussed above.

9.
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42. The third element of claim 1 reads: "a support means for holding the elongated primary
burner tube in a raised level relative to the forwardly position[ed] secondary coals burner clongated
tube." The previous two paragraphs already demonstrate that Peterson’s manufactured products
include both the elongated primary burner tube and the forwardly positioned secondary coals burner
elongated tube. The only additional limitation added by this element is that a support means holds
the elongated primary bumer tube in a raised level relative to the secondary coals burner ~elongated
tube. Peterson’s manufactured products include a support means that holds the primary burner tube.
Actually, Peterson’s support means, which is an industry standard pan, is substantially identical if
not completely identical, in shape and function to the support means illustrated in the ‘159 patent.
(Tr., vol. 1, pg. 47). The question for this Court to rule on is whether Peterson's support means
holds Peterson’s elongated primary burner tube in a raised level relative to its secondary coals burner
elongated tube. As affirmed by the Court of Appeal for the Federal Circuit, this Court construes the
term "raised level” to mean that the top of the primary bumer tube is at a raised level with respect
to the top of the secondary burner tube. Blount offered evidence at trial that the top of Peterson's
primary burner tube was higher than the top of Peterson’s ember burner tube, by demonstrating
before this Court, using a carpenter’s level laid across the tops of the tubes of Plaintift’s Exhibit No.

4A, that Peterson’s primary bumer tube was raised with respect to its secondary bummer. (Tr., vol.
2, pg. 28). Even Peterson’s own patent attorney, Mr. McLaughlin, admitted during the
demonstration that "assuming the table is level, the top of the front burner is below the top of the
rear burner.” (Tr., vol. 2, pg. 29). Also, Peterson’s executive Mr. Bortz admiited that the top of the
ember burnmer was lower than the top of the primary burner. (Tr., vol. 2, pg. 42). Similarly, Mr.
Caorrin testified that the tube is below the top of the main bumer tube. (Tr., vol. 2, pg. 173 and
Defendant’s Ex. No. 8). The above evidence was, for the most part, unrebutted because Peterson
based the majority of its case in chief on the argument (hat the relative height of the primary burner
tube with respect to the secondary coals bumer elongated tube should be measured from the bottoms
of the respective tubes, or the ports. This Court further observed a general set of instructions
included within the box of each ember burner, (Defendant’s Ex. No. D-34 at pg. 3), which instructs
the person assembling the device to tighten the Ember Flame Booster (ember burner) so that the
valve faces forward and flush with the bumer pan. According to the testimony of Mr. Bortz, the

normal configuration is to have the valve resting on the fireplace floor because it serves as a support

-10-
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for the ember burner. (Leslic Bortz Deposition, vol. 1, pg. 70-71). Attral, and as observed by this

Court, when the valve was resting on the table flush with the pan, the top of the primary burner was
above the top of thc cmber burner. Additionally, Peterson actually offered to this Court,
(Defendant’s Ex. No. D-30), which it stated was provided to customers and installers to illustrate
how to properly install the assembly. (Tr. vol. 2, pg. 183). While Defendant’s Exhibit No. D-30 was
offered in an attempt to establish non-infringement based upon Peterson’s asserted bottoms test that
it was proposing, the instructions clearly illustrate that Peterson’s preferred installation has the tops
of the primary burner tube being in a raised level with respect to the tops of the secondary coals
burner elongated tube. Thus, given the above discussed interpretation, and in view of the evidence
presented, Peterson’s manufactured products meet the third limitation of claim 1, which reads: "a
support means for holding the elongated primary burner tube in a raised level relative to the
forwardly position[ed] secondary coals bumer elongated tube."
43. The fourth element of claimn 1 reads: "the sccondary coals burner elongated tube including

a plurality of gas discharge ports." Blount again presented oral testimony of Mr. Blount that the

secondary coals bumer elongated tube of Peterson’s manufactured products include a plurality of gas

discharge ports. (Tr., vol. 1, pg. 45-50). Further, this Court’s close observation of Peterson’s

manufactured product’® established that Peterson’s secondary coals bumer elongated tube includes

a plurality of gas discharge ports. (Tr., vol. 2, pg. 28). Peterson also admitted to the presence of 2
plurality of gas discharge ports or jets, (Tr., vol. 2, pg. 174), and mentions this claimed element in

its installation instructions. (Defendant’s Ex. No. D-34). Further, Peterson never presented any

evidence that its manufactured products did not contain the aforementioned claimed clement that

successfully rebuts Blount’s evidence on this point. Thus, Peterson’s manufactured products meet
the fourth limitation of claim [, which reads: "the secondary coals bumer elongated tube including

a plurality of gas discharge ports.”

44, The fifth element of claim 1 reads: "the elongated primary burner tube and the secondary

coals burner elongated tube communicating through tubular connection means wherein the gas flow
to the secondary elongated coals burner tube is fed through the primary burner tube and the tubular

connection means.” Blount presented the oral testimony of Mr. Blount that Peterson's manufactured

* See Finding of Fact No. 38, discussed above.
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products include the tubular connection means and that the gas flow to the secondary elongated coals

burner tube is fed through the primary bumer tube and tubular connection means. (Tr., vol. 1, pg.
45-50). Additionally, this Court physically observed this claimed element in Peterson’s
manufactured product?, (Tr., vol. 2, pg. 28), and again notes that the illustration in Defendant’s
Exhibit No. D-34 shows this tubular connection means. Moreover, Peterson never presented any
evidence that its manufactured products did not contain the aforementioned claimed element. Thus,
Peterson’s manufactured products meet the fifth limitation of claim 1, which reads: "the elongated

primary burner tube and the secondary coals bumer elongated tube communicating through tubular

connection means wherein the gas (low to the secondary clongated coals bumer tube is fed through

the primary bumer tube and the tubular connection means.”

45. The sixth element of claim 1 reads: "a valve for adjusting gas flow to the sccondary coals
bumner elongated tube positioned in the tubular gas connection means.* The evidence as established
by Mr. Blount’s testimony, Peterson’s general instructions (Defendant’s Ex. No. D-34), and this
Court’s own inspection of Plaintiff’s Exhibit No. 4A, confirms the presence of the valve. (Tr., vol.
1, pg. 45-50 and vol. 2, pg. 28). Pelerson even admitted and stipulated to the presence of this
clement in its device. (Tt vol. 2, pg. 173; Joint Pretrial Order--Stipulations, pg. 6). Further,
Peterson never prescnted any evidence that its manufactured products did not contain the
aforementioned claimed element. Thus, Peterson’s manufactured products meet the sixth limitation
of claim 1, which reads: “a valve for adjusting gas flow to the secondary coals burner elongated tube
positioned in the tubular gas connection means."

46. The seventh element of claim 1 reads: "the primary bumer tube being in communication with
a gas source with a gas flow control means therein for controlling gas flow into said primary burner
tube." Blount again presented the oral testitnony of Mr. Blount that the primary burner tube of
Peterson’s manufactured products would ultimately be coupled to a gas source with a gas flow
control means therein for controlling gas flow into the primary bumer tube. (Tr., vol. 1, pg. 45-50).
Furthermore, the parties stipulated prior to the commencement of the trial that "Robert H. Peterson
Co.’s ember burner is intended to be attached to its G-4 series bumer system or G-5 series burner

system and the combined unit comprises a primary burner pipe, an ember pan that suppbﬁs the

¢ See Finding of Fact No. 38, discussed above.
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primary burner pipe, a secondary burner tube and a valve that controls a flow of gas between the
primary burner pipe and the secondary burner tube, and that an end user would connect the primary
bumer pipe to a gas source having a valve associated therewith." (Joint Pretrial Order--Stipulations,
pg- 6). Thus, Peterson’s manufactured products would ultimately meet the seventh limitation of
claim 1, which reads: “the primary burner tube being in communication with a gas source with a gas
flow control means therein for controlling gas flow into said primary burer tube." ~ -

47. This Court finds that the above evidence is substantial and it clearly establishcs that
Peterson’s accused device contains each and ¢very element of claim 1 of the ‘159 patent.

48. The evidence presented at trial establishes that Peterson provided its customers with two sets
of installation 1nstructions. One sel was a general set of instructions, (Defendant’s Ex. No. D-34 at
pg- 3), which instructs the person assembling the device to tighten the Ember Flame Booster (ember
burmer) so that the valve faces forward and flush with the burner pan. According to the testimony
of Mr. Bortz, the normal configuration is to have the valve resting on the fireplacc floor because it
serves as a support for the ember bumer. (Leslie Bortz Deposition, vol, 1, pg. 70-71). At trial, and
as obscrved by this Court, when the valve is resting on the table flush with the pan, the top of the
primary bumner is above the top of the ember burner. The other set of instructions, (Defendant’s Ex.
No. D-30), was very specific in the way in which the ember burner was to be oriented with respect
to the primary bumer. When the device is installed pursuant to these instructions, Defendant’s
Exhibit No. D-30 clcarly shows that the top of the primary burner is above the top of the cmber
bumer. Thus, both of these instructions consistently show that when the G-4 or the G-5 and the
ember burner of Peterson’s accused device are inslalled pursuant to these instructions, it would result
in an infringing configuration.

49. Although Peterson did not make this argument at any time during trial, Peterson asserts on
remand that Blount has not established direct infringement by it or its customers because Blount
never directly proved how the devices were actuaily assembled. Peterson, instead relied on its case-
in-chief that it did not infringe because of its urged claim construction and that the ‘159 patent was
invalid, both of which this Court and the Federal Circuit rejected. Morcover, Peterson’s position is
against the weight of the cvidence, both direct and circumstantial, in this case. This Court finds that
the evidence clearly supports a casc of direct infringement, not only by Peterson, but by its customers

as well. Casc law holds that when instructions are provided with an infringing device, it can be
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circumstantially inferred that the customer follows those instructions with respect to the accused
device. Thus, it is reasonable for this Court to conclude that both Peterson and its customers would
have assembled the devices in the way set forth in both sets of Peterson’s assembly instructions.
Peterson’s dircct infringement of claim 1 is established by the testimony of Messrs. Bortz and
Corrin, both corporate officers of Peterson, who testified that Peterson assembled and operated the
infringing device for distributors so they had the opportunity to see how the item worked.‘ (Tr., val.
2, pg. 65-66 and 199). In addition, Peterson itself assembled and sold at least 10 G-5 devices with
a preassembled ember bumer, which are the same as the G4 except for being preassembled to
comply with ANSI regulations. Mr. Bortz testified that he was sure that the ember burner was used
with the G-5 because Peterson preassembied it and put it together, presumably in accordance with
its own instructions. (Leslie Bortz Deposition, vol, 1, pg. 36). There has been no reasons given to
this Court why Peterson didn’t assemble these devices in accordance with its own instructions.

Thus, the record establishes direct infringement on the part of Peterson itself.

50. Direct infringement by the ultimate purchasers of claim 1 is established by the evidence that
proves that Peterson supplied all the required elements of claims 1, 15 and 17 of the “159 patent, as
well as instaltation instructions, (Defendant’s Ex. Nos. D-34 & D-30; Tr. vol. 2, pg. 177, 183),to
its ultimate purchascrs. QIt is reasonable to conclude that these instructions were used by Peterson’s
ultimate customers to assemble the ember burner, its associated components, and connect it to a gas
source as stipulated by the parties. (Tr., vol. 1, pg. 45-50). These facts provide this Court with both
direct and circumstantial evidence to find that direct infringement of claim 1 did indeed occur by
Peterson’s ultimate consumers.

51, Therefore, Blount has clearly established direct infringement on the part of Peterson and the
ultimate purchaser of claim 1 of the ‘159 patent.

52. Dependent claim 15 includes all of the elements of independent claim 1 plus the element that
"the open frame pan and primary elongated burner tube is positioned under an artificial logs and
grate support means.” Literal infringement of dependent claim 15 is particularly important because
claim 15 includes the artificial logs and the grate support means. As set forth above, Peterson also
manufactures and sells logs and other accessory items that can be sold with its G-4 or G-5 a:.ld the
ember burner, and in fact uses the ember bumer to entice customers to come back and buy new logs.

(Tr., vol. 2, pg 178).
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53. Sufficient evidence exists in the record to establish that Peterson’s burner will ultimatety be

positioned under an artificial logs and grate support means. Thercfore, Blount has clearly established
direct infringement on the part of Peterson and the ultimate purchaser of claim 15 of the “159 patent.

54. This Court further concludes that in addition to directly infringing independent claims 1 &
15 of the ‘159 patent, Peterson and the ultimate purchasers directly infringe independent claim 17
of the 159 patent. B

55. With the exception of a few additional elements included in independent claim 17 not
included in independent claim 1, and a few elements included within independent claim 1 that are
not included within independent claim 17, claims 1 and 17 are substantially similar.

56. Independent claim 17 does not include the claim limitation of independent claim 1 that the
primary burner is in communication with a gas flow control means. Thus, this element need not be
found in Peterson’s manufactured products to find direct infringement by Peterson of independent
claim 17.

57. The first element of independent claim 17 recites: "a secondary coals buming clongated
tube,” and is similar to the fourth element of independent claim . Accordingly, the discussion above
with respect to the fourth clement of independent claim I may be applied to the first element of
independent claim 17. Thus, Peterson’s manufactured products will ultimnately meet the first
limitation of claim 17, which reads: "a secondary coals burning clongated tube."

58. The second element of independent claim 17 recites: "a connector means for connecting said
terminal end in communication with the secondary burner tube, the secondary burner tube positioned
substantially parallel, forward and below the primary burner tube, the connector means having
interposed between the primary and secondary burner tubes a gas flow adjustment valve, the primary
and secondary bumner tubes having a plurality of gas discharge ports, the secondary bumner tube being
in gas flow communication with the primary bumer tube being the connection means, gas
distribution potts of the secondary bumner tube directed away from the fireplace opening.”

59. Thus, independent claim 17 requires that the gas distribution ports of the secondary burner
tube be directed away from the fireplace opening.  As specifically construed and affirmed by the
Court of Appeals for the Federal Circuit, this Court previously construed the term "direcied away
from" to mean that the gas ports of the secondary burner tube may be positioned in any direction that

does not include a horizontal component pointed toward the vertical plane of the fireplace opening.

-15-

JT-APP 0064



Golden Blount, Inc. v. Robert H. Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004). Blount
prescnted oral testimony of Mr. Blount that the gas ports of Peterson’s manufactured products are
positioned directly down, which according to the above-referenced interpretation, are away from the
fireplace opening. (Tr., vol. 1, pg. 45-50). In addition to this testimony, this Court closely obscrved
an assembled version of Peterson’s manufactured product’, wherein it observed the manufactured
product having the gas ports directed away from the fireplace opening. (Tt., vol. 2, pg. 28). Beca-use
Peterson believed the term "directed away from” would ultimately be construed to mean that the
ports must be directed at least partially toward the back of the fireplace, Peterson went so far as to
require the ports of its sccondary burner tube to be positioned directly downward. Given the claim
construction as construed and affirmed by the Federal Circuit, this required configuration results in
a device that meets the "directed away from™ limitation of claim 17.

60. As the other claimed elements of the second limitation of independent claim 17 have been
found in Peterson’s manufactured products, as established above with respect to paragraphs 40 thru
46, this Court finds that the evidence establishes direct infringement by Peterson and by the ultimate
purchasers of Peterson’s products of claim 17. Moreover, the evidence establishes that Peterson
itself directly infringed ctaim 17 when Peterson assembled the G-5 series burner systems and then
sold them to customers.

61. Therefore, this Court finds that Peterson and the ultimate purchaser directly infringed at feast
claims 1, 15 and 17, as construed under paragraphs 120 thru 123 below, of the ‘159 patent.

LITERAL INFRINGEMENT -CONTRIBUTORY

62. Blount established at trial, through stipulation, that Robert H. Peterson Co.'s ember burner
is intended to be attached to its G-4 series burner system or G-5 series bumner system and the
combined unit comprises a primary burner pipe, an ember pan that supports the primary bumer pipe,
asecondary burner tube and a valve that controls a flow of gas between the primary burner pipe and
the secondary burner tube, and that an end user would connect the primary burner pipe to 2 gas

source having a valve associated therewith. (Joint Pretrial QOrder--Stipulations, pg. 6).

7 See Finding of Fact No, 38, discussed above.
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63. Peterson was made awarc of the *159 patent as early as December 16, 1999, by the letter from

Mr. Tucker, which is referenced above. (Plaintiffs Ex. No. 10). Given these facts, it is clear that
Peterson was aware that the combination for which its components were especially made was
patented and infringing, as required by 35 U.S.C. § 271(c).

64. Blount further established through the testimony of Mr. Bortz that Peterson’s ember burner
is especially adapted for use in an inftingement of the ‘159 patent, had no substantial non-infringing
uses, and that it was intended to be used with both the G-4 and G-5 bumner pans. (Tr., vol. 2, pg. 67;
Leslie Bortz Deposition, vol. 1, pg. 36). Thus, the Court also finds that the testimony of Mr. Bortz
and Mr. Corrin, as well as Mr. Blount, supports the fact that the ember burner was not a staple article
of commerce.

65. As discussed abave, this Court finds that direct infringement existed. For those units
covered by stipulation for hookup, they were nommally hooked up by professional installers or
persons from the dealer. With their experience and relation to Peterson and with all of Peterson’s
literature (including Defendant’s Ex. Nos. D-34 & D-30) one can count on proper installations
pursuant to Peterson’s installation instructions as discussed above. Thus, eachinstallation ultimately
results in a direct infringement. (Tr., vol. 2, pg. 189). Blount has clearly proven contributory

infringement on the part of Peterson of claims 1, 15 and 17 for those units.

LITERAL INFRINGEMENT-INDUCEMENT

66. The record establishes that Peterson sold the ember burner. In addition, the record also
establishes that Peterson sold the G-4, which includes the primary burner and support pan, and sold
the G-3, ten at least of which, had the ember bumer attached. Further, given the stipulation that the

ultimate assembly would be connected to a gas source, there is sufficient basis to conclude that
Peterson knew or should have known that this ultimate configuration would infringe independent
claims 1 and 17. (Joint Pretrial Order—-Stipulations, pg. 6).

67. Peterson was made aware of the 159 patent as early as December 16, 1999, by the lefter of
December 10, 1999, from Mr. Tucker, which is referenced above. (Plaintiff’s Ex. No. 1_0)_. Given
these facts, it is clear that Peterson was aware that the combination for which its components were

especially made was patented and infringing.
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68. The record is also clear that Peterson provided literature and assembly instructions to
consumers, as discussed above, detailing how to install the components in a preferred configuration,
which induced its customers to install the components in an infringing manner. (Tr., vol. 2, pg. 173-
174, 177, 183; Defendant’s Ex. Nos. D-34 & D-30). Also, Peterson fully assembled and hooked up
in a fireplace an accused structure and demonstrated it and its use to independent distributors, which
this Court finds to be a substantial inducement. -

69. Because Peterson provided the consumers with detailed instructions, (Defendant’s Ex. Nos.
D-34 & D-30), how to assemble the parts in an infringing manner, and given the fact that Peterson
had knowledge of the ‘159 patent by way of the notice letter of December 16, 1999, Peterson knew
or should have known that such actions would induce direct infringement. Thus, there s little doubt
and almost a certainty that the installation was in fact done in accordance with Peterson’s published
installation instructions. The demonstrations of a properly connected device to distributors further
shows inducement because this information was passed on to dealers and ultimately to assemblers
and customers. Tnvariably, infringement occurred. (T¥., vol. 2, pg. 189).

70. As found by this Court in paragraphs 40 thru 61 above, there was direct infringement by
Peterson or its ultimate purchasers of claims 1, 15 and 17 of the *159 patent.

71. Accordingly, this Court finds that in those instances where direct infringement by Peterson
was not conclusively established on a unit by unit basis, Blount has clearly proven induced
infringement on the part of Peterson of claims 1, 15 and 17 for those units.

72. Because Peterson’s manufactured products literally infringe claims 1, 15 and 17 of the “159
patent, they infringe the patent. Thus, comparison of Peterson’s product to the remaining claims
depending from independent claim 1, whether it be in determining direct infringement, contributory

infringement or induced infringement, is generally unnecessary and is therefore not addressed herein.

INFRINGEMENT-DOCTRINE OF EQUIVALENTS

73. Blount offered unrebutted testimony at trial that every element of Peterson’s manufactured
products perform substantially the same function in substantially the same way to obtain the same
result as the claimed elements of the ‘159 patent. (Tr., vol. 1, pg. 59-60). N

74. Blount further offered unrebutted testimony by Mr. Blount at tral that any difference between

Peterson’s manufactured products and the claim elements were insubstantial at best. Mr. Blount
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actually testified that they were an exact copy. (Tr., vol. 1, pg. 30, 37, 46, 48, 56 and 60). In
addition, through this Court’s own observance of the accused product 4A, this Court finds that there
was a substantial equivalent of each and every element of at least claims 1, 15 and 17 in Peterson’s
accused products.

75. Based on the evidence presented to it, this Court finds that there is no prosecution history
estoppel that limits the range of equivalents regarding the claimed elements. )

76. Thus, this Court finds that in those instances where literal infringement might not exist, there
is infringement of the claims of the ‘159 patent under the doctrine of equivalence.

77.Insummation, this Court concludes that Blount established literal infringement (e.g., directly,
by inducement, or contributorily) or infringecment under the doctrine of equivalents, cach of claims

1, 15 and 17 of the ‘159 patent, by Peterson by at least a preponderance of the evidence.

DAMAGES

78. Damages have been determined using the Panduir factors. Mr, Blount testified for Blount
at trial as to the demand that existed for the product during the period in question. (Tr., vol. 1, pg.
61). Thus, Blount has conclusively established the first required element of Panduit.

79. In addition to establishing a demand for the patented product during the period in question,
Blount established an absence, dunng the period of infringement, of acceptable non-infringing
substitutes. (Tr., vol. I, pg. 63-65).

80. Peterson argued that other acceptable non-infringing substitutes exist.

81. Here the patented product offers quite unique and novel results. (Tr., vol. 1, pg. 28-30). The
so called "acceptable non-infringing substitutes" Peterson has introduced are either not acceptable,
or they too infringe, although no third party infringing device was offered by cither side.

82. Blount established at tdal that Pelerson’s front flame director was not an acceptable
substitute. (Tr., vol. 2, pgs. 184, 195). Peterson’s own Vice President, Mr. Corrin, testified that the
front flame director lacked the valve for adjusting the height of the front flame. Even more telling,
Mr. Corrin testified that the froat flame director was not as good as their ember burner. (Tt., vol. 2,
pes. 184, 195). o

* Sce the Conclusions of Law section, paragraph 151, where the Panduir factors are set forth.
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83. As the valve to adjust the height of the front flame is one of the particular features available
only from the patented product, under the law set forth in Standard Havens, the front flame director,
lacking that valve or any adjustment means, is not an acceptable non-infringing substitute.

84, Peterson further argues that Blount admitted at trial that at least five products on the market
perform roughly the same function as Blount’s patented device. (Tr., vol. 1, pg. 63). The record is
clear that those five products were infringing substitutes and not acceptable non—infringing
substitutes. (Tr., vol. 1, pg. 63). In fact, the record indicates that Blount sent the manufactures of
those five products the identical notice of infringement letter at the same time it sent Peterson its
letter. (Tr., vol. 1, pg 63). No evidence exists in the record that the aforementioned five instances
of infringement continued afler the notice of infriingement letters were received. Int fact, Mr.
Blount's testimony indicates that while the other companies were moving in and were interested in

the outcome of this trial, none were still infringing after receipt of their notice of infringement letter.

(Tr., vol. 1, pg. 62-64).
85. Therefore, this Court finds that Blount provided sufficient evidence to support the finding

that there were 1o acceptable non-infringing substitutes that could have decreased the market share
Blount and Peterson together held. Thus, Blount has conclusively established the second required
element of Panduit.

86. Blount also offered sufficient evidence through Mr. Blount’s testimony that Blount had more
than enough manufacturing and marketing capability to promote the device, thus entitling Blount to
actual damages. (Tr., vol. 1, pgs. 62, 66). Thus, Blount has conclusively established the third
required element of Panduit.

87. Because the Panduit factors have been established, it is reasonable for this Court to infer
that the lost profits claimed were in fact causcd by Peterson’s infringing sales. This Court now only
needs to determine a detailed computation of the amount of profit Blount would have made, to meet
the final required element of Panduit.

88. In addition, however, the Court also finds that the facts of the present case establish a two-
supplier market. Blount offered evidence through the testimony of Mr. Blount that Blount and
Peterson together held approximately 95 percent or more of the market associated Witt; t:‘,mbcr
burners similar to that cavered by the “159 patent. (Tr., vol. 1, pg. 64). While Peterson attempted
to impeach Mr. Blount’s testimony on this point, this Court finds that Peterson failed to do so.
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Therefore, this Court finds that Mr. Blount’s testimony is sufficient to establish a two supplier
market. The supposed 5 percent of the market that Blount and Peterson might not have held is
deminimus, and therefore, for damage calculations a two-supplier market has been found to exist in
this case. Therefore, causation may be inferred, that is, "but for™ Peterson’s infringing activities,
Blount would have made the sales it normally would have made. )

89. To determine the actual damage amount in a lost profit case, the Court can multiﬁlyBlount‘s
per unit profit times the number of infringing devices that Peterson sold.

90. To do this, however, the Court must determine the device upon which lost profits are to be
calculated.

91. Using two different approaches, Blount has established that the device for calculating lost
profits includes the entire bumer assembly (including the secondary burner and valve}, the grate, and
a full set of artificial logs. This Court finds that Blount ultimately lost the sale of the entire burner
assembly (including the secondary burner and valve), the grate, and a full set of artificial logs.

92. Dependent claim 15, which was established as literally infringed above, recites that the gas-
fired artificial logs and coals-bumer of claim 1 are positioned under artificial logs and a grate support
means. Because the artificial logs and the grate suppott means are positively claimed in dependent
claim 15, the artifictal logs and the grate support means should be included in the device upon which
damages for direct infringement as well as lost profits are to be calculated.

93. Accordingly, the device for calculating lost profits includes the entire burner assembly
(including the secondary bumer and valve), the grate and a full set of artificial logs, which must be
the case here, because apart ffom the artificial logs and grate, the coals bumner unit has no purpose
or function

94. Given the circumstances, the entire market value rule is appropriate here as an altemative,
second approach. Evidence was offered at trial by Peterson’s own officer, Mr. Corrin, that Peterson
used the ember burner to entice customers to come back to the store to purchase newer log sets, and
at the same time, purchase Peterson’s ember burner, which improved the overall appearance of the
fireplace. (Tr., vol. 2, pg. 177-79). These facts are sufficient to establish that the ember bumer is
the basis for the customer’s demand, as set forth by THM, see infra. N

-21-

JT-APP 0070 ¢



95. Blount also offered evidence that the glowing embers from the ember bumer are what draws
a customer’s attention to a particular log and bumner set, and what ultimately makes the sale. (Tr.,
vol. 1, pg. 157-63).

96. Blount also offered testimony at trial that the clements of independent claims 1 and 17
constitute a functional unit with the artificial logs and the grate support. ) .

97. Blount presented a third-party witness retailer, Mr. Charlie Hanft of Atlanta, with extensive
sales experience with gas fireplaces and ember burmner and gas log sets. He testified that 97 V2
percent of the time that he sells an ember bumer, he also sells an entire bumner assembly and log set
with it. (Tr, vol. 1, pg. 160). Peterson did not successfully rebut Blount’s evidence on this point
because Peterson presented no festimony to quantify even in a general way when the two would not
ultimately be sold together.

98. Peterson failed to rebut Blount’s evidence because it did not offer any numerical evidence
regarding how often it sells one of its Ember bumers with the entire bumer and log set.

99. In summation of this point, Blount introduced testimony as to the standard practice in the
industry for sclling the cmber bumer, and Peterson failed to introduce its own testimony to rebut
Blount’s testimony.

100. Because the evidence establishes that 97 ¥ percent of the sales of the ember bumer would
also encompass the sale of the entire burner assembly and log set, the record supports a proration of
the damage amount based upon this percentage.

101. Based on the record, of the 3,723 EMB’s sold by Peterson, 2 ¥ percent (i.e., 94 EMB's)
were sold without an associated burner assembly and log set, and the cemaining 97 % percent (i.e.,
3,629) were sold with an associated bumer assembly and log set.

102. Blount established at trial that its profit on the ember burner alone is $14.09 per unit and
its profit on the ember bumer, entire bumer assembly and full set of logs is $117.92 per unit.
{(Plaintiff’s Ex_ No. 18).

103. This Court finds, based on the percentages and profits established in the paragraphs above,
that the total actual damages amount to $429,256.
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WILLFULNESS / EXCEPTIONAL CASE

104. Having carefully reviewed the record herein, the Court concludes that Peterson’s minimal
attempt to attain a competent opinion is permeated by a lack of due care and was willful, which leads
this Court to find that the case is exceptional. Blount has established by clear and convincing
evidence that Peterson’s supposed oral opinion was an incompetent, conclusory opinion to be used
only as an illusory shield against 2 later charge of willfu! infringement, rather than in a good faith
attempt to avoid infringing another’s patent.

105. Throughout the 2% years from the time the first notice letter was sent, Peterson simply never
obtained 2 single written opinion suggesting that their commercial embodiment avoided
infringement. Also, the denial that the first letter related to notice of infringement is shown unlikely
by Mr. Corrin’s own characterization of it as an “infringement letter” in his correspondence with his
patent counsel. (Tr., vol. 2, pg. 192). Also, this Court finds it disingenuous for Peterson to argue
at trial that the interrogatories answered well afler suit was filed and during discovery, form the
written opinion upon which they relied.

106. The first time Peterson spoke to Mr. McLaughlin was on or about December 3G, 1999,
however, Mr. McLaughlin did not have the accused infiinging device at this time. (Tr., vol. |, pg.
181). The record establishes that Mr. McLaughlin, at this time, only had a picture of the accused
infringing device. (Tr., vol. |, pg. 181). Neither did Mr. McLaughlin have the prosecution history
of the *159 patent at this time, which is an important element of any competent opinion. (Tr., vol.
1, pgs. 183, 202-03).

107. This non-substantive conversation cannot be construed to be an opinion upon which
Peterson could reasonably rely because it was based solely on a supposition. This supposition
amounted to a representation on the part of Mr. Bortz that the invention had been around 20 to 30
years, (Tr, vol. 2, pg. 55-56). Mr. McLaughlin, with only the evidence listed above, said that "if
we could prove that the invention had been around for 20 to 30 years then it would be a strong
argument of invalidity." (Tr., vol. 2, pg. 55-56, emphasis added), This "if this, then that" statement
plainly does not amount to an opinion upon which 2 prudent person could reasonably rely. _

108. Importantly, this Court has found that Peterson made no further efforts to determine whether
it was truly infringing or not, unti! after suit was filed, almost a year and two months after receiving

the first notice letter. (Tr., vol. 1, pg. 202-03).
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109. Peterson argues that it did nothing further because it was awaiting "additional information
or furtherexplanation from Blount’s attorney." This Court finds this argument lacking merit. Blount
did not, after sending multiple notice of infringement letters to Peterson under the law, owe Peterson
any obligation with regard to advising Peterson how they actually were infringing.

110. Nevertheless, Blount’s failure to respond to Peterson’s additional information request did
not relieve Peterson of its obligation to determine if it was willfully infringing the ‘159 patent.” To
the contrary, Peterson continued its infringing activities even after May 16, 2000, and actually even
through the trial proceedings. (Tr, vol. 2, pg. 181 and Peterson Company’s Objection to Golden
Blount’s Motion for Updated Damages filed on September 18, 2002). Thisreflects an egregious and
willful disregard for the “159 patent.

111. It was not until after the Jawsuit was filed in January 2001 that Peterson firally became

concerned, not with the damages associated with the infringing activity, but apparently with the
attorney’s fees that Peterson might be required to pay as a willful infringer. (Tr., vol. 2, pg. 60-62).
By Mr. Bortz’ own admission, he told Mr. McLaughlin that this was not a very meaningful case
"dollar wise" but that he heard a person might have to pay attormeys’ fees if he loses a patent lawsuit,
and he asked Mr. McLaughlin what he should do. (Tr., vol. 2, pg. 60-62 & Dec. 19,2001, deposition
of Mr. Leslic Bertz, pg. 60). Mr. McLaughlin told him that one way that attorney’s fees could be
avoided was by obtaining an opinion. (Id). This set of facts underscores Peterson’s true intentions
with respect to its willful disregard of the ‘159 patent, that it was concerned more with having to pay
atlorneys’ fees than it was with its own infringement. The Court finds that this constitutes an
intentional disregard for the ‘159 patent on the part of Peterson.

112. At no time when Mr. McLaughlin gave Mr. Bortz advice did Mr. McLaughlin ever see the
actual accused structure. (Tr., vol. 1, pg. 181). While some advertisements of Peterson’s structure
were shown, detailed drawings were never provided at this time to Mr. McLaughlin, including the
installation instructions that were apparently sold with the device. Thus, Mr. McLaughlin never had
a full understanding of the accused structure, (Tr., vol. 1, pg. 200), and Mr. McLaughlin should have

known that his opinion would not be reasonable without such an understanding.

® Sce also, Finding of Fact No. 30.
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113. Whilc Peterson argues that three oral consultations occurred, this Court finds that only one
oral opinion of counsel, if it can even be called that, was rendered. This oral opinion was rendered
by Mr. McLaughlin on or about May 1, 2001, about 4 nionths after suit had been filed and 2V years
after Pcterson was first noticed of its infringing activity. (Tr., vol. 1, pg. 179-83).

114. Thus Court believes that Peterson did get what it asked for, a statement that there was no
infringement. Peterson’s primary desire, however, was to avoid paying attorncys” fees or increased
damages, and this appears to have been the sole rcason for consultation with counsel, and these
actions show a willful and egregious disregard for the “159 patent.

L15. In summary, this Court finds that Peterson had three consultations with its Attorney. All
were oral. Ouly the last oral consultation approached what was needed to detcrmine infringement
and validity issues, and even it was made with a search limited to the company's own records and

with there having been no accused structure shown the patent attorncy. This third consultation
occurred a number of months afler suit had been filed and was motivated by the apprehension of
Peterson having to pay attomeys’ fees, and not for a concem of infringement of the 159 patent.

116. Peterson’s cavalier attempt to obtain an opinion and the non-persuasive trial testimony of
Peterson’s witnesses are classic examples of conduct that clearly and convincingly demonstrates an
exceptional case, an indication of which is gross wilfulness.

117. This Court therefore finds that the infringement of Peterson was willful, thus the actual
damages are trebled, totaling $1,287,766.

118. Given Peterson’s conduct and its overall willful disregard for the 159 patent, such an award
1s appropriate here. The Court finds that as a result of Peterson’s continued infringement, without
a reasonable basis for believing that it had a right to make, use or sell its product prior to the
expiration of the *159 patent, Blount has been compelied to prosecute an infringement claim at great
expense. Under these circumstances, an award of attorneys’ fees is proper in addition to the enhanced
damage award.

119. This Court therefore finds this to be an cxceptional case under 35 U.S.C. § 285, thus

rcasonable attorneys' fees are awarded to Blount.
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CONCLUSIONS OF LAW

CraiM CONSTRUCTION

120. The parties dispute the meaning of two terms in the claims of the patent in suit, namely the
phrase "raised level," as recited in claim 1, and the term "below" and the phrase "away from the fire
place opening,” as recited in claim 17. \

121. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated April 19,

2004, this Court construcs that the tcrm “at a raised level” in claim 1 refers to the top of the two
burner tubes, and that the tops of the tubes should be used to determine whether the primary burner
tube is held at a raised level with respect to the secondary burner tube as recited in claim 1. This
Court also construes that the term "below" in claim 17 refers to the tops of the two bumer tubes, and
that the tops of the tubes should be used to determine whether the secondary bumer tube is
positioned below the primary bumer tube as recited in claim 17. Golden Blount, Inc. v. Robert H.
Peterson Co., 365 F.3d 1054, 1059-60 (Fed. Cir. 2004).

122. As affirmed by the Court of Appeals for the Federal Circuit in its opinion dated April 19,
2004, this Court construes the term "away from the fireplace opening™ to mean that the gas ports
may be positioned in any direction that does not include a horizontal component pointed toward the
vertical plane of the fireplace opening. fd.

123, Allthcother terms in the claims at issue are construed to have a plain and ordinary meaning,
which appear not to have been contested at trial.

VALIDITY

124. A validity analysis begins with the presumption of validity. An issued patent is presumed
valid. 35 U.S.C. § 282

125. An“accused infringer who raises patent invalidity as a defense bears the burden of showing
invalidity by facts supported by clear and convincing evidence." Robotic Vision Systems, Inc. v. View
Engineering, Inc., 189 F.3d 1370, 1377 (Fed. Cir. 1999); Weatherchem Corp. v. J.L. Clark, Inc., 163
F.3d 1326, 1334-35 (Fed. Cir. 1998).

126. As affirmed and determined by the Coust of Appeals for the Federal Circuit on A-pr%l 19,
2004, this Court concludes that Peterson has failed to prove by clear and convincing evidence that
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the 159 patent is invalid. This Court therefore finds the 159 patent not to be invalid. Golden
Blount, Inc. at 1061-62.

LITERAL INFRINGEMENT -DIRECT

127. The claims definc the metes and bounds of the invention, and only they may be infringed.
SmithKline Diagnostics, Inc. v. Helena Labs. Corp., 859 F.2d 878, 882 (Fed. Cir. 1988); Corning
Glass Works v. Sumitomo Elec. USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989).

128. The patentee’s burden is to show literal infringement by a preponderance of the evidence.
Braun v. Dynamics Corp., 975 F.2d 815 (Fed. Cir. 1992). ‘

129, A patent claim is literally infringed if the accused product or process contains each element
of the claim. Tate Access Floors v. Maxcess Techs., 222 F.3d 958, 964 (Fed. Cir. 2000); Uniroyal,
Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1054 (Fed. Cir. 1988). If cach element is present, literal
infringement exists and "that is the end of it." Graver Tank v. Linde Co., 339 U.S. 605, 007,94 L.
Ed. 1097, 70 S. Ct. 854, 1950 Dec. Comm'r Pat. 597 (1950).

130. In determining infringement, the accused product is compared to the patent claims, not the
patentee’s product. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1423 (Fed
Cir. 1994); Glaxo Inc. v. TorPharm Inc., 153 F.3d 1366, 1373 (Fed. Cir. 1998).

131. Infringement of a single claim is infringement, Panduit Corp. v. Dennison Mfg. Co. Inc.,
836F.2d 1329, 1330 n.1 (Fed. Cir. 1987); Intervet Americav. Kee-Vet Laboratories, 887 F.2d 1050,
1055 (Fed. Cir. 1989), and entitles the patentce to the full panoply of statutory remedies. Interver,
887 F.2d at 1055.

132. If one is arguing that proof of inducing infringement or direct infringement requires direct,
as opposed to circumstantial evidence, the Federal Circuit disagrees. It is hornbook law that direct
evidence of a fact is not necessary. "Circumstantial evidence is not only sufficient, but may also be
more certain, satisfying and persuasive than direct evidence. Metabolite Laboratories, Inc. v.
Laboratory Corp. of America, 310 F.3d 1354, 1365 (Fed. Cir. 2004) (citing Moleculon Research
Corp. v. CBS, Inc., 793 F.2d 1261, 1272 (Fed. Cir. 1986).

133. In determining whether a product claim is infringed, the Federat Circuit has held that an

accused device may be found to infringe if it is reasonably capable of satisfying the claim limitations,
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even though it may also be capable of non-infringing modes of operation. See, Intel Corp. v. United
States Int'l Trade Comm'n, 946 F.2d 821, 832,20USPQ2d 1161, 1171 (Fed.Cir.1991);Key Pharms.,
Inc. v. Hercon Labs. Corp., 981 F.Supp. 299, 310 (D.Del.1997), aff'd, 161 F.3d 709, 48 USPQ2d
1911 (Fed.Cir.1998); Huck Mfg. Co. v. Textron, Inc., 187 USPQ 388, 408 (E.D Mich.1975) ("The
fact that a device may be used in a manner so as not to infringe the patent is not a defense'to a claim
of infringement against a manufacturer of the device if it is also reasonably capable of a use that
infringes the patent."); ¢f. High Tech Med. Instrumentation, Inc. v. New Image Indus., Inc., 49 F.3d
1551, 1556, 33 USPQ2d 2005, 2009 (Fed.Cir.1995).

134. Circumstantial evidence of product sales and instructions indicating how to use the product
is sufficient to prove third party direct infringement. Moleculon Research Corp. v. C8S, Inc., 793
F.2d 1261, 1272 (Fed. Cir. 1986).

135, This Court understands that in determining infringement, the accused product is compared

to the patent claims, not the patentee’s product. However, FIG. 2 of the *159 patent is representative
of the claims of the ‘159 patent and the claims may be read on the FIG. 2 structure. For this reason
a comparison of one of Blount's devices and Peterson’s manufactured product is highly instructive

for purposes of this Court’s analysis, and is, therefore, provided.

Blount’s Patented Device
FIG. 2 of the *159 Patent

Peterson’s Manufactured Product
Figure 2 of Peterson’s Installation Instructions
without the control knob shown
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136. The findings in the sections above make out a clear case of direct infringement on all of the

devices sold.

LITERAL INFRINGEMENT-CONTRIBUTORY

137. Contributory infringement lability arises when one “sclls within the United States ... a
component of a patented machine . . .constituting a material part of the invention, knowing the same
to be especially made or especially adapted for use in an infringement of such patent, and not a staple
article or commodity of commerce suitable for substantially noninfringing use.” 35.U.S.C. § 271(¢c)
(2002).

138, Thus, Blount must show that Peterson "knew that the combination for which its components
were especially made was both patented and infiinging." Preemption Devices, Inc. v. Minn. Mining
& Mfg., Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).

139. Anappropriate infringement notice letter from the patentee to the accused infringer provides
the requisite knowledge required by 35 US.C. § 271{c). Aro Manufacturing Co., Inc. v.
Convertible Top Replacement Co., 377 U.S. 476, 490 (1964).

140. Further, Blount must show that Peterson’s components have no substantially noninfringing
uses, while meeting the other elements of the statute. Afloc, Inc. v. ITC, 342 F.3d 1361, 1374 (Fed.
Cir. 2003).

141. It is not necessary for a plaintiff to make the direct infringer a party defendant in order
recover on a clain of contributory infringement. It is enough for the plaintiff to prove, by either
circumstantial or direct evidence, that a direct infringement has occurred. Amersham International
PLC v. Corning Glass Works, 618 F. Supp. 507 (D. Mich., 1985).

142. The findings in the sections above make out a clear case of Contributory infringement on

all of the devices sold.

LITERAL INFRINGEMENT -INDUCEMENT

143, In order to find Petcrson liable for inducing infringement under 35 U.S.C. § 271 (b}, Blount
must show that Peterson took actions that actually induced infringement. Met-Coil Sys. Corp. v.
Korners Unlimited, Inc., 803 ¥.2d 684, 687 (Fed. Cir. 1986) ("There can be no inducement of
infringement without direct infringement by some party.”)
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144. Further, Blount must show that Peterson knew or shouid have known that such actions
would induce direct infringement. Micro Chem. Inc. v. Great Plains Chem. Co., 194 F.3d 1250
(Fed. Cir. 1999).

145. Dissemination of instructions along with sale of the product to an ultimate consurer is
sufficient to prove infringement by an inducement. Moleculon Research Corp. v. CBS, Inc., 793
F.2d 1261, 1272 (Fed. Cir. 1986). Thus, Blount has met its burden of showing infringement under
section 35 U.S.C. 271(b).

146. The findings in the sections above make out a clear case of induced infringement on all of

the devices sold.

INFRINGEMENT -DOCTRINE OF EQUIVALENTS

147. Infringement under the doctrine of equivalents occurs when a claimed limitation and the
accused product perform substantially the same function in substantially the same way to obtain the
same result. See Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 39-40, 137 L. Ed.
2d 146, 117 S. Ct. 1040 (1997).

148. Infringement under the doctrine of equivalents also requires that any differcnce between the
claim elements at issue and the corresponding elements of the accused product be insubstantial. Id.

149. This Court finds altematively (or camulatively) that there was infringement under the

doctrine of equivalents.

DAMAGES
150. To recover lost profit damages, the patentee need only show causation and the factual basis
for causation between the infringement and the lost profits. Lam, Inc. v. Johns-Manville Corp., 718
F.2d 1056, 1065, 219 U.S.P.Q. 670 (Fed. Cir. 1983).
151. To do this, Panduit established that the patent owner need only demonstrate:
1) a demand for the product during the period in question;
2) an absence, during that period, of acceptable non-infringing substitutes;
3) its own manufacturing and marketing capability to meet or exploit that demand; and

4) a detailed computation of the amount of the profit it would have made.
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Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156, 197 U.S.P.Q. 726 (6th
Cir. Mich. 1978); Radio Steel & Mfg. Co. v. MTD Prods., Inc., 788 F.2d 1554, 1555, 229 US.P.Q.

. 431 (Fed. Cir. 1986).

152. In a two-supplier market it is rcasonable to assume, provided the patent owner has the
manufacturing capabilities, that the patent owner would have made the infringer’s sales but for the
infiingement. State Indus. v. Mor-Flo Indus., 883 F.2d 1573, 1578, 12 U.S.P.Q.2d 1026 {Fed. Cir.
1989).

153. The “[m]ere existence of a competing device does not make that device an acceptable
substitute." TWM Mfz. Co., Inc. v. Dura Corp., 789 F.2d 895, 901, 229 U.S.P.Q. 525 (Fed. Cir.
1986), cert. denied. A product on the market that lacks the advantages of the patented product can
hardly be termed a substitute aceeptable to the customer who wants those advantages. Standard
Havens Products, Inc. v. Gencor Industries, Inc., 953 F.2d 1360, 1373, 21 U.S.P.Q.2d 1321 (Fed.
Cir. 1991), cert. denied. If purchasers are motivated to purchase because of particular features
available only from the patented product, products without such features would most certainly not
be acceptable non-infringing substitutes. {d.

154. Also, courts have generally held that an infringer’s acceptable substitute argument is of
"limited influence™ when it {the infringer] ignores those substitutes while selling the patented
mnvention. (Emphasis added). THM, 789 F.2d at 902. This is exactly what Peterson did.

155. In an altemative approach, however, the “entire market value rule® may be used to
determine the device for calculating lost profits. In Beatrice Foods, the Court stated that the law
docs not bar the inclusion of convoyed sales in an award of lost profits damages. Beatrice Foods
Co. v. New England Printing & Lithographic Co., 899 F.2d 1171, 1175, 14 U.S_.P.Q.2d 1020 (Fed.
Cir. 1991).

156. The "entire market value rule” allows for the recovery of damages based on the value of an
entire apparatus containing several features, even though only one feature is patented. Paper
Converting Machine Co., v. Magna-Graphics, Corp., 745 F.2d 11, 33,223 U.S.P.Q. 591 (Fed. Cir.
1984).

157. The "entire market value rule" further permits recovery of damages based on the value of
the entire apparatus containing several features, when the patent-related feature is the basis for

customer demand. See TWM, 789 F.2d at 901.
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158. The “entire market value rule" is appropriate where both the patented and unpatented
components together are analogous to components of a single assembly, parts of a complete
machine, or constitute a functional unit. See Rite-Hite v. Kelly Co., 56 F.3d 1538, 1550, 35
U.S.P.Q.2d 1065 (Fed. Cir. 1995).

WILLFULNESS / EXCEPTIONAL CASE

159. In addition to requiring *damages adequate to compensate for the infringement,” Section
284 of the Patent Act authonizes a district court to "increase damages up to three times the amount
found or assessed.” 35U.S.C. § 284.

160. The Federal Circuit has interpreted this provision of Section 284 as requiring a two-step
process: "First the fact-finder must determine whether an infringer is guilty of conduct upor which
increased damages may be based." Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570, 38 U.S.P.Q.2d 1397
(Fed. Cir. 1996). "If so, the Court then determines, excrcising its sound discretion, whether, and to
what extent, to increase the damage award given the totality of the circumstances.” Id.

161. "Anact of willful infringement satisfies this culpability requirement, and is, without doubt,
sufficient to meet the first requirement to increase a compensatory damages award." /d. Thus, once
a proper willfulness finding is made, the first step in determining whether damages should be
enhanced is complete. Id. At that point, the Court need consider only whether, and to what extent,
the compensatory damages awarded by the fact finder should be tncreased, in light of “the
egregiousness of the Defendant’s conduct based on all the facts and circumstances of the case.” Id.

162. " A potential infringer having actual notice of another’s patent rights has an affirmative duty
of care." Spindelfabrick Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & Salzer
Maschinenfabrik Aktiengesselischaft, 829 F.2d 1075, 1084 (Fed. Cir. 1987). An act of infringement
is thus deemed willful when the infringer is aware of another’s patent and fails to exercise due care
to avoid infringement. Electro Medical Sys., $.A. v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1056
(Fed. Cir. 1994); Rolls-Royce Ltd. v. GTE Valeron Corp., 800 F.2d 1101, 1109 (Fed. Cir. 1986). This
standard ofcare typically requires an opinion from competent patent counsel prior to engaging in any
potentially infringing activities. Underwater Devices, Inc. v. Morrison-Knudsen Co., 7T17F.2d 1380,
1389-90 (Fed. Cir. 1983). To establish willfulness, Blount must demonstrate by clear and convincing
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evidence, considering the “totality of the circumstances,” that Peterson willfully infringed its patent.
Electro Medical, 34 F.2d at 1056.

163. The prosecution history of a patent in question is an important element of any competent
opinion. Underwater Devices, 717 F.2d at 1389-90.

164. A holding of willful infringement is usually sufficient to make a case exceptional and

entitles the opposing party to its attorney’s fees. 35 U.S.C. § 285 (2002); Avia Group Inil. Inc. v.
L A. Gear California, Inc., 853 F.2d 1557, 1567 (Fed. Cir. 1988).

CONCLUSION

For the reasons sct forth above, the Court concludes that Peterson’s manufactured products
infringe the claims of the ‘159 patent. Blount is entitled to actual damages from Peterson in the
amount 0f $429,256. The infringement of Peterson was willful, thus the actual damages are trebled,
totaling $1,287,768. Blount is also awarded prejudgment interest, which shall be calculated on a
simiple rather than compound basis, on the actual damages of $429,256 at the rate of 5.0% for the
period from December 16, 1999, to August 9, 2002. This is an exceptional case under 35 U.S.C. §
283, thus reasonable attorneys’ fees are awarded to Blouat. Blount is further awarded post judgment
interest, calculated pursuant to 28 U.S.C. §1961, on the sum of the trebled damages and attorney’s
fees at the highest rate allowed by the law from the date of August 9, 2002, to April 19, 2004, and
resuming from the date of the signing of the final judgment. Based upon the fact that infringement

causes irreparable harm, an injunction is granted against Peterson.

It is so ORDERED
SIGNED: S\ day of September, 2004.

Q CW

%%Y BUCHMEYER
D STATES DISTRICT COURT

NORTHERN DISTRICT OF TEXAS
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\ & US. DISTRICT COURT
NORTE{ERN DIS'_I’R[_CT OFTEXAS

. 0?\ IN THE UNITED STATES DISTRICT CQURT FILED

FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION NOY | 5 204

GOLDEN BLOUNT, INC, g Q’?wr
Y
Plaintiff, § Depaty
§ - -
v. § Civil Action No. 3:01-CV-0127-R
§
ROBERT H. PETERSON CO., §
§
Defendant. §
ORDER

Pursuant to the District Court’s Order of Reference, entered September 16, 2004, Plaintiff
Golden Blount, Inc.’s (“Plaintiff”) Application for Attorney Fees, filed Septembec 8;2004, and
Plaintiff’s Application for Costs, filed September 9, 2004, (collectively “Applications”) have
been referred to the United States Magistrate Judge for hearing if necessary and determination.
Having considered Plaintiff’s Applications, Defendant Robert H. Peterson’s (“Defendant’)
Opposition to Plaintiff’s Applications for Attorneys’ Fees and Costs (“Opposition”), Plaintiff’s
Reply to Defendant’s Opposition to Plaintiff’s Applications for Attorney’s Fees and Costs and
Objection to Defendant’s Untimely Filing of Notice of Appeal (“Reply”), and the applicable law,
Plaintiff’s Applications are GRANTED in part and DENIED in part.

Specifically, this Court grants Plaintiff’s request for attomey fees in the amount of
$622,015.00 and Plaintiff’s request for costs in the amount of $3,679.83. Plaintiffs request for
costs in the amount of $6,351.21 is denied. On Scptember 2, 2004, the District Court adopted
Plaintiff’s Findings of Fact and Conclusions of Law (“Findings and Conclusions”), filed August
31, 2004, which awards Plaintiff post judgment interest on attomey fees frotmn August 9, 2002 to

April 19, 2004, and resuming from the date the final judgment is sigued. Therefore, Plaintiff’s

" =

“YT-APP 0083



request for post judgment interest on attorney fees from September 2, 2004 is denied, b&ause the
District Court has already determined that the post judgment interest should resume from the date
the final judgment is signed.
L. Background'
The District Court issued a judgment favorable to Plaintiff on August 9, 2002. On Apnl
19, 2004, the United States Court of Appeals for the Federal Circuit remanded the case to the
District Court to issue more specific findings regarding the patent infringement, willfulness, the
exceptional nature of the case, and the damages amount. On May 11, 2004, the District Court
ordered the parties to submit proposed findings of fact and conclusions of law. The District
Court adopted Defendant’s Findings and Conclusions on June 22, 2004 (“June 22, 2004 Order”).
Plaintiff filed its Request for Reconsideration of Adoption of Defendant’s Findings of Fact and
Conclusions of Law, Alternative Motion for New Trial (“Motions for Reconsideration and New
Trial”) on July 6, 2004. At a hearing on August 18, 2004, the District Court decided to vacate its
previous adoption of Defendant’s Findings and Conclusions and to adopt Plaintiff’s Findings and
Conclusions, and ordered Plaintiff to provide the necessary findings and final judgment (“August
18, 2004 Minute Order”). On September 2, 2004, the District Court entered an Order vacating
Defendant’s Findings and Conclusions and adopting Plaintiff’s August 31, 2004 Findings and
Conclusions (“September 2, 2004 Order”).
In the Findings and Conclusions adopted by the District Court on September 2, 2004,

Plaintiff was awarded reasonable attomey fees under 35 U.S.C. § 285, and post judgment

! The background information comes from Defendant Robert H. Peterson Co.’s Opposition to Plaintiff’s
Applications for Atterncy Fees and Costs, filed September 17, 2004, and Plaintiff's Memorandum in Suppoxt of
Golden Blount, Inc.’s Application for Attorneys' Fees, filed September 8, 2004.
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interest, calculated pursuant to 28 U.S.C. § 1961, on attorney fees at the highest rate allo-weé}); 7
the law from August 9, 2004, to April 19, 2004, and resuming again on the date the final
judgment is signed. Plaintiff subsequently filed its Applications on September 8, 2004 and on
September 9, 2004. Defendant disputes the District Court’s jurisdiction to cntertain Plaintiff’s
Applications on the basis that the August 18, 2004 Minute Order constituted the ﬁ;xal judgment,
and therefore, Plaintiff’s Applications, filed September 8, 2004, and September 9, 2004, were
untimely under the Federal Rules of Civil Procedures 52(b) and 54(d).
1I. Analysis

A. Timeliness of Plaintiff’s Applications

1. Plaintiff’s Motion for New Trial

The District Court has jurisdiction to entertain Plaintiff’s Applications, because they were
timely filed under the Federal Rules. Defendant asserts that since the District Court’s August 18,
2004 Minute QOrder disposed of Plaintiff’s Motions for Reconsideration and a New Trial, under
Federal Rule of Civil Procedure (“FRCP™) 58(a)(1)(D), a separate document is not required for
the entry of judgment. However, a “‘judgment’ [is} defined as ‘a decree or any order from which
an appeal lies.”” Freudensprung v. Offshore Tech. Servs., 379 F.3d 327, 336 (5th Cir. 2004)
(quoting Theriot v. ASW Well Serv., 951 F.2d 84, 88 (5th Cir. 1992)). Further, under Federal
Rule of Appellate Procedure (“FRAP”) 4(a)(4)(A), “If a party timely files in the district court any
of the following motions under the Federal Rules of Civil Procedure, the time to file an appeal

runs for all parties from the entry of the order disposing of the last such remaining motion.™

? See also FRAP 4(a )(4)(B)(i) ( “If a party files a notice of appeal after the court announces or enters a
judgment—-but before it disposes of any motion listed in FRAP 4(a)(4)(A)-the notice becomes effective to appeal a
judgmaent or order, in whole or in part, when the order disposing of the last such remaining motion is entered.”).

3
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(emphasis added). The provisions of FRAP 4(a)(4)(A)(iv) and FRAP 4(a)(4)(A)(v) list tﬁe A
identical motions set out in FRCP 58(a)(1)(D).* Since an appeal does not lie until the District
Court enters an order disposing of both Plaintiff’s Request for Reconsideration and Plaintiff’s
Motion for New Trial, and since there is nothing on the docket disposing of Plaintiff’s Motion
for a New Trial, there is no judgment. See FED. R. Civ. P. 58(b)(1) (If a separate document is not
required under FRCP 58(2)(1), a judgment is deemed entered when it is entered in the civil
docket in accordance with FRCP 79(a).).

Even if this Court were to accept Defendant’s argument that the District Court adopted
Plaintiff’s June 10, 2004 Findings and Conclusions at its August 18, 2004 hearing and that the
adoption disposed of Plaintiff’s Request for Reconsideration of Adoption of Defendant’s
Findings of Fact and Conclusions of Law when the minute entry of that hearing was entered on
the docket, Plaintiff’s Alternative Motion for New Trial is still pending. Therefore, Plaintiffs
Applications were timely filed, because the time to file motions under FRCP 52(b) and FRCP
54(b) do not start running until a judgment is entered, and the judgment is not entered for
Plaintiff’s Motions for Reconsideration and New Trial until the District Court enters an order
disposing of Plaintiff’s Motion for New Trial.

Also, even if the District Court’s August 18, 2004 Minute Order could be considered a

Judgment, Plaintiff’s applications would stiil be timely filed “because the ... order lacked a

? The motions enumerated in FRAP 4(a)(4)(A)(i) through FRAP4(a)(4)(A)(vi) track the motions listed in
FRCP 58(a)(1)(A) through FRCP 58(a)(1)(E) as cxceptions to the separate document requirement. In fact, the
Advisory Commiliee Notes for 2002 after FRCP 58 specifically state that the amendreents to FRCP 58(a)(1) were
made in order to address the problems that arise under FRAP 4. See also Freudensprung, 379 F_3d at 334 (“Certain
Amendments, effective December 1, 2002, were made to resolve uncertainties concerning how Rule 4(a)(7)’s
‘definition of when a judgment or order is deemed entered interacts with the requirement in [Rule] 58 that, to be
effective, a judgment must be set forth on a separate document.” (internal quotations omitted) {quoting Notes of
Advisory Committce on Rules 2002 Amendments, following Rule 4)).
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required scparate document, under amended Rules 4 and 58(b), the order was not dceméd
‘entered’ ~ and the time to file notice of appeal did not begin to run ...."” Freudensprung, 379
F.3d at 337. Under FRCP 58(b)}(2)(B), a judgment is also considered entered, even where it is
lacking a required separate document, when 150 days have run from its entry on t!lc docket
pursuant to FRCP 79(a). However, this does not apply here because 150 days from August 18,
2004 is January 15, 2005.
2. Plaintiff’s Request for Reconsideration
Plaintiff's Applications were also timely filed because the District Court’s August 18,
2004 Minute Order did not dispose of Plaintiff’s Request for Reconsideration under FRCP
58(a)(1}(D) as a “motion to alter or amend the judgment.” The District Court’s June 22, 2004
adoption of Defendant’s Findings of Fact and Conclusions of Law is not an entered judgment
until it is sct forth on a separate document, and no such separate document exists. See FED. R.
Civ. P. 58(b)(2)(A); see also Freudensprung, 379 F.3d at 334 (“{A] judgment or order is decmed
‘entered’ within the meaning of Rule 4(a) when it is set forth on a separate document in
compliance with Federal Rules of Civil Procedure 58(a)(1) and entered on the district court’s
civil docket as required by Federal Rules of Civil Procedure 79(a).™). The Provisions of FRCP
58(b)(2)(B) also do not apply here because 150 days from Tune 22, 2004 is November 19, 2004.
Further, the District Court’s Junc 22, 2004 Order cannot be considered “an order
disposing of a motion” and hence cannot fit under the exception to the separate document

requirement in FRCP 58(A)(1). Defendant’s Findings and Conclusions, adopted in the District
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Court’s June 22, 2004 Order, do not constitute a motion.* “[The document] was not style'd as a
motion. The writing did not ‘state with particularity the grounds” ..."of the motion.® Defendant’s
Opposition (“Def.’s Opp.”) at 4 (quoting FED. R. Crv. P. 7(b)(1}). However, even if Defendant’s
Findings and Conclusions could be considered a motion, they do not fall under the enumerated
motions listed in FRCP 58(a)(1)(A) through FRCP 58(a)(1)E).¢
3. The District Court’s Instructions and Adoption
Contrary to Defendant’s assertion, the District Court’s order at the August 18, 2004

hearing for the Plaintiff “to present [the Court] with the necessary findings and necessary final
judgment ... ” clearly shows that the District Court did not make a final decision regarding which
version of the findings it was going to adopt. (PL.’s Rep. at 3). Therefore, the District Court’s ’
August 18, 2004 Minute Order did not dispose of Plaintiff’s motions under FRCP 58(a){1)(D),
making Plaintiff’s Applications timely under FRCP 52(b) and FRCP 54(d). The District Court’s
instruction to Plaintiff was not “language calculated to conclude all claims before the court.”
{Def.’s Opp. at 5 (citing Moreau v. Harris County, 158 F.3d 241, 244 (5th Cir. 1998))). At the

August 18, 2004 hearing, the District Court only made the decision to vacate Defendant’s

¢ A motion is defined as a “writtcr or oral application requesting a court to make a specified ruling or
order.” BLACK’S LAW DICTIONARY 458 (2d pocket ed. 2001). Defendant’s proposed findings and conclusions was
not an “application requesting” the Court to make a certain ruling or an order,

3 This was the reasoning put forth by Defendant as to why Plaintiff’s August 31, 2004 Findings and
Conclusions do not constitute a proper FRCP 52(b) motion. (Def *s Opp. at 4).

¢ Defendant’s Findings and Conclusions do not fit (1) under FRCP 58(a)(1)(A) as a motion for judgment

under FRCF 50(b), which discusses renewing a motion for judgment after trial or an altemative motion for a new
trial; (2) under FRCP 58(a)(1)(B) as a motion to amend or make additional findings of fact vnder F RCP 52{b); (3)
under FRCP 58(a)}(1)(C) as a motion for attomey fees under FRCP 54, which states that claims for attomeys’ fees
and related non-taxable expenses shall be made by a motior; (4) under FRCP 58(a)(1)D) as a motion for a new trial
or ta alter or amend the judgment under FRCP 59; (5) under FRCP 58(a}(1)(E) as a motion for relief under FRCP

60, which states that relicl may be granted for mistakes, inadvertence, excusable neglect, newly discovered evidence,
etc..
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the Defendant asserts. If that was the District Court’s intent, it would not have instructed
Plaintiff to submit the necessary findings since the June 10, 2004 version had previously been
submitted to the District Court. It is apparent from the facts that the District Court’s dcc_ision
regarding which version of the findings and conclusions it wished to adopt was not finalized until
September 2, 2004.

Defendant states that the “August 31 [v]ersion [of Plaintiff’s findings and conclusions]
contains significant additional findings and conclusions which alter and amend those set forth in
the June 10 [flindings.” (Def.’s Opp. at 3). The District Court’s Scptember 2, 2004 adoption of
those findings without any indication that it is vacating the adoption of the June 10, 2004
findings, also makes it clear that the District Court never adopted Plaintiff’s Junc 10, 2004
Findings and Conclusions at its August 18, 2004 hearing. The District Court’s September 2,
2004 Order states, “[Clonsistent with its ruling at the conclusion of the Oral Hearing on August
18, 2004, [the District Court] is of the opinion that the Plaintiff's Findings of Fact and
Conclusions of law submitted on August 31, 2004, are correct, and they are hereby adopted as the

Findings and Conclusions of this Court.” (emphasis omitted). This Order clearly shows that the
District Court only adopted the August 31, 2004 version of Plaintiff's findings and conclusions.
The District Court waited for the version of the findings that Plaintiff submitted pursuant to its
request, and after reviewing it and finding it to be satisfactory, the District Court adopted it on

September 2, 2004.

-
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B. Reasonableness of the Plaintiff’s Requested Attorney Fees and Costs |
1. Attorney Fees

The District Court has already determined that under 35 U.S.C. § 285, thisis an
exceptional case entitling Plaintiff to attomey fees. Therefore, the issue left before _this Court is
whether the amount of attomney fees requested by Plaintiff is reasonable. The Federal Circuit’s
precedent governs the substantive interpretation of 35 U.S.C. § 285. Pharmacia & Upjohn Co. v.
Mylan Pharms., Inc., 182 F.3d 1356, 1359 (Fed. Cir. 1999). However, “[t]he methodology of
assessing a reasonable award under 35 U.S.C. § 285 1s within the discretion of the district court.”
Mathis v. Spears, 857 F.2d 749, 754 (Fed. Cir. 1988) (citing Lam, Inc. v. Johns-Manville Corp.,
718 F.2d 1056, 1068 (Fed. Cir. 1983)). This Court applies the lodestar analysis. The lodestar
amount is determined by multiplying the number of hours reasonably spent on the litigation by a
reasonable hourly rate. Green v. Adm 'rs of the Tulane Educ. Fund, 284 ¥.3d 642, 661 (5th Cir.
2002) (quoting Rutherford v. Harris County, Tex., 197 F.3d 173, 192 (5th Cir. 1999)). The
factors set out in Jokhnson v. Georgia Highway Express, Inc. are considered in analyzing the
reasonableness of the hours expended and the hourly rates requested. 488 F.2d 714, 717-19 (5th
Cir. 1974).” Further, the work performed by paralegals should be Iegal work, not clerical tasks,
for their fees to be recoverable as attomey fees. Vela v. City of Houston, 276 F.3d 659, 681 (5th
Cir. 2001) (citing Allen v. United States Steel Corp., 665 F.2d 689, 697 (5th Cir. 1982)).

“Otherwise, paralegal expenses are separately unrecoverable overhead expenses.” Allen, 665

? The factors set out in Johnson are: (1) the time and labor required; (2} the novelty and difficulty of the
issues involved; (3) the skill required to litigate the case; (4) the ability of the attorney to accept other work; (5) the
customary fee for similar work in the community; (6) whether the fee is fixed or contingent; (7) time limitations
imposed by the client or the circumstances of the case; (8) the amount involved and results obtained; (9) the
experience, reputation, and ability of the attomeys; (10) the "undesirability” of the case; (11) the nature and length of
the attoey-client relationship; and (12) awards in similar cases. Johnson, 488 F.2d at 717-19.
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F.2d at 697 (citing Jones v. Armstrong Cork Co., 630 F.2d 324, 325 & n.1 (5th Cir. 1980)):
Plaintiff seeks attorney fees for the three law firms that represented it throughout the
course of this case. Plaintiff seeks compensation for: 80.15 hours for the services of the Locke,
Liddle & Sapp, L.L.P. (“Locke) attorneys who served as counscl before the case was turned
over to Hitt Gaines, P.C. (“Hitt™), and Schultz, & Associates, P.C. (“Schultz”); 66:5 hou%s for the
services of the Hitt’s paralegals and 2,185.1 hours for the services of the Hitt attorneys; and
171.7 hours for the services of the Schultz attomeys. Plaintiff secks compensation for its counsel
at hourly rates ranging from $135.00 to $375.00, and for Hitt’s paralegals at hourly rates ranging
from $65.00 to $90.00.

This Court has considered the Johnson factors, as well as Plaintiff's Application for
Attorney Fees, Memorandum in Support of Plaintiff’s Application for Attorney Fees, and
Appendix in Support of Plaintiff’s Application for Attorney Fees. The number of hours that
Plaintiff secks compensation for are reasonable for this case, and Plaintiff’s requested hourly
rates are reasonable for this case in this community. Plaintiff has also sufficiently shown that the
work done by Hitt’s paralegals is “work traditionally done by an attorney,” and thus the
paralegals’ hours are recoverable as the prevailing party’s attomey fees. Allen, 665 F.2d 689 at
697. Defendant has not contested the reasonabieness of the number of hours or the hourly rates
Plaintiff is requesting for its counsel and paralegals. Taking into consideration Plaintiff’s

requested hourly rates and the number of hours for which Plaintif[ secks compensation, Plaintiff .

$ On page 6 of Plamntiff’s Application for Attomey fees, and on page A-112 of the Appendix in Support of
Plaintiff's Application for Attorney Fees (“Attorney Fees Appendix™), attorney Charles Phipps’ billing rate is listed
as $130.00. However, in the Appendix at page A-87, his billing rate is listed as $230.00. It appears from Locke’s
Statements itemizing its services that Charles Phipps’ billing rate is $230.00. Thercfore, this Court assessed the

reasonableness of Plaintiff's request for attorney fees for the services rendered by Charles Phipps at the hourly rate
of $230.00.



is awarded attorney fees at the following rates for the following number of hours: $249.3§ per
hour for 2,180.04 hours for the services rendered by Hitt; $71.57 per hour for 66.34 hours for the
services rendered by Hitt’s paralegals; $318.11 per hour for 171.7 hours for the services rendered
by Schultz; and $236.65 per hour for 80.15 hours for the service rendered by Locke. In sum,
Plaintiff is awarded a lodestar amount of $622,015.00.?

Once the lodestar has been determined, it may be adjusted upward or downward, if the
Johnson factors, not “already considered in calculating the lodestar,” warrant such an adjustment.
Shipes v. Trinity Indus., 987 F.2d 311, 320 (5th Cir. 1993) (citing Von Clark v. Butler, 916 ¥.2d
255, 258 (5th Cir. 1980)). However, the lodestar is presumptively reasonable and should be
modified only in exceptional cases. Watkins v. Fordice, 7 F.3d 453, 457 (5th Cir. 1993), on
remand, 852 F. Supp. 542 (S.D. Miss. 1994), aff’d, 49 F.3d 728 (5th Cir. 1995) (citing City of
Burlington v. Dague, 505 U.S. 557, 562 (1992), on remand, 976 F.2d 801 (2d Cir. 1991)).
Plaintiff does not seek a fee enhancement and Defendant does not dispute the reasonableness of
the amount of fees requested by Plaintiff. Thercfore, this Court determines that the lodestar
amount should not be adjusted.

2. Costs
Plaintiff seeks $10,031.04 in costs. Costs other than attorney fees may be awarded to the
prevailing parly under FRCP 54(d)(1). Gaddis v. United States, 381 F.3d 444, 452 (5th Cir,
2004} (quoting Coats v. Penrod Drilling Corp., 5 F.3d 877, 891 (5th Cir. 1993)). “28 US.C. §

1920 defines recoverable costs, and a district court may decline to award the costs listed in the

? See Plaintiff's Attomey Fees Appendix for the specific hourly rates and the aumber of hours requested.

io
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statute but may not award costs omitted from the list.”'° Jd. Although Defendant has not
disputed the reasonableness of Plaintiff’s requested costs, upon reviewed of Plaintiff’s Bill of
Costs, this Court determines that Plaintiff should only be awarded $3,679.83 in costs. It is not
apparent that the other costs requested, in the amount of $6,351.21 for postage, facsimilg courier
services, on-line search expenses, trial supplics, obtaining patents, taxi and airfare for a
deposition, parking for and in preparation of trial fit within 28 U.S.C. § 1920 as rccoverable
costs. See Coats, 5 F.3d at 891 (Travel expenses, costs incurred for “blow ups” used at trial, and
videa technician fees for a deposition are not recoverable as costs, because they are not expenses
included in 28 U.S.C. § 1920.).

1II.  Conclusien

Based on the above, Plaintiff’s Application for Attorneys’ Fees and Plaintiff’s

Application for Costs arc GRANTED in part and DENIED in part. Defendant is ordered to

pay Plaintiff the above mentioned amounts within 30 days from the District Court’s entry of the

final judgment. Pl

SO ORDERED. November /- 2004,

( (=
PAUL D. STICKNEY
UNITED STATES MAGISTRATE JUDGE

v

'9 The costs listed in 28 U.S.C. § 1920 ate: (1) fees of the clerk and marshal; (2) fees of the court reporter
for stenographic transcript necessarily obtained for use in the case; (3) fees and disbursements for printing and
witnesses; (4) fees for exemplification and copies of papers necessarily obtained for use in the case;(5) docket fees
under 28 U.5.C. § 1923; (6) compensation of court appointed experts, compensation of interpreters, and salaries,
fees, expenses, and costs of special interpretation services under 28 U.S.C, § 1828.
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IN THE UNITED STATES DISTRICT CQURT ~ "~ ™
FOR THE NORTHERN DISTRICT OF TEXAS -
DALLAS DIVISIO, DEC | 5 04 : /
GOLDEN BLOUNT, INC., § IS §
: —
Plaintiff, § "“*
§ Civil Action No.
v. §
§ 3-01-CV-0127-R
ROBERT H. PETERSON CO,, §
§
Defendant. §
FINAL JUDGMENT

Pursuant to Rule 58 of the Federal Rules of Civil Procedure and the Court’s Findings of Fact
and Conclusions of Law entered September 2, 2004, it is hereby ORDERED that judgment is
entered for Plaintiff. 1t is further ORDERED that Plaintiff recover damages, as set forth in the
Count’s Findings of Fact and Conclusions of Law of September 2, 2004, and reasonable attorneys
fees and costs, as set forth in the Court’s Order Granting Attorney’s Fees and Costs of November
15, 2004. Moreover, it is ORDERED that interest shall run on the damages, attorney’s fees and
costs, as set forth in the Court’s Findings of Fact and Conclustons of Law of September 2, 2004,
Based upon the fact that infringement causes irreparable harm, it is additionally ORDERED that
Defendant be permanently enjoined from making, using, offering to sell, selling or importing into
the United States the device found to infringe the adjudicated claims of United States Patent No.

15,088,159, or colorable variations thercof.

IT IS SO ORDERED.
ENTERED: this |9 day of b,e C. 2004,
CHMEYER
TED STATES DISTRICT JUDGE

NORTHERN DISTRICT OF TEXAS
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01/18/2001

Page3of 14

PRELIMINARY ASSIGNMENT TO Magistrate Judge Paul Stickney (vdf) (Entered:
01/19/2001)

01/23/2001

CERTIFICATE OF INTERESTED PERSONS by plaintiff Golden Blouat, Inc (1) (vdf)
(Entered: 01/24/2001)

03/19/2001

ANSWER to Complaint and COUNTERCLAIM by dcfendant Robert H Peterson Co
against Golden Blount, Inc (4) (vdf) (Entered: 03/20/2001)

03/20/2001

SCHEDULING ORDER setting Amending of Pleadings on 7/17/01 ; Discovery cutoff
9/14/01 ; Deadlinc for filing of dispositive motions 10/26/01 ; Pretrial materials duc on
2/15/02 Pretrial conference for 10:00 3/1/02 ; Docket call set for 3/4/02 (SEE ORDER
FOR SPECIFICS) ( Signed by Chief Judge Jerry Buchmeyer ) Copies to counsel:
03/21/01 Page(s): 11 (vdf) (Entered: 03/21/2001)

03/20/2001

b

STATUS REPORT ORDER. Joint Status rcport due on 5/18/01 { Signed by Chief Judge
Jerry Buchmeyer ) Copies to counsel: 03/21/01 Page(s): 11 (vdf) (Entered: 03/21/2001)

03/23/2001

wa

ORDER REGARDING JUDGE BUCHMEYER'S SCHEDULING ORDER (SEE
ORDER FOR SPECIFICS) ( Signed by Magistrate Judge Paul D. Stickney ) Copies to
counsel: 03/23/01 Page(s) 2 (vdf) (Entered: 03/23/2001)

05/18/2001

JOINT STATUS REPORT by defendant Robert H Peterson Co, plaintiff Golden
Blount, Inc (3) (vdf) (Entered: 05/18/2001)

06/14/2001

JOINT MOTION for protective order by defendant Robert H Peterson Co, plaintiff
Golden Biouat, Inc. (10) (Imr) (Entered: 06/15/2001)

36/19/2001

PROTECTIVE ORDER granting [7-1] joint motion for protective order (SEE ORDER
FOR SPECIFICS) ( Signed by Magistrate Judge Paul D. Stickney ) Copics to counsel:
06/20/01 Page(s) 7 (vdf) (Entered: 06/20/2001)

09/13/2001

9

JOINT MOTION to extend discovery cut-off by plaintiff Golden Blount, Inc, defendant
Robert H Peterson Co (2) (vdf) (Entered: 09/14/2001)

09/17/2001

10

ORDER granting {9-1] joint motion to extend discovery cut-off reset discovery duc for
10/5/01 ( Signed by Chief Judge Jerry Buchmeyer ) Copies to counsel: 09/17/01 Page(s)
1 (vdf) (Entered: 09/17/2001)

09/21/2001

L ) MOTION by Roy W. Hardin, attorney for plaintiff Golden Blount, Inc_, for Roy W.

Hardin and Locke Liddell & Sapp LLP, to withdraw as attorney . (3} (jaw) (Entered:
09/24/2001)

09/24/2001

ORDER granting [11-1] motion for Roy W. Hardin and Locke Liddell & Sapp LLP, to
withdraw as attorney (Terminated attorney Roy W. Hardin). ( Signed by Magistrate
Judge Paul D. Stickney ) Copies to counsel: 09/25/01 Page(s) 1 (jaw) (Entered:
09/26/2001) -

09/26/2001

NOTICE of attorney appearance for plaintiff Golden Blount, Inc. by William D. Harris.
(2) gaw) (Entered: 09/26/2001)

09/26/2001

NOTICE of attorney appearance for plaintiff Golden Blount, Inc. by Charles Wayne
Gaines. (2) (jaw) (Entered: 09/26/2001)

10/12/2001

MOTION by plaintiff Golden Blount, Inc in limine or in the alternative niotion to
enforce the agrcement of opposing attorneys . (2) (jaw) (Entered: 10/15/2001)

10/12/2001

tps:/fectf.ixnd.uscourts.gov/cgi-bin/DktRpt pl1?889765717429615-1. 280 0-1

MEMORANDUM by plaintiff Golden Blount, Inc. in support O%FES;J,] Thotion in limi_nc'_
or in the alternative motion to enforce the agreement of opposing attorneys. (8)(Exhibits
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not imaged.) (Jaw) Modified on 10/15/2001 (Entered: 10/15/2001)

.0/18/2001 17 | ORDER OF REFERENCE: [15-1] Plaintiff's motion in limine or in the alternative
motion to enforce the agreement of opposing attorneys, is referred to Magistrate Judge
Paul D. Stickney for hearing, if necessary, and recommendations or determination, to
this Court. See order for specifics. ( Signed by Chief Judge Jerry Buchmeyer ) Copies to
counsel: 10/18/01 Page(s): 1 (jaw) (Entered: 10/18/2001)

0/23/2001 18 { ORDER setting hearing: Motion hearing set for 11:00 11/14/01 in the Magistrate's
courtroom 15C22, 1100 Commerce Street, Dallas, Texas, for [15-1] motion in limine or
in the alternative motion to enforce the agreement of opposing attomeys ( Signed by
Magistrate Judge Paul D. Stickney ) Copies to counsel: 10/24/01 Page(s): 2 (djd)
(Entered: 10/24/2001)

1/01/2001 19 | RESPONSE by defendant Robert H Peterson Co. in opposition to [15-1] motion in
limine or, in the alternative, motion to enforce the agreement of opposing attorneys. (11)
(Exhibits not imaged.) (jaw) (Entered: 11/01/2001)

1/13/2001 20 | REPLY by plaintiff Golden Blount, Inc. to response to [15-1] motion in limine or in the
alternative motion to enforce the agreement of opposing attorneys. (6) (jaw) (Entered:
11/14/2001)

1/14/2001 21 | ORDER RESETTING HEARING: Motion hearing sct for 11:00 a.m. on 11/26/01 for

[15-1] motion in limine or in the alternative motion to enforce the agreement of
opposing attorneys . See order for specifics. ( Signed by Magistrate Judge Paul D.
Stickney ) Copies to counsel: 11/14/01 Page(s): 2 (jaw) (Entered: 11/14/2001)

1/26/2001 Motion hearing held re: [15-1] plaintiff's motion in limine or in the alternative motion to
enforce the agreement of opposing attorneys. (Jaw) (Entered: 11/26/2001)

1/26/2001 22 | Minute order: Motion hearing held before Magistrate Judge Paul D. Stickney; Court
Reporter: Gladys Janssen. Order to enter. (1) (jaw) (Entered: 11/26/2001)

1/26/2001 23 | ORDER denying [15-1] plaintiff's motion in hmine. ,,,the defendant will produce Mr.
McLaughlin and the attorney upon whose advice the defendant is relying in Dallas and
at the defendant's cost. The defendant will pay the cost of the Court reporter to attend
the deposition, and each party is to pay for its own deposition transcripts. Plaintiff's
request for attorneys' fees is denied as to the motion and deposition. See order for
specifics. ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel: 11/27/01
Page(s) 1 (jaw) (Entered: 11/27/2001)

2/05/2001 24 | TRANSCRIPT filed Court Reporter: Electronic. Date(s): 11/26/01 Volume(s): 1 Type
of proceeding: Hearing on Motion in Limine. (15+)}USC/Not imaged- bound
document.) (Jaw) Modified on 12/65/2001 (Entered: 12/05/2001)

2/28/2001 25 | ANSWER by plaintiff Golden Blount, Inc. to {3-2] counterclaim. (3) (jaw) (Entered:
01/02/2002)

1/22/2002 26 | Witness list by plaintiff Golden Blount, Inc. (5) (jaw) (Entered: 01/23/2002)

1/22/2002 26 | Exhibut list by plaintiff Golden Blount, Inc. (5) (jaw) (Entered: 01/23/2002)

1/22/2002 27 | Exhibit list by defendant Robert H Peterson Co. (6) (jaw) (Entered: 01/23/2002)

1/22/2002 28 | Witness hist by defendant Robert H Peterson Co. (4) (jaw) (Entered:-01/23/2002)

2/05/2002 29 | RESPONSE by defendant Robert H Peterson Co in opposmon to'ﬁ;ﬁ 1] éxhibits list,
[26-1] witness list (5) (¢xj) (Entered: ()2/06/2002)
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02/05/2002 30 [ RESPONSE by plaintiff Golden Blount, Inc in opposition to [28-1] witness list, [27-1]
exhibits list (4) (cxj) (Entered: 02/06/2002)

02/19/2002 Letter confirming extension of time by plaintiff Golden Blount, Inc. Deadline for
submission of pretrial materials extended to 2/20/02. (3) (jaw) (Entered: 02/20/2002)

02/20/2002 31 | Proposed issues and jury instructions by defendant Robert H Peterson Co (15+) (tem)
{Entered: 02/22/2002)

02/20/2002 32 | PETERSON CO's PROPOSED Special Verdict Form and Special Interrogatories by
defendant Robert H Peterson Co (10) (tem) (Entered: 02/22/2002)

02/20/2002 33 | Proposed voir dire questions by defendant Robert H Peterson Co (3) (tem) (Entered:
02/22/2002)

02/20/2002 34 | Exhibit list by defendant Robert H Peterson Co (5) (tem) (Entered: 02/22/2002)

02/20/2002 35 | Witness list by defendant Robert H Peterson Co (4) {tem) (Entercd: 02/22/2002)

02/20/2002 36| PRETRIAL MATERIAL by plaintiff Golden Blount, Inc (15+) {Attachments not
unaged) {tem} {Entered: 02/22/2002)

02/22/2002 37 | Joint Proposed pre-trial order from plaintiff Golden Blount, Inc, defendant Robert H
Peterson Co (attachment not imaged) (15+) (tem) (Entered: 02/25/2002)

02/26/2002 38 { MOTION by defendant Robert H Peterson Co for protective order to preclude testimony
of F. William McLaughlin . (2) (jaw) (Entered: 02/27/2002)

02/26/2002 39 1 MEMORANDUM by defendant Robert H Peterson Co in support of [38-1] motion for
protective order to preclude testimony of F. William McLaughlin. (5) {jaw) (Entered:
02/27/2002)

02/27/2002 40 1 JOINT AGREED MOTION by plaintiff Golden Blount, Inc, defendant Robert I
Peterson Co to motion for trial by the Court sitting without a jury . (2) (jaw) (Entered:
02/27/2002)

02/27/2002 41 | UNOPPOSED MOTION by plaintiff Golden Blount, Inc for 60-day continuance . (3)
(jaw) (Entered: 02/27/2002)

02/27/2002 42 | MEMORANDUM by plaintiff Golden Blount, Inc in support of [41-1] motion for 60-
day continuance. (2) (Jaw) (Entered: 02/27/2002)

0272772002 43 § Amended SCHEDULING ORDER setting Docket call set for 5/6/02 ; Pretrial materials
due on 4/19/02 Pretrial conference for 10:00 5/3/02.. see order. ( Signed by Judge Jerry
Buchmeyer } Copies to counsel: 2/28/02 Page(s): 2 (jrb) (Entered: 02/28/2002)

02/27/2002 44 } ORDER granting [41-1] motion for 60-day continuance...pretrial conference scheduled
for 3/1/02 will still be held. ( Signed by Judge Jerry Buchmeyer ) Copies to counsel:
2/28/02 Page(s) 1 (jrb) (Entered: 02/28/2002)

03/05/2002 45 | ORDER granting [40-1] motion to motion for trial by the Court sitting without a jury
( Signed by Judge Jerry Buchmeyer ) Copies to counsel: 3/6/02 Page(s) 1 (jrb) (Entered:
(3/06/2002)

03/15/2002 46 | RESPONSE by plamntiff Golden Blount, Inc to [38-1] motion for protective order to
preclude testimony of . William McLaughlin. (6) (jaw) (Entered: 03/ 18/2002)

04/19/2002 47§ PROPOSED FINDINGS OF FACT AND CONCLUSIONS OFJ;AW hy defendant

Robert H Peterson Co (16) (aat) (Entered: 04/22/2002) : - =

ips://ecf.txnd.uscourts.gov/cgl-bin/DktRpt.pl?889765717429615-1L._280 0-1
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4/19/2002 48 | ISSUE DIRECTED TRIAL BRIEF by plaintiff Golden Blount, Inc (10) (aat) (Entered:
04/22/2002)

4/19/2002 49 | SUBSTITUTE LIST OF EXHIBITS by plaintiff Golden Blount, Inc (4).(aat) (Entered:
04/22/2002)

4/19/2002 50 | FINDINGS OF FACT AND CONCLUSIONS OF LAW by plaintiff Golden Blount, Inc
(9) (aat) (Entered: 04/22/2002)

4/22/2002 51 | SUPPLEMENTAL JOINT PRETRIAL ORDER pursuant to Local Rule 16.4 filed.

(Signed by Judge Jerry Buchmeyer) Copies to counsel: 4/23/02 Page(s): 8 (aat)
(Entered: $4/23/2002)

4/22/2002 52 J ORDER OF REFERENCE: Peterson Co.'s {38-1] motion for protective order to
preclude testimony of F. William McLaughlin is referred to Magistrate Judge Paul D.
Stickney for hearing, if necessary, and recommendations or determination, to this Court.
( Signed by Judge Jerry Buchmeyer ) Copies to counsel: 4/23/02 Page(s): 1 (aat)
{Entered: 04/23/2002)

5/03/2002 Pre-trial conference held. (mlh) (Entered: 05/06/2002)

5/03/2002

[tn
e}

Minute order: Pretrial conference held before Judge Jerry Buchmeyer. Court Reporter:
Not on record. (mlh) (Entered: 05/06/2002)

5/17/2002 54 l OPENING CLAIM CONSTRUCTION/TRIAL BRIEF by plaintiff Gelden Blount, Inc.
(15+) (Exlubits not tmaged.) {cxb) (Entered; 05/20/2002)
5/23/2002 55 | ORDER setting heaning: Motion hearing set for 10:00 5/31/02 for {38-1] motion for

protective order to preclude testimony of F. William McLaughlin . See order for
specifics. ( Signed by Magistrate Judge Paul D. Stickney ) Copies to counsel: 05/24/02
Page(s): 2 (Jaw) (Entered: 05/24/2002)

5/28/2002 56 | RESPONDING BRIEF REGARDING CLAIM CONSTRUCTION by defendant Robert
H Peterson Co. (15+)(Exhibits not imaged.) (jaw) (Entered: 05/29/2002)

5/31/2002 Motion hearing held re: [38-1] motion for protective order to preclude testimony of F.
William McLaughlin. Motion denied; order to enter. (jaw) (Entered: 06/03/2002)

5/31/2002 57 | Minute order: Motion hearing held before Magistrate Judge Paul D. Stickney; Court
Reporter: Gladys Janssen. (1) (jaw) (Entered: 06/03/2002)

5/03/2002 38 | REPLY by plaintiff Golden Blount, Inc in opposition to [56-1] defendant's responsive
claim construction brief. (14) (jaw) (Entered: 06/04/2002)

3/04/2002 59 | ORDER denying [38-1] motion for protective order to preciude testimony of F. William
McLaughlin. ( Signed by Magistrate Judge Paul D. Stickney ) Co;nes to counsel: 6/5/02
Page(s) I (cxb) (Entered: 06/35/2002) :

5/26/2002 60 |35 USC SECTION 282 NOTICE of by defendant Robert H Peterson Co (3) (svc)
(Entered: 06/27/2002)

712512002 61 | SUPPLEMENTAL DOCUMENT te [60-1] exhibit list by plaintiff Golden Blount, Inc.
(2) (jaw) (Entered: 07/25/2002)

7/29/2002 Bench trial held- First day. (jaw) (Entered: 07/31/2002)

1/29/2002 63 | Minute order: First day of bench trial held before Judge Jerry Buchmcycr -Court

Reporter: Janet Wright. Court adjourned until 7/30/02 at 9:00 a. m@ UaW) Modified _.|.
on 07/31/2002 (Entered: 07/31/2002)

JT-APP 0100
s://ecf.txnd.uscourts.gov/cgi-bin/DktRpt pl?889765717429615-1. 280 0-1 ’ ' 4/20/2005
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07/30/2002

Page 7 of 14
Bench trial held- Second day. (jaw) (Entered: 07/31/2002)

07/30/2002

4 | Minute order: Second day of bench trial held before Judge Jerry Buchmeyer; Court

Reporter: Janet Wright. Court adjourned until 7/31/02 at 9:00 a.m. (1).(jaw) Modified
on 07/31/2002 (Entered: 07/31/2002)

07/31/2002

62 | MOTION with memorandum in support by plaintiff Golden Blount, Inc. to disregard the

testimony of John Palaski . (6) (jaw) (Entered: 07/31/2002)

07/31/2002

APPLICATION AND ORDER for F William McLaughlin to appear pro hac vice .
( Signed by Judge Jerry Buchmeyer ) Copies to counsel: 08/01/02 Page(s) 3 (jaw)
(Entered: 08/01/2002)

07/31/2002

66

APPLICATION AND ORDER for Dean A Monco to appear pro hac vice ( Signed by
Judge Jerry Buchmeyer ) Copics to counsel: 08/01/02 Page(s) 3 (jaw) (Entered:
08/01/2002)

07/31/2002

Bench trial held. (jaw) (Entered: 08/05/2002)

07/31/2002

I

1

Minute order: Bench Trial held before Judge Jerry Buchmeyer; Court Reporter: Janet
Wright. Bench trial ends; Findings will be entered. (1) (jaw) (Entered: 08/05/2002)

08/09/2002

jie;
[}

FINDINGS OF FACT AND CONCLUSIONS OF LAW ...Based on the foregoing
Findings of Fact and Conclusions of Law, this Court finds for the Plaintiff. Plaintiff's
request for injunctive relief is granted. See Findings of Fact for specifics. (Signed by
Judge Jerry Buchmeyer) Copies to counscl: 08/09/02 Page(s): 8 (jaw) (Entered:
08/09/2002)

08/09/2002

69

JUDGMENT Pursuant to Rule 58 of the Federal Rules of Civil Procedure and the
Court's Findings of Fact and Conclusions of Law, entered 8/9/02, it is hereby ordered
that judgment is entered for the Plaintiffs. It is further ordered that Plaintiff recover
damages and reasonable attorneys fees as set forth in the Court's Findings of Fact and
Conclusions of Law. (Signed by Judge Jerry Buchmeyer } Copies to counscl: 08/09/02
Page(s): 1 (jaw) (Entered: 08/09/2002)

08/09/2002

Casc closed (Jaw) (Entered: 08/09/2002)

08/20/2002

RESPONSE by defendant Robert H Peterson Co to [62-1] motion to disregard the
testimony of John Palaski. (8) (jaw) (Entered: 08/21/2002)

08/23/2002

I~
[

{ MOTION by defendant Robert H Peterson Co for leave to file under seal Peterson

Company's First Motion to Amend Findings of Fact, Conclusions of Law and Judgment
in accordance wuth Rule 52(b) FRCP . (3) (jaw) Modificd on 08/26/2002 (Entered:
08/26/2002)

0872372002

[

SECOND MOTION by defendant Robert H Peterson Co to amend {68-1] findings of
fact order, {69-1] judgment order under Rule 52(b), or, for new trial under Rule 59(a),
FRCP . (3) (jaw) Modified on 08/26/2002 (Entered: 08/26/2002)

08/23/2002

/3 | MEMORANDUM by defendant Robert H Peterson Co in support of [72-1] motion to

amend [68-1] findings of fact order, [69-1] judgment order under Rule 52(b), or, for
new trial under Rule 59(a), FRCP. (15+)(Exhibits not imaged.) (jaw) (Entered:
08/26/2002)

08/23/2002

MOTION with memorandum in support by plaintiff Golden Blount, Inc to include
updated damages and pre and post judgment interest . (15- F)(Exhlblts not.imaged.) (Jaw)
Modified on 09/05/2002 (Entered: 08/26/2002) %

e
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18/23/2002

75

APPLICATION/MOTION by plaintiff Golden Blount, Inc for attorney fces . (5) (jaw)
(Eatered: 08/26/2002)

Page 8 of 14

)8/23/2002

1

MEMORANDUM by plaintiff Golden Blount, Inc in support of [75-1])-motion for
attorney fees. (15+) (jaw) (Entered: 08/26/2002)

)8/23/2002

APPENDIX by plaintiff Golden Blount, Inc in support of [75-1] motion for attorney
fees. (15+)(Not imaged.) (jaw) Modified on 08/26/2002 (Entered: 08/26/2002)

18/23/2002

Bill of costs. (15+)}Exhibits not imaged.) (jaw) (Entered: 08/26/2002)

18/27/2002

Costs $10,031.04. taxed for plaintiff Golden Blount, Inc. (jaw) (Entered: 08/27/2002)

19/04/2002

12

REPLY by plaintiff Golden Blount, Inc to response to [62-1] motion to disregard the
testimony of John Palaski. (4) (Jaw) (Entered: 09/05/2002)

19/09/2002

10
f=)

JOINT MOTION for one-week extension of time to respond to post-trial motions by
plaintiff, defendant. (3) (jaw) (Entered: 09/09/2002)

19/12/2002

ORDER granting [80-1] joint motion for one-week extension of time to respond to post-
trial motions. Response to motion reset to 9/19/02 for [75-1] motion for attomey fees;
[74-1] motion to include updated damages and pre and post judgment interest; and for
{72-1] motion to amend [68-1] findings of fact order, [69-1] judgment order under Rule
52(b}, or, for new trial under Rule 59(a), FRCP. Response to motion reset to 9/23/02 for
first motion to amend Findings of Fact, Conclusions of law. See order for specifics.
(Signed by Judge Jerry Buchmeyer ) Copies to counsel: 09/13/02 Page(s) | (jaw)
(Entercd: 09/13/2002)

19/19/2002

18

OBJECTIONS/RESPONSE by defendant Robert H Peterson Co in opposition to [75-1]
motion for attorney fees. (15+){(Exhibits not imaged.) (jaw) Modified on 09/20/2002
(Entered: 09/20/2002)

19/19/2002

o0
(U8}

| OBJECTIONS/RESPONSE by defendant Robert H Peterson Co in opposition to [74-1]

motion to include updated damages and pre and post judgment interest. (15-+)(Exhibits
not imaged.) (jaw) (Entered: (9/20/2002)

9/19/2002

RESPONSE by plamtiff Golden Blount, Inc to [72-1] motion to amend [68-1] findings
of fact order, [69-1] judgment order under Rule 52(b), or, for new trial under Rule 59(a),
FRCP. (15+)Exhibits not imaged.) (jaw) (Entered: 09/20/2002)

9/23/2002

5 | RESPONSE by plaintiff Golden Blount, Inc. to Peterson Company's First Motion to

Amend Findings of Fact, Conclusions of Law and Judgment in accordance with Rule 52
(b) FRCP. (3) (jaw) (Entered: 09/24/2002)

0/04/2002

REPLY by plaintiff Golden Blount, Inc to response to [74-1] motion to include updated
damages and pre and post judgment interest. (9)(Exhibit not 1maged } (jaw) Modified on
10/04/2002 (Entered: 10/04/2002)

0/04/2002

REPLY by plaintiff Golden Blount, Inc to response to [75-1] motion for attorney fees.
(15+)(Exhibits not imaged.) (Jaw) (Entered: 10/04/2002)

0/04/2002

REPLY by defendant Robert H Peterson Co to response to [72-1] motion to amend [68-
1] findings of fact order, [69-1] judgment order under Rule 52(b), or, for new trial under
Rule 5%(a), FRCP. (15+)(Exhibits not imaged.} (jaw) (Entered: 10/04/2002)

0/04/2002

PROFFER TO THE COURT FOR IN CAMERA REVIEW by plamtlff Golden Bilount,
Inc. (3) (jaw) {Entered: 10/07/2002) = X

2/07/2003

ss://ecf txnd uscourts.gov/cgi-bin/DKtRpt.p1?889765717429615-1._280_0-1 JT-APP 0102 4/20/2005
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}] motion for leave to file under scal Peterson Company's First Motion to Amend
Findings of Fact, Conclusions of Law and Judgment in accordance with Rule 52(b)
FRCP; denying {72-1] Second Motion to amend [68-1} findings of fact order, [69-1]
Judgment order under Rule 52(b), or, for new trial under Rule 59(a), ‘FRCP; granting
[74-1] motion to include updated damages and pre and post judgment interest, granting
[75-1] motion for attorney fees. Plaintiff's Application for Attomney's Fees is hereby
granted. Plaintiff is awarded reasonable atorney's fee sin the amount of $332,349.00.
Plaintiff's Motion for Updated Damages and Pre and Post Judgment Interest is hereby
granted to the extent that the award of damages is updated to cover the period between
May Ist and August 9, 2002. Defendant is ordered to provide this Court, within 10
calendar days of the date of this Order, with sales figurcs for the ember flame unit for
the period from 5/1/02 to May 9, 2002. See order for specifics. ( Signed by Judge Jerry
Buchmeyer } Copies to counscl: 02/07/03 Page(s) 2 (jaw) (Entered: 02/07/2003)

02/07/2003 91 | SEALED DOCUMENT placed in sealed arca (svc) (Entered: 02/10/2003)
02/07/2003 92 | SEALED DOCUMENT placed in sealed arca (svc) (Entered: 02/10/2003)
02/18/2003 23 | AGREED MOTION for a one-weck extension of time by Golden Blount, Inc., Robert H

Peterson Co. (Jaw) (Entered: 02/18/2003)

02/19/2003 94 | ORDER granting 93 Motion to Extend Time... the deadline for Robert H. Peterson Co.
to provide sales figures for the cmber flame unit for the period from 5/1/02 to 8/9/02 is
extended from 2/17/03 until and including 2/24/03. (Signed by Judge Jerry Buchmeyer
on 02/19/03) (jaw, ) (Entered: 02/20/2003)

02/24/2003 95 | RESPONSE to Order rc 90 Order of 2/6/03 filed by Robert H Peterson Co. (jaw, )
(Entered: 02/27/2003)

02/28/2003

N
[l

NOTICE To the Court that Defendant Peterson Company's Response to the Court's
Order of 2/6/03 Contains Volunteered and Non-Responsive Information by Golden
Blount, Inc. (yaw, ) (Entered: 03/03/2003)

03/06/2003 97 | NOTICE OF APPEAL TO FEDERAL COURT OF APPEALS as to 90 Order,,,,, 69
Judgment, by Robert H Peterson Co. (jmir, Jec:Judge.;.NO FEE PAID. TO MAILED.
(attachments not imaged.) Modified on 3/11/2003 (jmr, ). (Entered: 03/07/2003)

03/07/2003 Transmission of Notice of Appeal and Docket Sheet to US Court of Appeals re 97
Notice of Appeal (jmr, ) (Entered: 03/07/2003)

03/10/2003 98 | ORDER: Pursuant to this Court's post-trial Order (entered 2/7/03), the Final Judgment
{entercd 8/9/02) is hereby amended as follows: Plaintiff is awarded actual damages in
the amount of $439,016, and actual damages are trebled, totaling $1,317,048. Plaintiff is
awarded prejudgment interest, which shall be calculated on a simple rather than
compound basis, on the actual damages of $439,016 at the rate of 5.0% for the period
from 12/10/99 to 8/9/02 Plaintiff is awarded reasonable attorney's fees in the amount of
$332,349. Plaintiff is awarded postjudgment interest... at the rate of 1.88% from the date
of the [inal Judgment. Costs shall be taxed against Defendant. (Signed by Judge Jerry
Buchmeyer on 03/10/03) (jaw, ) (Entered: 03/11/2003)

03/18/2003 929 | AMENDED NOTICE OF APPEAL TO US. FEDERAL CIRCUIT COURT OF
APPEALS as to 90 Order,,,,, 69 Judgment,, 98 Order,,,, 68 Findings of Fact &
Conclusions of Law, by Robert H Peterson Co. TOOC Receipt # 192347 (jmr, Jec:Judge
(Entered: 03/19/2003) -

03/19/2003 Transmission of Notice of Appeal and Docket Sheet to US chcfﬁﬁgircu%t Court of
Appeals re 99 Notice of Appeal (jmr, ) (Entered: 03/19/2003) ™7~

(ps:/fect txnd uscourts. gov/cgi-bin/DKtRpt.pl?7889765717429615-L_280_0-1 JT-APP 0103 412012005
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3/25/2003 US Federal Court of Appeals Case Number 03-1298 for 97 Notice of Appeal filed by
Robert H Peterson Co. (jmr, ) (Entered: 03/25/2003)

3/31/2003 100 | TRANSCRIPT REQUEST by Robert H Peterson Co for proceedings held on 7/29-
31/02 Bench Trial before Judge Buchmeyer, re 97 Notice of Appeal, 99 Notice of
Appeal. to US Federal Court of Appeals (jmr, ) (Entered: 43/31/2003)

—
—

'5/08/2003 AGREED ORDER Pursuant to Local Rule 67.1, and by agreement of the parties, it is
hereby ordered that Defendant may deposit cash in the registry of the Court in the
amount of $2,061,710.00 in lieu of (but with the same legal effect as} giving a
supersedeas bond pursuant to FRCP 62. (Signed by Judge Barefoot Sanders for Judge

Jerry Buchmeyer on 05/08/03) (jaw) (Entered: 05/09/2003) -

4/23/2604 102 | JUDGMENT/MANDATE of USCA: Affirmed in part, vacated in part, and remanded.
No costs; as to 99 Notice of Appeal filed by Robert H Peterson Co, 97 Notice of Appeal
filed by Robert H Peterson Co. Issued as Mandate: 4/19/04. (jmr) (Entered: 04/27/2004)

5/11/2004 103 | ORDER: The parties shall submit proposed findings of fact and conclusions of law on
the issues of literal infringement, contributory infringement, induced infringement,
infringement under the doctrine of equivalents, willfulness, the exceptional nature of the
case, and damages by 6/10/04. (Signed by Judge Jerry Buchmeyer on 5/11/04) (aat, )
(Entered: 05/12/2004)

5/17/2004 10

(o

Opinion of USCA: Affirmed in part, vacated in part and remanded; no costs; (certified
copy) in accordance with USCA judgment re 97 Notice of Appeal filed by Robert H
Peterson Co. (jmr) (Entered: 05/24/2004)

JUDGMENT/MANDATE of USCA: Affirmed in part, vacated in part, remanded; as to
99 Notice of Appeal filed by Robert H Peterson Co, 97 Notice of Appeal filed by Robert
H Peterson Co. Issued as Mandate: 5/10/04. (jmr) (Entered: 05/24/2004)

|

5/17/2004 1

~J

5/18/2004 104 | MOTION for immediate return of cash security by Robert H Peterson Co (aat, )
(Entered: 05/19/2004)

5/18/2004 105 | MEMORANDUM in support re 104 motion for immediate return of cash security filed
by Robert H Peterson Co. (aat, } (Entered: 05/19/2004)

6/07/2004 108 | MEMORANDUM in opposition re 104 motion for immediate return of cash security
filed by Golden Blount, Inc. (aat, ) (Entered: 06/08/2004)

6/09/2004 109 | ORDER granting 104 motion for immediate return of cash security. (Signed by Judge
Jerry Buchmeyer on 6/9/04) (aat, ) (Entered: 06/09/2004)

6/10/2004 110 | PROPOSED FINDINGS OF FACT AND CONCLUSIONS OF LAW by Golden
Blount, Inc. (aat, } (Entered: 06/14/2004)

6/10/2004 111 | PROPOSED FINDINGS OF FACT AND CONCLUSIONS OF LAW by Robert H
Peterson Co. (aat, ) (Entered: 06/14/2004)

6/22/2004 112 | ***VACATED PER 9/2/04 ORDER***QRDER ADOPTING 111 proposed findings of
fact filed by Robert H Peterson Co (Signed by Judge Jerry Buchmeyer on 6/22/04}
(aat, } (Entered: 06/23/2004)

6/28/2004 113 ] Application and Order for Admission Pro Hac Vice by David S Becker for Robert H
Peterson Co. (Signed by Judge Jerry Buchmeyer on 6/28/04) Copy to Becker (aat, )
(Entered: 06/29/2004)

' =

= s

5/28/2004 114 { Application and Order for Admission Pro Hac Vice by Leland W Hiitehinson for Robert |

. - 104 ’
1s://ecf txnd.uscourts.gov/cgi-bin/DKtRpi.pl?78897657174296G15-1. 280 0-1 JT-APP 010 4/20/2005
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H Peterson Co. (Signed by Judge Jerry Buchmeyer on 6/28/04) Copy to Hutchinson
(aat, ) (Entered: 06/29/2004)

07/06/2004

Tt
|—
i

REQUEST/MOTION for reconsideration of adoption of defendant's findings of fact and
conclustons of law, alternative MOTION for new trial and REQUEST for oral hearing
by Golden Blount, Inc (aat, ) (Entered: 07/07/2004)

07/06/2004 116 | MOTION to amend its findings of fact and conclusions of law by Golden Blount, Inc
(aat, ) (Entered: 07/07/2004)

07/06/2004 117 | BRIEF in suppott re 115 request/xriolion for reconsideration of adoption of defendant's
findings of fact and conclusions of law, alternative motion for new trial and request for
oral hearing filed by Golden Blount, Inc. (aat, ) (Entered: 07/07/2004)

07/08/2004

=
oo

ORDER as to 116 motion (o amend its findings of fact and conclusions of law. Motion
hearing set for 8/4/2004 at 10:00 AM before Judge Jerry Buchmeyer. (Signed by Judge
Jerry Buchmeyer on 7/8/04) (aat, ) (Entered: 07/08/2004)

07/22/2004

!.._...
o

APPLICATION for attorneys' fees by Robert H Peterson Co (aat, ) (Entered:
07/23/2004)

07/22/2004

5

MEMORANDUM in support re 119 application for attorneys' fees filed by Robert H
Peterson Co. (aat, ) (Entered: 07/23/2004)

07/22/2004 i

[\

|

DECLARATION of Jerry R. Selinger in support of 119 application for attorneys' fees.
(aat, ) (Entercd: 07/23/2004) :

07/22/2004

(o]
t~2

DECLARATION of F. William McLaughlin in support of 119 application for attorneys'
fees. (aat, } (Entered: 07/23/2004) ‘

07/22/2004

[N
(8]

DECLARATION of Leland W. Hutchinson, Jr. in support of 119 application for
attorneys' fees. (aat, ) (Entered: 07/23/2004)

07/23/2004

[
L]

|
5

RESPONSE in opposition rc 115 motion for reconsideration and for a new trial and 116
motion to amend findings filed by Robert H Peterson Co. (aat, } (Entered: 07/26/2004)

07/23/2004

[
I
A

ORDER as to 116 motion to amend it's findings of fact and conclusions of law. Hearing
resct for 8/18/2004 at 10:00 AM before Judge Jerry Buchmeyer. (Signed by Judge Jerry
Buchmeyer on 7/23/04) (aat, ) (Entered: 07/26/2004)

08/09/2004

e
|rq
o

REPLY to Defendant's opposition to Motion 115 amend findings, for reconsideration
and for a new trial filed by Golden Blount, Inc. (svc, } (Entered: 08/10/2004)

08/11/2004 127 | ***VACATED PER 9/2/04 ORDER***QRDER granting 119 motion for attorney fees.
(Signed by Judge Jerry Buchmeyer on 8/11/04) (aat, ) (Entered: 08/11/2004)

08/18/2004 128§ Minute Entry for proceedings held before Judge Jerry Buchmeyer : Motion hearing held
on 8/18/04 re 115 motion for reconsideration filed by Golden Blount, Inc. Defendant's
findings of fact and conclusions of law vacated, plaintiff's findings of fact and
conclusions of law adopted. (Court Reporter Joe Belton.) (aat, ) (Entered: 08/19/2004)

08/31/2004 129 | Proposed Findings of Fact and Conclusions of Law by Golden Blount, Inc. (svc, )
(Entered: 09/01/2004)

09/02/2004 : 130 | ORDER: The Court vacates defendant Robert H. Peterson's application for attorneys'
fees previously adopted on 8/11/04. (Signed by Judge Jerry Buchmeyer on 9/2/04)
(aat, } (Entered: 09/02/2004) o

Y

ORDER: The Court vacates defendant's findings of fact and conclisions of law

09/02/2004 1

[19)
j—
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previously adopted on 6/22/04. The Court adopts plaintiff's findings of fact and
conclusions of law submitted 8/31/04. (Signed by Judge Jerry Buchmeyer on 9/2/04)
(aat, ) (Entered: 09/02/2004)

FINDINGS OF FACT AND CONCLUSIONS OF LAW. Blount is entitled to actual
damages from Peterson of $429,256. The infringement of Peterson was willful, thus the
actual damages are trebled, totaling $1,287,768. Blount is also awarded prejudgment
interest on the actual damages of $429,256 at the rate of 5.0% for the period from
12/16/99 to 8/9/02. Reasonable attorneys’ fees are awarded to Blount. Blount is awarded
post judgment fees at the highest rate allowed by the law from 8/9/02 to 4/19/04, and
resuming from the date of the signing of the final judgment. (Slgned by Judge Jerry
Buchmeyer on 9/2/04) (aat, } (Entered: 09/03/2004)

19/02/2004

S

—_
(98]

9/(8/2004
9/08/2004

APPLICATION for attomeys' fees by Golden Blount, Inc (aat, } (Entered: 09/09/2004)

|

o
N

MEMORANDUM in support re 133 application for attorneys' fees filed by Golden
Blount, Inc. (aat, } (Entered: 09/09/2004)

!
|

U

9/08/2004 APPENDIX in support re 133 application for attomeys' fees filed by Golden Blount,

Inc. (aat, ) (Entered: 09/09/2004)
APPLICATION for costs by Golden Blount, Inc (aat, } (Entered: 09/10/2004)

ORDER OF REFERENCE: 133 Motion for attomey fees filed by Golden Blount, Inc.
and 136 application for for costs filed by Golden Blount, Inc. are referred to US
Magistrate Judge Stickney. (Signed by Judge Jerry Buchmeyer on 9/16/04} (aat, )
(Entered: 09/17/2004)

9/17/2004 138 | NOTICE OF APPEAL as to 132 Findings of Fact & Conclusions of Law, 130 Order
vacating defendant Peterson's application for attorney's fees adopted 8/11/04, 131 Order
vacating defendant's findings of fact and conclusions of law adopted 6/22/04, by Robert
H Peterson Co. (jmr) (Entered: 09/20/2004)

9/09/2004 13

(o8}
S

~J

9/16/2004 13

|

9/17/2004 139 | Opposition to Plaintiff's 133 MOTION for Attorney Fees, 136 MOTION for costs filed
by Robert H Peterson Co. (lmr, ) {Entered: 09/20/2004)

9/17/2004 140 | Appendix in Support 136 Application for Attorney Fees and Costs filed by Robert H
Peterson Co. (Imr, ) (Entered: 09/21/2004)

9/20/2004 Transmission of Notice of Appeal and Docket Sheet to US Federal Court of Appeals re
138 Notice of Appeal. (jmr) (Entered: 09/20/2004)

9/21/2004 USCA Appeal Fees received $ 255 receipt number 211323 re 138 Notice of Appeal,
filed by Robert H Peterson Co (ddb, ) (Entered: 09/21/2004)

9/23/2004 141 | REPLY to response to motion re 133 and 136 application for attorneys' fees and costs
and OBJECTION to defendant's untimely filing of notice of appeal filed by Golden
Blount, Inc. (aat, ) (Entered: 09/24/2004)
9/23/2004 142 | TRANSCRIPT REQUEST by Robert H Peterson Co for proceeding held on 8/18/04
Motion Hearing before Judge Buchmeyer, re 138 Notice of Appeal. Court Reporter: Joe
Belton. (jmr) (Entered: 09/24/2004)
0/01/2004 USFCA Case Number 04-1609 for 138 Notice of Appeal, filed by Robert H Peterson
Co. (jmr) (Entered: 10/12/2004) -
07282004 143 | JOINT MOTION to approve supersedeas bond and stay executlonﬁy Gokien Blount,
Inc, Robert H Peterson Co (aat, ) (Entered: 10/29/2004) ' o
e JT-APP 0106 :
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10/29/2004 1441 AGREED ORDER granting 143 joint motion to approve supersedeas bond and stay
judgment. Defendant shall file a supersedcas bond of $2,372,649. (Signed by Judge
Jerry Buchmeyer on 10/29/04) (aat, } (Entered: 11/01/2004)

11/04/2004 145 | Supersedeas Bond in the amount of $2,372.649 posted by Robert H >Pctersron Co. (aat,)
(Entered: 11/05/2004)

11/15/2004 146 } TRANSCRIPT filed for date of 8/18/04 before Judge Buchmeyer re 138 Notice of
Appeal. Court Reporter: Joe Belton. (jmr) (Entered: 11/15/2004)

11/15/2004 147 | ORDER granting in part and denying in part 133 motion for attorncy fees and granting
136 motion for costs. The Court grants plaintiff's request for attorncy fees in the amount
0f $622,015.00 and plaintiff's request for costs of $3,679.83. (Signed by Judge Paul D
Stickney on 11/12/04) (aat, ) (Entered: 11/17/2004)

11/15/2004 148 } BILL OF COSTS by Golden Blount, Inc. (aat, ) (Entered: 11/17/2004)

11/17/2004 Costs Taxed in amount of § 3,679.83 against Robert H. Peterson Co. (aat, ) (Entered:
11/17/2004)

12/08/2004 149 1 SUBMISSION of final judgment and order dismissing remaining pending motions by

Golden Blount, Inc (aat, ) (Entered: 12/09/2004)

12/09/2004 150 | NOTICE OF APPEAL as to 132 Findings of Fact & Conclusions of Law, 147 Order on
Motion for Attorney Fees, Order on Motion for Miscellaneous Relief, 127 Order on
Motion for Attorney Fees, 130 Order vacating Motion for Attorneys FFees, 131 Order
vacating Findings of Fact and Conclusions of Law, by Robert H Peterson Co. Filing fee
$ 255, receipt number 214044, TOOC. (jmr) (Entered: 12/13/2004)

12/13/2004 Transmission of Notice of Appeal and Docket Shect to US Federal Court of Appeals re
150 Notice of Appeal. (jmr) (Entered: 12/13/2004)

12/15/2004 151 | ORDER DISMISSING REMAINING PENDING MOTIONS. (Signed by Judge Jerry
Buchmeyer on 12/15/04) (aat, } (Entered: 12/16/2004)

12/15/2004 152 | FINAL JUDGMENT. Plaintiff recovers damages as sct forth in the findings of fact and
conclustons of law of 9/2/04, and reasonable attorneys fees and costs as set forth in the
Court's order granting attorney's fees and costs 11/15/04. Interest shall run on the
damages, attorney's fees and costs as set forth in the 9/2/04 findings. (Signed by Judge

Jerry Buchmeyer on 12/15/04) (aat, ) (Entered: 12/16/2004)

01/13/2005 153 | NOTICE of Docketing Notice of Appeal from USFCA re 150 Notice of Appeal, filed by
Robert H Peterson Co. USFCA Case Number 05-1141. (jrr) (Entered: 01/13/2005)

01/14/2005 154 { NOTICE OF APPEAL as to 132 Findings of Fact & Conclusions of Law, 147 Order on
Motion for Attorney Fees, Order on Motion for Miscellaneous Relic, 152 Judgment, 130
Order, 131 Order, by Robert H Peterson Co. Filing fee $ 255, receipt number 215143,
TOOC. (yinr) (Entered: 01/18/2005)

01/18/2005

o
ICh

Transmission of Notice of Appeal and Docket Sheet to US Federal Court of Appeals re
154 Notice of Appeal. (jmr) (Entered: 01/18/2005)

01/31/2005

24!
N

ORDER of USFCA as to 150 Notice of Appeal, filed by Robert H Peterson Co, 154
Notice of Appeal, filed by Robert H Peterson Co. The appeals are consolidated. The
case number 1s 05-1141,-1202. Gmr) (Entered: 01/31/2005)

|
F
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IN THE UNITED STATES DISTRICT CQURT | ay | m

NORTHERN DISTRICT OF TEX A I AN LB
DALLAS DIVISION
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PRI Y

'

4

v

By

Leputy

GOLDEN BLOUNT, INC,
Plaintiff,

R wJ [
v CwviT Action No. !

ROBERT H. PETERSON CO. (JURY TRIAL DEMANDED)

Defendant.

LON LD LD LLN) SO G WOn O o

COMPLAINT FORPATENT INFRINGEMENT AND JURY DEMAND

TO THE HONORABLE UNITED STATES DISTRICT COURT:
Plamtiff, Golden Blount, Inc. (“Golden Blount™), by its attorncys, complains
against Defendant, Rebert H. Peterson Co. (“Peterson™), as follows:

PARTIES, JURISDICTION AND YENUE

1. Plaintiff Golden Blount is a corporation organized and cxisting under the
laws of the State of Texas, having a place of business at 5310 Harbor Town, Dallas,
Texas 75287,

2. On information and belief, Defendant Peterson, is a corporation organized
and cxisting under the laws of the State of California.  On information and belief,
Peterson has been, and 1s now, directly and through 1ts agents and intermediancs, doing
business continuously and systematically in this judicial district and elsewhere 1n Texas.

3. This Court has onginal and exclusive junsdiction pursuant to Title 28
United States Code, Sections 1331 and 1338(a) because this action anses under the Patent

Laws of the United States (Tile 35 United States Code, Section 1 et seq.) for

COMPLAINT TBAGE =

e
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infringement of a United States Patent. Venue in this Judicial District is proper pursuant
to Title 28 United States Code, Sections 1400(b) with 1391(c).

CLAIM FOR PATENT INFRINGEMENT

4. United States Patent No. 5,988,159 (“*159 Patent”), entitled “GAS-FIRED
ARTIFICIAL. LOGS AND COALS-BURNER ASSEMBLY", was duly and legally
issued on November 23, 1999 for an inventive gas fired artificial logs and coals-burner
assembly. Golden Blount is the owner of the ‘159 Patent. A copy of the ‘159 Patent is
attached herefo as Exhibit A.

5. The Defendant Peterson has, within the six years next preceding the filing
of this Complaint, infringed the ‘159 Patent in violation of Title 35 United States Code,
Section 271(a), through its making, using, offering to sell, and selling the “Ember Flame
Booster” accessory (a picture of the device i1s attached hereto as Exhibit B}, to the
damage and injury of Golden Blount.

6. On information and belief, Peterson will continue its infringing conduct,

and its conduct which induces or contributes to infringement, unless enjoined by this

Court.

7. Peterson’s infringing activitics are being conducted without right, license

or permission from Golden Blount.

PRAYER AND RELIEF

WHEREFORE, Golden Blount petitions this Court for a judgment:

A, That the ‘159 Patent is valid and that the claims thereof have been

infringed by Peterson;

‘COMPLAINT PAGE %

JT-APP 0111



B. Preliminarily and permanently enjoining Peterson, its directors, officers,
employees, attorneys, agents and all other person in active concert or participation with
any of the foregoing from further acts of infringement, contributory infnngement or
inducement infringement of the ‘159 Patent;

C. For an accounting and an award of damages adequate to compensate
Golden Blount for infringement of the ‘159 Patent by Peterson, but in no event less than a
reasonable royalty for the use made of the invention, together with interest thereon;

D. Awarding to Golden Blount its costs and attorney fees; and

E. Awarding to Golden Blount such other and further relief as this Court

deems proper and just.

JURY DEMAND

Plaintiff demands a trial by jury of all issues triable by a jury.

Dated: January 18§, 2001
Respectfully submitted,

(& A
Roy‘W. Hardin
Texas Bar No. 08968300
Locke LippELL & Sapp LLP
2200 Ross Avenue, Suite 2200
Dallas, Texas 75201-6776
Telephone: (214) 740-8000
Facsimile: (214) 740-8800

ATTORNEYS FOR PLAINTIFF

COMPLAINT PAGE3

09842:60434: DALLAS - 814546.1

JT-APP 0112

13

17

i1

\ ‘
Y T P S T N @ e B T B B S T G BEE e



JT-APP 0113

I

S
I I - D W = B - S S U BE S S B E =



R S ol R ELRRDY

United States Patent uy

{11 Patent Number: 5,988,159

Blount (351 Date of Patent: Nov. 23, 1999
{54) GAS-FIRED ARTIFICIAL LOGS AND 5033455 M99 Eillotctal ... 126512
COALS-BURNER ASSEMBLY 5052370 11991 Kambw 126512
5081981 M99 Bead . 12692 R
76 laventor. Golden Blount. 5310 Harbor Town, 5263852 1141993 Beck . .. 4314125
Dallas, Tex. 75287
Primary Examiner—lary Joocs
[21' Appl No.: 08/626 498 Anomey, Agent, or Firm—L. Dao Tucker
{22} Filed: Apr. 2, 19%6 57 ABSTRACT
Related US. Appliation Data A gas-fired artificial logs apd coals-burner asscmbly is
provided for fireplace usc in cooperation with decorative gas
[63] Countinnation-in-part of application No 08276854, Jul. 19, logs. and artificial coals 2nd embers decocative. items by
1934, abaadosed, which is 2 coslisuation-in-pact of appl- placement forward of the gas logs in the fireplace
* eation No D8/061,727, May 17, 199, sbandened. arrangement, a sccondary clongated coals- and embers-
[51) Iaot CL® F21C 118 burner tube apparatus. The assembly provides gas-fired
(52 US.CL _______ 126/51%; 126/500; 126/540; artificial logs. coals- and embers-buroer apparatws for fire-
4317125 places whercin gas flow through primary burner tube Is the
158) Field of Search o __ 431/125: 1260512 source of gas Bow 10 2 secondary coals- and erabers-burner
126/500. 524. $40. 503 tube positicacd forward and below the pamary bumner tubc
with multiple discharge ports in the secondary ube directed
- [56] References Cited away [rom the front of the fircplace. thus enhaociog the
natural burn in cooperation of the fireplace draft as well as
US. PATENT POCUMENTS the acsthetic beauty of the imitation burning logs. coals and
302409 WI962 Peterson oo e pesy SRS
38335 WSS Heary e 43125 X
5000162 39N Shimcketal o 1264512 19 Claims, 3 Drawing Sheets
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 U.S. Patent Nov.23,1999  Sheet 1of 3 5,988,159

FIG. 1
(PRIOR ART)
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5.988.159 )
1 2
GAS-FIRED ARTIFICIAL LOGS AND apertures. Sand is poured over the gas burner to hide it from
COALS-BURNER ASSEMBLY sight. Antificial cmbers are then spread across the sand. In
use. gas flows through the burner and escapes through the
The present application is a coalinuation-in-part appli-  spaced apertures. The gas filters up through the sand undex-

cation of US. pateat application Ses. No. 08/276.894. filed 5 neath the antificial lops. The gas is ignited and arcates flames
Jul. 19. 1954, now abandoncd. catitled A Supplemental  between the logs. The height of the flame is coetrolled by a

Burner for Retrofitiog to ae Existing Gas log Burner primary valve which can be manipulated by the user
Asscmbly™ which is 2 contiouatios-in-part application of Gas logs can. under these conditions. providz a grcat deal
U.S patcnt application Ser. No 084061727, fuled May 17.  of heat to a room Alsa. gas logs require virmally no effort
1993, entitled “Controlicd Ernber Bed Burper™ whichis now 10 1o Light Natural logs. oa the other hand. soust be properly

abaadoncd. cured before burning. Evea then. kindling is usually nceded.
CAL FIELT IVEN And ooce Lt it is difficult to cootrol the rate of burning.
TECHRN OF THE ON Beyond convenicace. gas logs are also aesthetically pleas-

The preseot invention rclates 1o a pas-fired atificial fogs iog. Howcver. the standard gas Jogs burner only ercates
and coals-burner assermbly for a fircplace to be used with 13 Bames around the artificial logs. Nanural logs. whea burned
decorative pas logs and coals or embers decorative iterns will beeak apart to produce beautiful burning crbers in front
placed forward of the gas logs in the fireplace amzngernent of the main fog stack A nced cxists 1o produce a’ more
In another aspect. the inveation relates to coals- and embers-  realistic acsthetic burn with gas logs.
burner apparatus suitable for anaching to a terminal end of Duc to the popularity of gas Jogs. a aumber of advances
2 gas-fired primary artificial burncr. the coals- and embers- ™ have been patented. For example. U.S. Pat. No. 5.000.162 to
bumer assembly wiliziog a valve between the primary  Shimek et al, discloses 2 “Clean Burpiog Glowing Ember

artificial logs burner and the coals- and cbers-burner. and Gas Log Bumer System.™ This unit is marketed under

Ie yet another aspect, the invention relates to a gas-fued the trademark Heat-N-Glow as the Mode] S000GDVMH as
artificial logs. coals- and embers-burner asserably for fire- a sclf-contained fireplace and wall heater for mobile homes.
place whercin gas flow theough a primary baracr tube is the 2 The system is a low-BT U systerm whosc main objective is (o
source for gas fiow 10 2 secondary coals burner mibe posi- rainimize carbon monoxide creation and soot deposit oo the

tioncd forward and below the primary burner tube with the logs. A burncr system is provided with a fust branch and 2
multiple discharge ports in the secondary tube dirccted away  second branch. The first branch is supported on a peefatri-
from the €ront of the fircplace. cated grate between a first and sccond decorative log. The
The peesent further relates 1o efficicnt as burners for Ead second brasch is forward of the logs aod is protected under
burning patural gas. manufactured gas and propane gascous 2 metal mmesh. A very light bayer of special ember materal is
fucls within a fircplace environracnt. In addition. the iavea- spread oo top of the mesh. Shimek ct al. "162 is only sold as
tion provides an eficieat burner sysiem for buming gascous a complete system of logs. burner and special cmber mate-
fuels in 2 manper which peovides decorative flames and 1 rial. It cannot be fitted to cxisting pan burners which are by
decorative coals and embers which simulate wood burning. far the most corumoa burner in usc. the combination result-
Gas logs arc usually made of a fire registant ceramic ing in the assembly of (h-c iﬂ"C[flioﬂ- Thus, the Shimek
matcrial, however, when gas flames are directed against burnce systeto is an ¢Xpeasive aption.
such caramic ratedals. the gas flame is cooled by the The Shimek burner system provides a metal trim piece or
ardficial logs and maoy times produces a highly inefficient . refractory material is froat of the sccond burncr pipe branch
and dirty ycllow flame, Such a flame further indicales so that it is not casily viewed by a person standing in front
incotnpletc burn of the gascous materials doe to a lack of of the fircplace. The sccond braoch only illursinates a thin
sufficicat burn teroperature and oxygen supply thus creating line of cmber material. Neither the first o second branch can
excessive soot and carbop monoxide. Various atiempts have be coveicd by sapd as is comrmon in other umits. The gas
beca made in conmocting these decorative freplace gas tog ¢ apertures in the branches are [ocated ou the upper sucface of
deficicacics. both branches. Thus. sand could casily clog the apertures.
Fusther it is known that gas burners or gas nozzles can be Moreover. the flow of gas into the second branch canpot be
buried below a level of sand and vermiculite. These burner regulated
systems are referred to as sand pan burocrs which disburse US. Pal. No. 5052370 to Karabin discloses a “Gas
the gasses through the fireproof material and permit the gas gy Burner Asserably Ipcluding Erberizing Material™ The gas
permeatiog through the porous mmatedal to ignite upon burner comprises a fust and secood gas-burner assembly.
cotering the atmosphere. Such systems allow disbursal of  The fiest gas-burner assermbly is formed by a pair of paraliel
the flames over a large arca or bed of material. Such burner tubes copnected by a third burner tube, The second
disbursal of Bames creates 2 mote cficient bum which gas-burper assembly is located forward of the first asscmbly
fusther simulates the action of buming wood. ashes and 55 and is generally T-shaped. The second burner only illumi-
epabers in a fireplace. nates 2 thin line of cmber materal. A single gas source
Prior art burner systems for artifical decorative logs and supplics both burner assemblies. An igaiter is provided to
sand pan type burncers are incorporaied in various prefabe- igoite the gas from the main burner asscmbly. The flame
cated fireplaces or existing masonry fureplaces; however. from that burning gas ipnites the gas from the secoad burng
such systems are required to meet the ANSI emission go 2sscmbly. As with the Shimek et al burper asscrbly, the
standards which bave been adapted by the Amesican Gas  flow of gas to the sccond burner assembly cannot be
Institute. Accordinply. it is very desirable to provide a clean controlled.
burning gas-fued artifictal logs and coals-burper assembly Finally. US. Pat No. 5.081 98! to Beal discloses ye!
which mect the present ANSI eraission staodasds. another buraer and is cotitled *Yellow Flame Gas Fireplace
Gas logs are increasingly popular is homes. Decorative 63 Burner Asscrmbly.” The Beal reference i1s primadly con-
artificial logs arc placed on a grate which is located over a cerned with producing a clean yclow flarae. The burner
gas burpec The burner is typically a tube with spaced assembly includes a U-shaped burner tube. The froat portion
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of the burner tube is forward of the attifidal logs and
provides flame for ember material. However, as with the
Shimek seference above, the forward portion of the burner
tube is hiddca from view by a poction of the grate. The Beal
systern does not coatcmplate the prescat assembly.
Furthermore. as with both the Shimek and Karabin
references. there is 60 rucans provided to control separately
the flow of gas into the front buraer tube.

A neced exists for an inexpensive assembly for improving
the perforrmance and acsthetic appeal of pan-type gas bura-
cxs. The assembly should distibute gas under antificial coals
or emabets in froot of the gas-fired Jogs. The assembly should
also provide a method of controlling the flow of gas to a
secondary burner. thus coatrolling the height of the caals and
crobers bed Azmes aad the amoust of heat radiated into a
room. A nced further exists for an assembty which can safely
operate even if completely covered by sand and cahances
gas burn of both prirary log buracr and secondary coals and
cmbers burper by gas fow control and burn direction

‘These prescat and loog-felt nceds for gas logs and glow-
ing coals- and cmbers-burner systerns will burn clcan and
closely simulate the natural flames produced by burning
wood logs have not yet been met by the ant. Therefoce. it is

- desirable to produce a reliable and cfficient gas logs and

plowing coals- and embers-burner assembly which prodaces
the desired efficdency of burn while providing decorative
flames that closcly simulate burning wood logs while at the
same time providing uscable heat and still meet EPA regu-
1ations and the ANSI croissioas and safery standards.

SUMMARY OF THE INVENTION

1t is a primary object of the prescot inveation to provide
a highly cfficicat gas-burner assembly for usc with artificial.
decorative logs and glowing coals and crabers wherein the
asscmbly provides coatrol for the glowing coals and embers
independenty of the gas fogs burn.

It is another primary object of the presest invention to
provide a novel buraex assermbly which closely simulates the
flames. cmbers and coals of natural wood Jogs burn

Tt is another principle object of the prescat inveation to
provide a povel burer asserably which has low carbos
raonoxide cmission characteristics.

1t is yet another object of the present investion to provide
an efficicot low carbon reonoxide emission buruer asscmbly
that combines long decorative gas flames with short or low
smoldcring glowing cmbers and coals i the same assembly.

It is another object of the present invention to provide 2
gas flow communicating primary and sccondary bumna
tubes with the gas distribution ports of the secondary burner
tube dirccted away from the opcning of the fircplace and
utilizing the patural draft of the fircplace 1o enhance the
overall cfficicecy of the bura of the two burpers.

The prescnt burner assembly is the combination of 2a
incxpensive primary gas logs burner assembly in gas flow
communication with a secondary coals- and embers-burnes
tubx positioned forward and below the primary bummer which
operates to cobance the natural draft of the fircplace to
improve cflidency of burn and acsthetic appeal of the
gas-fired artificial logs. coals- and embees-burner assembly.
The secondary burser can distribute gas uoder artificial coals
and cmbers in front of the gas logs with control of e gas
Aow to the sccondary burner being readily adjustable by a
valve in the connection means between the primary and
sccondary burmers. The secondary buroer reccives gas
through the primary burzer, the conuection means. 20d the
gas fiow is regulated selectively by the valve which is
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interposed between the primary and secondary burners in the
conncction macasns. The control of gas flow thus controls the
height of the coals and embers bed flames and the amouat of
radiant heat which is produced in the froot of the fireplace
and is distributed into the room The amount of radiant heat
can be enhapnced by utilizing the control valve for iscreasing
the amount of gas being burned in the secondary burner or
the utilization of cven a tertiary burner alosg with the
sccondary burner which are provided forward of the gas logs
arrpgefuent in the fircplace. dhe secondary bumer can
operate efbciently when completely covered with sand and
artificial coals and embers matesials. theee being 0o necd for
a new grate to hide the secondary burner.

The ability to regulate the flow of gas to the secondary
bumer is an especially irnpoctant feature. o addition, the gas
flow from the sccondary burner away from the opcaing of
the fireplace and. in cffect. toward the primary burner is also
of special importance because of the utilization of the
fireplace patural draft and dircction of flames to more
completely burn the gas. avoid any pockets of gas in front
of the pas logs. The direction of the gas dispersion from the
secondary burper cosurcs that through the action of the
patural draft of the fireplace aud the burning logs from the
primary burner that complete and total combustion in 2o
efficicot manner will be achieved of the gas fiowing from the
sceondary burner which is positioned somewhat forward of
the primary burner.

People buy gas logs primarily for conveaicoce. but this
does not means that they want to give up oo the beauty of
burning real logs. Standard pan burners oaly provide part of
that beauty. Having roaring flames throughout the logs is
greatly complemented by lower flames in front of the gas
logs throughout a coals and esmbers bed. Nooce of the prior
art refecences above feature or even suggest a variablc
coouol means for accomplishing lower flames in the coals
and erbers bed. Moteover. every fireplace drafts differently.
Such diffiercnces in fucplace construction and drafting. ic..
fiseplace draft. as well as sizing and manufacture of present
antificial fireplace burner apparatus dictates that variable
control of the secondary burner, the coals and embers buroer
which operates independently of the primary logs burner is
neczssary. Volurme and velocity of air entering the firebox
varics according to the size of the room, height of the
ceilings. and size of the fircbox. Nooc of the pror art
refereaces compensate for the varying drafis of fireplaces
and therefore fail to accommodatc all fireplaces while
attemnpting 1o provide the maximum aesthetic beauty desired
acd efficicncy of burn

Most importantly. the gas-fired astificial logs. coals- and
embars-burner assembly through the secondary burner con-
wol afforded by the valve. allows the user to selectively
jncrease the amount of pas being burned forward of the
artificial logs. This cootrol also affords a greatr introduction
of radiant heat to the room as desired on colder days. As
previously discussed, artificial gas logs can actas a beat sink
and absorb heat produced by the flames. The heat gencrated
by the sccondary burncr is Jargely radiant and is projected
ioto the room. which affords quick heating of the room while
also providing the acsthetic beauties of a gas-ficed artificial
logs. coals- and embers-burner assembly opaation.

BRIEF DESCRIPTION OF THE DRAWINGS

For a more complete understanding of the prescat
igvention. 2od for further details and advantapes thercol.
refercnce is pow made to the following Detailed Descriplion

taken in conjunction with the accompanying drawings. in
which:
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FIG. 1 provides a pesspective view of a prior art pan of carbon mooaocxide. Even more importanlly is that the
burner used with artificial gas logs; backward direction or gas flow direction toward the primary
FIG. 2 provides a gas-fired artificial logs primary pan tube bumer I:_mm the scoondary burncr avoids cr:atio!: of pockets
bumer 2pd secondacy coals and crubers tube burner; g( gas mhtlhc; :;:f:i aad %t::cr covcnﬁgc ':n:m{\a!_ ofdthc:c
. uruers which ¢ ssibly ceeate a Rash explosion ducto
z:rlic:;i.ini ?éu:h:;il:dtf;cécor:c P'_“Cud‘ assembly in # accunulated gas, Forp:xmplc. ifthe gas is dirfclcd from the
pe 5 ogs- X 13 Hames; ao sccondary burner 104 roward the opeaing of the fircplace,
FIG. 4 it a froot view of the asscrubly dlluminating the  then two indepeadent sources of gas pocketing occurs—one
coals and crabers bed and gas logs flames. on the gas logs primary burncr which may or may not be
covered by granular materials as well as that generated by
DETAILED DESCRIPTION OF THE DRAWINGS ® e secondary burner which is removed from about four to
The prescat asscrubly provides a sumber of advantages cight or ten inches in froat of the primary burner. Lighting
over the burner assemblics disclosed in the pdor ant. FIG. 1 of such gas distribution pockets would be hazardous and
illustrates a standard pan burner 10 which is used i the vast uaiformiry of coordinated burm wtilizing natural draft of the
majodity of antificial log sets. The pan burner 18 has an open " fireplace would be lost. If the sccoodary burner 104 dis-
frame 12 which supports a burner tube 14. An infet 16 is charges gas in a vertical direction. apertures in the sand or
connccted to 2 gas source {not shown). A plurality of coverage granular material will occur and oas would lose
apertures. as evidenced by gas plumes 18, are spaced along the aesthetic beauty of the applications of distribution of gas
the leagth of the bumer tube 14, Gas escapes through the for burning and crcating flame coals” and cmbets™ appear-
apertures and filters through ¢and (oot shows). Gas which . ance.
escapes from the sand is initially igaited to crcate flames. In the gas-fucd artficial logs. coals- and embers-burner
These flames are continually fed by the cscapiag gas. The assermbly of the inventon. the primary clongawed burner
burmer tutc 14 s supported by the side walls 12a. 125 of the tube can be comprised of a onc-halfl inch pipe while the
frame 12 The burner tube 14 extends beyond the side walt sceondary coals- and cmbers-burner clongated ube can be

"12a a6d is capped. 55 Of 2 oac-guarter inch pipe. Thesc dimensional relationships

FIG. 2 illustrates a secondary buroee apparatus 100 which can be varicd depeading on the needs foc gas volume and the
cmbodics the prescat inveation in combination with primary size of the fireplace. The spacing between the primary and
buracr tube 14. The sccondary burncr apparatus 100 can be sccondary busner tubes can also be varied within reasonable
retrofitted 1o the werminal end 14a of the bumer tube 14 in lengths of from about four to eight of ter inches depeading
the pan burner 10. The cap roust be semoved from the 4 0o the size and depth of the coals and embers bed one
terminal eod 1da. A comncctor 102 is theo atached to the requires. The secondary clongated burner rebe caa alse have
uncapped cod of bumer tube 14, The connector 102 is fitted adjustments for height. meaning distance clevated from the
10 the scrondary burser tube 104 creating a0 caclosed Bujd  floor of the fireplace, again depeading oo the depth and size
path for the gas. The cosacctions between the connector 102 of the coals and embers fire bed. In all of these dimensional
and the terminal cod 14a should be adequately sealed to 45 relaticnships. the present invention provides an adjustable
prevent leakage. Likewise, the connection between the coo- burp facility for the secondary clongated bumner tube which
pcclor 102 and the sccondary burner tube 104 should also be controls the amouant of coals and embers fame and glow.
properly scaled. A valve 106 is interposed in this Suid path. again depcodiag on the individual's desires, size of the
The valve 106 can be variably positiotzd to give the user the room. size of the fircplace and the amount of patral draft
ability sclect the amount of gas enlering the secondary .4 Uwough the fueplace.
bumer. The sccondary burner tube 104 is gencrally parallel FIGS. 3 and 4 illustrate the eflect of the secondary burnes
to the primary burner tube 14. The taminal portion of the  apparatus 100 onee comnected to the pso burner 10, As
secondary buraer tube 10da is closed The primary and discussed. a grale 20 is locatcd above the pan burner which
sccondary burner tubes are typically maade of steel. is covered with sand 22, The grate 20 can hold at least onc

A plurality of apertures 108 are along the length of the ¢3 anificial log 24. Artificial caber material 26 which gloY!s
‘sccondary burner fube 104. The apertures 108 can beevenly  Whea heated can be strewn under and around the arificial
spaced or clustered The apertures 108 are typically between logs and on top of the sand. Flames 3¢ fed by gas from the
V2 and %1 inch in dizmeter, but arc preferably Vis of aninch  primary burmer tube 14 rise through the artficial logs 24.
in ditmcter. More importantly, the apertures 27 located  Flames 40 fed by gas from the sccondary burner tube 164
along the radial cdge of the secondary burser tube 184, so can rise through the artificial craber bed 28. As ilfustrated.
below the upper ridge of the tube. By avoidiog the upper the Bames 40 can be lower than the flames 30, thus providing
ridge. the apertures are less likely tobe clogged by sand. Gas  2p acstheBically pteasing sight.
passing through the valve 106 catas the secoodary bume Although preferted cmbodiments of the investion have
tubc 104 and cscapes through the spaced apertures. The becn' described in the (orcgoing Detalled Desaiplion aad
apertures can be evenly spaced or clustered. 55 illustrated in the accompanying drawings. it will be uader-

These various spaced apertures or gas discharge ports are stood that the invention is pot limited to the embodiments
roost important i thelr posidon inregard toboth the primary  disclosed. but is capable of numcrous rearrangemeuts.
and secondary tube bumners. In the secopdary bumer tube modifications, and substitutions of parts and clements with-
1084, the gas is discharged in a direction away from the out departing from the spirit of the inveotion. Accordingly,
opening of the fircplace or in another aspect is directed 6o the preseot invention is inteaded to escompass such
somewhat toward or directly toward the primary burner tube  1earrangements, modifications, and substimtions of parts
14. The cfeats of such gas bumm direction enhances the and clemcats as fall within the scope of the iaveation

acsthetic beauty of the overall logs. coals. and crabers bura. What is claimed is:

but. more impartantly. provide several safery features of the 1. A gas-fired anificial logs and coals-bumer asscmbly for
gas-fired artificial logs. coals- and crobers-burnee assembly. 63 fircplace comprising:

First. the pantral draft of the fireplace provides a moce an cloagated prirnary burner tube including 2 plurality of
cficieat burn of the gas aed avoids high o intolerable tevels gas discharge ports; .

———
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x secondary coals bumer cloogated tube positioned for-
wardly of the primary burner fube;

a support meaps {or holding the clongated peimary burer
tube in a raised level relative to the forwardly position
secondary coals burner clongated ube;

the sccopdary coals burner clongated rube including 2
pluraliry of gas discharge ports; ’

the clongated primary burner tube and the scooadary coals

burner clongated tube communicating through tubular
coancction means wherein the gas Aow to the second-
ary clongated coals bumer tube is fed through the
primary burner tube and the tubutar connection means;
valve for adjusting gas Bow to the sccondary coals

purner cloogated tube positicned in the tubulae gas 5

cooncction faeans; and '

the primary burcr tube being in commuuication with a

gas source with a gas flow control meaas therein for
cootrolling gas Bew inlo said prmary burner fube.

2. The gas-fued artificial logs and coals-burner assembly 20
accotding o claim 1 whercin the support means for the
primary burncr tube is comprsed of an open frame pan for
supporting the peimary buroer tubc in an elevated position

o

rclative 1o the freplace fioor.

3.The gas-fued artificial logs and coals-buracr assembly 23
according to claim ¥ whercin the secondary coals bufber
clongated tube discharge ports are directed toward the
primary bumner clongated tubc at an aggle of from about 5
1o about 75 degrees based oo the plane of the fireptace floor.

4. The gas-fured antificial logs aad coals-burser asscmbly
according to claim 3 wherein the secoedary coals burser
clongated tube discharge ports directed toward the primary
burner tube utilizes the fireplace hatural draft in achieving
corabustion of both gas sources in sufficient air lo maintain
satisfactory levels of CO.

5. The gas-fired artificial fogs aod coals-burner assembly
according to claim 1 wherein the sccondary coals buraer
clongated tubc is substatially parallel to the primary burnex
tube 20d has a smaller inside diamete thao the primary
burner tube with the valve adjusting gas flow for coals burm 0
and forwarding heat radiation from the fireplace.

6. The gas-fired artificial logs and coals-burucr assembly
according 1o claim 4 whercin the primary burner tube is
comprised of a standard half-inch pipe and the sccondary
burner tube is comprised of a standard quarter-inch pipe. 45

7. The gas-fired antificial logs and coals-burner assembly
according to claim 1 whercio the clongated primary burne
tube and the sccondary coals bumcr clopgated ube are
spaced apart oo difficrent planes at from about four to about

cight inches. 50

8. The gas-fired artificial logs and coals-buraer assernbly
according to claim 1 wheeein the secondary coals burmer
cloagated tube is of a smaller diameter than the primary
burner tube which allows for a lower profile of coals and

sand coverage. 53

9. The gas-fued artificial logs and coals-burner asscmbly
according to claina 1 whercin the sccondary coals buroer
clongated tubc is adjustable in height relative to the Aoor of
the fireplace and the clevated primary burper tube.

10. The gas-fired artificial logs and coals-burner asserobly 60

aceording to claim 1 wherein at Jeast two secondary coal
buraer clopgatzd tubes are wtilized for artificial coal burn
and tadiant heat geoeration.

11. The gas-fised antificial logs 20d coals-burner asseonbly

according to chaim 1 wherein the primary and secondary 63

burner tbes have apatures of from sbout Y51 inch to abowt
Y4 inch,

8

12 The gas-fired artificial logs and coals-burner assembly
according to claim 1 whercin the gas fow adjustment valve
has a cemovable hapdle, the gas flow adjustment allowing 2
varicty of setrings from full closed to full open.

13. The gas-fired artificial logs and coals-burner assermbly ~
according to claim 1 wherein the conncction means is
comprised of a copnector auached to the terminad ¢nd of the
primary burne tube ata first cod of a connector and attached
to the secondary coals burner clongated tube to a coancctor
sccond end with the valve interposed between the primary
burner bk and the secondary burner tubc.

14 The gas-fired artificial logs and coals-burncr assernbly
according 1o claim 13 wherein the connector geserally Is
shaped outward from the first cod connected to the primary
burner tube. directed geocrally perpeadicular to the bureer
tubes alignmeot and inward to the second end connccted to
the secondary burner tube, the valve and connectoc being
positoned generatly exterior of the prirmary and secondary
burnce bt fire zones.

15. The gas-fired antificial logs and coals-burner assembly
according 1o claim 1 whercin the opea frame pan and
primaty cloagated burner tube is positioned under 2o anti-
ficial logs and gratc support means

16 The gas-fircd artificial logs and coals-burner asscmbly
according to claim 1 wherein the prmary cloogated burnct
tube is covered with sand and the secondary clongated
burner tube is covered with sand. mica_ and fibrous materials
which simulate coals and cruber bura.

17. A gas-fired antificial coals- and embers-buraer appa-
ratus suitable for attaching 1o a gas-fired primary artificial
log burncr tube said primary artificial log buract tube having
a tcrminal eod corprising:

a secondary coals burming clongated tube;

a coanector means for connecting said terminal cod in
communicatios with the sccondary burcer tube, the
secopdary burner tubc positioned substantially paratlel.
forward and below the prmary buraer tube, the coo-
nector rmsans having intarposed between the primary
and sccondary burper tubes a gas flow adjustment
valve. the pamary and sccondary burner lbes having
a pluraluty of gas discharge ports, the sccondary buraer
tube being in gas flow communication with the primary
burser tube being the connection means. a gas distri-
butiea ports of the sccondary burner ube directed away
frotm the fircplace opening

18 The gas-fired artificial coals- and crobers-burper 2ppa-
ratus according Lo claim 1. whercin the gas distibution ports
of the secondary burner b are dirccred toward the primary
burner tube al from about § degrees to 2bout 75 degrees
clevation from the fleeplace Boor.

19. A gas burner asscmbly for use in 3 fircplace compris-
isg:

a primary burner tube having a furst cad and a second cod.
said first end adapted to be conpected to a gas source
with 2 gas Bow control imcans for cowolling the
amount of gas Aowing into said primary burncr mbe;

2 second burnar tube;

a comnecior tube artached to said sccond cod of said
primary burncr tube and to said sccond burner tube to
provide fluid communicalion between said primary
burner tube and said second burner tube; and

a valve disposed in said coancetor tube for selectively
coouclling the flow of gas from said primary burner
tube into said szcond burner tube.

« v v » =
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Control Systems

Glowing Embers Burner

(G4 and GXd Sertes)

The Peterson Real-Fyre Glowing Embers Burner
remains the most popular of our burner systems.
This systems creates dancing, wood-fire-like flames
and a remarkably authentic glowing ember bed
beneath the logs.

The G4-Seres bumer system is available in sizes
12" to 60" It is compatible with most Real-Fyre Gas
Log styles. The bumner system includes a wood-fire
style grate, Glowing Embers Burner Pan, connector
kit, Glowing Embers, granules (select sand or
vermiculite), grate clips and damper clamp. The G4
Sernies will accommodate all Peterson controls,
including the remote control systems, and the Warm
Air Circulator.

The Real-Fyre G4 burner pan is engineered to
provide the maximum in performance, safety and
durability. The burner portholes are precisely sized
and spaced to ensure a natural, balanced flame
presentation. It also provides quick ignition and
quiet operation. The fuel injector/air mixer allows
only the required amount of fuel, ensuring the
ultimate in performance while conserving gas. The
pan is constructed of high quality steel covered with
a heat-resistant paint. [t is securely welded to
prevent gas from escaping.

The G4 Series is available to burn Natural or
Propane Gas (a safety pilot system is required for
burners using Propane Gas). Radco listed on units
up to 96,000 BTU's. Also available for See-Thru
and Peninsula fireplaces.

%\k-:. Set.

/
= The Realism and excitement of your Real-

Fyre Gas Log set is amplified by the Ember Flame Booster (EMB Series).
This easy-to- mstall accessory adds dramatic front flames to your gas tog set

. JT-APP 0123
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The Front Flame Burner System”

(¥ Series)

features a patented burner design that provides
dramatic flames to the front of the logs, as well
as flickering fire through the log stack. Speciall
designed flame baffles bnng prominent flames
around the bottom frent log for a dramatic
presentation. This burner system 15-RADCO
approved and compatible with most Real-Fyre
Gas Log styles. Available for natural and propa
gasin sizes 12" to 60", Bumner system includes
Front Flame bumer, custom grate and connecto
kit. The Front Flame Bumer System is availabl
n see-through and circular formats.

S SN

ST e

Flame Pan Burner (P Series)

The Flame Pan Bumer System 1s designed to
provide a unique setting for your fireplace. The
Pan includes spectal baffles that allows the
flames to erupt over the entire pan surface,
surrounding your Real-Fyre Logs. This makes
the Flame Pan Burner Svstem ideal for see-
through, peninsular or island fireplaces. The le
of the pan bumer are removable, wiuch allows
you (o sct the pan low on the hearth, bury it wit
embers and create a campfire effect

The Flame Pan Burner System is available for
natural or propane gas in sizes 16" to 42" Itis
compatible with most Real-Fyre Gas Log style
and Peterson control systemns.

Ember Flame Booster

{see example)

As an accessory for you G 1 Series Burper
< System. Modcl # EMB-18, EMB-24,
EMB-30 or Order pre-assembled on your
G-5 Series (AGA Design Certified) Log

~01/09/2001
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L USDISTRICT CoGay
l\ORTH]ERNDISTPJC]‘()I-‘T'-“' o
IN THE UNITED STATES PATENT DISTRIqT COURT  RiLwp - -

NORTHERN DISTRICT OF TEXA

DALLAS DIVISION
MR 19y ;
B e |
GOLDEN BLOUNT, INC. & CLERQUS iy oo
§ "’ _
Plaintiff, § Devuy
§ .
v § Civil Action No. 3-01CV0I127-R
§
ROBERT H. PETERSON CO. §
§
Defendant. §

ANSWER AND COUNTERCILAIM

Defendant, Robert H. Peterson Co. (“Peterson™), by its attorneys answers
Plaintiff’s, Golden Blouat, Inc. (“Golden Blount™), complaint as follows:

I Defendants are without knowledge or information sufficient to form a belief
as to the truth of the allegations of Paragraph I, and therefore deny the same.

2. The allegations of Paragraph 2 are admitted.

3. In response to the allsgalions of Paragraph 3, Defendant demes that venue is
proper pursuant to Title 28 United States Code, Section 1400(b), and denies that it has
done anything improper. The remaining allegations are admitted.

4. In respoase to the allegations of Paragraph 4, Defendant admits that U. S.
Patent No. 5,988,159 was issued by the U. S. Patent and Trademark Office and that a copy
of the *159 patent was attached to the Complaint as Exhibit “A”. Defendants deny that the

159 patent was duly and legally issued. Defendants are without knowledge or information

Dallas? 165171 v 1, 99999.00001 1
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sufficient to form a belief as to the truth of the remaining allegations of Paragraph 4 and
therefore deny the same.

5. The allegations of Paragraph 5 are denicd.

6. The allegations of Paragraph 6 arc dented.

7. The allegations of Paragraph 7 are denied.

AFFIRMATIVE DEFENSE

8. The ‘159 patent, and each of the clairus allegedly infnnged by Defendant,
are invalid for failure to comply with one or more of the requirements of Title 35, United

States Code.

COUNTERCELAIM

9. The allegations of Paragraph 8 of Dcfendant’s affirmative defense are
repeated and realleged herein.

0. This counterclaim seeks a declaratory judgment of invalidity of United
States Patent No. 5,988,159. The Court has subject matter jurisdiction in accordance with
28 U.S.C. Scctions 2201, 2202 and 1338(a).

1.  The ‘159 patent is invalid for failure to comply with one or more of the
requirements of Title 35, United States Code.

WHEREFORE, Defendant Robert H. Peterson Co. prays for judgment against

Golden Blount, Inc. as follows:

Dallas? 765371 v 1, 99999.00001 2




A. A judgment in favor of Defendant and against Plamntiff with no award to

Ptaintiff of any damages, costs, or fees;

B. A declaratory judgment that U. S. Pateat No. 5,988,159 is invalid;

C. An order awarding Defendant its costs in addition to ilsra(tomcys' fees in
accordance with 35 U.5.C. Section 285; and

D. Such other and further relief as the Court may deem just and equitable,

spec[fully submitted,
@ (A

R. Sthinger

ate Bar No. 18008250

INKENS & GILCHRIST, AP.C.
445 Ross Avenue, Suite 3200
Dallas, Texas 75202
214/855-4776 (Telephone)
214/855-4300 (Facsimile)

ATTORNEYS FOR
ROBERT H. PETERSON CO.

OF COUNSEL:

Dean A. Monco

E. William McLaughlin

WoOoD, PHILLIFS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street, Suite 3800

Chicago, [llinois 60661-2511

Telephone: 312.876-1800

Facsimile: 312.876-2020

Dallas? 76531 v [, 9999900001
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The undersigned hereby certifies that a true and correct copy of the foregoing
Answer and Counterclaim has been served on all counsel of record by first-class matl,

CERTIFICATE OF SERVICE

postage prepaid, on this 19" day of March, 2001.

Dallas? 7653171 v I, 99999 00001
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Us. l)z:.'mlcr(:ouﬁf

RORTUERN DISTRICT OF TRV AS
Yy

IN THE UNITED STATES DI§TRICT :

FOR THE NORTHERN DISTRICT OH TEXAS

DALLAS DIVISIPN OEC 2 8 200
|
CLERK, US. DISTRICT
| GOLDEN BLOUNT, INC., § iy By COURT
Plaintiff, § T — - .
§ Civil Action No.
v §
§ 3-01CVO0I127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

PLAINTIFE’S REPLY TO DEFENDANT’S COUNTERCLAIM

Plaintiff, Golden Blount, Inc. ("Golden Blount™), by its attorneys rephes to Defendant’s,
Robert H. Peterson Co. ("Peterson"), counterclaim as follows:

L. Paragraph 9 fails to contain factual allegations, however, in any event the
allegations of Paragraph 9 are denied.

2 In response to the allegations of Paragraph 10, Plaintff admits that the
counterclaim seeks a declaratory judgment of invalidity of the patent in suit, as well as Plaintiff
admits that the subject matter junisdiction ts mandated by 28 U.S.C. Sections 2201, 2202 and
1338(a).

3. Plamntiff denies the allegations of Paragraph 11
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PRAYER AND RELIEF

WHEREFORE, Goelden Blount petitions this court for a judgment against Peterson on
this declaratory judgment count and that the relief set forth in the complaint be extended to
Plaintiff.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

D. HARRIS, JR.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. (7570580
Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimilc)

—
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CERTIFICATE OF SERVICE

I'hereby certify that a true copy of the enclosed Plaintiff’s Reply to Defendant’s

Counterclaim was served on the following counsel of record on December 28, 2001, by first class
mail and facsimile:

Jerry R. Selinger F. William McLaughlm

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Surte 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facstmile)

s Ay

William D Hams Ir.
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GOLDEN BLOUNT, INC.,

V.

ROBERT H. PETERSON CO .,

A.

1IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

Plaintff,

Defendant.

L WO W W O LI LR WOn N

Civil Action No.

3-01CVO0I127-R

PLAINTIFF’S PRETRIAL DISCLOSURE

PURSUANT TO F.R.C.P. 26(a)(3)

This Pretrial Disclosure is submitted in accordance with, and pursuant to, F.R.C.P. 26{a)(3).

WITNESSES

1.

Expected Witnesses

Golden Blount

4301 Westgrove
Addison, Texas 75001
(972)250-3113

Charlie Hanft

2316 Main Street
Tucker, Georgia 30084
(770) 934-8646

Greg H. Parker

275 West Campbell Rd., Suite 225
Richardson, Texas 75080

(972) 480-8800

(used to provide formal identification of demonstrative matenals referred to

below)

= _JTAPP o131 -



Possible Witnesses

Leslic Bortz
President Robert H. Peterson Co.
(address and telephone number well known by Defendant)

F. William McLaughlin

500 W. Madison Street, Suite 3800
Chicago, lllinois 60611

(312) 876-1800

Steve Blount

4301 Westgrove
Addison, Texas 75001
(972) 250-3113

Daryl Webster
Webco Distributing
12012 N. Lamar Bivd.
Austin, Texas 78753
512-836-8476

DEPOSITION WITNESSES

Leshc Bortz
President Robent H. Peterson Co.
(address and phone number well known by Defendant)

F. William McLaughlin

300 W. Madison Street, Suite 3800
Chicago, lllinois 60611

(312) 876-1800

EXHIBITS

1.

Expected Exhibits

« Document Bates Number B1213

« Document Bates Number B1554 )
« Document Bates Numbers B1555-B1559

« Document Bates Number 000015

» Document Bates Number 000016
Document Bates Number 000050

——
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« Document Bates Numbers 000051-000053

« Various Boards, Charts or Computer Animation [llustrating:
- An illustration of elements (and structures) of Defendant’s device versus
the claim language of the *159 Patent, and also including an illustration
and comparison of the elements (and structures) of the Plaintiff’s device.
Annotated drawings may be used to illustrate aspects of the for-egoing_
- Total sales (number and dollar amount) of Plaintiff’s log sets/assembly
burner sets/secondary coals (ember) burner sets.
- Total sales (number and dollar amount) of Defendant’s log sets/assembly
burner sets/secondary coals (ember) burner sets.
- An illustration representing the actual damages (number of devices sold
by Defendant multiplied by Plaintiff’s profit per device).
- Video demonstration of Defendant’s working log and assembly burmer
set with and without sccondary coals (ember) bumner set, as well as
Plaintiff’s working log and assembly burner sct with and without secondary
coals (ember) bumner set.
- A comparison of Defendant’s log and assembly bummer set with the
sccondary coals {cmber) bumer set to Defendant’s log and assembly
burner set without the secondary coals {ember) burner set (illustrations
taken dircctly from Defendant’s website).

+ Plaintiff’s Commercial Device Covered by the Claims of the 159 Patent

+ Defendant’s Commerciai Device that Allegedly Infringes the ‘159 Patent

2. Possible Exhibits
+ Document Bates Numbers B0O001-B0726
» Document Bates Number 000017
» Document Bates Numbers 000018-000019
» Document Bates Numbers 000033-000034
» Certified File Wrapper of the *159 Patent

¥

N

« Current Sales Brochure Illustrating Defendant’s Marketed Device

8
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This Pretrial Disclosure has been drafted and formulated in accordance with F.R.C.P.

26(2)(3).

» Claim Chart Showing Claim Interpretation (As Decided by the Court)

Respectfully submitted, )
For Plaintiff Golden Blount, Inc.

WILLIAM D. HARRI
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)

s e m——
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Plaintiff’s Pretrial Disclosure Pursuant
To F.R.C.P. 26(a)(3) was served on the following counsel of record on January 22, 2002, by

first class mail and facsimile:

Jerry R. Schinger F. William McLaughlin

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephonc) 500 W. Madisen Street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

/jzaﬂ Q ,/WQ

William D. Harrts, Jr.
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i U.S.BISTRICT COURT
| NORTHERNDISTRICT OE TEXAS

FILED

IN THE UNITED STATES DISTRIQT COURT
FOR THE NORTHERN DISTRICT OF TEXAS JAN 2 2 2002
DALIAS DIVISION

CLERK, US.DISTRICT COURT
By

GOLDEN BLOUNT, INC |

Deputy

Plaintiff,
v. Civil Action No.: 301-CV-0127R

ROBERT H. PETERSON CO.,

L R A T

Defendant.

ROBERT H. PETERSON CQ.’S
PRETRIAL DISCLOSURE LIST OF EXHIBITS

The following exhibits are likely to be used at trial:

Description
Exhibit No. {Production Nos.)

I Blount U.S. Patent No. 5,988,159

2 File history for Application No. 08/061,727
(000122-000157)

3 File history for U.S. Application No. 08/276,894
(00158-00257)

4 File history for Appli'cation No. 08/626,498, now
Patent No. 5,988,159, (000258-00333)

5 Peterson, U.S. Patent No. 3,042,109 (000114)

6 Henry, U.S. Patent No. 3871,355 (0001 15)

7 Shimek, et al., U.S. Patent No. 5,000,162 (000116)

.

Dallas2 864092 v 1. 52244 00007
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8 Eiklor, et al, U.S. Patent No. 5,033,455 (000113)
9 Karabin, U.S. Patent No. 5,052,370 (000117)

10 Beal, U.S. Patent No. 5,081,981 (000118)
11 Beck, U.S. Patent No. 5,263,852 (000119)
12 Reserved ‘
13 Reserved
14 Reserved
15 Reserved
16 Tucker letter to Robert H. Peterson Co. dated
December 10, 1999 {00121)
17 Corrin letter to McLaughlin dated December 17,
1999 (000120)
18 Corrin letter to Tucker dated December 30, 1999
(B1469)
19 Tucker letter to Corrin dated May 3,-2000
20 Stone letter to Tucker dated May 16, 2000 (B1467)
21 Hardin letter to Corrin dated January 19, 2001
(B1462-3)
22 Bortz letter to McLaughlin dated February 9, 2001,
with attachments (000089-000096)
23 Bortz fax to McLaughlin dated March 16, 2001,
with attachments (00097-000112)
24 Reserved
25 Reserved
26 Reserved
Dallas2 864092 v 1, 52244 00001 -2-
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27

28

29

30

31

32

33

34

35

36

37

38

39

40

4]

42

43

44

Dailas? 864092 v |, 57244 00001

Reserved
Reserved
Reserved
Reserved

Robert H. Peterson Co. sample G4 burner, model
GG-24

Robert H. Peterson Co. sample Ember Flame
Booster, model AMB-24

Peterson Real-Fyre® Ember Flame Booster
advertisement (00015)

Ember Flame Booster installation and operating
instructions (00016)

Photograph of G4 burner and Ember Flame Booster
{000017)

Ember booster assembly drawing (000018)
Flame tube drawing 18"(000019)

Flame tube drawing 24" (000020)

Flame tube drawing 30" (000021)

Valve shield drawing (000022)

V-17 valve drawing (000023)

Bumer Systems Intemational letter to Boekeloo
with attachments (000024-000028)

Drawing of Hook up for Circular G4 burners
(000029)

Operation instructions for hearth elbow (000030)

EY
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45

46

47
48
49 -
50
51
52

53

54
55

56
57
58
59
60

61

Dallas2 864092 v 1, 52244 00001

Installation instructions for Real-Fyre Hearth Logs
with front flame burner (000031)

Installation instructions (000032)

Burner assembly drawing dated July 1, 1983
(000033)

Burner assembly drawing dated July 1, 1983
(000034)

Peterson list price sheet effective March 1, 1977
(000035)

Real-Fyre auxiliary valves and burner parts
advertisement (000036)

Real-Fyre F3 series circular burner advertisement
(000037)

Gas log warmth from Peterson Real-Fyre
advertisement (000038-000049)

Summary of ember booster sales (000051-0000053)

Engineering bill of materials’dated October 4, 2001
(000087)

Robert H. Peterson Co. Fireplace Decor Accessories
ad (000088)

Declaration of John Palaski

Declaration of Darryl R. Dworkin

Complaint for Patent Infringement and fury Demand
Answer and Counterclaim

Plaintiff’s Reply to Defendant’s Coun-tcrclaim

Defendant’s Answers to Plaintiff Golden Blount,
Inc.’s First Set of Interrogatories

‘\
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62

63

64

65

OF COUNSEL:

Defendant’s Responses to Plaintiff Golden Blount,
Inc.’s First Set of Document Requests

Plaintiff Golden Blount, Inc.’s Response to
Defendant’s First Set of Document Requests

Plaintiff Golden Blount, Inc.’s Answers and
Objections to Defendant’s First Set of ’

Interrogatories

Oniginal exccuted page for Interrogatories (B1441)

Defendant also reserves the right to use demonstrative exhibits corresponding to
the above Exhibits.

Respectfully submitted,

_\]je‘*“l Q Se (-‘nQer/ . 1o
Jerry R. Sl:l'inger v M

Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporatien
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

F. William McLaughlin

WOOD, PHILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, lllinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

Dallas2 864092 v 1, 52244 00001 _5"
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CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.’S
PRETRIAL DISCLOSURE LIST OF EXHIBITS was served by first class mail, postage
prepaid, to counsel for Plaintiff, William D. Harris, Jr., Esq., Hitt Gaines & Boisbrun, P.C_,

P.0. Box 832570, Richardson, Texas 75083, this sz/day of Yapiary, 2002

¥

-6-

Dallas? 864092 v 1, $2244 00001

T

TLIT-APP 0141

e T [

—

—)




FOR THE NORTHERN DISTRICT|OF TE
DALLAS DIVISION

IN THE UNITED STATES DISTRICT CO%i‘iJAN 2 2 00
S

GOLDEN BLOUNT, INC,,
Plaintiff,
V.
ROBERT H. PETERSON CO.,

Defendant.

U.S. DISTRICT COURT
NORTHERN DISTRICT OF TEXAS

FILED

CLERK,US.DISTR!CT counT
By

L

Civil Action No.© 3:01°&30477-R

R A N S g

ROBERT H. PETERSON CO.’S
PRETRIAL DISCLOSURE LIST OF WITNESSES

The following persons are likely to be witnesses at trial:

Name -

Leslic Bortz

Todd Cornn

Vince Jankowski

F. Wiliam McLaughlin

Dallas2? 864107 v 1, 52244 000N

Address

Robert H. Peterson Co
2500 West Arthington Street
Chicago, Illinois 60612

Robert H. Peterson Co
14724 East Proctor Avenue
City of Industry, California 91746

Robert H. Peterson Co.
14724 East Proctor Avenue
City of Industry, California 91746

Wood, Phillips, VanSanten, Clark &
Mortimer

500 West Madison Street

Suite 3800

Chicago, Hhnois 60661

b

TJT-APP 0142 7



Darryl Dworkin D.N.V_, Inc. I
Summit-Fyreside
911 First Avenue
Asbury Park, New Jersey 07712-7207

John Pataski 500 Oak Glen Road
Howell, New Jersey 07731

The following persons may testify at trial:

Donald Waldman RADCO
3220 East 59th Street

Long Beach, California 90805

Don Henry To be supplied

Ted Rasmussen Rasmussen Iron Works
12028 East Philadelphia Street
Whittier, California 90601

Fred Eiklor Eiklor Flame
282 E. Pivot Point
Paoli, IN 47454

Scott Eiklor Eiklor Flame
282 E. Pivot Point
Paoli, IN 47454

:IN

Dallas? 864107 v 1. 52244 00001 -2-

S _UTFAPPOM43 . |

]

]




_ -
v . .

OF COUNSEL-

F. William MclLaughlin

WOOD, PHILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, Hlinois 60661

Telephone. (312) 876-1800

Facsimile: (312) 876-2020

Dallas? 864107 v 1, 52244 0000!

Respectfully submitted,

Jecey R Selinger Aém,;l wl/
Jerry R. Selinger L

Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporation
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202

Telephone' (214) 855-4500

Facsimile:  (214) 855-4300




e

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.’S

PRETRIAL DISCLOSURE LIST OF WITNESSES was served by first class mail,

o }

postage prepaid, to counsel for Plaintiff, William D. Harris, Jr, Esq., Hitt Gaines &

Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, this _g‘g\day of January,
2002, N
i
]
I
-
Dallas2 864107 v 1, 52244.00001 -4- .
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IN THE UNITER STATES PATENT DISTRICT COURT
NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintiff,
v. Civil Action No.: 3.01-CV-0127-R

ROBERT H. FETERSON CO.,

Defendant.

ROBERT H. PETERSON CO.’S OBJECTIONS
TO PLAINTIFE’S PRE-TRIAL DISCLOSURE

Defendant Robert H. Peterson Co. (“PETERSON CO.”) respectfully submits its
objections under Fed. R. Civ. P. 26(3) to the following designated plaintiff’s exhubits.

Peterson Co.’s List of Objection
Abbreviations for Blount’s Trial Exhibits'

No objection.

“H Hearsay, Rule 802, F.R. Evid, RE eEl VE \D

“NR” Not relevant, Rule 402, F.R Evid. FEB 11 2002

“r 1 lete, Rule 106, F R Evid AL
ncomplete, Rule 106, vi WO00D, PHILLIPS, Er

“A” Lack of authenticity, Rule 901, F R. Evid.

“R” Peterson Co. reserve the right to object until a copy of the proposed exhibit has been

provided and examined.

! Any objection stated against an exhibit applies to all duplicate copies, including

enlargements, of that exhibit.

Dhallas2? 867926 v |, 52744 00001
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“Ir lllegible.
“NP” Not produced and/or identified during the discovery period.
“LF” Lack of foundation
“PV” Probative value substantially outweighed by danger of unfair prejudice; confusion of
issues: waste of time; considerations of undue delay; misleading nature of exhibit or
testimony;, needless presentation of cumulative evidence, Rule 403, F R Evid
“ACT Attorney-client privilege and/or work product exclusion.
“BE” Best evidence rule, Rule 1002-1004, F R. Evid.
“AH” Lack of authenticity as to handwritten portion, Rule 901, F.R. Evid.
“NI” Not properly marked or properly identified on Blount’s Trial Exhibit List.
“LS” Lack of specific identification of individual exhibit and/or production documents
Peterson Co. reserves the right to object upon proper identification of exhibit
}. Plaintiffs Expected Exhibits
Plaintiff
Exhibit # Production # Objection
B 1213 .
B 1554 H, LF, AH
B 1555- 1559 H, LF, AH, NR
B 000015 H, LF, NR, ] ~
B 000ulo H, LF, NR, I
B 000050 H, LF, NR, ]
B 000051 - 53 H, LF, NR, I
Dallas? 867926 v 1. 52244 00004 2
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Dallas? B67926 v ), 52244 0000}

Physical Ex. - illustration of elements
(and structures) of Defendant’s
devices versus claim language of
"159 patent and comparison of
elements (and structures of) of
Plamntiff’s device.

Total sales (number and dollar amount)
of Plaintiff’s log sets/assembly banner
sets/secondary coals (ember) burner
sets.

Total sales (number and dollar amount)
of Defendant’s log sets/secondary coals
(ember) burner sets.

An illustration representing the
actual damages {number of devices
sold by Defendant multiplied by
Plaintiff’s profit per device).

Video demonstration of Defendant’s
working log and assembly burner

set with and without secondary

coals (ember) burner set, as well

as Plaintiff’s working log and assembly
burner set with and without secondary
coals (ember) burner set.

A comparison of Defendant’s log and
assembly burner set with the secondary
coals (ember) burner set to Defendant’s
log and assembly burner set without

the secondary coals (ember) burner set.

Plaintiff’s commercial devices covered
by the claims of the "159 patent.

R, NR, PV, LF

R, NR, LF

R, I, NR, NP, LF

R, NR, NP, LF, PV

R, NR, NP, LF, PV

R, NR, PV, LF

vy
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Plaintift

Exhibit #

Dallas? 867926 v 1, 52244 00001

. Plaintifl’s Possible Exhibits

Production # Obicétion

B 00001 - 726 LS

B 000017 H LF,NR, I
B 000018 - 19 H, LF, NR, I
B 000033 - 34 H, LF, NR, 1

Certified File Wrapper of the
"159 Patent.

Current Sales Brochure R
Itlustrating Defendant’s
Marketed Device.

Claim Chart Showing R
Claim Interpretation (as decided

by the Court).

Respectfully submitted,

J@V‘/ﬁ /( %W//}‘/}GIM%W

Jerry R. §elmger
Texas Bar No. 18008250

JENKENS & GILCHRIST, A Professional Corporation

1445 Ross Avenue

Suite 3200

Dallas, Texas 75202
Telephone: (214) 855-4500
Facsimile; (214) 855-4300

B
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OF COUNSEL:

F. William McLaughlin

WOO0D, PHILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.’S OBJECTIONS
TOPLAINTIFF’S PRE-TRIAL DISCLOSURE was served by facsimile and first class mail, postage
prepaid, to counsel for Plaintiff, William D. Harris, Jr | Esq., Hitt Gaines & Boisbrun, P.C., P 0.Box

832570, Richardson, Texas 75083, this 5th day of E

Dallas2 867936 v 1 52244 00001 5
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEX

GOLDEN BLOUNT, INC.,

Plaintiff,

ROBERT 1. PETERSON CO.,

Defendant.

DALLAS DIVISION E @ IE u M E

FEB 11 2002
WOO0D, PHILLIPS, ET AL
Civil Action NO.A ‘

3-01CV0127-R

[oglliorlo Iocld e Wi R s BRI WTar)

GOLDEN BLOUNT, INC.’S OBIECTIONS

TO DEFENDANT’S PRE-TRIAL DISCLOSURE

Plaintiff’ Golden Blount, Inc. ("Golden Blount") respectfully submits its objections under

Fed. R. Civ. P. 26(3) to the following designated Defendant’s exhibits and witnesses.

Defendant
Objected Exhibit #

17

18

20

22

23

31

Ground of Objection
Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.
Hearsay, Rule 802, F.R. Evid.; Lack ofFoupdalion.

Hearsay, Rule 802, F R. Evid_; Lack of Foundation; Irrelevant;
Best evidence rule, Rule 1002-1004, F.R. Evid.; Insufficient
Identification; Portiens Illegibie.

Hearsay, Rule 802, R.F. Evid.; Lack of Foundation; Irrelevant;
Portions lllegible; Not produced or identified during discovery
penod; Produced after close of discovery.

Lack of Foundation; Plantiff’s reserve right to reject after
mspection.

{
b
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32

33

42

43

44

47

48

56

57

59

60

61

62

Lack of Foundation; Plaintiff’s reserve right to reject after
inspection.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of
authenticity, Rule 901, F.R. Evid.; Irrelevant.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of
authenticity, Rule 901, F.R. Evid; Irrelevant.

Lack of Foundation; Irrelevant; Lack of authentification, Rule
901, F.R. Evid.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of
authentification, Rule 901, FR. Evid, as to handwritten
portions; Best evidence rule, Rule 1002-1004, F.R. Evid.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of
authentification, Rule 901, F.R. Evid,, as to handwritten
portions; Best evidence rule, Rule 1002-1004, F.R. Evid.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of

authentification, Rule 901, F.R. Evid., as to handwritien
portions; Best evidencc rule, Rule 1002-1004, F R_Evid.; Not
produced or identified during discovery.

Hearsay, Rule 802, F.R. Evid.; Lack of Foundation; Lack of
authentification, Rule 901, F.R. Evid,, as to handwritten
portions; Best evidence rule, Rule 1002-1 004, F.R.Ewvid.; Not
produced or identified during discovery.

Hearsay, Rule 802, F.R. Evid; Irrelevant; Not proper evidence
except to the extent that judicial admissions or exceptions may
be involved.

Hearsay, Rule 802, F R. Evid; Irrelevant; Not proper evidence
except to the extent that judicial admissions or.exceptions may
be involved.

Hearsay, Rule 802, F.R. Evid. except to the extent that
admissions may be involved..

Hearsay, Rule 802, F.R. Evid. except to the extent that
admissions may be involved.

—=%
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Defendant
Objected Witnesses
Todd Corrin & Vince Jankowski

Darryl Dworkin & John Palaski

Donald Waldman, Don Henry
Ted Rasmussen, Fred Eiklor &
Scott Eiklor

Ground of Objection

Information expected from witnesses was not given
during the Discovery in response to a 30(b}(6)
designaticn that covered the subject matter about which
thesc witnesses are expected to testify.

Witnesses were not identified-until long after the
Discovery Period; Witnesses tesitmony is expected to
encompass pnmarily Hearsay.

Plaintiff has not recieved timely notice in that these

witnesses’ identities were not made known to Plaintiff
until long after the close of the Discovery Period

Respectfully submitted,
For Plaintiff Golden Blount, Inc

Sl /%/Mob |

WILLYAM . HARRIS, JR.
State Bar No. 09109000

CHARLES W. GAINES g )

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone) .
972/480-8865 (Facsimile)



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclosed Plaintif2sPretriat Diselosure Pursuant-Fo
FREP-26(a)3) Golden Blount, Inc.’S Objections to Defendant’s Pre-trial Disclosure was

served on the following counsel of record on February 5, 2002, by first class mail and facsimile:

Jerry R. Selinger F. William McLaughlin

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

/o Liker]

William D. Harmns, Jr.

o TE—
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IN THE UNITED STATES DISTRICT C(
FOR THE NORTHERN DISTRICT OF TEXAS p, -
DALLAS DIVISION | D:awiy

GOLDEN BLOUNT, INC.,
Plaint:{t,
v.
ROBERT H. PETERSON CO.,

Defendant.

; FEB 2 0 000 -

URTEp erus, vS DISTRICE O

Paer L0

Civil Action No.: 3:01-CV-0127-R

F N

ROBERT H. PETERSON CO.'S

LIST OF EXHIBITS

The following exhibits are to be used at trial:

Exhibit No.
]

2

Description
(Production Nos.)

Blount U.S. Patent No. 5,988,159

File history for Application No. 08/061,727
(000122-000157)

File history for U.S. Application No. 08/276,894
(00158-00257)

File history for Application No. 08/626,498, now
Patent No. 5,988.159, (000258-00333)

Peterson, U.S. Patent No. 3,042,109 (000114)
Henry, U.S. Patent No. 3871,355 (000115)
Shimek, et al., U.S. Patent No. 5,000,162 (000116)

Eiklor, et al., U.S. Patent No. 5,033,455 (000113)

WL-APPO155



10

12

i3

14

15

17

18

i9

20

21

22

23

24

25

26

27,

28

Karabin, U.S. Patent No. 5,052,370 (000117) |
Beal, U.S. Patent No. 5,081,981 (000113)
Beck, U.S. Patent No. 5,263,852 (0001 19)
Pulone U.S. Patent No. 3,583,845

Reserved

Reserved

Reserved

Tucker letter to Robert H. Peterson Co. dated
December 10, 1999 (00121)

Corrin letter to McLaughlin dated December 17,
1999 (000120)

Corrin letter to Tucker dated December 30, 1999
(B1469)

Tucker letter to Corrin dated May 3, 2000
Stone letter to Tucker dated May 16, 2000 (B1467)

Hardin letter to Corrin dated January 19, 2001
(B1462-3)

Bortz letter to McLaughlin dated February 9, 2001,
with attachments (000089-000096)

Bortz fax to McLaughlin dated March 16, 2001,
with attachments (00097-000112)

Reserved
Peterson List Price sheet dated March 1, 1992
Peterson brochure on Front Flame Director
Reserved
Reserved

-
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29

30

31

32

33

34

35

36

37

38

39

40

41

42

43

45

46

Golden Blount brochure
(B 1409-10)

Sketch showing relative height of G4 burner tube
and Ember Flame Booster bumer tube

Robert H. Peterson Co. sample G4 burner, model
GG-24 :

Robert H. Peterson Co. sample Ember Flame
Booster, model AMB-24

Peterson Real-Fyre® Ember Flame Booster
advertisement (00015)

Ember Flame Booster installation and operating
instructions (00016)

Photograph of G4 burner and Ember Flame Booster
(000017)

Ember booster assembly drawing (Q00018)
Flame tube drawing 18"(000019)

Flame tube drawing 24" (000020)

Flame tube drawing 30" (000021)

Valve shield drawing (000022)

V-17 valve drawing (000023)

Burner Systems International letter to Boekeloo
with attachments (000024-000028)

Drawing of Hook up for Circular G4 burners
(000029)

Operation instructions for hearth elbow (000030)

Installation instructions for Real-Fyre Hearth Logs
with front flame bumer (000031)

Installation instructions (000032)

3.



47

48

49

50

51

52

53

54

55

56

56a

57

57a

58

59

60

61

Burner assembly drawing dated July 1, 1983
(000033)

Burner assembly drawing dated July 1, 1983
(000034)

Peterson list price sheet effective March 1, 1977
(000035) ) ’

Real-Fyre auxiliary valves and burner parts
advertisement (000036)

Real-Fyre F3 series circular bumner advertisement
(000037)

Gas log warmth from Peterson Real-Fyre
advertisement (000038-000049)

Summary of ember booster sales (000051-0060053)

Engineenng bill of matenials dated October 4, 2001
(000087)

Robert H. Peterson Co. Fireplace Decor Accessones
ad (GO008])

Declaration of John Palaski
Demonstrative exhibit of bumer shown in Ex. 56
Declaration of Darryl R. Dworkin

Demonstrative exhibit of bumer shown in Ex. 57

Complaint for Patent Infringement and Jury
Demand

Answer and Counterclaim
Plaintiff’s Reply to Defendant’s Counterclaim

Defendant’s Answers to Plaintiff Golden Blount,
Inc.’s First Set of Interrogatories

4
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62 Defendant’s Responses to Plaintiff Golden Blount,
Inc.’s First Set of Document Requests

63 Plaintiff Golden Blount, Inc.’s Response to
Defendant’s First Set of Document Requests

64 Plaintiff Golden Blount, Inc.’s Answers and
Objections to Defendant’s First Set of
Interrogatories

65 Onginal executed page for Interrogatorics (B1441)

66 Reserved

67 Reserved

68 Reserved

69 Reserved

70 Reserved

Defendant also reserves the night to use demonstrative cxhibits corresponding to
the above exhibits.

Respectfully submitted,

ey o i (

Texas Bar No. 18008250

JENKENS & GILCHRIST, a Professional Corporation
1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

OF COUNSEL:

F. Willtam McLaughlin

WOOD, PHILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street, Suile 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

YAPP 0159 T



Facsimile: (312) 876-2020

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing ROBERT H. PETERSON CO.’S LIST OF

EXHIBITS was served by hand delivery to counsel for Plaintiff, William D. Harris, Jr., Esq.,

Hitt Gaines & Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, thisgg%y of

February, 2002. % f
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; | FEB202R |
IN THE UNITED STATES DISTRICT COURT i
FOR THE NORTHERN DISTRICT OF TEXAS : oy 5 misTRICT oornT
DALLAS DIVISION -

GOLDEN BLOUNT, INC,,
Plaintiff,
v.

Civil Action No.: 3:01-CV-0127-R

ROBERT H. PETERSON CO.,

Lefendant.

ROBERT H. PETERSON CO.’S
LIST OF WITNESSES

The following persons are probable witnesses at trial:
Name Address

l. Leshe Bortz Robert H. Peterson Co.
2500 West Arthington Strect
Chicago, Illinois 60612

Expected Testimony: General background of Robert H. Peterson
Co. and its products; background of market
for dual burner fireplace burner systems;
timing and charactenstics of allegedly
infringing burner systems; and notice of
fitigation and reliance on advice of counsel
regarding issues of non-infringement and
invalidity of the ‘159 Blount patent.

2. Tod Comin Robert H. Peterson Co.
14724 East Proctor Avenue
City of Industry, California 91746

Expected Testimony: Matters relating to timing and characteristics
of allegedly infringing bumner systems, sales
and profits of the allegedly infringing burner
systems.

o B

T JT-APP 0163



3. Darryl Dworkin

Expected Testimony:

4, John Palaski

Expected Testimony:

D.N.V,, Inc.

Summit-Fyreside

911 First Avenue )
Asbury Park, New Jersey 07712-7207

Matters relating to the scope and content of
prior art for gas fireplace dual bumer
systems including intermediate valves.

500 Oak Glen Road
Howell, New Jersey 07731

Matters relating to the scope and content of
prior art for gas fireplace dual burner
systems including intermediate valves.

The following persons are possible witnesses at tnal:

5. Vince Jankowski

Expected Testimony:

6. Donald Waldman

Expected Testimony:

7. Don Henry

Expected Testimony:

Robert H. Peterson Co.
14724 East Proctor Avenue
City of Industry, Califorma 91746

General background of Robert H. Peterson
Co. and its products; background of market
for dual bumer fireplace bumer systems;
timing and characteristics of allegedly
infringing burner systems regarding issues
of non-infringement and invalidity of the
‘159 Blount patent.

RADCO
3220 East 59th Street
Long Beach, California 90805

Matters relating to the scope and content of
prior art for gas fireplace dual bumer
systems including intermediate valves.

To be supplied

Matters relating to the scope and content of
prior art for gas fireplace dual burner
systems including intermediate valves.

_2_ —
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8. Scott Eiklor Eiklor Flame
282 E. Pivot Point
Paoli, IN 47454

-Expected Testimony: Matters relating to the scope and content of
prior art for gas fireplace dual burner
systems including intermediate valves.

Respectfully submitted,

j-% K %M //é ﬁfmn;zw

Jerry R. Selinger
JENKENS & GILCHRIST
1445 Ross Avenue

Suite 3200

Dallas, Texas 75202
Telephone: (214) 855-4500
Facsimile: (214) 855-4300

OF COUNSEL:

F. Willlam McLaughlin

WOQOOQD, PHILLIPS, VANSANTEN,
CLARK & MORTIMER

500 West Madison Street

Suite 3800

Chicago, [Hlinois 60661

Telephone: (312) 876-1800

Facsimile: (312) 876-2020
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CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing PETERSON CO.’S LIST OF WITNESSES
was served by hand delivery to counsel for Plaintiff, William D. Han-is Jr., Esq., Hitt Gaines &

Boisbrun, P.C., P.O. Box 832570, Richardson, Texas 75083, thls ay of February, 2002.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

fea
5
sl

‘
{

GOLDEN BLOUNT, INC,, §
§
Plaintiff, § .
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

PLAINTIFF GOLDEN BLOUNT, INC'S
PRETRIAL MATERIALS

The following Pretrial Materials are made to comply with paragraph 11 of the Court’s

Scheduling Order.

A. JOINT PRETRIAL ORDER
1. The Joint Pretrial Order is being filed as an individual motion in and of itself, and

therefore, it 1s not included herewith.

B. PLAINTIFF'S LIST OF WITNESSES

i. Plaintiff's list of witnesses is attached hereto as Section B.

C. PLAINTIFF'S LIST OF EXHIBITS

1. Plaintiff’s list of exhibits is attached hercto as Section C.

D. PLAINTIFF'S DESIGNATION OF PORTIONS OF DEPOSITIONS

1. Plaintiff's designations of portions of depositions is attached hereto as Section D.

Y
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E. PLAINTIFF'S REQUESTED JURY INSTRUCTIONS AND ISSUES AND
PROPOSED VOIR DIRE QUESTIONS

At the outset Plaintiff points out that, if permission be granted, it 1s withdrawing its jury
request. We have come to appreciate that the issues are such that the trial could be conducted much
more quickly without a jury and without a massive infusion of instructions.

Defendant did not make a jury demand and it is the undersigned’s undefslandiﬁg that
defendant does not have any objection in moving the case from the jury docket to the bench docket.
This matter could be directed by a formal motion, if necessary, but a simple concurrence from the
Defendant would seem adequate under these circumstances.

Reluctantly we submit herewith our jury instructions and issues and proposed voir dire. This
mass paper could be boiled down into some relative single findings of fact and conclusions of law,
in the event the Court handles this as a bench trial.

Accordingly, enclosed herewith are the following:

1. Plaintiff's proposed voir dire questions are attached hereto as section E-1.
2. Plaintiff's requested jury instructions and issues are attached hereto as section E-2.
3. Plaintiff's requested jury questions are attached hereto as section E-3.

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

e

WILLIAM D. HARRIS, JR.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

ey

1 hereby certify that a true copy of the enclosed Plaintff"s Pretrial Materials was served

on ;-hc following counse! of record on February 20, 2002, by Express Mail:

Jerry R. Selinger F. William McLaughlin

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

William D, Harris, Jr.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant, §

B. GOLDEN BLOUNT, INC.’S
LIST OF WITNESSES AND BRIEF
STATEMENT OF EXPECTED TESTIMONY

The following designations are Plaintiff’s effort to comply with paragraph 11.b. of the

Court’s Scheduling Order (each party’s list of the witnesses):

A. WITNESSES
1. Probable Witnesses

Golden Blount

4301 Westgrove
Addision, Texas 75001
(972) 250-3113

Expected Testimony:

General background of gas log industry, Golden Blount, Inc. and its ability to deliver
product to market, background of invention and its development and need in the industry. Matters
regarding notice to Robert H. Peterson Co. of its infringement of U.S. Patent No. 5,988,159 and
reasons for sending the notice. Matters relating to claims at issue of U.S. Patent No. 5,988,159, how
they read on Robert H. Peterson Co.’s Ember Flame Booster and its G-4 and G-5 series log sets, how
they cover Golden Blount, Inc.’s commercial device, and its similarity to Robert H. Peterson Co.’s
devices. Matters relating to the establishment and amount of damages incurred by Golden Blount,
Inc. as a result of Robert H. Peterson Co.’s infringement. *
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* As chief executive officer of a small company, Mr. Blount is in fact custodian of the records, and
may serve that function in the introduction of his companies documents.

Charlie Hanft

2316 Main Street
Tucker, Geogia 306084
{770) 934-8646

Expected Testimony:

His general background and experience in the industry. General background of his
business and his business relationship with Robert H. Peterson Co.’s products during the years
extending from 1991 through 1997. His initial and continuing impressions of Golden Blount, Inc.’s
commercial ember burner as covered by U.S. Patent No. 5,988,159. How it has addressed a need
in the industry for promoting a more realistic looking gas log set-up by placing a flame adjacent to
the front ember bed and enhancing the appearance of the embers

Greg H. Parker

275 West Campbell Rd., Suite 225
Richardson, Texas 75080

(972) 480-8800

Expected Testimony:

Preparation and formal identification of demonstrative materials previously identified.

2. Possible Witnesses

Leslie Borz
President of Robert H. Peterson Co.
(address and telephone number known by Robert H. Peterson Co.)

Expected Testimony:

Since Mr. Bortz is an adverse witness, the full extent to which Golden Blount, Inc.
knows such testimony is limited and depends on the testimony that Mr. Bortz will give on behalf of
Robert H. Peterson Co. Nevertheless, Golden Blount, Inc. expects to cover the following areas with

‘Mr. Bortz if he appears at trial.

Matters relating to the oral opinion he obtained from William McLaughlin, including
the timing in obtaining the opinion and the circumstances surrounding his nced to obtain an opinion,

2
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the oral nature of the opinion given, the incomplete information supplied to him, and the casual
telephone advice like circumstances under which the opinion was given. Matters relating to asserted
priorart devices, including their development and the extent of their use in the marketplace. Matters
relating to the number of units of Ember Flame Boosters and number of G-4 and G-5 gas log sets
sold by Robert H. Peterson Co. Matters relating to advertising, marketing and distribution of the
Ember Flame Booster.

F. William McLaughlin

500 W. Madison Street, Suite 3800
Chicago, lllinois 60611

{312) 876-1800

Expected Testimony:

Since Mr. McLaughlin is an adverse witness, the full extent to which Golden Blount,
Inc. knows such testimony is limited and depends on the testimony that Mr. McLaughlin will give

on behalf of Robert H. Peterson Co. Nevertheless, Golden Blount, Inc. expects to cover the
following arcas with Mr. McLaughlin if he appears at trial.

Matters relating to the oral opinions he gave to Robert H. Peterson Co., including the
timing of such opinions, the lack of information he possessed on which to base a complete opinion,
the casual telephone circumstances under which his opinion/advice was given, the content of such
opinions and his analysis in reaching his opinions.

Steve Blount

4301 Westgrove
Addision, Texas 75001
(972) 250-3113

Expected Testimony:

General background of gas log industry and Golden Blount, Inc. and its ability to
deliver product to market and the general state of the art prior to the invention claimed in U.S. Patent
No. 5,988,159 .

Daryl Webster

Webco Distributing
12012 N. Lamar Blvd.
Austin, Texas 78753
(512) 836-8476

THIT-APP 0171 - -
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Expected Testimony:

His general background and expenence in the industry. General background of his
business. His impressions of Golden Blount, Inc.’s commercial ember burner as covered by U.S.
‘Patent No. 5,988,159. How it has addressed a need in the industry for promoting a more realistic
looking gas log set-up by placing a flame adjacent to the front ember bed and enhancing the
appearance of the embers.

B. RECORD CUSTODIANS

I. Golden Blount
4301 Westgrove
Addision, Texas 75001
(972) 250-3113

* Sce brief statement concerning Golden Blount in the probable witnesses category
above.

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

24]

WILLTAM D. HARRIS, JR. )
State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 {Telephone)

972/480-8865 (Facsimile)
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@ IN THE UNITED STATES DISTRICT COURT ,
FOR THE NORTHERN DISTRICT OF TEXAS \
DALLAS DIVISION ‘ j
GOLDEN BLOUNT, INC., §
§ -
Plaintiff, § : =
§ Civil Action No.
v. 8
§ 3-01CV0127-R .
ROBERT H. PETERSON CO., § ]
§ -
Defendant. 8§ -

C. PLAINTIFF GOLDEN BLOUNT INC.’S B I
LIST OF EXHIBITS

The following list is Plaintiff’s effort to comply with paragraph 11.c. of the Court’s
Scheduling Order (cach party’s list of exhibits). ‘ ’
+ Document Bates Number B1213
» Document Bates Number B1554
« Document Bates Numbers B1555-B1559

* Document Bates Number 000015

» Document Bates Number 000016

» Document Bates Number 000050 : l

* Document Bates Numbers 000051-000053
» Various Boards, Charts and Video Tape as follows:
- Tral Board Exhibit or overheads illustrating elements (and structures) of

Defendant’s device versus the claim language of the 159 Patent, and also ~

. TNT-APPO173
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including an illustration and comparison of the elements (and structures) of

the Plaintiff’s device.

Annotated drawings may be used to illustrate aspects of the foregoing.

- Trial Board Exhibits or overheads iltustrating total sales in numbcr and
dollar amount of Plaintiff’s log scts/assembly burmner séts/sccondary coals
(ember) burner sets.

- Trial Board Exhibits or overheads illustrating total sales in number and
dotlar amount of Defendant’s log sets/assembly burner sets/secondary coals
(ember) bumer sets.

- Trial Board Exhibits or overhead illustrating the actual damages in number
of devices sold by Defendant multiplicd by Plaint:ff’s profit per device.

- Video demonstration of Plaintiff’s working log and assembly burner set
with and without secondary coals (ember) burner set.

- A companson of Defendant’s log and assembly burner set with the
seccondary coals (ember) bumer set to Defendant’s log and assembly
burner set without the secondary coals (ember) bumner set (illustrations

taken directly from Defendant’s website).

Plaintiff’s Commercial Device Covered by the Claims of the *159 Patent
Defendant’s Commercial Device that Allegedly Infringes the ‘159 Patent
Document Bates Numbers BO001-B0726

Document Bates Number 000017

Document Bates Numbers 000018-000019

Document Bates Numbers 000033-000034

e e
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Certified File Wrapper of the “159 Patent

Current Sales Brochure Iltustrating Defendant’s Marketed Device

Defendant’s 97/98 Sales Catalog

» Claim Chart Showing Claim Interpretation (As Decided by the Court)

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

fla ot

WILLIAM D. HARRIS, JR.

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
3 225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)




IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintiff,
Civil Action No.

v.
3-01CV0127-R

ROBERT H. PETERSON CO.,

LN L U U D U O W O

Defendant.

D. PLAINTIFF GOLDEN BLOUNT, INC.’S
LIST OF DESIGNATION OF PORTIONS OF DEPOSITIONS

The following designations are Plaintiff’s effort to comply with paragraph 11.d. of the

Court’s Scheduling Qrder (each party’s designation of portions of depositions).

A, DEPOSITION DESIGNATIONS

1. Pages Designated from Leslie Bortz 30(B)(6) Volume I
Qctober 5, 2001:

Page 3; Lines 1-21

Page 11; Line 11 through Page 12; Line |
Page 19; Lines [5-21

Page 21; Line 20 through Page 22; Linc 24
Page 25; Lines 5-16

Page 27; Lines 2-8

Page 28; Line S through Page 29; Line 8
Page 29; Line 13 through Page 31; Line 9
Page 32; Lines 4-22

| Page 35; Lines 5-12

' Page 36; Lines 11-24

“ Page 38; Lines 10 through Page 39; Line 21
| Page 43; Lines 21 through Page 44; Line 19
‘ Page 47; Lines 15-20

a Page 48; Lines 10-20

; Page 52; Lines 12-24

‘ = _ijT-APP 0176~
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Page 53; Line 24 through Page 54; Line 15
Page 56; Lines 13 through Page 59; Line 10
Page 65; Lines 10-13

Page 67; Lines 1-19

Page 67; Line 24 through Page 68; Line 11
Page 69, Lines 1 through Page 71; Line 23
Page 73; Line 11 through Page 74; Line 6
Page 74; Line 14 through Page 75; Line 7
Page 78; Line 20 through Page 79; Line 2
Page 117; Line 1-5

Page 188; Line 10 through Page 120; Line 24
Page 124 Lines 21-23

Page 128; Lines 9-21

Page 130; Lines 12-18

Page 136; Lines 9-13

Page 140; Line 7 through Page 142; Line 20
Page 153; Line 24 through Page 154; Lines 16
Page 155; Line 2 through 156; Line 24

page 157; Lines 19-21

Page 159; Lines 5-14

Page 160; Lines 11-24

Page 164; Lines 1-24

Page 166; Lines 12-24

Page 174, Line 18 through Page 176; Line 4
Page 178; Lines 1-8

Page 180; Lines 11-21

Page 183; Lines 2-7

Page 186; Line 21 through page 188; Line 17

Pages Designated from Leslie Bortz, Vol. 2
December 19, 2001:

Page 1; Lines 1-25
Page 4; Lines 6-9
Page 16; Lines 13-24
Page 18; Lines 16-25
Page 19; Lines 1-2
Page 20; Lines 9-21
Page 21; Lines 3-22
Page 22; Lines 1-25
Pape 23; Lines 1-25
Page 24; Lines 11-24

J-AP;P 0177
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Page 25; Lines 8-25
Page 26; Lines 1-25
Page 27; Lines 1-2
Page 28; Lines 7-15
Page 29; Lines 12-25
Page 30; Lines 2-14
Page 31; Lines 18-25
Page 32; Lines 17-25
Page 33; Lines 1-5
Page 34; Lines 4-9
Page 37; Lines 1-14
Page 53; Lines 9-25
Page 54; Lines 1-22
Page 55; Lines 11-25
Page 56; Lines 1-18
Page 59; Lines 4-25
Page 60; Lines 1-25
Page 61; Lines 1-24
Pape 63; Lines 13-25
Page 65; Lines 3-19
Page 66; Lines 6-12

Pages Designated from William McLaughlin
December 19, 2001:

Page 1, Lines 1-25

Page 5, Lines 18-25

Page 6, Lines 1-3; 7-15; 18-25
Page 7, Line |

Page 8, Lines 12-25

Page 9, Lines 1-18

Page 10, Lines 15-22

Page 18, Lines 12-25

Page 19, Lines 1-15

Page 20, Lines 3-24

Page 21, Lines 10-25

Page 22, Lines 1-17; 24-25
Page 23; Lines 1-15

Page 24; Lines 1-25

Page 25; Lines 1-25

Page 26; Lines 1-25

Page 27; Lines 1-25

—=,
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Page 28; Lines 11-22
Page 29; Lines 2-25
Page 30; Lines 1-24
Page 31; Lines 1-24
Page 32; Lines 1-25
Page 33; Lines 1-25
Page 34; Lines 1-24
Page 35; Lines 1-24
Page 36; Lines 1-10; 17-20
Page 37; Lines 20-25
Pape 38; Lines 1-2; 9-24
Page 39; Lines 9-25
Page 40; Lines 1-21
Page 42; Lines 12-20
Page 46; Lines 5-14
Page 47; Lines 11-25
Page 48; Lines 1-4; 20-25
Page 49; Lines 1-10
Page 50; Lines 2-25
Page 51; Lines 1-25
Page 52; Lines 1-25
N Page 53; Lines 1-25
- \ Page 54; Lines 1-25

Page 55; Lines 1-20; 24-25
Page 56; Lines 1-25
Page 57; Lines 1-25
Page 58; Lines 1-22
Page 62; Lines 8-25
Page 63; Lines 1-18
Page 64; Lines 7-24
Page 65; Lines 1-13
Page 66; Lines 14-25
Page 67; Lines 1-2
Page 68; Lines 1-8; 17-20
Page 69; Lines 17-25
Page 70; Lines 1-10
Page 72; Lines 7-25
Exhibits 1-2

Respectfully submitted,
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For the Plaintiff Golden Blount, Inc.

)

WILLIAM D. HARRIS, JR. /
State Bar No. 09109000
CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
072/480-8800 (Telephone)
972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, §
§ Civil Action No.
V. §
§ 3.01CV0127-R
ROBERT H. PETERSON CQO., §
§
Defendant. §

E-1. PLAINTIFF GOLDEN BLOUNT INC.’S
PROPOSED VOIR DIRE QUESTIONS

The following list of voir dire questions ts made to comply with paragraph 11.e. of the

Court’s Scheduling Order.

What is your occupation?

Do you know the plaintiff company, Golden Blount, Inc. or Mr. Golden Blount?
Please describe.

Do you know the defendant, Robert H. Peterson Co.? Please describe.

Have you or any member of your family ever engaged Mr. William Harris or the
law firm of Hitt, Gaines and Boisbrun? Please describe.

Have you or any member of your family ever engaged Mr. Roy W. Hardin, Mr. L.
Dan Tucker or the law firm Locke, Liddell & Sapp? Please describe.

Have you or any member of your family ever engaged Jerry R. Selinger or the law
firm of Jenkens & Gilchrist? Please describe.

Have any of you engaged the law firm of Woods et al. or William McLaughlin in
Chicago? Please describe.

How many of you were born and raised tn Texas?

~=JT-ABP 0181
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7.a.

10.

il

12

13.

14.

16.

17.

18.

19.

How many here have lived in Chicago more than 5 years?

Have you previously served on a jury? Please describe.

Have you ever been a party to a lawsuit? Please describe.

Does your home or office have a fireplace? Please describe. Gas?

Have you ever sought or owned a patent?

Have you felt someone has copied an idea of yours or of someone you know?

Do you believe that the U.S. patent system is capable to building creation and
inventions?

Would you say that you are mechanically inclined or do you like to work with
your hands? Please describe.

Have you or any member of your family worked for the Federal Government?
Pleasc describe.

The plaintiff in this case received a patent from the U.S. Patent & Trademark
Office. If the evidence presented in this case by the defendant is sufficient to
show the patent was invalid, would any of you have any difficulty in finding a
patent issued by the U.S. Patent & Trademark Office to be invalid?

Would you find a patent issued by the United States Patent & Trademark Office
invalid if it appears the government made no mistake in granting the patent and
that the patent has not been shown to be invalid by clear and convincing
evidence?

Have any of you purchased a gas fireplace which did not work properly?

Have you or anyone you know ever suffered any property damage or personal

injuries as a result of a defective gas fireplace? Please describe.

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

A /Mﬁ

WILLIAM D. HARRJS JR.
State Bar No. 09109000
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CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN PISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, §
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

E-2. PLAINTIFF GOLDEN BLOUNT INC.’S
PROPOSED JURY INSTRUCTIONS
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TABLE OF CONTENTS

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 1
PRELIMINARY INSTRUCTIONS )
DUTY OF JURY oo e e e e e et ]

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 2
PRELIMINARY INSTRUCTIONS ’
WHATISNOTEVIDENCE .. ... ... e 2

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 3
PRELIMINARY INSTRUCTIONS

EVIDENCE FOR LIMITED PURPOSE .. ................... e 3
PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 4

PRELIMINARY INSTRUCTIONS

DIRECT AND CIRCUMSTANTIAL EVIDENCE . ... ... ... ... oo, 4

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 5
PRELIMINARY INSTRUCTIONS
RULING ON OBJECTIONS . .. o e 5

PLAINTIFF’'S PROPOSED JURY INSTRUCTION NO. 6
PRELIMINARY INSTRUCTIONS
CREDIBILITY OF WITNESSES ... ... e e 6

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 7
PRELIMINARY INSTRUCTIONS
CONDUCT OF THE JURY ... i i e 7

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 8
PRELIMINARY INSTRUCTIONS
NO TRANSCRIPT AVAILABLETOJURY ... ...t 8

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 9
PRELIMINARY INSTRUCTIONS
TAKING NOTES ... i i e 9

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 10

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Camapbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS (972) 480-8800 Attorneys for Plainifl
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PRELIMINARY INSTRUCTIONS
THE NATURE OF THE ACTION AND THE PARTIES ....................... 10

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 11
GENERAL INSTRUCTIONS AFTER CLOSE
DUTIES OF JURY TO FACTS AND FOLTLOWLAW . ... .. .. .. ... ... ... ... 18

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 12
GENERAL INSTRUCTIONS AFTER CLOSE
USE OF NOTES . . o e e e e e e 19

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 13
GENERAL INSTRUCTIONS AFTER CLOSE
WHAT IS EVIDENCE

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 14
GENERAL INSTRUCTIONS AFTER CLOSE
WHATISNOT EVIDENCE . .o e 21

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 15
GENERAL INSTRUCTIONS AFTER CLOSE
DIRECT AND CIRCUMSTANTIAL EVIDENCE

PLAINTIFF’'S PROPOSED JURY INSTRUCTION NO. 16
GENERAL INSTRUCTIONS AFTER CLOSE
CREDIBILITY OF WITNESSES .. ... . 23

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 17
GENERAL INSTRUCTIONS AFTER CLOSE
OPINION EVIDENCE ... e 24

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 18
GENERAL INSTRUCTIONS AFTER CLOSE
CHARTS AND SUMMARIES NOT RECEIVEDINEVIDENCE . ............... 25

PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 19
GENERAL INSTRUCTIONS AFTER CLOSE
CHARTS AND SUMMARIES INEVIDENCE .. ......... ... ... ...t 26

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbe!l Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS (972) 480-8800 Attomneys for Plaintifl



PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 20
SPECIFIC INSTRUCTIONS AFTER CLOSE
DESCRIPTION OF A PATENT

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 21
SPECIFIC INSTRUCTIONS AFTER CLOSE
SUBJECT MATTER OF CLAIMS

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 22
SPECIFIC INSTRUCTIONS AFTER CLOSE
FUNCTION OF THE CLAIMS

PLAINTIFF’S PROPOSED JURY INSTRUCTION NQ. 23
SPECIFIC INSTRUCTIONS AFTER CLOSE
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 1
PRELIMINARY INSTRUCTIONS
DUTY OF JURY

Ladies and gentlemen: You now are the jury in this case, and 1 want to take a few minutes
to tell you something about your duties as jurors and to give you some instructions. At the end of
the trial 1 will give you more detailed instructions. Those instructions will control your
deliberations,

It will be your duty to decide from the evidence what the facts are. You, and you alone, are
the judges of the facts. You will hear the evidence, decide what the facts are, and then apply those
facts to the law which [ will give to you. That is how you will reach your verdict. In doing so, you
must follow that law whether you agree with it or not. The evidence will consist of the testimony
of witnesses, documents, and other things received into evidence as exhibits and any facts on which

e the lawyers agree or which I may instruct you to accept.
You should not take anything I may say or do during the trial as indicating what I thing of

the evidence or what your verdict should be.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 2

PRELIMINARY INSTRUCTIONS

WHAT IS NOT EVIDENCE

The following things are not cvidence, and you must not consider them as evidence in

deciding the facts of this case:

1. Statements and arguments of the attorneys;

2. Questicns and objections of the attorneys;

3. Testimony that [ instruct you to disregard;

4, Anything you may see or hear when the Court is not in session even if what you see

or hear is done or said by one of the parties or by one of the witnesses.

PLAINTIFF'S PROPOSED
JURY INSTRUCTIONS
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 3
PRELIMINARY INSTRUCTIONS
EVIDENCE FOR LIMITED PURPOSE

Some evidence may be admitted for a limited purpose only. When I instruct you that an item
of evidence has been admitted for a limited purpose, you must consider it onl)f for that limited

purpose, and for no other.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 4
PRELIMINARY INSTRUCTIONS
DIRECT AND CIRCUMSTANTIAL EVIDENCE

Evidence may be direct or circumstantial. Direct evidence is direct proof of a fact, such as
testimony by a witness about what that witness personally saw, heard or did. Circumstantial
evidence is proof of one or more facts from which you could find another fact. You should consider
both kinds of evidence. The law makes no distinction between the weight to be given to either direct

or circumstantial evidence. It is for you to decide how much weight to give to any evidence.

Witliam D. Harris, Jr. (Bar No. 09109000)
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 5
PRELIMINARY INSTRUCTIONS
RULING ON OBJECTIONS

There are rules of evidence which control what can be received into evidence. When a
lawyer asks a question or offers an exhibit into evidence and a lawyer on the other side thinks that
1t is not permitted by the rules of evidence, that lawyer may object. If 1 overrule the objection, the
question may be answered or the exhibit received. If[ sustain the objection, the question cannot be
answered, and the exhibit cannot be received. When I sustain an objection to a question, you must
1ignore the question and must not guess what the answer might have been.

Sometimes I may order that evidence be stricken from the record and that you disregard or
ignore the evidence. That means that when you are deciding the case, you must not consider the

evidence which I told you to disregard.

Williar D. Harris, Ir. (Bar No 09109000)
Hitt Gaines & Boisbrun

215 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75680

JURY INSTRUCTIONS 5 (972) 480-8800 Anomeys for Plaimiff

[,

s T

. TITAPPO197 © -



PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 6
PRELIMINARY INSTRUCTIONS
CREDIBILITY OF WITNESSES

In deciding the facts in this case, you may have to decide which testimony to believe and
which testimony not to believe. You may belicve everything a witness says, or part of it, or none of
i

In considering the testimony of any witness, you may take into account:

I. The opportunity and ability of the witness to see, hear or know the things testified to;
2. The witness’ memory;

3. The witness’ manner while testifying;

4. The witness’ interest in the outcome of the case and any bias or prejudice;
Whether other evidence contradicted the witness’ testimony;

6. The reasonableness of the witness’ testimony in light of all the evidence; and

1. Any other factors that bear on belicvability.

The weight of the evidence as to a fact does not necessarily depend on the number of

witnesses who testify.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 7 -
PRELIMINARY INSTRUCTIONS ' ’
CONDUCT OF THE JURY

[ will now say a few words about your conduct as jurors.
First, do not talk to each other about this case or about anyone who has anything to do with I
it unti! the end of the case when you go to the jury room to decide on your verdict. ’ ]‘
Second, do not talk with anyone else about this case or about anyone who has anything to do |
with it until the trial has ended and you have been discharged as jurors. “Anyone else” includes ]

members of your family and your friends. You may tell them that you are a juror, but don’t tell them

anything about the case until after you have been discharged by me.

s et

Third, do not let anyone talk to you about the case or about anyone who has anything to do

o
-4

with it. If someone should try to talk to you, please report it to me immediately.

I

Fourth, do not read any news stories or articles or listen to any radio or television reports
about the case or about anyone who has anything to do with it.

Fifth, do not do any research, such as consulting dictionarics or other reference materials, and

do not make any investigation about the case on your own.
Sixth, if you need to communicate with me, simply give a signed note to the [marshal] i
[bailiff] {clerk] [law clerk] to give to me.
Seventh, do not make up your mind about what the verdict should be until after you have <
gone to the jury room to decide the case and you and your fellow jurors have discussed the evidence. ; (
Keep an open mind until then. -

William D Harris, Jr. (Bar No 09109000) |

Hitt Gaines & Boisbrun
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 8
PRELIMINARY INSTRUCTIONS
NO TRANSCRIPT AVAILABLE TO JURY

At the end of the trial, you will have to make your decision based on what you recall of the
evidence. You will not have a written transcript to consult, and it is difficult and time-consuming

for the reporter to read back lengthy testimony. Iurge you to pay close attention to the testimony as

1t1s given.
William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaincs & Boisbrun
2 275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 9
PRELIMINARY INSTRUCTIONS
TAKING NOTES

If you wish, you may take notes to help you remember what witnesses said. -If you do take
notes, please keep them to yourself until you and your fellow jurors go to the jury room to decide the
case. Do not let note-taking distract you so that you do not hear other answers by witnesses. When
you leave, your notes should be left in the {courtroom] [juryroom] [envelope in the jury room].

Whether or not you take notes, you should rely on your own memory of what was said.

Notes are only to assist your memory. You should not be overly influenced by the notes.

&
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 10
PRELIMINARY INSTRUCTIONS
THE NATURE OF THE ACTION AND THE PARTIES

This is a patent infringement case. The patent involved in this case relates to a burner
assembly for a gas fireplace. During the trial, the parties will offer testimony to famiharize you with
this technology.

The United States Patent and Trademark Office has granted a patent to Golden Blount for
inventions relating to this technology. Golden Blount, Inc. is currently the owner of the patent,
which is identified by the Patent Office by number: 5,988,159 (which may be called “the ‘159
Patent™). This patent may also be referred to as “the Blount patent.”

A. The United States Patent

The patent laws promote creative thought and the propress of ideas by giving true inventors
the right to exclude others from making, using, offering to sell or selling the patented invention
within the United States, its territories, and its possessions. In retumn for the nght of exclusion, the
patent laws impose upon the inventor a requirement of complete disclosure, to ensure adequate and
full disclosure so that upon the expiration of that period, the knowledge of the invention inures to
the people, and stimulates further thinking during that period.

I will briefly describe and the parties will offer testimony to familiarize you with how ene
obtains a patent from the United States Patent and Trademark Office (sometimes referred to as “the
PTO”), as well as with the contents of a patent, including the specification or written description and
the claim or claims by which the applicant defines the subject matter of his or her invention.

William D. Harris, Ir. (Bar No. 09109000)
Hit Gaines & Boisbrun
275 West Campbeli Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 10 (972)480-8800  Attorneys for Plaintiff
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% 1 will briefly describe some of the terms for your so that you have some background in the -
patent terminology. The Patent and Trademark Office, the PTO, is in the Washington, D.C. areaand ]
is an agency of the Federal Government. It has more than a thousand technically educated examiners (

who examine applications for patents. - - -

——

The application is the initial set of papers filed with the PTO by the applicant. In addition
to some other papers, such as the inventor’s oath, the application includes a specification, which
must have a written description of the invention telling what the invention is, how it works, and how
to make and use it so as to enable others skilled in the art to do so. The specification concludes with

one or more numbered sentences. These are the claims. The purpose of the claims is to particularly !

point out what the applicant regards as his or her invention. When the patent is eventually issued
by the PTO, the claims define the scope of the patent owner’s exclusive rights during the life of the

oy patent. In a few minutes, ] will describe for you the meaning of the claim[s] of the 159 Patent. -

After the applicant files the application, a PTO patent examiner reviews (or examines) the
patent application to determine whether the claims are patentable and whether the specification : ]

adequately describes the invention claimed. In examining a patent application, the patent examiner

[—.

makes a search of the PTO records for prior art to the patent application claims. The examiner e
considers, among other things, whether each claim defines an invention that is new, useful, and not
obvious in view of this prior art. The prior art is defined by statute and 1 will give specific
instructions as to what constitutes prior art to the ‘159 Patent after the close of the evidence.
However, prior art generally is technical information and knowledge that was known to the public

either before the invention by the applicant or more than a year before the effective filing date of the

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225 'l
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application.

‘ Following the prior art search and examination of the application, the patent examiner then
. advises the applicant in writing what the examiner has found and whether he has “allowed” any

claim. This writing from the PTO examiner is called an office action. More often than not, the

initial office action by the examiner rejects one or more of the claims. The applicant then responds
to this, and sometimes changes the claims or submits new claims. This process may go back and

forth between the patent examiner in the PTO and the applicant for several months, or even for years,

ey

unti} the examiner is satisfied that the application and claims meet the conditions for patentability.

The papers generated during this time of corresponding back and forth between the PTO
patent examiner and the applicant is what is called the prosecution history. This history of written
¢ correspondence is contained in a file in the PTO, and consequently some people over the course of

the trial may call this history the file wrapper.

B. Patent Litigation

A company is said to be infringing on claims of a patent when they, without permission from
the patent owner, make, use, import, offer to sell or sell the patented invention, as defined by the
claims, within the United States before the term of the patent expires. A company is also said to be
infringing on claims of a patent-when they induce infringement or contribute to infringement.
Inducement occurs when a company influences, encourages, or assists a third party to make, use,
import, or offer to sell a patented invention. Contributory infringement occurs when a company
offers to sell or sells within the United States or imports into the United States a component of a
patented machine, manufacture, combination or composition, or a material or apparatus for use in

- Witliam D. Hasris, b (Bar No. 09109000)
Hitt Gaines & Boisbrun

N 275 West Campbell Road, Suite 225
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practicing a patented process, constituting a material part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such patent.

A patent owner that believes someone is infringing on his or her exclusive nghts under a
patent may bring a lawsuit like this to stop the alleged infringing acts and recover damages.. The
patent owner has the burden to prove infringement of the claims of the patent. The patent owner also
has the burden to prove damages caused by that infringement, which are adequate to compensate for
the infringement. Damages may be measured by the patent owner’s lost profits caused by the
infringement. Damages may not be less than a reasonable royalty for the use maae of the invention.

A person sued for allegedly infringing a patent can deny infringement, and can also defend
by proving the asserted claims of the patent are invalid. The accused infringer has the burden to
prove invalidity by clear and convincing evidence. In evaluating infringement or invalidity, each
claim is to be evaluated independently. I will now briefly explain the parties’ basic contentions in

more detail.

C. Contentions of the Parties

In this case, the plaintiff contends that the defendant makes, uses or sells a product, a
secondary coals burner sold as an ember flame booster, and tells its customers how to use the ember
flame booster, which infringes claims of the ‘159 Patent. Plaintiff has the burden of proving that the
defendant infringes the patent by a preponderance of the evidence. That means that the plaintiff must
show that more likely than not, the defendant’s product infringes the claims of the ‘159 Patent.

There are two ways in which a patent claim can be directly infringed. First, a claim can be

literally infringed. Second, a claim can be infringed under what is called the “doctrine of

William D. Harris, Jr. (Bar No. 09109000)
Hit Gaines & Boisbrun
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equivalents,” which I will address shortly.

To determine literal infringement, you must compare the accused product with each claim
that the plaintiff asserts is infringed. It will be my job to tell you what the patent clauns mean. You
must follow my instructions.as to the meaning of the patent claims.

A patent claim is literally infringed only if defendant’s product includes each and every
element of that patent claim. 1f defendant’s product does not contain one or more elements recited
in a claim, defendant does not literally infringe that claim. You must determine literal infringement
with respect to each patent claim individually. If elements are not present, there may still be
inducement to infringe or contributory infringement if the defendant induces another to infringe or

if there is contributory infringement, as [ defined earlier.

Apart from inducement and contributory infringement, you may find that defendant’s product
directly infringes a claim of plaintiff’s patent, even if not every element of that claim is present in
defendant’s product. However, to do so, you must find that there is an equivalent component or part
in defendant’s product for each element of the patent claim that is not literally present in the
defendant’s product. This is called infringement under the doctrine of equivalents. The plaintiff has
the burden of proving by a preponderance of the evidence that the defendant’s product contains the

equivalent of each element of the claimed invention that is not literally present in the defendant’s
product.

The defendant denies that is it infringing the asserted claims of the * 159 Patent, either directly
or by inducement or contributory infringement. The defendant also contends that the * 1759 Patent
is invalid because the invention was ¢ither anticipated by the prior art or was obvious from the prior

William D. Harris, Jr. (Bar No. 09109000)
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Invalidity is a defense to infringement. Therefore, even though the PTO examiner has
allowed the claims of the *159 Patent to issue, you the jury, have the ultimate responsibility for
deciding whether the claims of the patent are valid. The defendant bears the burden of proving
invalidity by clear and convincing evidence. This is a much stricter or higher burden than a )
preponderance of the evidence; on the other hand, this does not require proof beyond a reasonable
doubt. It will be your job, at the end of this trial, to determine whether the defendant has met its
burden of proving the invalidity of the asserted claims of the ‘159 Patent. Clear and convincing

evidence is evidence that produces in your mind an abiding conviction that the claims are invalid. ‘ '

D. Trial Procedure

We are about to commence the opening statements in the case. Before we do that, [ want to = I

Y explain to you a little bit about the procedures that we will be following during the tral and the
format of the trial. This trial, like all jury trials, comes in six general states or phases. We have
already been through the first phase, which is to select you as jurors. We are now about to begin the
second phase, the opening statements. The opening statements of the lawyers are statements about
what each side expects the evidence to show. The opening statements are not evidence in the case.
The evidence comes in the next phase, the third phase, when the witnesses will take the
witness stand and the documents will actually be offered and admitted into evidence. In the third
phase, the plaintiff goes first in calling witnesses to the witness stand. These witnesses will be
questioned by the plaintiff’s counsel in what is called direct examination. After the direct

examination of a witness is completed, the opposing side has an opportunity to cross-examine the

William D. Harris, Jr. (Bar No. 09109000)
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witnesses. Subsequently, the defendant will call its witnesses, who will also be examined and cross-
examined.

The evidence often is introduced somewhat piecemeal, so you as jurors need to keep an open
mind as the evidence comes in. Wait until all the evidence comes in before you maks: any decision.
In other words, keep an open mind throughout the entire trial.

After we conclude the third phase and the evidence has been presented, the lawyers again
have an epportunity to talk with you in what’s calied closing arguments, which is the fourth phase.
Again, what the lawyers say is not evidence. The lawyers’ closing arguments are for the purpose of
helping you in making your determination.

After that phase, we reach the fifth phase of the trial, which is when I read you the jury
instructions. In that phase, I will instruct you on the law. I have already explained a little bit about
the law to you. But later, in this fifth phase of the trial, T will explain the law in much more detail.

Finally, in the sixth phase of the trial it will be time for you to deliberate. You can then
evaluate the evidence, discuss the evidence among yourselves and make a determination in the case.
Remember that it will be vour duty to find what the facts are from the evidence as presented at the
trial. You, and you alone, are the judges of the facts. You have to apply those facts to the law and
the patent claims that-1 will advise you of at the close of the evidence.

You are the judges of the facts. 1 will explain to you the rules of law which apply to this case,
and I will also explain to you the meaning and scope of the patent claims. You must follow that law
and claims interpretation whether you agree with it or not. Nothing I say or do during the course of
the trial is intended to indicate what your verdict should be.

William D. Harris, Jr. (Bar No. 09109000)
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Authority: Adapted from AIPLA’s Guide to patent Jury Instructions; U.S. Const., artI § 8, cl. 8; 35 -
U.S.C.§102,103. Adapted from Micron Motion v. Exac, 686 F Supp. 789, U.S.P.Q.2d ’ ]
1957 (N.D. Cal. 1987), aff'd, 876 F.2d 1574, U.S.P.Q.2d 1070 (Fed. Cir. 1989). Oshkosh -]
Truck Corp. v. Lockheed Missiles & Space Co., Inc., 678 F.Supp. 809, 4 U.S.P.Q.2d -
1404 (N.D. Cal. 1987); Modem Federal Jury Instructions - Civil. 7
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% PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 11
GENERAL INSTRUCTIONS AFTER CLOSE
DUTIES OF JURY TO FACTS AND FOLLOW LAW

Members of the jury, now that you have heard all the cvidence, it 1s my duty to instruct you
on the law which applies to this case. A copy of these instructions will be available in the jury room
for you to consult if you find it necessary.

It is your duty to find the facts from all the evidence in the case. To those facts you will
apply the law as I give it to you. You must follow the law as I give it to you whether you agree with
it or not. You must not be influenced by any personal likes or dislikes, opinions, prejudices, or
sympathy. That means that you must decide the case solely on the evidence before you. You will
recall that you took an oath promising to do so at the beginning of the case.

In following my instructions, you must follow alt of them and not single out some and ignore
others; they are all equally important. You must not read into these instructions or into anything the

court may have said or donc as to what verdict you should return-that is a matter entirely up to you.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 12 -
GENERAL INSTRUCTIONS AFTER CLOSE h ]
USE OF NOTES .

You may use notes taken during trial to assist your memory. Notes, however, should not be

substituted for your memory, and you should not be overly influenced by the notes. f

William D. Harris, }r. (Bar No. 05109000)
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 13
GENERAL INSTRUCTIONS AFTER CLOSE
WHAT IS EVIDENCE

@

The evidence from which you are to decide what the facts are consists of:

1. The swomn testimeny of witnesses, on both direct and cross-examination, regardless of
who called the witness;

2. The exhibits which have been received into evidence; and

3. Any facts to which all the lawyers have agreed or stipulated.

Witliam D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
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% PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 14 -
GENERAL INSTRUCTIONS AFTER CLOSE ’
WHAT IS NOT EVIDENCE

In reaching your verdict, you may consider only the testimony and exhibits received into
evidence. Certain things are not evidence, and you may not consider them in deciding what the facts
are. [ will list those things that are not considered evidence for you:

1. Arguments and statements by lawyers are not evidence. The lawyers are not witnesses.

What they have said in their opening statements, closing arguments, and at other times
is intended to help you interpret the evidence, but it is not evidence. If the facts as you
remember them differ from the way the lawyers have stated them, your memory of them
controls.

T‘?j 2. Questions and objections by lawyers are not evidence. Attomeys have a duty to their
clients to object when they believe a question is improper under the rules of evidence.
You should not be influenced by the objection or by the court’s ruling on it.

3. Testimony that has been excluded or stricken, or that you have been instructed to

disregard, is not evidence and must not be considered. [In addition some testimony and

exhibits have been received only for a limited purpose; where I have given a limiting

instruction, you must follow it.]
4. Anything you may have seen or heard when the court was not in session is not evidence. i l

You are to decide the case solely on the evidence received at the trial. ' I

William D Harris, Ir. (Bar No. 09109000) . I
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 15
GENERAL INSTRUCTIONS AFTER CLOSE
DIRECT AND CIRCUMSTANTIAL EVIDENCE

- Evidence may be direct or circumstantial. Direct evidence is direct proof of a fact, such
as testimony by a witness about what the witness personally saw, heard or did. Circumstantial
cvidence 1s proof of one or more facts from which you could find another fact. You should

- “consider both kinds of evidence. The law makes no distinction between the weight to be given to

either direct or circumstantial evidence. It is for you to decide how much weight to give to any

evidence.
Witliam D. Harris, Ir. (Bar No. 09109000)
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 16
GENERAL INSTRUCTIONS AFTER CLOSE
CREDIBILITY OF WITNESSES

In deciding the facts in this case, you may have to decide which testimony to believe and
which testimony not to believe. You may believe everything a witness says, or part of it, or none of
it.

In considenng the testimony of any witness, you may take into account:

1. The opportunity and ability of the witness to see or hear or know the things testified to;

2. The witness’ memory;

3. The wilness’ manner while testifying;

4. The witness’ interest in the outcome of the case and any bias or prejudice;

Ty 5. Whether other evidence contradicted the witness’ testimony;

6. The reasonableness of the witness’ testimony in light of all the evidence; and

7. Any other factors that bear on believability.

The weight of the evidence as 10 a fact does not necessarily depend on the number of

witnesses who testify.

William D Harris, Jr. (Bar No. 09109000}
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 17
GENERAL INSTRUCTIONS AFTER CLOSE
OPINION EVIDENCE

You have heard testimony from persons who, because of education or experience, are
permitted to state opinions and the reasons for their opinions.

Opinton testimony should be judged just like any other testimony. You may accept it or

-reject it, and give it as much weight as you think it deserves, considering the witness’ education and

experience, the reasons given for the opinion, and all the other evidence in the case.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 18 -
GENERAL INSTRUCTIONS AFTER CLOSE
CHARTS AND SUMMARIES NOT RECEIVED IN EVIDENCE

Certain charts and sumvmaries that have not been received in evidence have been shown to
you in order to help explain the contents of books, records, documents, or other evid;znce 1n the case.
They are not themselves evidence or proof of any facts. 1f they do not correctly reflect the facts or —
figures shown by the evidence in the case, you should disregard these charts and summaries and

determine the facts from the underlying evidence.

William D. Hartis, Jr. (Bar No. 09109000) -
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 19
GENERAL INSTRUCTIONS AFTER CLOSE
CHARTS AND SUMMARIES IN EVIDENCE

Certain charts and summaries have been received into evidence to illustrate information
brought out in the trial. Charts and summaries are only as good as the underlying evidence that
supports them. You should, therefore, give them only such weight as you think the underlying

evidence deserves.

i
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 20 -
SPECIFIC INSTRUCTIONS AFTER CLOSE
DESCRIPTION OF A PATENT

A patent is a document issued by the United States Patent Office that consists of a
specification; a claim or claims, which are part of the specification; a drawing; and an oath s-upplied
by the applicant. A drawing is required when it is necessary to understand the subject matter sought
to be patented. The oath requires the applicant to swear that he or she is the original and first and
true inventor of that for which the applicant seeks the patent.

The specification is essentially a description of the invention. The law requires that the
specification of a patent give a written description of the invention that is clear, concise and exact,
so that a person skilled in the art to which the patent pertains could make and use the invention.

The specification must conclude with one or more claims. The claims are numbered
paragraphs which define, in words, the inventor’s rights by marking the limits or boundaries of the
invention claimed to have been invented. The claims of the patent must define the particular thing

stated to have been invented with precision so that the public will know what that thing is, and so
be able to avoid infringing the patent.

The claims are also important because only the claim of a patent can be infringed. Each of

the claims must be considered individually. The law permits a patent owner to define his or her
invention in more than one way in order to permit him or her to adequately protect his or her

contribution to the art to which his or her invention pertains. Each claim is presumed to be valid

independent of the validity of the other claims in the patent. It takes infringement of only one claim
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of a patent for the patent to be infringed.

In this case, plaintiff contends that the defendant infringed upon claim aumbers 1, 2, 5, 7-9,

11-13, and 15-17 of the ‘159 Patent.

Authority: 35U.S.C. §§ L11-113,115; W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540
(Fed. Cir. 1983), cert. denied, 469 U.S. 851 (1984); Sterner Lighting, Inc. v. Allied
Electrical Supply, Inc., 431 F.2d 539 (5th Cir. 1970), cert. denied, 401 U.S. 909 (1971);
adapted from the charge of Judge Martin in Construction Technology, Inc. v. Lockformer
Co., 86 Civ. 0457, 88 Civ. 0742 (5.D. N.Y. 1991); Modem Federal Jury Instructions -
Civil.
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 21
SPECIFIC INSTRUCTIONS AFTER CLOSE
SUBJECT MATTER OF CLAIMS

The phrase which is used from time to time in these instructions, “the subject matter of the
patent in suit,” means that which is cevered by the claims of the patent, or that which falls within

the scope of legal protection.

Authority: Adapted from Electronic Data Systems Corp. v. Sigma Systems Corp., CA No. 73-1676
(N.D. Tex. 1973) aff’d, 500 F.2d 241, 183 U.S.P.Q. 327 (5th Cir.), cert. denied, 184
U.S.P.Q. 129 (1974).

William D. Harris, Jr. (Bar No. 09109000)
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% PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 22
SPECIFIC INSTRUCTIONS AFTER CLOSE
FUNCTION OF THE CLAIMS

The subject matter of the claims may descnbe a product or device, sometimes called a
“product claim” or an “apparatus claim,” or a method of achieving a particular result, sometimes
called a “method claim.”

Claims 1,2,5,7-9, 11-13, and 15-17 of the *159 Patent are “product” or “apparatus” claims.

There are no claims in the ‘159 Patent that take the form of “method” claims.

Authority: Adapted from Regents of the University of Michigan v. Learjet, CA 87-1719 PHX SMM
(D.C. Ariz. 1991).
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 23
SPECIFIC INSTRUCTIONS AFTER CLOSE
DEPENDENT AND INDEPENDENT CLAIMS

There are two different types of patent claims. The first type is called an independent claim.
An independent claim does not refer to any other claim of the patent. An independent claim must
be considered separately and without regard to any other ciaim because an independent claim, by
itself, defines a separate invention. Claims 1 and 17 of the 159 Patent asserted against defendant

are independent claims.

On the other hand, a dependent claim includes a reference to another claim in the patent. A
dependent claim incorporates all of the limitations or words of the claims to which the dependent
claim refers. Thus, for each dependent claim at issue, you must consider all of the limitations in the
other claims from which it depends when resolving the question of infringement or invalidity.

Claims 2, 5, 7-9, 11-13, and 15-16 of the ‘159 Patent are dependent claims.

Authority: Adapted from AIPLA Guide, p. 9; 35 U.S.C. § 112; Fromson v. Advance Qffset Plate,
Inc., 720 F.2d 1565, 1570 (Fed. Cir. 1983); Shatterproof Glass Corp. v. Libbey Owens
Ford Co., 758 F.2d 613, 625, 626 (Fed. Cir. 1985); Kloster Speed Steel AB v. Crucible,
Inc.; 793 F.2d 1565 (Fed. Cir. 1985).
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 24
SPECIFIC INSTRUCTIONS AFTER CLOSE
PATENTEE NEED NOT DISCLOSE EVERY .

EMBODIMENT COVERED BY THE CLAIMS

@

The claims of a patent are not limited to the particular element of the invention described in
the patent specification. The patent laws require that the patent specification and drawings teach one
skilled in the art how to practice the invention and disclose to one skilled in the art the best way
known to the inventor of practicing the invention. The patent laws do not require that the applicant
describe in the specification every conceivable and possible future embodiment of the invention.
This would be 1mpossible.  Accordingly, the claims of a patent are not limited to the preferred
embodiment of the invention described in the patent specifications and drawings.

Authonity: Adapted from Micro Motion v. Exac, 686 F.Supp. 789, 5 U.S.P.Q. 2d 1957 (N.D. Cal.
1987), aff'd, 876 F.2d 1574, 11 U.S.P.Q.2d 1070 (Fed. Cir. 1989).
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 25
SPECIFIC INSTRUCTIONS AFTER CLOSE
COMBINATION CLAIM

A combination claim is a claim composed of two or more old or new elements which in
combination produce new, different, or additional functions as compared with those previously
performed or produced. In a combination claim, it is not necessary that there exist any single
element that is in itself new. The invention may be found to reside in a new combination or

arrangement of individually old and well-known elements.

Authority: 35 U.S.C. 101 er. seq.; Kinnerar-Weed Corp. v. Humble Qil and Refining Ca., 150 F.2d
143 (E.D. Tex. 1956), aff"d, 259 F.2d 398 (5th Cir. 1958), reh. den., 266 F.2d 352, cert.
denied 361 U.S. 903, 4 L.Ed.2d 158 (1959); Leeds & Catlin Co. v. The Victor Talking
Machine Co., 213 U.S. 325, 53 L.Ed. 816 (1909).
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 26
SPECIFIC INSTRUCTIONS AFTER CLOSE
THE TERM “COMPRISING” MEANS OPEN-ENDED

Scveral of the patent claims in suit, including claims 1,2, 13 and 17 of the ¢ 159 Patent, use
the term “comprising™ or "comprised.” For example, claim 1 of the ‘159 Patent begins with the
phrase “[a] gas-fired artificial logs and coals-burner assembly for fireplace comprising.” Ina patent
claim, “comprising” is interpreted the same as “including” or “containing,” that is, “comprising”
means that the claims are open-ended. As such, the claims are not limited to only the components
or parts recited in the claims. Based on this explanation, if you find that defendant’s product
includes all of the components, parts or steps in any one of plaintiff’s patent claims and, in addition,
defendant’s product includes additional components or parts or steps, defendant’s product still
infringes the claim. The presence of additional components or functions in the accused product does
not mean that the product does not infringe a patent claim. Infringement cannot be avoided by
adding features or functions beyond those set forth in the claims. Infringement cannot be avoided
by the mere fact that the accused device may be more or less efficient or performs additional

functions.

Authority: Adapted from Wang Laboratories v. Toshiba Corp.,26U.5.P.Q.2d 1767 (E.D. Va1992);
Dragan v. Caulk, 12 U.S.P.Q.2d 1081 (D. Del. 1989).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 27
SPECIFIC INSTRUCTIONS AFTER CLOSE
MEANS CLAIM

Where claims in plaintiff’s patent define a component of the invention as a means for doing
something, such as in Claim 1 which includes the language “a support means for holding the
elongated primary burner tube in a raised level relative 1o the forwardly positioﬁ secondary coals
bumer elongated tube,” the claimed element must be interpreted to cover the corresponding
structure, material, or acts described in the patent specification, as well as any equivalent structure,
material, or acts for that element. In other words, the “means plus function” element is not limited
to the particular structure disclosed in the specification, but includes equivalent elements which
perform the same function as the structure described in the patent specification.

Patentees are not required to disclose or predict every possible means of accomplishing the
function set forth in the “means plus function” limitation. The patent laws were written precisely
1o avoid a holding that a means plus function limitation must be read as covering only the structure
disclosed in the specification.

In contrast, elements which do not contain a “means plus function™ limitation are to be
construed consistent with the specification and as they would be construed by those of ordinary skill

in the art.

Authority: Adapted from Beckman Instruments v. LKB Produkter AB, 703 F.Supp. 408, 8
V.S P.Q.2d 1065 (D. Md. 1988), aff’d in part, vac g in part, rem’g’ 892 F.2d 1547, 13
U.S.P.Q.2d 1301 (Fed. Cir. 1989).
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 28
SPECIFIC INSTRUCTIONS AFTER CLOSE
RIGHTS AS AN ASSIGNEE

In this case, the relevant patent obtained by the inventor Golden Blount was assigned to the
plaintiff Golden Blount, Inc.. As an assignee of the invention, Golden Blount, Inc. holds the same
rights and interests in the patent as were held by the inventor. Golden Blount, Inc. therefore holds
the patent, subject to all defenses of unenforceability and invalidity which could have been raised

against the inventor.

Authority: 35 U.S.C. § 261; Modern Federal Jury Instructions - Civil, 1 86.01.
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PLAINTIFE'S PROPOSED JURY INSTRUCTION NO. 29
SPECIFIC INSTRUCTIONS AFTER CLOSE
BURDEN OF PROOF

As linstructed you earlier, there are two burden of proof standards by which you must weigh
the evidence in this case: preponderance of the evidence and clear and convincing evidc;nce.

As 1 informed you earlier, to establish a fact by a preponderance of the evidence means to
prove that the fact is more likely true than not true. A preponderance of the evidence means the
greater weight of the evidence. It refers to the quality-and persuasiveness of the evidence, not to the
number of witnesses or documents. In determining whether something has been proved by a
preponderance of the evidence, you may consider the relevant testimony of all witnesses, regardless
of who may have called them, and all the relevant exhibits received in evidence, regardless of who
may have produced them. Plaintiff has the burden of establishing infringement of the claims of their
patent by a preponderance of the evidence.

If you find that the credible evidence on a given issuc is evenly divided between the parties --
that it is equally probably that one side is right as it is the other side is right -- then you must decide
that issue against the party having this burden of proof. That is because the party bearing this burden
must prove more than a simple equality of evidence -- he or she must prove the element at issue by
a preponderance of the evidence. On the other hand, the party with this burden of proof need prove
no more than a preponderance. So long as you find that the scales tip, however slightly, in favor of
the party with this burden of proof -- that what the party claims is more likely true than not true --
then that element will have been provided by a preponderance of the evidence.

William D. Harris, Jr. (Bar No. 09109000)

Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080

JURY INSTRUCTIONS 37 {972) 480-8800 Altomcys for Plaintiff
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As I told you earlier, clear and convincing proof is so strong that it leaves no ;subslantial
doubt in your mind. It is proof that establishes in your mind, not only that the proposition at issue
is probable, but also that it is highly probable. It is enough if the party with the burden of proof
establishes its claim beyond any “substantial doubt”; the party does not havg to dispel every
“reasonable d;)ubt." Clear and convincing evidence is a more exacting standard than proof by a
preponderance of the evidence, where you need believe only that the party’s claim is more likely true
than not true. On the other hand, clear and convincing proof is not as high a standard as the burden
of proof applied in criminal cases, which is proof beyond a reasonable doubt.

In patent cases such as this one, the alleged infringer has the burden of establishing that the
patent was invalid by clear and convincing evidence. The burden of clear and convincing evidence
placed upon the alleged infringer in establishing invalidity is a much stricter burden than the
preponderance of the evidence burden placed upon the patent holder in establishing infringement.

Other facts beyond that of invalidity, must be established by clear and convincing evidence.
For example, willful infringement, which I will discuss in more detail in a moment, also must be

proven by clear and convincing evidence.

Autherity: 35 U.S.C. § 282; Symbol Technologies, Inc. v. Opticon, Inc., 935 F.2d 1569 (Fed. Cir.
1991); Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1238 (Fed.Cir.), cert. denied,
493 U.S. 853 (1989); Smithkline Diagnostics, Inc. v. Helena Laboratories Corp., 859
F.2d 878 (Fed. Cir. 1988); Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 758 F 2d
613 (Fed. Cir.) cert. denied, 474 11.S. 976 (1985); Modem Federal Jury Instructions -

Civil.
William D. Harris, Ir. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 38 (972)480-8800  Anoncys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 30
SPECIFIC INSTRUCTIONS AFTER CLOSE
INFRINGEMENT - INTRODUCTION

Plaintiff claims that the defendant has infringed its patent.

Any person or business entity which makes, uses, offers for sale or sells, without the owner’s
permission, any product or apparatus legally protected by at least one claim of a patent within the
United States before the patent expires, infringes the patent. There are three ways to infringe a
patent. One may:

1. Directly infringe a patent;

2. Induce others to infringe a patent, in which case the inducer is liable for infringement in

the same way as a direct infringer; or

3. Contribute to the infringement of a patent by another by supplying a component specially

designed for the invention, in which case the contributory infringer will be liable for
patent infringement the same way as the direct infringer.

Plaintiff alleges that defendant has directly infringed claims 1, 2, 5, 7-9, 11-13, and 15-17
of the “159 Patent by making, using, offering for sale and selling defendant’s Ember Flame Booster.

Plaintiffalso alleges that defendant has induced others to infringe and contributorily infn'ngeéi

by selling defendant’s Ember Flame Booster 1o them and instructing them how to use the device.
Authority: 35 U.S.C. § 271; Modem Federal Jury Instructions - Civil, § 86.02.

Wiilliam D Harris, Je. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 39 (972) 480-8800  Attomeys for Plaintiff
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 31
SPECIFIC INSTRUCTIONS AFTER CLOSE
CLAIM CONSTRUCTION

To decide the questions of infringement and validity, you must first understand what the
claims of the patent cover, that is, what they prevent anyone else from doing. It is my function, as
amatter of law, to tell you how the claims are to be interpreted. You are to follow the interpretation

I give you to decide whether one or more of the defendant’s devices infringe the claims, as I have

Authority: SmithKline Diagnastics, Inc. v. Helena Labs. Corp., 859 F.2d 878, 8 U.5.P.Q.2d 1468
(Fed. Cir. 1988); Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707,223
U.S.P.Q. 1264 (Fed. Cir. 1984); Markman v. Westview Instruments, Inc., 52 F.3d 967,
34 US.P.Q.2d 1321 (Fed. Cir. 1995).

William D. Harris, Jr_ (Bar No. 09109000)
Hitt Gaines & Beoisbrun

275 West Campbetl Road, Suite 225
Richardson, Texas 75080

{972) 480-8800 Attomeys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 32
SPECIFIC INSTRUCTIONS AFTER CLOSE
TWO TYPES OF DIRECT INFRINGEMENT; LITERAL INFRINGEMENT |

There are two ways in which a patent claim can be directly infringed. First, a clatim-can be
literally infringed. Second, a claim can be infringed under what is called the “doctrine of i
equivalents,” which I will address shortly afier I explain literal infringement.

To determine literal infringement, you must compare the accused product with each claim
that plaintiff asserts is infringed, using my instructions as to the meaning of the patent claims. J‘

A patent claim is literally infringed only if defendant’s product includes each and every

[S—

element in that patent claim. If defendant’s product does not contain one or more clements recited
in a claim, defendant does not literally infringe that claim. You must determine literal infringement t !
7 with respect to each patent claim individually, following the construction I have provided on what . \
the claim means in law.
You must be certain to compare defendant’s accused product with each claim it is alleged ]
to infringe. It should be compared to the inventions described in the patent claim, not to plaintiff’s

preferred or commercial embodiment of the claimed invention. : i

Authonity: Martin v. Barber, 755 F.2d 1564, 1567, 225 U.S.P.Q. 233, 234-35 (Fed. Cir. 1985);
Amstar Corp. v. Envirotech Corp., 730 F.2d 1476, 1484, 221 U.S P.Q. 649, 655 (Fed. £
Cir.), cert. denied, 469 U.S.924 (1984), Mannesmann Demag Corp. v. Engineered Metal B 1
Prods. Co., 793 F.2d 1279, 1281-82, 230 U.S.P.Q. 45, 46 (Fed. Cir. 1986).

William D. Harris, Jr. (Bar No. 09109000) - l
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225 e
PLAINTIFF'S PROPOSFD Richardson, Texas 75080
JURY INSTRUCTIONS 4] (972) 480-8800 Attomneys for Plaintiff - l
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 33
SPECIFIC INSTRUCTIONS AFTER CLOSE
LITERAL INFRINGEMENT OF MEANS PLUS FUNCTION CLAIMS

I have previously instructed you that claims 1,2, 13, 15, & 17 of the 159 Patf:m are a special
form called means plus function. Literal infringement of a means plus function claim is shown if
plaintiff can prove by a preponderance of the evidence that the function recited in each element of
the claim is identically performed in the accused device, and the structure in the accused device
which performs that function is the same or the equivalent of the structure disclosed in the patent for
performing the function of that element of the claim.

Equivalent structure is defined as onc which performs the function recited in the clement of
the claim in substantially the same way. What constitutes equivalency in this sense can be

determined from the patent, the teaching of the prior art and the circumstances of the case.

Equivalence in patent law is not determined by a rigid formula, and it is not considered in a vacuum.
It docs not require complete identity for every purpose and every respect. You must consider the
reason the means was put in the invention at the start and the function it 1s intended to perform. A
factor for your consideration is whether or not persons skilled in the art would consider the support
means, connection means, gas flow control means, and grate support means in the patent, and the
support means, connection means, gas flow control means, and grate support means of defendant’s

device to be interchangeable and still perform the same function.

Authority: Adapted from vac Corp. v. Terumo Corp., 18 U.S.P.Q.2d 1637 (S.D. Cal. 1990); DMI

William D. Hamis, Ir. {Bar No 09109000)
Hitt Gaines & Boisbrun
275 West Campbeil Road, Suite 223
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 34
SPECIFIC INSTRUCTIONS AFTER CLOSE
DOCTRINE OF EQUIVALENTS

You may find that defendant’s product infringes a claim of plaintiff’s patent, even if not
every element of that claim is literally present in defendant’s product. To do so, you must find that
there is an equivalent component or part in defendant’s product for each element of the patent claim
that is not literally present in the defendant’s product. This is called infringement under the doctrine
of equivalents. It is your job to make this factual determination.

Under the doctrine of equivalents, you may find infringement if the plaintiff establishes by
a preponderance of the cvidence that such product contains elements identical or substantially
equivalent to each element of the patented invention.

In order to make such a finding under the doctrine of equivalents, you must find that there
are not substantial differences between the elements of the patented product and the elements of the
alleged infringing product. In this regard, you may consider whether the defendant’s element
performs (1) substantially the same function (2) in substantially the same way (3) to produce
substantially the same result when compared to the plaintiff’s element, even though they may differ
in name, shape or form.

An accused product does not infringe under the doctrine of equivalents if its elements
perform the function and achieve the result in a substantially different way than the claimed
invention.

The doctrine of equrvalents does not involve the application of a formula and is not an

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 44 {972) 480-8800 Attomeys for Plaintiff
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absolute to be considered in a vacuum. Rather, the question of whether one or more component of
the allegedly infringing device are equivalent to elements in the patented claim is a factual matter.
It requires you to consider the context of the entire claim. You should view the evidence fI‘Ol’;l the
perspective of a person of ordinary skill in the art, that is, whether a person of ordinary skill in the
art would have considered the differences tnsubstantial. Your answer will depend upon the drawings
and written description, the patent application history, the prior art and all the circumstances of this

case. All of this you should consider as questions of fact.

Authority: Werner-Jenkinson Co. v. Hilton Davis Chemical Co.,520U.5. 17,117 8. Ct. 1040, 137
L.Ed.2d 146 (1997); Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339
U.S. 605,70 S.Ct_854, 90 L_Ed. 1097 (1950); Modem Federal Jury Instructions - Civil,

9 86-02.
William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 35
SPECIFIC INSTRUCTIONS AFTER CLOSE
INFRINGEMENT OF OPEN ENDED OR "COMPRISING" CLAIMS

When you analyze infringement, bear in mind that the presence of additional components of
steps or additional functionality in defendant Robert H. Peterson Co.’s product does not mean that
the defendant’s product does not infringe a patent claim. The term "comprising” permits the
inclusion of other elements or materials in addition to the elements or components specified in the
claims. As such, the claims are not limited to only the components or parts recited in the claims.
Therefore, if you {ind that defendant’s product includes all of the components of any of the claims
of the patent in suit and, in addition, includes additional components or additional functionality, the
product still infringes such claim or claims. One cannot avoid patent infringement by doing more

%, . . .
& § than is required by a patent’s claims.

Authority: Adapted from AIPLA Guide, p. 13; Dow Chemical Co. v American Cyanamid Co., 908
F.2d 931, 945 (Fed. Cir. 1990), cert. denied, 11 S. Ct. 296 (1990).

William D. Harvis_ Jr {Bar No. 09109000)

Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 36
SPECIFIC INSTRUCTIONS AFTER CLOSE
INFRINGEMENT DESPITE DEFENDANT’S IMPROVEMENTS

You may find that defendant’s Ember Flame Booster represents an improvement over one
or more of the inventions defined in the claims of the ‘159 Patent. However, as long as defendant’s
accused product includes all of the elements of at least one of the claims of the 159 Patent, or if
defendant’s product is found to be equivalent under the doctrine of equivalents to the invention
defined in one or more of the claims of the *159 Patent, then that claim is infringed by defendant’s

product, despite the existence of such improvements.

Authority: AIPLA Guide, p. 17; Atlas Powder Co. v. E. I. DuPont de Nemours & Co., 750 F. 2d
1569, 1580-81 (Fed. Cir. 1984).

William D. Harris, Jr (Bar No 09109000}
Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225
Richardson, Texas 75080

(972) 480-8300 Atomneys for Plaintifl
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PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 37
SPECIFIC INSTRUCTIONS AFTER CLOSE
INCLUSION OF ADDITIONAL NON-CLAIMED ELEMENTS DOES NOT AYOID
INFRINGEMENT

Similarly, a product which is capable of an infringing use or can rcasonabl)-/ be u.;ed in an
infringing manner must be considered by you to be an infringement, even if the product is not always
operated in an infringing manner. This means, for example, if you find, by a preponderance of the
evidence, that under at least some conditions, the use of the Ember Flame Booster satisfies all the

elements of any claim, you must find that claim infringed.

Authority: Adapted from FMC Corp. v. H. & K. Machine, 718 F. Supp. 1403, 12 U.S.P.Q.2d 1554
(D. Wisc. 1989}, aff"d, 15 U.S.P.Q.2d 1830 (Fed. Cir. 1990}, Bell Comm. Research v.
Vitalink Comm. Corp., 55 F. 3d 615 (Fed. Cir. 1995).

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFE'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 48 (972) 480-3800 Attorneys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 38
SPECIFIC INSTRUCTIONS AFTER CLOSE
CONTRIBUTORY INFRINGEMENT

A second form of indirect infringement is contributory infringement. Plaintiff also alleges
that contributory infringement has occurred with respect to the device claims, Contributory
infingement of a device claim is established when one offers for sale a component of a device which
may be and ordinarily is used and is sold with intention of being used as a component of the claimed
device. That s, the plaintiff must establish that a component for use with the claimed device was
sold, and that the seller knew that the component was especially made for that purpose and not a
staple article suitable for a substantial noninfringing use. To establish contributory infringement,
plaintiff must prove the following by a preponderance of the evidence:

1. That defendant Robert H. Peterson Co. sold or supplied a product;

2. That the product sold or supplied By defendant is not a staple article of commerce

capable of a substantial non-infringing use;

3. That defendant sold or supplied the product with knowledge that the product was made

for use as a component of the claimed device; and

4. That the product is actually assembled by another to infringe the claim.

In determining whether defendant’s product is a staple article, you may consider whether
there is evidence of an established trade in the article for uses which do not infringe the patent in

question, that is that the product of Robert H. Peterson Co. is actually sold for some other purpose

William D. Harris, Ir. (Bar No. 09109000)
Hitt Gaines & Boisbrun

275 West Campbel! Road, Suite 225
Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff
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than an infringing purpose.

Proof of contributory infringement may be based on circumstantial evidence you have heard

in this case, rather from direct evidence of infringement.

Authority: 35 U.S.C. § 271{c); adapted from Johns Hopkins University v. CellPro, 894 F. Supp.

819, 836 (D. Del. 1995)

PLAINTIFF'S PROPOSED
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 39
SPECIFIC INSTRUCTIONS AFTER CLOSE
INDUCING INFRINGEMENT

Plaintiff also contends that the defendant is liable because the defendant actively induced

infringement of the patent claims by another person.

linstruct you that whoever induces infringement of a patent is liable as an infringer. In order
to find that the defendant is liable for inducing infringement, plaintiff must prove by a preponderance
of the evidence each of the following elements:

L. The accused product infringed one or more of plaintiff’s claims;

2. That the defendant actively induced the infringement; that is, that the defendant
knowingly induced the infringement. In other words, it is the plaintiff’s burden to prove
by a preponderance of the evidence that the defendant intended that his actions would
induce actual infringement by someone else. It does not matter whether the defendant
actually knew the someonc else who ultimately acted to infringe.

Proof of inducing infringement and the underlying direct infringement by persons allegedly

induced to infringe may be based on circumstantial evidence you have heard in this case, rather than

from direct evidence of infringement.

Authority: 35U.8.C. § 271(b); Water Technologies Corp. v. Calco, Ltd., 850 F. 2d 660 (Fed. Cir.),
cert. denied, 488 1.S. 968 (1988); Ninth Circuit Model Cjvil Jury Instruction 16.04.04;

Johns Hopkins University v. CellPro, 894 F. Supp. 819, 835-836 (D. Del. 1995); Modern
Federal Jury Instructions - Civil.

William D. Harnis, Jr. (Bar No_ 09109000)

Hitt Gaines & Boisbrun

275 West Campbell Road. Suite 225
PLAINTIFF'S PROPOSED
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 40
SPECIFIC INSTRUCTIONS AFTER CLOSE
WILLFUL INFRINGEMENT - - GENERAL

In this action, plaintiff asserts that any infringing acts that defendant Robert H. Peterson Co.
may have committed were acts of willful infringement of the ‘159 Patent. Y ou must determine both
if defendant has infringed any of the claims of the patent, and, if so, whether it was willful

infringement. 1 will now instruct you on how to determine if infringement 1s wiliful.

William D. Harris, Jr. (Bar No. 0910%000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225

PLAINTIFF'S PROPOSED Richardson, Texas 75080
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 41
SPECIFIC INSTRUCTIONS AFTER CLOSE
WILLFUL INFRINGEMENT: TOTALITY OF CIRCUMSTANCES - SPECIAL FACTORS

A potential infringer with knowledge of a patent has an affirmative duty to exercise due care to
determine whether it is infringing valid patent rights before initiating or continuing its potentially
infringing activity. The test to be applied is whether, under all the circumstances, a reasonable person
would prudently conduct himself with confidence that a court might hold the patent invalid or not
infringed.

Several factors have been viewed as having special significance in this inquiry. These include:
whether the infringer deliberately copied the ideas or design of another, whether the infringer, when he
knew of the other’s patent protection, timely investigated the scope of the patent and formed a good faith
belief that the patent was invalid or that it was not infringed; and the infringer’s behavior as a party to
the litigation. Copyiﬁg, for the purposes of the willfulness analysis, does not require an identical copy.
If you find that defendant Robert H. Peterson Co. based the Ember Fiame Booster design on plaintiff’s

secondary coals burner of the ‘159 Patent, then you may find that defendant copied.

Authority: Ryco, Inc. v. Ag-Bag Corp., 857 F.2d 1418, 1428 (Fed. Cir. 1988); Rolls-Royce Limited v.
GTE Valeron Corp. , 800 F.2d 1101, 1110 (Fed. Cir. 1986); Power Lift, Inc. v. Lang Tools,
Inc, 774 F. 2d 478, 481 (Fed. Cir. 1985); Stickle v. Heublein, Inc, 716 F. 23 1550, 1565
(Fed. Cir. 1983); Central Soya Co. v. Geo. A. Hormel & Co., 732 F. 2d 1573, 1576-1577
(Fed. Cir. 1983); Lam, Inc. v. Johns-Manville Corp., 668 F. 2d 462, 475 (Fed. Cir. 1982),
cert. denied, 456 U.S. 1007 (1982); Milgo Electronic v. United Bus. Communications, 623
F. 2d 645, 666 (10" Cir.) cert. denied, 449 U.S. 1066 (1980) Bott v. Four Star Corp., 807
F. 2d 1567, 1572 (Fed. Cir. 1986).

William D. Harris, Jr (Bar No. 09109000)
Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225
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@@ PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 42
SPECIFIC INSTRUCTIONS AFTER CLOSE
WILLFULNESS: LEGAL ADVICE OR QPINION

The affirmative duty required of a potential infringer may include, among otl_ncr things, the duty
to seek and obtain legal advice from a competent patent attorney regarding its possible infringing
activity.

Such an opinion must be based on more than mere conclusory and unsupported statements. The
following factors may be considered in determining whether such an opinion. is adequate:

1. Whether the opinion was given by an attorney whom defendant Robert H. Peterson could
reasonably have believed was competent and knowledgeable in the field;

Whether the opinion was bascd upon review of the patent file history;

o

Whether the invalidity opinion contains an analysis of the prior art in connection with the

»hy
[F%)

patent claims;

4. Whether any infringement opinion contains a comparison between the patent claims and the

accused product;
5. Whether the conclusions reached are based upon an accurate view of the facts;
6. Whether the opinion was requested and/or obtained in a timely fashion;

7. Whether the opinion was a formal written opinion, or just an informal oral opinion.

Authority: Rite-Hite Corp. v. Kelley Co. Inc., 819 F. 2d 1120, 1125 (Fed. Cir. 1987); Underwater
Devices Inc. v. Mormrison-Knudson Co., 717 F. 2d 1380, 1389-90 (Fed. Cir. 1983); Del Mar

Wiltiam D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
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Avionics, Inc. v. Quinton Instrument Co., 836 F. 2d 1320, 1328 (Fed. Cir. 1987); McDermott
v. Omid Intemnational Inc., 723 F. Supp. 1228, 1233 (5. D. Ohio 1988),aff’d, 883 F. 2d 1026
(Fed. Cir. 1989); Spindelfabrik Suessen-Schurr v. Schubert & Salzer, 825 F. 2d 1075, 1084
(Fed Cir. 1987); Minnesota Mining and Mfg. v. Johnson & Johnson Orthopaedics, Inc., 976
F.2d 1559, 1580 (Fed. Cir. 1992).

William D. Harris, Jr. (Bar No. 09105060)
Ritt Gaines & Boisbrun
275 West Campbeli Road, Suite 225
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patent must be disregarded.

WILLFULNESS - - RELIANCE

counsel, and also whether it was a wntten or oral opinion.

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 43
SPECIFIC INSTRUCTIONS AFTER CLOSE

Only opinions of counsel upon which defendant Robert H. Peterson Co. actually relied on in
good faith may be considered when determining whether they willfully or intentionally infringed the

‘159 Patent. Opinions which defendant obtained merely to ratify its alleged non-infringement of the

While an opinion of counsel is evidence to be weighed toward a determination of good faith, it
1s not conclusive. Itis necessary to look at the totality of the circumstances presented in the case when

determining willful infringement, including the timing, competence, and completeness of the advice of

Authority: Kloster Speed Steel AB v. Crucible Inc., 793 F. 2d 1565, 1578 (Fed. Cir. 1986); Central
Soya Co., Inc. v. Geo A. Hommel & Co., 723 ¥. 2d 1573, 1576-1577 (Fed. Cir. 1983);
Modine Manufacturing Co. v. Allen Group, Inc., 14 U.SP.Q.2d 1210, 1217 (N.D. Cal.

1989); H.B. Fuller Co. v. National Starch and Chemical Corp., 689 F. Supp. 923, 952-953

3
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(D. Minn. 1988); Berger & Gorin, Inc. v. Gary Plastic Packaging Corp., 691 F. Supp. 740,
752 (8. D.N. Y. 1988); Shiley, Inc. v. Bentley Laboratones, Inc., 601 F. Supp. 964. 968
(C.D. Cal. 1985} aft’d 794 F. 2d 1563, 1568 (Fed. Cir. 1986).

William D. Hamis, Jr. (Bar No 09109000)

Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225

Richardson, Texas 75080
(972) 420-3800

Attomneys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 44 ‘
SPECIFIC INSTRUCTIONS AFTER CLOSE J
THE PRESUMPTION OF VALIDITY '

Ifyou find that plaintiff has established by a preponderance of the evidence that defendant Robert -
H. Peterson Co. infringed one or more claims, you must then determine if the patent is valid. Any patent !
granted by the Patent and Trademark Office is presumed, under the patent laws, to be valid, and any .
person challenging the validity of a patent bears the burden of proving facts showing invalidity of the |
patent by clear and convincing evidence, as I have previously defined that term to you. This is known i }
as the "presumption of validity." _ }

The reason for the presumption of validity of an issued patent is that the law presumes that the
Patent Office has properly discharged its duty. A patent can be obtained only after the consideration of ) }

the patent application by the United States Patent Office. Deference must be given to the Patent Gffice !

]
5

as a qualified government agency that is presumed to have properly done its job. The patent examiners
are experts in interpreting the references and are familiar from their work with the level of skill in the : ]
art. An Examiner’s duty is to issue only valid patents after they are satisfied that an application sets il
forth an invention in a manner which fully complies with all of the legal prerequisites for patentability.

This presumption means that the subject matter claimed in the ‘159 Patent is presumed to be L }
new, useful, and not obvious to a person having ordinary skill in the art, at the time the invention or [

discovery was made, and that all other requirements necessary to obtain a patent have been met.

———

Morcover, each claim of the ‘159 Patent is presumed valid, independent of every other claim in that

William D. Harris, Jr. (Bar No, 09109000) N
Hitt Gaines & Boisbrun
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patent, until it is proven otherwise. These presumptions can be overcome only by a showirng of clear

and convincing evidence to the contrary.

Authority: 35 U.S.C. § 282; Stratoflex, Inc. v. Aeroquip Corp., 713 F. 2d 1530, 1534 (Fed. Cir. 1983);
Kaufman Ceo. v. Lantech, Inc., 807 F. 2d 970, 973 (Fed. Cir. 1986); Hybrtech, Inc. v.
Monoclonal Antibodies, Inc. 802 F. 2d 1367, 1375 (Fed. Cir. 15986); N. V. Akzo, Aramide
Maatschappij v.o.f. v. E.I. DuPont De Nemours, 808 F. 2d 1471, 1479 (Fed. Cir. 1986); T.P.
Laboratories, Inc. v. Professional Positioners, Inc., 724 F. 2d 965, 971 (Fed. Cir. 1984), cert.
denied, 105 S. Ct. 108 (1984); Blonder-Tongue Laboratories v. University of Illinois
Foundation, 402 U.S. 313, 335 (1971); Brooktree Corp. v. Advanced Micro Devices, Inc.,
977 F. 2d 1555, 1574 (Fed. Cir. 1992); American Hoist & Derrick Co. v. Sowa & Sons, 725
F.2d 1350, 1359 (Fed. Cir..1984).

L

William D. Harris, Jr. (Bar No. 09£09000)
Hitt Gaines & Boisbrun
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NQO. 45
SPECIFIC INSTRUCTIONS AFTER CLOSE
PRESUMPTION OF VALIDITY - - BURDEN OF PROOF

As a result of the presumption of validity, defendant Robert H. Peterson Co., when asserting
invalidity of a claim of the ‘159 Patent, must show by clear and convincing evidence that the Patent
Office acted erroneously in issuing that claim.

On the other hand, as the result of this presumption of validity, plaintiff has no burden of proof
with respect to validity. Plaintiff must come forward with evidence, if at all, (-)nly if defendant has put
before you clear and convincing evidence of invalidity.

The presumption of patent validity, and defendant’s burden to overcome that presumption by
clear and convincing evidence, are constant. Neither the burden of persuasion nor the presumption of
validity are affected, for example, by the presentation of prior art that was not considered by the Patent
Office.

The presumption of validity of the 159 Patent is a requirement which places upon defendant the
burden of coming forward with clear and convincing evidence of facts, which if established, might show
that the patent is invalid. The presumption of validity in itself is not evidence.

If defendant presents art that was before the Patent Office, deference should be given to the
Patent Office’s decision to issue the patent, but no such deference is due to prior art that the Patent
Office did not consider. However, if the new prior art is merely cumulative to, or the same as, the prior

art that the Patent Office did consider, then the same deference is due to the Patent Office’s

William D. Haris, Jr (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAMNTIFF'S PROPOSED Richardson, Texas 75080
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determination. Therefore, when you consider the prior art which was not before the Patent Ofﬁcé, you

should compare it with the prior art before the Patent Office and then determine what weight to give the

Patent Office’s determinations.

Authority: Carella v. Starlight Archery and Pro Line Co., 804 F. 2d 135, 138 (Fed. Cir. 1986); American
Hoist & Derrick Co. v. Sowa & sons, Inc., 725 F. 2d 1350, 1360 (Fed. Cir. 1984); ACS
Hosp. Sys., Inv. V. Montefiore Hosp., 732 F. 2d 1572, 1574-75 (Fed. Cir. 1984); Lear
Siegler, Inc. v. Aeroquip Corp., 733 F. 2d 881, 885 (Fed. Cir. 1984); Brooktree Corp. v.
Advanced Micro Devices, Inc., 977 F. 2d 1555, 1574 (Fed. Cir. 1992); Mendenhall v.

Cedarapdics, Inc., (Fed. Cir. 1993).

William D_ Harris, Jr. (Bar No. 09109000}
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 46
SPECIFIC INSTRUCTIONS AFTER CLOSE
SCOPE AND CONTENT OF PRIOR ART

Several of defendant Robert H. Peterson Co.’s contentions of invalidity involve assertions based

on “prior art.”” The term “prior art” as used in patent law, means knowledge that was in the possession

of the public before the date of the invention.

The prior art potentially includes devices and materials similar to the invention, that were:

T IEOTESRERIRS Sherr Ty e Ti T S-S TR T S L T e T T
T Kown'ogtised by others i the United Stales befora

K datConinvention by the inventors,
wherein the terin known or USed'réquires knowledpe oF Gomby e peneral publicsor
2. Patented or described by others in a printed publication in the United States or abroad before
the date of invention; or
3. Patented or described in a printed publication in the United States or abroad more than one
year prior to the effective filing date of the patent application; or
4. Publicly used or on sale in the United States more than one year prior to the effective filing
date of the patent application; or
5. Described in another United States patent, the application of which was filed before the date
of the invention.
Prior art in certain circumstances may be shown by oral testtimony of witnesses, as well as by
patents and publications. Oral testimony, however, conceming alleged prior art must be received and
considered by you with special care. In considering such testimony, you should take into account the

length of time that has passed since the alleged prior art was used, whether there are documents or

William D. Harris, Ir. (Bar No. 0910%000)

Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
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% tangible support to corroborate the testimony, and whether the testifying witness has any biés o‘r interest
in this case. In some circumstances, not common, unsupported oral testimony can be sufficient to prove
prior knowledge or use. However, unsupported oral testimony is to be regarded with suspicion and
subjected to close scrutiny. The burden of proof is such that it must be "clear and convincing evidence”,

and not simply by a preponderance of the evidence.

Authority: Kimberly-Clark Corp. v. Generation 1 & Generation 11, 745 F.2d 1437, 1453-54 (Fed. Cir.
1984); 35 U.S.C.§ 102; The Barbed Wire Patent, 143 U.S. 275 (1891); Carella v. Starlight
Archery, 804 F. 2d 135, 138-139 (Fed. Cir. 1986).

o3
&
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NQ. 47
SPECIFIC INSTRUCTIONS AFTER CLOSE
PRESUMPTION THAT CITED ART DOES NOT TEACH THE PATENT IN SUIT

The prior art patents and publications considered by the Patent Office are presumed not to teach
the invention of that patent and therefore are presumed not to be invalidating printed publications. If

defendant Robert H. Peterson Co. offers prior art which is no more pertinent than that considered by the

Patent Office, then it has the burden of overcoming the presumption that the Patent Office properly did

its job correctly.

If defendant offers prior art which is more pertinent than that which was considered by the Patent
Office, it must prove by “clear and convincing evidence” that the claimed invention would have been

obvious.

One prior art reference is more pertinent than another if it is more closely related to either the

problem addressed by the invention or the elements of the invention.

Authority: Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F. 2nd 1464, 1467 (Fed. Cir.. 1990);
Kaufman Company, Inc. v. Lantech, Inc., 807 F. 2d 970, 973 (Fed. Cir. 1986); Hybritech,
Inc. v. Monoclonal Antibodies, Inc., 802 F. 2d 1367, 1375 (Fed. Cir. 1986); Kloster
Speedsteel AB v. Crucible, Inc., 793 F.2d 1565, 1571 (Fed. Cir. 1986).

Witlizm D. Harris, Jr. (Bar No. 09109600)

Hitt Gaines & Boisbrun

275 West Campbe!l Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080

JURY INSTRUCTIONS 63 (972) 480-BB00  Attorncys for Plaintif

AlT-APR 0255 -



PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 48
SPECIFIC INSTRUCTIONS AFTER CLOSE
DIFFERENCES OVER THE PRIOR ART

You must consider the differences between each claim of each patent in suit and lh; prior art.
Fach claim must be considered in its entirety and separately from the other claims. Althoughitis proper
for you to consider the differences between the claimed invention and the prior art, you must not
consider those differences as though they were the essence of the invention; the test is whether the
claimed invention as a whole would have been obvious to one of ordinary skill over all of the prior art.

Even though there may be superficial similarities between the claimed subject matter and the
prior art, a patentable invention may be present when none of the prior art achieved the critical result

achieved by the invention of the patent in suit.

il

S
(o
- Authority: AIPLA guide, p. 29; Graham v. John Deere, 383 U.S. 1, 17, 15 L. Ed.2d 545, 556 1966);
Gillette Co. v. S.C. Generation Il & Son, Inc., 919 F.2d 720, 724 (Fed. Cir. 1990); Hybritech,
Inc. v. Monoclonal Antibedies, Inc., 802 F. 2d 1367, 1383 (Fed. Cir. 1986); Santa Fe-
Pomeroy, Inc. v. P&7Z Co., 569 F.2d 1084, 1095 (9th Cir. 1978).
William D. Harris, Ir. (Bar No. 09109000}
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 49
SPECIFIC INSTRUCTIONS AFTER CLOSE
INVALIDITY - LACK OF NOVELTY

Defendant Robert H. Peterson Co. argues that the patented claim is invalid because it lacks

novelty because the patented claim was anticipated by prior art. In order to prevail on this defense, the
defendant must prove anticipation by clear and convincing evidence.

In order for a potential claim to have been anticipated, you must find that the earlier invention
completely embodied the same product as the patented claim and that all of the elements recited in the
patented claim were previously found in exactly the same situation and united in the same way to
perform the identical function. Put another way, each and every element of the patented claim must have
been either inherent or expressly disclosed in a single prior invention or in a single prior art reference.

You may not combine two or more items of prior art to establish anticipation.

If these requirements have not been met, then the patented claims are not invalid by reason of
anticipation.

By contrast, if these requirements have been met, you should next consider whether the defendant

has satisfied its burden of proving how the patented claims were anticipated.

Authority: Scripps Clinic & Research Foundation v. Genentech, Inc. 927 F. 2d 1565 (Fed. Cir. 1991);
Richardson v. Suzuki Motor Co., 868 F. 2d 1226 (Fed Cir. 1989) ; Constant v. Advanced
Micro Devices, Inc., 848 F.2d 1560 (Fed. Cir.), cert. denied, 488 U.5. 892 (1988); Tights,
Inc. v. Acme-McCrary Corp., 541 F. 2d 1047 (4th Cir.), cert. denied, 97 S.Ct. 493 (1976);
Roberts v. Sears, Roebuck & Co., 723 F.2d 1324 (7th Cir. 1983) (en banc); Modem Federal
Jury Instructions - Civil.
PLAINTIFF'S PROPOSED JURY INSTRUCTION NO. 50

William D, Harris, Jr. (Bar No. 09109000)
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SPECIFIC INSTRUCTIONS AFTER CLOSE
PRINTED PUBLICATIONS

2.

Defendant claims that the patent previously appeared in a printed publication and therefore is
invalid for lack of novelty. |

I instruct you that if you find that the defendant has provided by clear and convincing evidence
that the invention was described in a prior publication in this country or in a foreign country before it
was invented by the patentee (or more than one year prior to the filing date of his application), then the
patent is invalid.

There are three components 1o the prior publication that the defendant must prove.

First, that the publication occurred before the plaintiff invented the invention (or more than one

year before plaintiff filed his application for the patent claim of the invention.).

AT
dé

Second, that the prior publication was at least reasonably available to at least some seginent of
the public. In this respect, it is not necessary that the prior publication be available to every member of
the public. It must be available, without restriction, to that segment of the public most likely to avail
itself of the publication’s contents.

Finally, the prior publication must make a meaningful disclosure of the invention. To be
meaningful, the disclosure must enable a person of ordinary skill in this art to understand the invention.
The disclosure must be enabling and meaningful. In determining whether the disclosure is complete,,

enabling and meaningful, you should take into account what would have been within the knowledge of

a person of ordinary skill in the art to make, construct and practice the invention.

William D. Harris, Sr. (Bar No. 0910%000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suise 225

PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 66 (572)480-8800  Attomeys for Plaintiff
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Authority: 35 U.S.C. §§102(a), (b); Modem Federal Jury Instructions - Civil

Wiltiam D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbeil Road, Suite 225

PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 67 (972) 480-8800 Atomeys for Plaintiff
JTZAPP 0259




PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 51
SPECIFIC INSTRUCTIONS AFTER CLOSE
NON-OBVIQUSNESS .

The defendant contends that the patent is invalid because the invention was “obvious.”

Iinstruct you that a patent is invalid if the defendant establishes by clearand convincing evidence
that the subject mater as a whole would have been obvious to a person of ordinary skill in the pertinent
art at the time the invention was made.

The question of whether the invention was obvious ultimately is a question for me to decide.
However, | will decide that question based upon whether you find the following facts to have been
proved by clear and convincing evidence.

1. What was the scope and content of the prior art at the time the product was invented?

2. What the differences are between each claim of the patent and the prior art?
= 3. ‘What was the level of ordinary skill in the prior art at the time the invention was made?

4. Whether there are secondary considerations that negate defendant’s claim of obviousness?
Authority: Graham v. John Deere Co., 383 U.S. 1, 86 5.C1.684, 18 L.Ed 2d 545(1 966); B.FF. Goodnch

Co. v. Aircraft Braking Systems Corp., 72 F.3d 1577 (Fed. Cir. 1996); Ryko Manufactuning,

Co. v NuStar, Inc., 950 F.2d 714 (Fed. Cir. 1991); Continental Can Co.. U.S.A,, Inc. v
Monsanto Co., 948 F. 2d 1264 (Fed Cir. 1991); Panduit Corp. v. Dennison Manufacturing
Co., 810 F.2d 1561 (Fed. Cir.), cert. denied, 481 U.S. 1052 (1987); Modem Federal Jury

Instructions - Civil.

S Y A SE & v 0 = BN A e aEm e
:
.

William D. Harris, Jr. (Bar No 09103000)
Hitt Gaines & Boisbrun

= 275 West Campbdell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75086
JURY INSTRUCTIONS 68 (972) 480-8800 Attomeys for Plaintiff

- ZJT-APP 0260 T

ot N [ 8 ' !
o
<



¥

oo

PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 52
SPECIFIC INSTRUCTIONS AFTER CLOSE
DIFFERENCES BETWEEN PRIOR ART AND INVENTION

In making your determination concerning obviousness, you must focus upon the total claimed
invention. The claim should be read as a whole, not element by element, in order to détermh;e whether
the claimed invention is obviousness or unobvious. Your focus must be directed to the time at which
the invention was made by the patentee.

In making your evaluation, hindsight 1s to be avoided. Obviousness, within the meaning of the
patent law, does not mean that one skilled in the art can perceive the solution after it has been found and
pointed out by someone else. The teaching of the *159 Patent cannot be used as a guide through the prior
art references, combining them in the right way so as to achieve the results of the patent. This use of

hindsight must be aveoided.

Authority: Hybritech v. Monoclonal Antibodies, Inc_, 802 F.2d 1367, 1383-84 (Fed. cir. 986); Bausch

& Lomb, Inc. v. Barnes-Hind/Hydrocurve, Inc., 796 F.2d 443, 447-449 (Fed. Cir. 1986;
Loctite Corp. v Ultraseal Ltd., 781 F.2d 861 874 (Fed. Cir. 1985); Interconnect Planning
Corp. v Feil, 774 F.2d 1132, 1138-1139 {Fed. Cir. 1985); Panduit Corp. v. Dennison Mfg.
Co., 774 F.2d 1082, 1090-1096 (Fed. Cir. 1985), vacated on other grounds, 475 U.S. 809,

89 L.Ed.2d 817 (1986) and on remand 810 F.2d 1561, 1568 (Fed. Cir. 1987).

William D. Harris, Jr. (Bar No. §9109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 53
SPECIFIC INSTRUCTIONS AFTER CLOSE
LEVEL OF ORDINARY SKILL,

I have referred in these instructions to a person of ordinary skill in the art. What do I mean by
such a person? The person of ordinary skill is a hypothetical person who is presumed 1o be one who is
aware of all pertinent prior art. The skill of the actual inventor is irrelevant, because inventors may
possess something which sets them apart from the workers of ordinary skill in the art.

In reaching your determination as to whether or not the claimed invention was obvious, you
should consider the level of ordinary skill of one who works in the art of gas log fireplaces. The parties
agree that a person of ordinary skill in the art at the time of the invention would have a variety of
educational backgrounds with hands-on expericnce with gas log fireplaces. It is not necessary that such
a person have a professional education such as an engineering degree. One can be a person of erdinary
skill in the art even without formal schooling in this area, as long as that person has hands-on practical

experience in the field of gas log fireplaces, although many skilled in the area are engineers.
When you decide the issue of obviousness, you are not deciding whether or not the Blount
inventions were something obvious or not obvious to the inventor himself, but rather you must decide

whether or not the invention would have been obvious to one having this ordinary level of skill in gas

log fireplaces.

Authority: Adapted from Medical Designs Inc. v. Medical Technology, Inc., 786 F.Supp 614,625 (N.D.
Tex, 1992); Norbin Inc. v. International Machines Corp., 453 F.Supp. 1072 (D. Colo. 1978),
aff"d, 625 F.2d 357 (10th Cir. 1980). '

Wiltiam D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225

‘ PLAINTIFF'S PROPOSED Richardson, Texas 75080
s JURY INSTRUCTIONS 70 (972)480-8800  Attorneys for Plaintiff
i
¥
: JL0PP 0262  — T

§ onanay

o =
LI 3



ARy PLAINTIFF'S PROPOSED
o JURY INSTRUCTIONS

William D. Haris, Jr. (Bar No 09109000}
Hirtt Gaines & Boisbrun

275 West Campbell Road, Suite 225
Richardson, Texas 75080

(972) 480-8800 Attorneys for Plaintiff

-

THT-APP 0263 -




PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 54
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBVIOUSNESS — ANALOGOUS ART

Obviousness must be judged against the relevant or analogous art avaiigblq "at the time the
invention was made." You must determine whether the prior art offered by defendant Robert H.
Peterson Co. is in fact analogous art.

To decide whether prior art in an analogous field is pertinent, you must first determine whether
the prior art is from the same field of endeavor, regardless of the problem addressed by the prior art. If
you find it is from the same field of endeavor, then it is analogous art to be considered in your
obviousness determination. However, if you determine that the prior art is not within the field of
endeavor of the inventor, you must then determine if the prior art was reasonably pertinent to the

particular problem which the inventor Mr. Blount was confronted with. If the answer is "yes" then the

R

art in question is analogous art to be considered in your obviousness determination.

Authority: 35 U.S.C. §103; In re Clay, 966 F.2d 656, 658-659 (Fed. Cir. 1992).

- William D. Haris, Jr. (Bar No. 09105000}
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 55
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBVIOUSNESS — "COMBINATION" INVENTION

The fact that individual elements of a claimed combination invention may be old is neither
dispositive nor controlling when you evaluate obviousness. The law, instead, requires that obviousness
be determined by a consideration of the claimed invention as a whole. A valid patent may issue on a
combination of old or known elements if the old or known elements are assembled or combined in such
a way to produce a new combination, which would not have been obvious. Virtually all patents contain
claims to inventions formed from combinations of previously known elements.

Authority: United States v. Adams, 383 U.S. 39, 51-52 (1966); Lear Siegler, Inc. v. Aeroquip Corp.,
733 F.2d 881, 890 (Fed. Cir. 1984); Lindemann Machinenfabrik GmbH v. American Hoist

& Derrick Co., 730 F.2d 1452, 1462 (Fed. Cir. 1984); Panduit Corp. v. Dennison Mfg, Co.,
810 F.2d 1561, 1575 (Fed. Cir. 1987).
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 56
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBVIQUSNESS -- NUMBER OF REFERENCES

is large, you may use that finding as indicative of non-obviousness.

74

= Reliance on a number of prior art references may be an indication that the claimed invention is

non-obvious. If you find that the number of references relied upon by defendant Robert H. Peterson Co.

Authority: Minneapolis-Honeywell Regulator Co. v. Midwestern Instruments, Inc., 298 F.2d 36,38 (7"
Cir. 1961); Bela Seating Co. v. Poloron Prods., Inc., 297 F.Supp. 489, 508 (N.D. Ili. 1968),
aff'd 438 F.2d 733 (7" Cir.), cert. denied, 403 U.S. 922 (1971).

William D. Harris, Jr. {(Bar No. 09109000)
Hirt Gaines & Boisbrun
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 57
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBVIOUSNESS — COMBINING REFERENCES

Obviousness may be based upon a combination of separate prior art references: Not all
combinations of references, however, are proper.

To combine prior are references, they must include a clear suggestion, either expressly of by
implication, for the combination of their teachings. If no clear suggestion of motivation for such
combinations appears, the combination is improper and you may not base your consideration thereon.

Obviousness also must be determined from a consideration of the entire combination of each

claim as a whole against the scope and content of the prior art at the time of the invention. Before you
find any claim invalid based on obviousness, you must conclude that the entire combination of all steps
of the claim were included or clearly suggested in the prior art. If a clear suggestion of motivation for
combination appears in the prior art, you must then consider whether the claimed invention results in
something more than the combination suggested. If so, the patent would not be obvious.

A combination of references is improper if an express statement that teaches away from a desired
combination of references appears in one or more of the references sought to be combined. This is
strong evidence of non-obviousness. A combination of references is also improper when the claimed
invention recognizes and solves a problem that was not delineated in any of the references.

If you find that a combination of particular references is proper and provides a basis for

determining obviousness, the law prohibits you from picking and choosing among elements in a

Williasm D. Harris, Jr (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbelt Road, Suite 225
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reference, either individually or in that combination. The reference as a whole must always be

considered. Thus, you cannot disregard disclosures in the reference that teach.away from the claimed

invention.

Authority: ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577 (Fed. Cir. 1984); Medtronic
v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1573-74 (Fed. Cir. 1983); W.L. Gore & Assocs.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1551 (Fed. Cir. 1983), cert. denied, 469 U.S. 851
(1984); Carella v. Starlight Archery, 804 F.2d 135, 140 (Fed. Cir. 1986); Gillette Co. v. S.C.
Generation 11 & Son, Inc., 919 F>2d 720, 723-724 (Fed. Cir. 1990).

——
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Wiltiam D. Harris, Jr. {(Bar No 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFE'S PROPOSED Richardson, Texas 75080
% JURY INSTRUCTIONS 76 (972) 480-8800 Attorneys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 58
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBYIOUSNESS -- "OBVIOUS TO TRY"

The evidence might indicate to you that what the inventors did was obviousAto try. "Obvious to
try,” however, is not the standard to be used and it is improper for you to find a patent invalid for
obviousness because you believe it was obvious to try. Rather, it is whether the invention as a whole
would have been obvious to those of ordinary skill in the inventor’s field at the time the invention was
made.

The fact that a solution to a problem is stmple or appears so when reviewed in retrospect does
not mean that the solution was obvious when it was conceived. The fact that the invention is simple and
that at the prescnt time it seems as if it might have been obvious to the workers in the art, does not

militate against its validity. Many of the most useful inventions depend upon equally simple changes.

",
=
N
e

Authority: Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1379-80 (Fed. Cir. 1986);
Jones v. Hardy, 727 F.2d 1524, 1530 (Fed. Cir. 1984); Ellipse Crop. V. Ford Motor Co., 452
¥.2d 163, 169 (7* Cir. 1971), cert. denied, 406 U.S. 948, reh’g denied, 409 U.S. 898 (1972);
General Electric Co. v. Hill-Wright Electric Co., 174 F. 996, 998 (2d Cir. 1909); Gillette Co.
v. S.C. Generation Il & Son, Inc., 919 F.2d 720, 725 (Fed. Cir. 1990).

William D. Harris, Jr. (Bar No. 69109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
= PLAINTIFE’S PROPOSED Richardson, Texas 75080
% JURY INSTRUCTIONS 77 (972) 480-8800 Atomeys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 59
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBJECTIVE EVIDENCE OF NON-OBYIOUSNESS

In determining whether a claimed invention is obvious, you must consider the following
objective evidence of non-obviousness, called "secondary considerations”, so long as there is a
conncction to the claimed invention involved. Such items need not all be present; indeed, one may
provide material insight:

1. Prior or contemporaneous failure by others to solve the problem at issue;

2. Commercial success of the claimed invention. This may be established by proof of

commercial sales by licensees of the patent, such as Golden Blount, or by defendant Robert
H. Peterson’s sales of products covered by the claims of the patent;

3. Filling of a long-felt need in the industry;

4. Copying by defendant;

5. The inventor’s departure from recognized principles;

6. The invention’s supertority over previously available solutions;

7. Theinventor’s solution and insight in solving the problem was contrary to the understanding

and expectation of the art; and
8. Adopticn of the invention by a substantial part of the industry upon disclosure by the
patentee.

The absence of any or all of these considerations does not mean that the invention would have

Witliam D. Harris, Jr. (Bar No. 09109000)
Hilt Gaines & Boisbrun
215 West Campbell Road, Suite 2235
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY MNSTRUCTIONS 78 (972) 480-8800  Attorneys for Plaintiff
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been obvious. However, if you find that one or more of these factors has been shown, then that is proof

that the invention was not, in fact, obvious.

Authority: Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1539 (Fed. Cir. 1983); Panduit Corp. v.
Dennison Mfg. Co., 774 F.2d 1082, 1097 (Fed. Cir. 1985); Litton Sys., Inc. v. Whirlpool
Corp., 728 F.2d 1524, 1530-31 (Fed. Cir. 1984); Carl Schnenk AG v. Nortron Corp,, 713
F.2d 782, 785 (Fed. Cir. 1983); Leesona Corp. v. United States, 185 U.S.P.Q. 156, 161 (Ct.
Cls. 1975}, aff’d, 530 F.2d 896 (Ct. Cls. 1976); Demaco Corp. v. F. Von Lansdorff Licensing
Ltd, 851 F.2d 1387, 1391 (Fed. Cir. 1988).

o
e
5
William D. Harris, Jr. (Bar No. 09109000)
Hia Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
% JURY INSTRUCTIONS 79 (972)480-8800  Attomeys for PlainGff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 60
SPECIFIC INSTRUCTIONS AFTER CLOSE
COMMERCIAL SUCCESS

If you find that the apparatus taught by the ‘159 Patent achieved commercial success, that fact
will be objective evidence of non-obviousness if the success is due to the novel features of the invention
rather than other considerations such as advertising and promotion. In order for evidence of extensive
use of the invention to be considered as evidence of non-obviousness, plaintiff need shown only that the
use was of the invention. To negate such evidence, it is defendant Robert H. Peterson’s burden to show
that extensive use of the invention was due to factors other than the merits of the invention, such as

advertising or promotion.

Authority: Damaco Corp. v. F. Von Langsdorff Licensing, Ltd., 851 F.2d 1387, 1392 (Fed. Cir. 1988);
Gillette Co. v. S.C. Genceration Il & Sons, Inc., 919 F.2d 720, 725-26 (Fed. Cir. 1990);
Coleman v. Holly Mfg. Co., 233 F.2d 71, 80 (9" Cir. 1956), cert. denied, 352 U.S. 952, 111
U.S.P.Q. 467 (1956); Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1383
(Fed. Cir. 1986).

WiHliam D. Harris, Jr. (Bar No 02109000)
Hitt Gaines & Boisbrun

% 275 West Campbell Road, Suite 225
%& PLAINTIFF'S PROPOSED Richardson, Texas 75080

: REn J JURY INSTRUCTIONS 80 (972) 480-3800 Attomeys for Plaintiff
gty
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 61
SPECIFIC INSTRUCTIONS AFTER CLOSE
LONG FELT NEED

Long-felt but unsolved needs, failures of others, and subsequent success and acceptance is
evidence of non-obviousness. Forexample, a problem in the field which long remained unsolved despite
efforts conducted by others is indicative of non-obviousness. Substantial efforts by others in the ant
which failed to accomplish the result achieved by the patented invention can also be persuasive

indication of non-obviousness.

Authority: Stratoflex, Inc. v. Aeorquip Corp., 713 F.2d 1530, 1540 (Fed. Cir. 1983); In re Dow
Chemical Co., 837 F.2d 469, 473 (Fed. Cir. 1988); Under Sea Industries, Inc. v. Dacor
Corp., 833 F.2d 1551, 1559 (Fed. Cir. 1987); Hybritech, Inc. v. Monoclonal Antibodies,
Inc., 802 F.2d 1367, 1380, 1382 (Fed. Cir. 1986); Reeves Instrument Corp. v. Beckman
Instruments, Inc., 444 F.2d 263, 272 (9* Cir. 1971), cert denied, 404 U.S. 951 (1971);
Santa Fe-Pomeroy, Inc. v. P & Z Co., 569 F.2d 1084, 1098 (9" Cir. 1978).

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbeli Road, Seite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 81 {972) 4808800  Atiomeys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 62
SPECIFIC INSTRUCTIONS AFTER CLOSE
COPYING OF THE INVENTION

@

Copying of an invention by another is evidence of the value of an invention. Specifically,
evidence that defendant Robert H. Peterson Co. copied the patented apparatus rather than develop its
own product or copy a product within the public domain, is indicative of non-obviousness. The actions

of an alleged infringer are often the best indication of the importance of an invention.

Authority: Panduit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 1099 (Fed. Cir. 1985); Windsurfing
International, Inc. v. AMF, Inc., 782 F.2d 995, 1000 (Fed. Cir. 1986); Diversitech Corp. v.
Century Steps, Inc., 850 F.2d 675, 679 (Fed. Cir. 1988); Specialty Composites v. Cabot
Corp., 845 F.2d 981, 991 (Fed. Cir. 1988).

Fapston

P
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- William D. Harris, Jr. (Bar No_ 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225

PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 82 (572)480-8800  Attomeys for Plaintifl
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 63
SPECIFIC INSTRUCTIONS AFTER CLOSE

DAMAGES

If you find that the defendant has infringed any of the claims of the plaintiff’s-patent and that
those claims are valid, then you should consider the amount of money the plaintiff should be awarded
as damages.

In this respect, it is the plaintiff’s burden to proving by a preponderance of the evidence the
amount of damages caused by the infringer.

The fact that I will now turn to the issue of how you should measure damages should not be
taken by you to mean that the Court believes that there was infringement or that the patent is valid.

There are issues for you to resolve consistent with the instructions I have given you. | am instructing

f‘”ﬁ you on damages so that you will have guidance should you decide that the plaintiff is entitled to

g

recovery. You may consider relevant testimony as an aid to your determination of damages.

Authority: Adapted from Modern Federal Jury Instructions - Civil, § 86.04.

William D. Harris, Jr. (Bas No. 09109000)

Hitt Gaines & Boisbrun

275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080

JURY INSTRUCTIONS 83 (972)480-8800  Attommeys for Plaintifl
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PLAINTIFE’S PROPOSED JURY INSTRUCTION NO. 64
SPECIFIC INSTRUCTIONS AFTER CLOSE
OBVIQUSNESS — COMBINING REFERENCES

When the amount of the damages cannot be ascertained with precision, any doubts regarding the

amount are to be resolved against the infringer.

Authority: Adapted from Modern Federal Jury Instructions - Civil, § 86.04.

William D. Harris, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun

* 275 West Campbell Road, Suite 225
~ PLAINTIFF'S PROPOSED Richardson, Texas 75080
- = JURY INSTRUCTIONS 84 (972) 480-8800  Aromeys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 65
SPECIFIC INSTRUCTIONS AFTER CLOSE
DAMAGES —~ COMPENSATION

Damages are compensation for all losses suffered as a result of the infringement. The owner of
a valid patent wkich has been infringed is entitled to recover enough money so that he will be
compensated for the infringement, but in no event less than a reasonable royalty for the use which the
infringer made of the invention. The measure of damages is the amount needed to return the plaintiff
to the position it would have been in had there been no infringement. In other words, the plaintiff is to

be placed in as good a position as it would have been if no infringement had occurred. Thus, the
question you must consider is, had defendant Robert H. Peterson Co. not infringed, how much money

would plaintiff had made.

Authority: 35 U.S.C. §284; State Industries, Inc. v. Mor-Flo Industries, Inc., 883 F.2d 1573, 1577 (Fed.

Cir. 1989), cert. denied 493 U.S. 1022 (1089); TWM Mfg. Co. v. Dura Corp., 789 F.2d 895 (Fed. Cir.
1986).

William D. Hanis, Jr. (Bar No. 09109000)
Hiat Gaines & Boisbrun

275 West Camphbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080

JURY INSTRUCTIONS 85 {972) 480-8800 Attomeys for Plaintiff
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PLAINTIFF’S PROPOSED JURY INSTRUCTION NO. 66
SPECIFIC INSTRUCTIONS AFTER CLOSE
LOST PROFITS DEFINED

The plaintiff has argued that they should be awarded the amount of profits lost because of the
alleged infringement.

Lost profits may be in the form of diverted sales, eroded prices or increased expenses. In this
respect, it 1s the plaintiff”’s burden to establish by a reasonable probability that the infringement caused
their lost profits. In order to satisfy this burden, you must find that the plaintiff would have made the
sales that the infringer made, charged higher prices, and/or incurred lower expenses "but for" the
infringement. In other words, had the infringer not infringed, what would the plaintiff have made.
Authority: Fonar Corp v. General Electric Co., 107 F.3d 1543, 1553 (Fed. Cir. 1997); Hebert v. Lisie
Corp., 99 F.3d 1109 (Fed. Cir. 1996); Standard Havens Products, Inc. v. Gencor Industries, Inc., 953

F.2d 1360 (Fed. Cir. 1991), cert. denied, 113 S.Ct. 60 (1992); Kaufman CO. v. Lentech, Inc., 926 F.2d
1136 (Fed. Cir. 1991); Modem Federal Jury Instructions - Civil.

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

s Yoo

WILLIAM D. HARRIS, JR.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza
275 West Campbell Road
William D. Hartis, Jr. (Bar No. 09109000)
Hitt Gaines & Boisbrun
275 West Campbell Road, Suite 225
PLAINTIFF'S PROPOSED Richardson, Texas 75080
JURY INSTRUCTIONS 86 (972) 480-3800 Attomeys for Plaintiff
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Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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William D, Harris, Jr. (Bar No. 09105000)
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintiff,
Civil Action No.

V.
3-01CV0127-R

ROBERT H. PETERSON CO.,

(7 WP W T T - T T R R

Defendant.

E-3. PLAINTIFF GOLDEN BLOUNT INC.’S
PROPOSED JURY QUESTIONS

The following list of jury questions is made to comply with paragraph 11.c. of the Court’s

Scheduling Order.
(Answer All Questions unless instructed to the contrary)
DIRECT INFRINGEMENT (The instructions specific to this question are found at pages ___ - .)
1. Has Golden Blount proven by a preponderance of the evidence that any of the products

Robert H. Peterson Co. has made, sold or offered to sell after November 23, 1999, in the United States
literally infringe any of the following claims of the Blount patent?
Check "yes” or "no" for each of the following claims:
Yes No
(a) Claim 1 o

If you answered "No" for claim 1, you must answer "No" for claims 2,5,7,8,9, 11, 12,13, 15, and 16.

. .

S~ JT-APP 0280~
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(b) Claim 2
(c) Claim 5
(d) Claim 7
(e) Claim 8
(f) Claim 9
{(g) Claim 11
(h) Claim 12
(i) Claim 13
() Claim 15
(k) Claim 16

(1) Claim 17

INFRINGEMENT UNDER DOCTRINE OF EQUIVALENTS (The instructions specific to this
question are found at pages - )

2. Has Golden Blount, Inc. proven by a preponderance of evidence that any of the products
Robert H. Peterson Co. has made, sold or offered to sell after November 23, 1999, in the United States
infringe any of the following claims of the Blount patent under the "doctrine of equivalents"?

Check "yes" or "no" for each of the following claims:
Yes No.
(a) Claim 1} L
If you answered "No" for claim 1, you must answer "No" for claims 2, 5, 7, 8,9, 11, 12, 13,15, and 16.

(b) Claim 2

(c) Claim 5

i
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(d) Claim 7

(e) Claim 8

(f) Claim 9

(g) Claim 11
(h) Claim 12
(1) Claim 13
() Claim 15
(k) Claim 16

(1) Claim 17

INFRINGEMENT BY INDUCEMENT (The instructions specific to this question are found at pages

3. Has Golden Blount, Inc. proven by a preponderance of evidence that after November 23,

1999, Robert H. Peterson has intentionally induced its distributors to infringe any of the following claims ,
of the Blount patent?
Check "yes" or "no" for each of the following claims:
Yes No
{a) Claim 1 L

If you answered "No" for claim 1, you must answer "No" for claims 2, 5, 7, 8, 9, 11, 12, 13, 15, and 16.

- () Claim2
(¢)Claims
(d) Clam?7
(¢) Claim8
i (f) Claim 9

o R
LR L
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(g) Claim 11 )
(h) Claim 12

(1) Claim 13

{3 Claim 15

(k) Claim 16 | f

(hClam17 l
ANTICIPATION (The instructions specific to this question are found at pages - ) , ’
4. Has Robert H. Peterson Co. proven by clear and convincing evidence that the subject matter k?
of claims 1,2, 5, 7-9, 11-13 and 15-17 was anticipated by any single reference in the prior art? ’
Check "yes" or "no" for each of the following claims: _ ]
Yes No
(a) Claim 1 _ L | ]
(p) Claim2 }
(¢)Claims
(d) Claim?7 ; I
(e) Claim8 ]
(HClaim9 {
(g) Claim 11 ___ . ‘

(h) Claim 12 ___ '
(i) Claim 13
() Claim 15

(k) Claim 16

3T-APP 0283 - ]
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(1) Claim 17 o
OBVIOUSNESS (The instructions specific to this question are found at pages _ - )
5. Has Robert H. Peterson Co. established by clear and convincing evidence that the differences,

if any, between the subject matter defined by claims 1,2, 5,7-9, 11-13 and 15-1"1 of the Blount patent and
the prior art are such that the subject matter of those claims, as a whole, would have been obvious to a
person having ordinary skill in the art at the time the invention was made?
Check "yes" or "no" for each of the following claims:

Yes No
(a) Claim 1
(b) Claim 2
(c) Claim 5
(d) Claim 7
{e) Claim 8
(f) Claim 9
(g) Claim 11
(h) Claim 12
(i) Claim 13
() Claim 15
(k) Claim 16

(1) Claim 17

WILLFUL INFRINGEMENT (The -instructions specific to this question are found at pages

—n .
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7. Has Golden Blount, Inc. proven by clear and convincing evidence that Robert H. Peterson
Co.’s infringement, if any, of the patent in suit was willful?

ANSWER: Yes _ orNo_

DAMAGES - LOST PROFITS (The instructions specific to this question are found at pages - )

8. What amount of money, if paid now in cash, would represent areasonable payment to Golden
Blount, Inc. for the lost profits caused to Golden Blount, Inc. by the sale or use of products by Robert H.
Peterson, from the time it was properly notified of infringement?

Answer in dollars and cents, if any, for such damages.

$

DAMAGES - REASONABLE ROYALTY (The instructions specific to this question are found at
pages __ - )

9. What amount of money, if paid now in cash, would represent a reasonable royalty to Golden
Blount, Inc. for the sale or use of products by Robert H. Peterson, from the time it was properly notified of
infringement?

Answer in dollars and cents, if any, for such damages.

$

Respectfully submitted,
For Plaintiff Golden Blount, Inc.

-
\
A p \
WILLIAM D. HARRIS, JR.
State Bar No. 09109000
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CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,, 8§
§
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant, §
JOINT PRETRIAL ORDER

PURSUANT TO LOCAL RULE 16.4

This Pretrial Order is submitted in accordance with the Court's Scheduling Order and Local

Rule 16.4 of the Local Rules for the United States District Court for the Northern District of Texas.

A. SUMMARY OF CLAIMS AND DEFENSES OF EACH PARTY

1. A summary of the claims and defenses of Golden Blount, Inc. are attached hereto as

Section A-].

2. A summary of the claims and defenses of Robert H. Peterson Co. are attached hereto

as Section A-2.

B. STATEMENT OF STIPULATED FACTS

1. A statement of stipulated facts is attached hereto as Section B.

C. LIST OF CONTESTED ISSUES OF FACT

1. Alist of conlested issues of fact by Golden Blount, Inc. is attached hereto as Section

2 A list of contested issues of fact by Robert H. Peterson Co. is attached hereto as

PRETRIAL GRDER - Page 1
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Section C-2.

D. LIST OF CONTESTED ISSUES OF LAW
1. A list of contested issues of law by Golden Blount, Inc. is attached hereto as Section

D-1.
2. A list of contested issues of law by Robert H. Peterson Co. is attached hereto as

Section D-2.

E. ESTIMATE OF LENGTH OF TRIAL
1. The parties acting jointly estimate 4 days of trial. (This would be shoitened if the

case is a bench tnal).

F. LIST OF ANY ADDITIONAL MATTERS THAT WOULD AID IN THE
DISPOSITION OF THE CASE

1. A list of any additional matters that would aid in the disposition of the case is

attached hereto as Section F.

Dale:Minl
Dalezé Eaé‘ 02

Date:

Counse! for Robert terson 'Co.

Judge Jerry Buchmeyer

PRETRIAL ORDER - Page 2
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GOLDEN BLOUNT, INC,,

Y.

ROBERT H. PETERSON CO.,

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

PlaintifT,
Civil Action No.

3-01CV{27-R

W LR L0 LN U WO WO O

Defendant.

A-1. GOLDEN BLOUNT, INC's
CLAIMS AND DEFENSES

Plaintiff Golden Blount, Inc. (“Golden Blount™) respectfully submits the following
claims and defenses.

1. Defendant is infringing claims 1,2, 5, 7-9, 11-13 and 15-17, of the Blount Patent
5,988,159, issued November 23, 1999,

2. Plaintiff contends that the patent claims at issue are literally infringed; but if not
literally infringed, Plaintiff contends the claims are infringed through the doctrine of equivalents.

1 The infringement is direct, and if not direct, most certainly induced (35 USC
271(b)) and contributory (35 USC 271(c))-

4, The claims at issue are valid, and under the law to invalidate is Defendant’s

burden, which must be established by clear and convinciag evidence.

PRETRIAL ORDER - Page 3
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5. PlaintifT has suffered damages as a result of Defendant’s infringement. Plaintiff’s
damages include lost profits, and in no event less than a reasonable royalty. In this case, lost

profits are applicable and more appropriate than a reasonable royalty.

' A Ads Y
'

6. Plaintiff further claims that the infringement of Defendant is willful under the law
and that this is an exceptional case for attorney’s fees (35 USC 285) and an appropriate case for
triple damages (35 USC 284).

7. Plaintiff is entitled to an injunction against further infringement.

=
25

P

PRETRIAL ORDER - Page 4
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintiff,

Civil Action No.
v.

3-01CV0127-R
ROBERT H. PETERSON CQ.,

Defendant.

O P LTS LM U L TR N O

A-2. PETERSON CO.%s
CLAIMS AND DEFENSES

Defendant Robert H. Peterson Co. (“PETERSON CO.”) respectfully submits the following

claims and defenses.
i 1. The claims at issue, claims 1, 2, 5, 7-9, 11-13 and 15-17 of Blount U.S. Patent No.

5,988,159, arc invalid as anticipated under 35 USC § 102 or obvious under 35 USC § 103.

2. Defendant is not literally infringing, directly, by inducement or contributonly, any of
claims 1, 2, 5, 7-9, 11-13 and 15-17 of the '159 patent.

3. Defendant is not infringing under the Doctrine of Equivalents, directly, by inducement
or contributorily, any of claims 1, 2, 5, 7-9, 11-13 and 15-17 of the '159 patent.

4. Plaintiff has suffered no damage as a result of Defendant’s alleged infringement and
if it prevails is entitled to no more than a reasonable royalty.

5. IfPlaintff is entitled to any lost profits, those lost profits are limited to profits from the
sales of the secondary bumers only.

6.  The alleged infringement by Defendant is not willful.

PRETRIAL ORDER - Page 5
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
PlaintiT, §
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CQ,, &
§
Defendant. §

B. STATEMENT OF STIPULATED FACTS

Plaintiff Golden Blount, Inc. (*Golden Blount”) and Defendant Robert H. Peterson Co.
(“PETERSON CO.”) respectfully submit the following statement of facts.

1. The partics, Golden Blount, Inc. and Robert H. Peterson Co., stipulate that copies
of United States Patent No. 5,988,159 will be accepted as a true and correct copy of the original
patent as 1ssued by the United States Patent Office.

2. The parties stipulate that Golden Blount, Inc, is a Texas corporation and is the
present owner of the entire interest of United States Patent No. 5,988,159, together with the right
to sue and recover for past infringement.

3. The parties stipulate that copies of all brochures, websites or catalogs of Robert H.
Peterson Co., will be accepted as truc and correct copies of their originals as distributed by Robert

H. Peterson Co., and likewise the same shall apply to the brochures, websites or catalogs of Golden

Blount, Inc.

4. The parties stipulate that copies of the assignment from Golden Blount to Golden

Blount, Inc., will be accepted as a true and correct copy of the assignment filed with the United

PRETRIAL ORDER - Page 6
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States Patent Office.

5. The parties stipulate that copies of the documents produced by either party to the
other during the initial discovery period are true and correct copies as produced by the producing
party and that they may be treated as originals, unless error may appear.

6. The parties stipulate that Robert H. Peterson Co.’s Ember Flame Booster is intended
to be attached to its G-4 series burner system or G-5 series log set and the combined unit comprises
a primary burner pipe, an ember pan that supports the primary burner pipe, a secondary burner tube
and a valvc that controls a flow of gas between the primary bumner pipe and the secondary burner
tube, and that an end user would connect the primary burner pipe to a gas source having a valve

associated therewith.

7. The parties stipulate that the claims that are at issue in thisactionare 1, 2, 5, 7-9, 11-
13 and 15-17.
B. The parties stipulate that the copies of the prosecution history of U.S. Patent No.

5,988,159, including any or all continuations thereof, as well any parents thereof, will be accepted

as true and correct copies of the prosecution history as kept by the United States Patent Office,

unless error may appear.

PRETRIAL ORDER - Page 7
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.% IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Civil Action No.
v. 8§
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

C-1. GOLDEN BLOUNT, INC's STATEMENT OF
CONTESTED ISSUES OF FACT

Plaintiff Golden Blount, Inc. (*Golden Biount”) respectfully submits the following statement

of contested issues of fact.
éé,' 1. Whetherclaims 1,2,5,7-9,11-13 and 15-17, individually or as a group, are infringed

by the accused Péterson structure, either by direct infringement, contributory infringement or
inducement to infringement { 35 USC 271). (It is submitted that the interpretation of the claims is
strictly for the Court; the application of those interpreted claims to the accused device or structure
is for the jury).

2. Whether claims 1, 2, 5, 7-9, 11-13 and 15-17 are valid and enforceable. (It is
submitted that the ultimate determination of validity and enforceability is for the Court; there may
be certain underlying facts that are for the jury).

3. Whether the patented invention, as defined by one or more claims thereof was a

commercial success.

4. Whether the patented invention, as defined by one or more claims thereof meta long
e | PRETRIAL ORDER - Page 8
27
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recognized or felt need.

!

5. That the Defendant’s auxiliary burner was intended strictly for use with an anificial
log set and that distributors sold a Peterson log set with each sale of an auxiliary burner.

6. That Peterson acted irresponsible in not promptly oblaining an opinion covering
B whether or not it violated the patent in suit alter being accused of infringement by- the Plaintiff,

7. That the uitimatc opinion obtained by Peterson did not come till over a year after
Peterson had notice of infringement from Blount - - - that during that entire period afier its initial
consideration Peterson did nothing to obtain an opinion and only sought one afler it was sued.

. 8. That the ultimate opinion was only oral, and based on telephone conferences with
Peterson’s representative,
9. That the attorney had never seen an actual accused structure or device made by

Peterson but relied strictly on catalog/advertisement information (even though a Peterson facility

PR was only a short distance away in the Chicago area, where the attorney offtces), and that neither the

# attorney nor the client made a thorough independent Investigation.

-
Rt

. ) N l LR E e

10.  That the oral opinion given was not adequate under the circumstances described

above.

E.s I1. That the infringing conduct of Defendant was not only intentional, but wilful.
12. ‘That the accused device was sold and offered for sale within the United States and

it constitutes a component of one or more of claims 1,2,5,7-9, 11-13 and 15-17 of the patent in suit

(combination claims) and constitutes a material partof the patented invention claim(s); that the sales
and offering for sale were made knowing the accused structures werce especially made or especially

adapted for use in an infringement of such patent claim(s); that the accused device was not a staple

ﬁgaw»;i

article or commodity of commerce suitable for substantial non infringing use.

PRETRIAL ORDER - Page 9
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13. Peterson actively induced infringement of one or more of claims 1, 2, 5, 7-9, 11-13
and 15-17. This was accomplished by advertisements, catalogs and presentations showing how to
infringe and by offers for sale and sale of devices that necessarily infringed when used.

14. That Peterson knew about the patent while it engaged in its infringing conduct.

15. That the accused Peterson device appears to be a substantial copy of the patented
device sold by Blount and that such accused device was not marketed until after the Blount device
had been on the market for several years.

16. That Golden Blount, Inc., has been damaged to the extent at least of lost profits for
all of the sales of infringing products made by Peterson, and that Golden Blount Inc.’s damages
include sales of related products made by Peterson because of the sale of the patented structure.

17. There is no prosecution history estoppel, as was admitted by attorney McLaughlin

during his deposition.

PRETRIAL ORDER - Page 10
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FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

@ IN THE UNITED STATES DISTRICT COURT

GOLDEN BLOUNT, INC.,

Plaintiff,
Civil Action No.
Y.
3-01CV0127-R
ROBERT H. PETERSON CO.,

W L DR LN L DN WD N

Defendant.

C-2. PETERSON CO.’s STATEMENT OF
CONTESTED ISSUES OF FACT

Defendant Robert H. Peterson Co. (“PETERSON CO.") respectfully submits the following

contested issues of fact.

e
St

1. The accused burner assemblies that employ secondary burners from PETERSON CO.
have gas discharge ports in the sccondary bumers which are positioned above the height of the gas
discharge ports on the pnmary bumer.

2. The accused bumner assemblies that employ secondary burners from PETERSON CO.
have pas discharge ports in the secondary burmers which are directed vertically downwardly.

3. Atleastas early as 1977, PETERSON CO. has sold gas fireplace assemblies in which
the primary burner was an ember burner.

4. More than one (1) year prior to the filing date of the ‘159 patent, Golden Blount and/or
Golden Blount, Inc. sold gas fireplace assemblies in which the pn'm;uy burner was an ember burner.

5. At least as early as 1977, PETERSON CO. manufactured and sold gas fireplace

PRETRIAL ORDER - Page 11
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assemblies having primary and secondary burners in which separate gas valves controlled th;: flow
of gas to the primary and secondary burners.

6. More than one (1) year prior to the filing date of the *159 patent, one or more third
parties manufactured and/or sold gas fireplace assemblies having primary and secondary bmcrs
1n which separate gas valves controlled the flow of gas to the primary and secondary burners.

7. The use of valves to control gas flow in gas fireplaces was well known in the art long
prior to the filing date of the “159 patent.

8. PETERSON CO.’s sales of the accused Ember Flame Booster are as an accessory for
retrofitting to an existing PETERSON CQ. G4 Series Burner System, as an accessory for a new G4
Series Burner System, or pre-assembled in a G5 Series Log Set that includes a G4 Series Burner
System.

9. PETERSON CO. was not notified of the alleged infringement of the ‘159 patent until

on or about May 9, 2000, and therefore damages may not be recovered before that date.

PRETRIAL ORDER - Page 12

T _JTAPP0303<-



_IT-APP 0304

R, -




5

A
e

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, § .
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

D-1. GOLDEN BLOUNT, INC's STATEMENT OF
CONTESTED ISSUES OF LAW

Plamtiff Golden Blount, Inc. (“Golden Blount”) respectfully submits the following statement

of contested issues of law.

I. How the claims at issue are to be interpreted.

2. To the extent a question of law may be involved, whether the claims are infringed.
3. Whether the claims at issue are valid.

4. Whether as amatter of law damages should be increased by the Court under 35 USC

284, and if s0, by how much.
5. As a mixed question of law and fact, whether this case qualifies as an exceptional

case under 35 USC 285 so as to give Plaintiff reasonable attorneys fees, and what are reasonable

attorneys fees in this case.

PRETRIAL ORDER - Page 13
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

D-2. PETERSON CO.'s STATEMENT OF
CONTESTED ISSUES OF LAW

Defendant Robert H. Peterson Co. (“PETERSON CO.") respectfully submits the following

contested issues of law.

1. The scope of the claims at issue in the ‘159 patent is limited to burner systems having

g
=)
H

a primary burner tube and a second burner tube in which the secondary burner tube is entirely below
the primary bumer tube.

2. The scope of the claims at issue in the ‘159 patent is limited to burner systems having
a primary burner tube and a second burner tube in which the gas discharge ports of the secondary
bumer tube are below the gas discharge ports of primary burner tube.

3. Thescope of claim 17 of the *159 patent is limited to burner systems having a primary
bumner tube and a secondary burner tube in which the gas discharge ports of the secondary burner
tube are directed toward the primary bumner tube and not directed vertically. .

4. Iftheaccused PETERSON CO. product infringes any claim of the 159 patent, then each

infringed claim in the 159 patent is invalid as anticipated under 37 U.S.C. §102 by prior art fireplace

é‘?ﬁ% PRETRIAL ORDER - Page 14
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assemblies known or used by others or sold more than one (1) per year prior to the filing date of the -

“159 patent by PETERSON CO. |

5. Fach and every claim in issue in the ‘159 patent is rendered obvious under 35 U.S.C. 7
§103 by prior art fireplace assemblies described in patents cited during the prosecution of the “159
patent in view of prior art fireplace assemblies sold by PETERSON CO. and one or more third
parties.

_6. Because there are a substantial number of third parties selling non-infringing
alternatives to the ‘159 patent product as well as fireplace assemblies using the secondary burner .
sold by PETERSON CO., plaintiff Golden Blount, Inc. is not entitled damages of lost profits.

7. If Golden Blount, Inc. is found to be entitled to lost profits because of PETERSON .
CO.’s infringement of the ‘159 patent, those lost profits should be limited to profits generated only
from the sale of secondary burners. .
8. Under the facts of this case, Golden Blount, Inc. is entitled only to a reasonable royalty
on the sale of secondary burners.
9. Because limitations were added to every claim in issue during the prosecution of the
“159 patent, including its parentapplications, plaintiff Golden Blount, Inc. is precluded from arguing
infringement under the Doctrine of Equivalents regarding the relative height of primary and
secondary burners, or the relative direction of the gas distribution ports of the secondary burner.
10.  Because the only apparent structural differencg between the cited prior art and the i
claimed subject matter of the ‘159 patent was the use of a valve between the primary and second
burners, and the use of such valves was commonly known, secondary considerations such as

commercial success and fulfillment of a long felt need are to be given little or no weight.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, §
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

F. LIST OF ADDITIONAL MATTERS
THAT WOULD AID IN THE DISPOSITION OF THE CASE

The parties may consider asking Judge Buchmeyer to try the case without a jury, with a
Markman hearing sometime prior to trial. The parties may also consider asking Judge Buchmeyer
for a Court supervised setilement conference after the Markman hearing. In any event, the

Defendant requests a Markman hearing whether or not the case is bench trted. The exact language

provided by Defendant is as following:

"Independent claims 1 and 17 of the patent at issue include
limitations that Robert H. Peterson Co. contends are not present in the
accused product. These limitations relate to the relative height of a
primary bumer tube and a secondary burmer tube and to the
orientation of gas discharge ports of the secondary burmer tube.
Rcbert H. Peterson Co. requests that the Court conduct a Markman
hearing (Markman v. Westview Instruments, Inc., 517 U.s. 370
(1996)) prior to trial to interpret claims 1 and 17 to determine the
scope and meaning of these limitations. The Court could set a
relatively short briefing schedule followed by a hearing, if necessary,
for the Court to interpret the limitations. The Markman
determination is necessary for trial and the outcome could resolve the
case without a trial. To the extent the Markman hearing does not
fully resolve the case, Robert H. Peterson Co. suggest that a Court

PRETRIAL ORDER - Page 18
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ordered settlement conference or mediation be held which could aide
in the disposition of the case."

The parties are not in agreement to try the case before the Magistrate Judge.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION HECE! VE @

MAR 1 nn

HLLIPS, ET AL
GOLDEN BLOUNT, INC., WOOD, PHILLIPS, ET

Plaintiff,

Civil Action No. 3-01 CV0127-R
ROBERT H. PETERSON CO.,

WO DR O LD WO WO wOn

Defendant.

PLAINTIFF’S RESPONSE TO DEFENDANT PETERSON CO.’S
MOTION TO PRECLUDE TESTIMONY OF F. WILLIAM MclLAUGHLIN

The facts are simiple. The Defendant has elected to give advice (or apinions) of counsel as
an clement of defense against willful infringement and against the awarding of attorncys fees (35
U.S C. 284 and 285). The Defendant has also given deposition testimony through a corporate officer
(Mr Leslie Bortz) under Rule 30(b)(6), as well as depasition testimony of the lawyer (F. William
MclLaughlin) who gave the advice and opinion of counsel. No attorney clicat privilege was asserted
in these depositions, the advice and opinion of counsel being the very subject of the depositions.
Now, Defendant Peterson wants to assert advice of counse] as a defense, yet block the testimony of
M. McLaughlin who gave the advice entirely orally.

Atthe outset, it is important to understand that all of the legal advice or opinions given by Mr.
McLaughlin were oral - - absolutely no advice or opwnions were written.  For this reason the
importance of the oral advice and opinions given by Mr. MeLaughlin becomes quite important, there
being no documentation of Mr, McLaughlin's words or acts,

Earlier in the case 1t appeared Defendant was going to keep the advice and opinions secret
under the cioak of the attorney/client privilege. Of course this would have been a permissible action.

Ifthe advice is kept secret, however, the law will not permut seeking the advice or opinions of counsel

"7 JT-APP 031
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as u defense against wilful infringement. This 1s believed clearly and universally the law:

“To rebut the charge of wilful infringement, an accused infringer
may present evidence of reliance on the opinion of counsel as to the
issues of invalidity, non-infringement and/or unenforceability.
Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.24
1380, 1390 (Fed. Cir. 1983). Of coutse, reliance on apinion_of
counsel waives the attomey-client privileged communication as to
the opinion rendered, as well as the facts surrounding the opinion.
Hercules, Inc. v. Exxon Corp., 434 F.Supp. 136, 156 (D. Del.
1977)." (emphasis added)

Indced Defendant’s filings admit the law is such. Namely, the above quote is from Defendant's own
memo in support of its motion, at page 2.

After promising in writing not to use advice of counsel as an element of defense, in the final
minutes of the first deposition of Mr. Bortz, Mr. Bortz of Peterson reneged on the prior decision not
to use advice of counsel as a defense. This action caused Plaintiff to file a motion in limine or in the
alternative to require Defendant’s corporate officer to come to Dallas to testify in deposition, at

Peterson’s expense, about the attorneys opinions, and also to require Mr. McLaughlin who gave the

opinioné to come to Dallas for his deposition on the subject. Magistrate Judge Stickney elected to
order Mr. Bortz and Mr. McLaughlin to come to Dallas and pay the costs of the depositions. Both

Mr. Bortz and Mr. McLaughlin were deposed - - and in certain instances, there were material
differences in their testimony regarding the advice and opinions given by counsel, and additionally,
the memory of Mr. Bortz was vacant in many areas where Mr. McLaughlin had recollections.

In the depositions, the privilege was waived and there was testimony by Mr. Bortz about the
advice of counsel. Likewise there was rather cxtensive testimony regarding the attomey/clicnt
opinions by Mr. McLaughlin, who gave the advice. To the Plaintiff, this made it absolutely certain
that Defendant had waived the privilege in favor of testimony conceming the advice and opinions of
counsel, and 1t was expected that Defendant was going to use the advice and opinions in its defense
against wilfulness.

We are amazed, however, to find the Defendant now desires to have its cake and eat it too.

Citing Thorn EMIN. America, Inc. v. Micron Technology, Inc., Defendant is asking that the attorney

-

- — T
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who gave the advice and opinions be stricken from the witness list and that his deposition not even
be allowed for introduction into evidence. This we find to be unprecedented and extremely hard to
swallow.

To the extent there are apy limitations imposed by Thorn cited in Defendant's memorandum,
it must be realized that those limitations relate quite strictly and narrowly tohwo.rk product not
conimunicated to the client, as opposed to the attomey/client relationship as involved in the advice
and opimons given. In the present case there is only oral advice and opinions, and we do not see that
any work product is at issuc. All of the contacts and work involved by the lawyer in conveying
information to the Defendant was strictly by word of mouth and interchange of discussions between
thein. '

Additionally, arguendo, that a scintilla of work product is present, the Thorn holding s
narrowly tailored to protecting work product not communicated to the client, which as evidenced by
the oral advice and opinion, is certainly not the case. Likewise, even if the facts were such that a
minute amount of subject matter in the deposition was work product, and further that such subject
matter was not commuricated to the client, Mr. McLaughlin's appearance at the deposition without
an objection, would constitute a waiver to that minute amount of subject matter. Finally, evenifa
scintilla of work product could be identified in Mr. McLaughlin's deposition, it seems incredible that
this would vitiate the deposition for all it is worth at trial.

One specific reason given by Defendant Peterson for preventing Mr. McLaughlin's testimony,
is that if such testimany were atlowed, the Defendant’s firm '(Wood, Phillips, VanSanten, Clark &
Mortimer), or at least Mr. McLaughlin, might be disqualificd. Under the present circumstances and

the following representation, this argument is moot. We represent that we will not move for
disqualification of the individual atterney or his firm. Because of the firms' longbackground with the

Defendant, we accept local Rule 83.15(b) in permitting the Chicago firm to try the case.

" 1f, however, one had problems witly making the work preduct distincticns of Thomn, within the same
U.S. District Court for the District of Delaware, an opposile result was reached. Mosel Vitelic Carp., v. Micron
Techr.ology, Inc., 162 F Supp 307 (D. Del. 2000). Two cases within the same district with oppositc results, the

more recent of which supports the Plaintiff's position, will certainly tell us very litle, if we even need to be told at
alf,

o - - R
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Another reason given by Defendant for omitting Mr. McLaughlin's testimony, is that Mr.
Bortz can testify to getting the advice of counsel. However, after comparing the depositions of Mr.
Bortz and Mr. McLaughlin, it is clearly apparent that Mr. Bortz remembers a fractibn of what Mr.
McLaughlin remembers regarding the advice and opinions of counsel. Further, given that all of the
advice and opinions were oral, without a single backup document, the only way to decipher any part
of what really happened is through Mr. McLaughlin's testimouy.

It must be appreciated that the law relating to asscrting defense apainst wilfulness by
advice of counsel is clear, in that the nature, character and thoroughness of the advice is of utmost
unportance,

The conclusion that must cmerge is that the testimony by deposition of Mr. McLaughlin
must be subject to introduction and that Mr. McLaughlin not be stricken from any witness }ist!

A direct quote from a case cited and quoted in Defendant’s brief tells the reader that a
counsel's opinion must pass muster (“be thorough enough™) for it to have weight in defense of
wilfulness:

“Rather, counse!'s opinion must be thorough enough as combined
with other factors, to instill a belief in_the infringer that a Court
might reasonably hold the patent is invalid, not iofringed or
unenforceable. 959 F.2d at 944” (underlined emphasis added by
Defendant--italicized emphasis added by the undersigned).

At this Jate date, Defendant again wants to see-saw.” If so, we suggest it must do so at
the price of the exclusion of all testimony of any nature on advice and opinions of counsel, and of
course, of any reliance thereon.

In conclusion, the motion of Defendant should be denied, or in the alternative, the

Defendant should be erdered not to tender any evidence conceming advice and opinions of

? Note 1 from page 2 of the Peterson Co.’s Motion For Protective Order reads: “PETERSON Co. filed v
Pre-triai Disclosure List of Witnesses on January 22, 2002. Mr. McLauphlin was inadvertently listed a5 a witness
(ermphasis added). That error was comrecled when filing a List of Witness with the Pre-trial Materials on February
21, 2002.” Just what kand of a see-saw game is this? “On again, off again, gone again McLaughlin,” to borrow a
phrasc from an old Irish dimy.

“JT-APP 0315
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counsel or reliance thereon.

Respectfully submitted,

For Plaintiff Golder{ Bldunt, Inc.

“LTAM D. HARRIS;
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the enclesed Plaintiff’s Response To Defendant
Peterson Co.’s Motion To Preclude Testimony Of F. William McLaughlin was served on the

following counsel of record on March 15, 2002 by first class mail and facsimile:

Jerry R. Selinger F. Williatn McLaughlin

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallag, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, [L 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

William D. Harris, Ir.
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N THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Crvil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

PLAINTIFE’S FINDINGS OF FACT AND CONCLUSIONS OF LAW

The proposed findings of fact and conclusions of law are subrmtted to comply with Parapraph

2.d. of the Amended Scheduling Order of February 27, 2002.

A FINDINGS OF FACT

1. The Plaintiff Golden Blount, Inc. is the owner of U.S. Patent 5,988,159, assigned it
by Mr. Golden Blount, the named inventor for the patent (hereinafter “the patent,”
“the patent in suit,” or the “Blount patent™). The Plaintiff has sued Peterson Co.
(Defendant)

2. The field of the invention is fireplace burners and associated equipment.

3. The Defendant contends that the patent 1s invalid under 35 U.S.C. 102 and 35 U.S.C.
103, The Defendant also contends that it does not infringe.

4. Atthe time the patent issued, the Plaintiff’s commercial structure under the patent had
been marketed for approximately six years, i .., from about the time Plaintiff originally
filed 1ts patent applicahon. Its sales grew significantly and it is a commercial success.

3. Defendant ts unable to establish when it commenced design of its accuscd structure,
but it was long after the Plaintiff placed its device on the market. There is a lack of

explanation of why the first marketed accused structures were not fabricated and
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placed on the market till after Plaintiff’s device had established a market. Also there
is no showing that the Defendant’s device went through any significant design or
development. The Defendant’s structure is very simnilar to Plaintiff’s. The foregoing
gives inference of copying.

6. There had been a need for a burner device to give the appearance of the burning of
natural logs by creating an area of subdued flames out front of the artificial logs, and
to create the appearance of fiery hot embers out front, as would be present with the
buming of real logs. The need for such a bumer device to enhance the artificial
fireplace’s operation had existed for long before the invention oceurred. Thepatented
device met the aforementioned need.

7. The prior art relied on by the Defendant does not show the same concepts that the
Plaintiff's claims include, and proof of the actual existence and/or sales of the priorart
relied upon is lacking, as will be noted just below.

8. A recent sketch, made long after the patent was filed, was made to 1l]ustrate that
which Defendant is trying to establish was prior art in the eighties. Defendant says
it went off the market long ago. The sketch was made long after the fact, to illustrate
a device allegedly made public or sold by a third party in the eighties. The recent
sketch was made with the inputs and assistance of the Defendant’s personnel.

9. The alleged prior att, shown in the sketch, was not sufficiently proved to consider it
as meeting the standard of being shown “by clear aod convincing evidence.” Even if
it did, it was for quite a different purpose than the patented device, and further, the
end use has not been shown.

10.  Turping to the evidence of burner configurations of Production No. 33 and
Production No. 34, again their existence, their use, and their actual sale or marketing
is vague. The Defendants say the alleged structures were not marketed (or not further
sold) since around 1990. The only evidence offered were éketches of uncertain origin.
Also, if these devices were viable prior art, it would seem that Defendant would hiave
used them to cowpete with Plaintiff, rather than market the copycat structure

presently sold.
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N ——— T —

[R———



e

04/18/02 16:18 FAX 972+480+8884

I

12,

I3.

14.

15.

16.

The main tube and the auxiliary tube of Production Nos. 33 and 34 are of the same
diameter andAon a vertical level. No support means is provided or suggested.
From the facts found and reasons stated above, I do not believe the evidence
pertaining to the alleged prior art of Production Nos. 33 and 34 have established by
clear and convincing evidence their prior use or sale. Moreover, I find substantial
differences between the alleged devices of Production Nos. 33 and 34. Note that the
level of skill in the art is not high and giant inventive steps hkely would not be made
as readily as if this were astrophysics.
The other alleged art offered by Defendant is not nearly as similar as Production Nos.
33 and 34, and each fail to show significant pertinence.
There are 12 claims massue. They are claims 1, 2, 5, 7-9, 11-13 and 15-17. Claims
1 and 17 are independent claims. All other claims at issue are dependent on Claim 1,
that 1s, they refer to another claim as a begiuning point of the structure they claim.
As a matter of law, the Court must construe the clauns before hteral infringement of
the accused structure may be addressed. (Claim construction appears in the
Conclusions of Law, infra.)
Applying the claim construction referred to in the Conclusions of Law; Thereis literal
infringement of independent Claim i, literal infringement of Clairn 17 and literal
infringement of dependent Claims 2, 5, 7-9, 11-13 and 15-16.
It could be argued that the above 1s somewhat misstated in that an indcpendent valve,
such as each residential fireplace has, is absent from the structure sold. However, the
parties previously stipulated in effect that the Defendant’s structure is used in the
environment of the valve already being in the standard fireplace setup. Everything
clse is provided by Defendant (and by Plaintiff) to the ultimate customer, normally
through a distributor. The evidence is that there is no other use for the patented
structure. Itis sold with knowledge that it will be used as per its intended use in a gas
fireplace with artifictal Jogs. Itisnot a staple article of commerce. Certainly itis a
most significant part of the patented product, in fact, essentially all of it. Hence i¥;

there is not element by element literal infringemeat, there is contributory infringem eny

3.
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[35 U.5.C. 271{d)}.

18. It is further found that the Defendant advertises and provides instructions, such that
the installer or the ultimate customer following the advertising and instructions
provided by Defendant will constitute infringement. It is further found that
demonstrations and sales meetings are beld where distributors are shown how to
practice the patented invention with Defendants equipment. The distnibutots pass th 15
onto customers and to installers. By this conduct, Defendant induces infringement
(35 U.S.C. 271{c)).

19.  In the alternative to literal direct infringement, elements of the claims in suit are
present in the accused structure. In each instance, element by element, and also
considering the accused structure as a whole, there is insubstantial differences from
the Defendant’s accused structure and the claims at issue. Marecver, element by
element, and as a whole, the accused structure does the same thing (the same
function) in the same way to give the same result. While this is repeated under
Conclusions of Law, it constitutes infringement under the doctrine of equivalent.

20. After the Defendant received a cease and desist letter, an attorney (Mr. McLaughlin)
was called by phone to seck some advice. Mr. McLaughlin was provided only the
letter and some advertising brochures or papers. Mr. McLaughlin was not asked for
an opinion in the real sense of the word, but was told by Mr. Bortz, the Defendant’s
executive, that things very similar to the patented structure had existed in the past as
early as the eightics. The only advice given by the attorney was that, if that were 50,
some of the claims would be invalid, depending on just what the pnior art devices
were, and that he would not have to be concemed about those claims.

21.  Attorney McLaughlin was not even provided with the Defendant’s accused device at
that time, nor any alleged prior art. He was ncver provided the accused device until
long after his oral opinion was given and after suit was filed. -

22. In the final analysis, the only opinion given was oral and it was based on some
sketches provided that did not include information or detatls of when they were sold

or made available to the public, nor any aspect of their authenticity, detail or history.

4.
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24.

25.

26.
27

HITT GAINES & BOISBRUN Bo1o

The art provided to the attorney clearly did not render the patent claims invalid.
The oral opinton, rendered more than a year after the first cease and desist letter and
even after smt was filed, did not inform the client that there was no estoppel during
prosecution and that the doctrine of equivalents would have to be dealt with. 1t is
uncertain how far the oral opinion went, but jt was meager. _

The Defendant’s executive did get what he asked for, a statement that there was no
infringement. The Defendant's apparent desire was to avoid paying attorneys fees or
increased damages, and this appears to have been the sole reason for consultation with
counsel, as shown both by his testimony on why he consulted Mr. McLaughlin by
phone and also by Mr. McLaughlin’s testimony as to the stated reason for the
consultation. Note that at no time before his deposition was taken, did the
Defendant’s executive Mr. Bortz ever have a face-to-face mecting with Mr.
McLaughlin concerming the cease and desist letter, even though he and Mr.
McLaughlin were both in Chicago and had officcs only a short distance apart. Never
before Mr. Bortz’s deposition was there an accused structure shown to Mr.
McLaughlin. While some advertisements of Defendant’s structure were shown,
detaled drawings were not provided to attorney McLaughlin. Thus, he never had a
full picture of the accused structure. For example, his testimony as to whether or not
his auxiliary burner was below the main bumner shows that, even then, he had nat been
able to understand pertinent points of the accused structure.

[ find that the Defendant merely went through the motion of obtaining an opinion to
protect itselfand that it did not acquire a timely, well-considered opinion. 1find that
Defendant knew it was being very casual or cursory concerning the opinion and that
the Defendant surely must have know that its opinion was more of a bargain basement
Job than was needed. W

As a finding of fact, it is found that the conduct above is wilful.

It is found that the following factors exist in the present case: (1) demand for the
patented product; (2) absence of acceptable non-infringing substitutes; (3)

manufacturing and marketing capability to exploit the demand; and (4) the amount of

-5-
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the profit it would have made. These are the factors that are referred to in the case
of Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156, 197
U.S.P.Q. (BNA) 726 (6th Cir. 1978).

Log sets and grate support means are included in the coraputation of lost profits. This
takes into consideration Claim 15 as well as considening the convoy-of the log sets
together wath each auxiliary burner unit. The individual burner units are often sald

alone to distnbutors, but the distributors ultimately sell these with a log set.

B. CONCILUSIONS OF LAW

1.

The Plaintiff owns all right, title and interest in U.S. Patent No. 5,988,159, including
the right to sue and recover for past infringement.

Claim interpretation applied by the Court s focused on a paragraph by paragraph
analysis of each claim in suit, with those paragraphs not believed to require any

comment for interpretation being mmarked such:

CLAIM 1:
a) The preamble requires a gas environment as opposed to a wood
buming environment;
b) The terms used herein are self-explanatory;
c) The word coals is meant to cover the secondary coals burner

elongated tube that is designed or adapted to make the coals or
embers enhanced tn appearance;

d) The elongated primary burner tube is held up by the side of the pan
through which the elongated pnimary burncr tube extends. The
elongated primary bumer tube is at a raised level with respect to the
secondary coals burner elongated tube (e.g., with respect to the

centerline),
€) The terms used herein are self-explanatory;
f) The terms used herein are self-explanatory;

g) The valve is located between the connection to the elongated primary
burner tube and the connection to the secopdary coals burner
elongated tube;

h) The gas flow control means is the common valve in every gas fed fire
place.

CLAIM 2:  The terms used herein are self-explanatory.

CLAIM 5:  The terms used herein are self-explanatory.

6-
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CLAIM 7:  The terms used heremn are self-explapatory.

2 CLAIM 8:  The terms used herein are self-explanatory.
CLAIM 9:  The tenms used herein are self-explanatory.

{ ‘ CLAIM 1§: The terms used herein are self-explanatory.

5 CLAIM 12:  The terms used herein are self-explanatory.

CLAIM 13:  The valve is located between the connection to the elongated primary
po bumer tube and the connection to the secondary coals bumer
clongated tube;

o CLAIM i5: The terms ased herein are self-explanatory.
- CLAIM 16:  The tenns uscd herein are self-explanatory.

CLAIM 17:  Away from includes any direction that does not include a horizontal
= cormnponent pointed toward the vertical plane of the fireplace opening,
with the exception that the plurality of gas discharge ports should not
point substantially vertically upward because sand and embers may fall
. = therein.

3. U.S. Patent No. 5,988,159 is infringed, if not literally, thru inducement and
contributory infringementby Defendant. 35U.S.C. 271(b) and (¢), respectfully. Any
one of these makes Defendant liable as an infringer.

. 4. There is no prosecution history estoppel, per the admission of the Defendant's

counsel when under oath.

5 The infringement occurs through the doctrine of equivalents if not directly and/or

literally, based on the facts found relating to equivalence.

u 6. The alleged prior uses, sales, and other art do not render any of the clais in suit as
. anticipated under 35 U.S.C. 102, sor make any in suit obvious under 35 U.S.C. 103.
; v 7. The claims of the patent arc valid.
. 8. Darnages are awarded to Plaintiff from Defendant, from the time Defendant cec
ir: notice under the law through its receipt of Plaintiff’s notice letter on Dew
1999.
\ 9. The Panduit factors are met. 'Thus, compensatory damages include lost
* -7-
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include convoyed items that interact and are essential to the operation of the patented
subject matter. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575F.2d 1152,197
U.S.P.Q. (BNA) 726 (6th Cir. 1978). See also, State Industries v. Mor-Flo
Industries, Inc., 883 F.2d 1573, 12 U.S.P.Q.2D (BNA) 1026 (1989) or Rite-Hite
Corp. v. Kelley Co., 56 F.3d 1538 (Fed. Cir. 1995). The total damages are
b

The infringement of Defendant was willful. Damages are tripled under 35 U.é.C. 284.
This is an exceptional case under 35 US.C. 285, and reasonable attorneys fees are
awarded Plaintff.

All of the findings of fact and conclusions of law stated above are hereby incarporated
together with the usual rule in patent infringemnent cases, that infringement causes
irreparable harm and will be abated. Therefore, an injunction is granted against
Defendant. The injunction against mfnugement is separately set forth and decreed,

by this Court.

Respectfully submitted,

For Plaintiff Golden Blpunt, Inc.

VO W)

WILLIAM D. HARRIS, TR, ‘
State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE
Ibereby certify that a true copy of the enclosed Findings of Fact and Conclusions of Law wag

served on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jerry R. Selinger F. William McLaughiin

Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison Street, Sunite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Tclephone)
312/876-2020 (Facsimile)

//()MQAM /Q 7017/V W/l

William D. Harris, Jr.
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US. DISTRICT COURT
NORTHERN DISTRICT OF TEXAS

FILED

IN THE UNITED STATES DISTRICT QOURT | APR | v 2@

FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION CLERRK, LS. DISTRICT COURT
’ 1
GOLDEN BLOL’NT, rNC, ) L Degrety
)
Plaintiff, )
)
v. ) Civil Acfion No.: 3:01-CV-0127-R
)
ROBERT H. PETERSON CO., ) @ @
) E / M e
Defendant, ) . L

FINDINGS OF FACT AND CONCLUSIONS OF Lf_{’U[

The following proposed findings of fact and conclusions of law arc submitted to
comply with Paragraph 2.d. of the Amended Scheduling Order of February 27, 2002.

PROPOSED FINDINGS OF FACT

1. Plaintiff, Golden Blount, Inc. (*Blount”) is a corporation organized and
existing under the laws of the State of Texas and having a piace of business in Dallas, Texas.

2. Priorto 1993, Blount made, used and sold gas log sets including a pan burner,
grate, ceramic logs and simulated embers. Such gas log scts were adapted to be installed in
a fireplace with the pan burner, comprising an open frame pan supporting a primary bumner
tube, positioned below the grate, with the grate supporting the ceramic logs. The pan burner
was covered with the simulated embers. The pan burner was connected to a gas source with
a gas flow valve for controlling gas flow into the primary burner tube to produce flame in
the simulated embers and proximate the ceramic logs.

3. In about 1993, Blount developed an optional accessory for its gas log scts,

referred to as a Controlled Ember-Bed Burner, comprising a connector tube for connecting

—=
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to the pan burner, with a gas control valve positioned in the connector tube, and a seéoﬁd?x?y '
burner tube adapted to be positioned forward of and below the primary burner tube. The
secondary bumner tube produced a flame forwardly of the primary.bumer tube.

4. OnMay 17, 1993, Blount filed United States application number 08/061,727
entitled “Controlled Ember Bed Burner.” That application describes a secon;iary bﬁmer for
optional use with an artificial log system. The secondary burner is positioned in front of and
below the log system. The claims of the ‘727 application were rejected and the application
was abandoned.

5. Prior to abandonment of the ‘727 application, Blount filed United States

patent application number 08/276,894 entitled “Supplemental Burner for Retrofitting to an
Existing Gas Log Burner Assembly” as a continuation-in-part of the ‘727 application. The
“894 application included 18 claims. Claim 1 specifieda supplemental burner for retrofitting
{o an existing gas log burner assembly having a primary burmer tube with a terminal end, the
supplemental bumer comprised a connector attached to the terminal end of the primary
burner tube; a supplemental burner tube attached to the connector; and a valve interposed
between the supplemental burner tube and the connector. All of the claims were rejected as
obvious over Eiklor, et al., U.S. Patent No. 5,033,455 in view of Peterson, U.S. Patent No.
3,042,109 and Henry, U.S. Patent No. 3,871,355. Blount submitted a declaration of Gotden
Blount, the inventor, alleging commercial success of the invention. Inan advisory action
mailed April 30, 1996, the United States Patent and Trademark Office indicated that the
applicant’s arguments were not persuasive noting that

“This combination of references when compared to the claims
at issue leaves very little to differ over. Thus, the secondary

2




considerations when considered in the light of this difference
carrics much less weight in affecting a decision of
patentability.”

A notice of abandonment of the ‘894 application was mailed on May 30, 1996.

6. On April 2, 1996, Blount filed U.S. application number 08/626,498 as a
continuation-in-part of the ‘894 application.
7. In an amendment filed on July 10, 1998, in connection with the ‘498
application, Blount argued against rejection of the claims as follows:
“Thus, as now claimed in amended claims 1-17, the assembly
includes a flow control mcans for controlling gas flow into
the primary burner tube with an additional valve for adjusting
gas flow lo the secondary burner tube.”
In distinguishing over the cited Eiklor, et al., Peterson and Henry references, Blount
stated that:
“However, this combination of references in no way suggests
the incorporation of an additional valve between the primary
and the secondary bumner tubes . . . Even if all of the
references are combined as suggested by the Examiner, there
is still no valve disposed between the primary and secondary
burner to controt gas flow into the secondary burner.”

8. The ‘498 application ultimately issued as U.S. Patent No. 5,988,159, the

patent at issue hercin. The following figurc illustrates the burner:

—=_JT-APP 0331
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9. Independent Claim 1 of the *159 patent differed from the rejected claims of

the ‘894 application, in part, in specifying:

(a) a support means for holding a primary burner tube in a raised level
relative to a forwardly positioned secondary bumer tube;

(b) the secondary burner tube including gas discharge ports; direc;cd away
from the ﬁrcplacclopem'ng; and

(c) a valve for adjusting gas flow to the secondary bumer tube being
positioned in a tubular gas connection means.”

Independent claim 17 of the ‘159 patent differed from the rejected claims of
the parent ‘894 application, in part, in specifying:

{a) a secondary burner tube being positioned substantially parallel, forward
and below a primary burner tube;

(b) a connector means having interposed between the primary and secondary
bumner tubes a gas flow adjustment valve; and

(c) gas distribution ports of the secondary burner tube being directed away
from the fireplace opening,

10.  Blount does not make, use or sell a gas log set preassembled with the
Controlled Ember-Bed Burner. Blount sells the Controlled Ember-Bed Burner as an optional
accessory for its gas log sets.

11. Defendant Robert H. Peterson Co. (“Peterson™) is a corporation organized

under the laws of the State of California and has its principal place of business in City of

Industry, Califomnia.
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12.  Since about 1949 Peterson and its predecessors have manufactured m%d sold.
gas log sets, including burners, grates and ceramic logs. Since about 1970, Peterson has
manufactured and sold gas log sets including a grate, ceramic logs, simultated embers and
a glowing embers burner referred to as the G4 burner system. The G4 burner system
includes a grate, burner pan and simulated embers. The bumer pan includes a piApc having
downwardly directed openings. The burner pan is adapted to be connected via a control
valve to a gas source. The G4 bumner system is gencrally as described in Pulone, U.S.
Patent No. 3,583,845, issued June 8, 1971.

13, Inthe 1960's, Peterson began to develop sce-thru and circular (3-sided) gas
log sets first using Peterson’s F burner (called Front Flame or Tri-Flame). The FF bumer
directs the flame to the front of a gas log set. This bumer system was used in combination
with various gas flow control valves including valves referred to as hearth elbows . The

following figure is one example:

All of these valves/hearth elbows, one of the two shown is labeled G in the figure, are

adjustable either with a handle or an internal screw which regulates the flow of a burner.

__JT-APP 0333
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Peterson used these valves /hearth elbows in combinations depending on whcth-er the unit
was single-face, see-thru or circular, and on how many burners were most marketable, while
retaining safety certification or testing. Peterson used several burners in one gas log set
hooked up together, from the main gas supply along with several valves/hear_ﬂl elbows
(sometimes two for one individual bumner), to direct and adjust flame and to control noise.

14. P Flame Pan burners became popular in the early to mid-70's. The P flame
pan burner consisted of a burner pan supporting a pipe covered with granules and glowing
embers to allow flame to erupt over the entire pan surface surrounding the gas log. Some
individual Flame Plans had two pipe bumners.

15. To certify for use in vccnain areas of the United States, certain combustion
requirements must be met. This was accomplished on a P Flame Pan bumer system with
burner pipes or tubes in the front, middle, and back of the unit. Some versions were tested
and listed or certified by either AGA, CGA, GAL or RADCO. Peterson also put single P
burners together in sequence for special fireplace situations. In all of these cases, valves or

hearth elbows were used to regulate the flow of pas.
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16.  Petersondeveloped a U-shaped burner for see-thru fireplaces, pcninéu]z;, and
certain open free-standing fireplaces in the early 1980's. In about 1983, Peterson
manufactured and sold gas fireplace assemblies having a U burner with primary and
secondary burners in which a gas valve in the form of a hearth elbow was disposed between
the primary and secondary burners with an opposite end of the prirhary; bumér to be
connected to a gas source. This version, illustrated below, enabled adjusting the flame

higher or lower-to the front by using the hearth elbow valve A.

17. Peterson’s J bumer system (with upper and lower bumers) began
development in the early 1990's. During this period and for a few years before 1990, several
gas log and/or gas fireplace manufacturing companies began to market dual and triple burner
gas log sets. Many have valves or elbows to regulate flow.

18.  Peterson continued to improve its double and triple burners, especially the J
bumer. Peterson began experimenting with further burner systems, similar to the Ember

Flame Booster, at the request of customers, in the early 1990's, especially those in the

T
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Southeastern United States. Several prototypes were developed. In 1997, Pcterson-de;:id‘ed-
to offer the Ember Flame Booster as a catalog product and therefore had it certified by AGA
and listed by RADCO.

19. The Ember Flame Booster is sold as an accessory for a G4 burner system or
preassembled in a GS series log set. Peterson’s G4 bumner system with thc_ Embc;,r Flame
Booster has gas discharge ports in the secondary bumer tube of the Ember Flame Booster
which are positioned above the height of the gas discharge ports on the primary burner pipe
of the G4 burner system.

20.  The Peterson G4 burner system with the Ember Flame Booster has gas
discharge ports in the burner tube of the Ember Flame Booster which are directed vertically
downwardly.

21. Eiklor, et al., U.S. Patent number 5,033,455 discloses a gas fired artificial log
burner including a grate for supporting gas logs, a primary burner tube 16 including a

plurality of gas discharge ports and a secondary bumer tube 18.

_8-
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A grate holds the primary bumer tube in a raised level above the forward positionvof‘:ﬂ‘lmc- i
secondary bumner tube. The secondary burner tube includes a plurality of gas discharge ports.
The primary burner tube and secondary burner tube communicate through a tubular
connection. The tubular connection has a regulatory orifice 24 sclected from one of two
different sizes to control volume and pressure of gas being fed into the secohdary Eumcr
tube. The primary bumner tube is in communication with a gas source having a gas flow
control means for controlling gas flow into the primary burner tube. In use, silica sand
covers the secondary burner tube so that resulting flames create the illusion of a
conventional, wood-burning fireplace with glowing embers on the sand.

22. During the late 1970's, a dual burner system was known and in public use at
the Fyreside Shopp, Inc. in New Jersey consisting of first and second burners and first and

second valves, below.
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The first burner Bl consisted of a Peterson G4 burner system. The second bumer B2
consisted of a starter burner in front of the first bumer. The first valve V1 was connected
between a gas inlet connector and the first burmer. The conventional end cap for the G4

burner system was removed and an elbow, an adapter and a second valve V2 were connected

- o —
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between the first burner and the second burner. The first valve controlled the amount of gasr
flowing into the first burner. The second valve controlled the flow of gas from the first
burner to the second burmner to separately control the front flame.

23. Between at least 1987 and 1993, a triangular burner system and a dual burner
system were known and in public use at a company now known as Sumnﬂt-‘l:yresi;je in New
Jersey. The triangular burner system included three individual burners connected Inaseries

in a triangular configuration with a control valve connected at the inlet to each burner.
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The three burners typically consisted of Peterson G4 burner systems in which a bumner pipe
was covered with simulated embers. Thus, the first valve V1 controlled the amount of gas
flowing into the first burner B1. The second valve V2 controlled the flow of gas from the
first burner B1 into the second burner B2. The third valve V2 controlled the flow of gas

from the second burmer B2 into the third bumer B3.

Dallas2 889085 v 1. 52244 00001 -10-
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24.  The dual burner system of Summit-Fyreside consisted of first and second

Peterson G4 burmner system and first and second valves, below.
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The first valve V1 was connected between a gas inlet connector and the first burner B1. The
conventional end cap for the G4 burner systems was removed and the second valve V2
connected bctwc’;cn the first burmer B1 and the second bumer B2. Thus, the first valve
controlled the amount of gas flowing into the first burner. The second valve controlled the
amount of gas flowing from the first bumer to the second bumner.

25. Peterson first learned of the existence of the ‘159 patent in December 1999
when it received a letter from a firm representing Blount.

26. Peterson was not notified of alleged infringement of the *159 patent until on
or about May 9, 2000, when it received another letter from the attorney for Blount.

27. Onorabout December 29, 1999, Peterson received an opinion of counsel that
if it could prove that Peterson had been selling a burner system substantially similar to the
G4 burner system and Ember Flame Booster for about 20 or 30 years, then Peterson would
not be liable for any possible infringement of the ‘159 patent.

28, Onorabout February 14, 2001, Peterson received an opinion of counsel that

itdid not literally infringe any claims of the ‘159 patent, and that at least some of the claims

Dallas? B8908S v 1, 5$2244.00001 "1 1—
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were invalid based on obviousness.

29. On or about May 10, 2001, Peterson received an opinion of counsel that the
Ember Flame Booster in combination with the G4 bumer system did not infringe, literally
or under the Doctrine of Equivalents, any of claims 1 through 18 of the *159 patent.

30. Peterson has, since prior to 1999, made, used, and sold a front\ﬂame director

for use with the G4 burner system for directing flame over the front of the gas log set.

PROPOSED CONCLUSIONS OF LAWY -

31.  Thescopeofthe claims atissue in the ‘159 patent is limited to burner systems
having a primary burner tube and a secondary burner tube in which the secondary burner

tube is positioned entirely below the primary burner tube. Markman v. Westview

Instruments, Inc., 52 F.3d 967 (Fed. Cir 1995), aff’d 517 U.S. 370 (1996).

32.  Thescopeofthe claims at issue in the * 159 patent is limited to burner systems
having a primary burner tube and a secondary burner tube in which the gas discharge ports
of the secondary burner tube are positioned below the gas discharge ports of primary burner
tube. Markman

33.  Thescope of claim 17 of the *159 patent is limited to burner systems having
a primary burner tube and a secondary burner tube in which the gas discharge ports of the
secondary burner tube are directed rearwardly toward the primary burner tube and not
directed vertically. Markman

34, Claim amendments made to independent claims 1 and 17 of the ‘159 patent

with respect to rejected claims of parent application number 08/626,498 creates prosecution

Dallas2 889085 v 1, 52244 00001 -12-
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history estoppel with regard to amended claim elements and there is no range of cquivalents

available for the amended claim elements. The application of the Doctrine of Equivalents

to the amended ‘claim elements is complctely barred. Festo Corp. v. Shoketsu Kinzoku

Kogyo Kabushiki Co., 234 F.3d 558, 569 (Fed. Cir. 2000).

35.  Because limitations were added to every claim in issue during the prosecution
of the ‘159 patent, including its parent applications, Blount is precluded from arguing
infringement under the Doctrine of Equivalents regarding the relative height of primary and
secondary burners, or the relative dircction of the gas distribution ports of the secondary
burner. Id.

36 Fach claim in the ‘159 patent is invalid as anticipated under 35 U.S.C. §
102(a) by prior art fireplace assemblies known or used by others in the United States before

the invention of Blount, and under 35 U.S.C. § 102(b) by prior art fireplace assemblies in

public use and on sale in the United States, particularly including those of Peterson and its

distributors, more than one (1) per year prior to the filing date of the *159 patent. Advanced

Display Sys. v. Kent State Univ., 212 F.3d 1271, 1282 (Fed. Cir. 2000); PPG Indus., Inc. v.

Indus. Corp., 75 F.3d 1558, 1566 (Fed. Cir. 1996); Lewmar Marine, Inc. v.

Barient, Inc., 827 F.2d 744, 747 (Fed. Cir. 1987); Hybritech, Inc._ v. Monoclonal Antibodies,

Inc., 802 F.2d 1367, 1379 (Fed. Cir. 1986); Polaroid Corp. v. Eastman Kodak Co., 789 F.2d

1556, 1573 (Fed. Cir. 1986).
37.  The only apparent structural difference between the prior art cited during
prosecution and the claimed subject matter of the *159 patent was the use of a valve between

the primary and secondary burners, and the use of such valves was commonly known.

Dallas2 885085 v I, $2244 00001 -13-
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There is no apparent causal connection between secondary factors and the claimed invention

and the secondary factors are to be given little or no weight. United States Surgical Corp,

v. Ethicon, Inc., 103 F.3d 1554, 1563-65 (Fed. Cir. 1997); Ashland Oil, Inc. v. Delta Resins

& Refractories, 776 F.2d 281, 306 {Fed. Cir. 1985), cert. denied 475 US 1017 (1986).

38 The prior art cited during prosecution of the ‘159 pafent, particularly the
Eiklor, et al. “455 patent, substantially showed the claimed invention, including a primary
bumer tube and a secondary burner tube mounted in front of and below the primary burner
tube. In Eiklor, et al., a regulatory orifice 24 is selected from one of two different sizes to
control volume and pressure of gas flow from the primary burner tube 16 to the secondary
burner tube 18. The prior art burner systems of Peterson and one or more third parties show
that use of valves for controlling gas flow to individual burners was commonly known prior
to Blount’s alieged invention. By definition, a valve is an adjustable orifice. Blount
distinguished the Eiklor et al. patent because it did not show an additional valve to the
sccondary bumner. Such additional valves were commonly used for the same purpose by
Peterson and other third parties: There is therefore a suggestion to combine the prior
additional valves, i.e., adjustable orifices, with the burner system of Eiklor, et al., to make

the selectable orifice adjustable. Each and every claim inissue in the ‘159 patent is rendered
obvious under 35 UJ.5.C. § 103 by prior art fireplace assemblies described in patents cited
during the prosecution of the *159 patent in view of prior art fireplace assemblies sold by

Peterson and one or more third parties. Graham v. John Deere Co,, 383 U.S. 1 (1966).

Qil, Inc. v. Delta Resins & Refractories, 776 F.2d 281 (Fed. Cir. 1985), cert. denied

475 US 1017 (1986).
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39.  Blount did not provide notice to Peterson that its activities were infringing

\

until on or about May 9, 2000, and therefore may not recover damages prior to that date. 15

U.S.C. § 287; Nike v. Wal-Mart Stores, Inc., 138 F.3d 1437, 1446 (Fed. Cir. 1998);

Maxwell v. J. Baker, Inc., 86 F.3d 1098 (Fed. Cir. 1996); Amsted Industries, Inc. v.

Buckeve Steel Castings Co., 24 F.3d 178, 187 (Fed. Cir. 1993); American Medical Systems,

Inc. v. Medical Engineering Corp., 6 F.3d 1523 (Fed. Cir. 1993); Refac Electronics Corp.

v. A&B Beacon Business Machines Corp., 695 F.Supp. 753 (S.D.N.Y. 1988).

40.  Becausc there are a substantial number of parties selling acceptable non-
infringing alternatives to the *159 patent product Blount is not entitled to damages of lost
profits. Under the facts of this case, Blount’s damages are limited to a reasonable royalty

from the sale of secondary burners only. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc.,

575 F.2d 1152 (6th Cir. 1978); Gyromat Corp. v. Champion Spark Plug Co., 735 F.2d 549

(Fed. Cir. 1984).

41.  Because artificial log systems with primary burners have separate usefulness
without optional secondary burners, the entire market value of artificial log systems with
secondary burners is not attributable to the patented features and Blount’s damages are

limited to sales only of secondary bumers. Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538,

1549 (Fed. Cir. 1995).

42, BecausePeterson independently designed the accused product; the closeness
of the legal and factual questions presented by Blount’s allegations of patent infringement;
;md Peterson obtained and followed competent legal advice in a timely fashion, Peterson did

not willfully infringe the 159 patent. SRI Int’l v. Advanced Tech Laboratories, 127 F.3d

Dallas? 8B9085 v 1, $2244.00001 -15-
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1462, 1464-1465 (Fed. Cir. 1997); National Presto Indus. v. West Bend Co., 76 F.3d 185,

1193 (Fed. Cir. 1996); BIC Leisure Products v. Windsurfing Int’l, 1 F.3d 1214, 1223 (Fed.

Cir. 1993); E.I. DuPont Dec Nemours and Co. v. Monsanto Co., 903 F.Supp. 680, 742 (D.

Del. 1995).

Respectfully submitted,

Ete{ 12 Se(nqer /@

Jerry R. Selmger

Texas Bar No. 18008250

JENKENS & GIL.CHRIST, a Professional Corporation
1445 Ross Avenue, Suite 3200

Dallas, Texas 75202

Telephone: (214) 855-4500

Facsimile: (214) 855-4300

OF COUNSEL.:

F. William McLaughlin

Dean A. Monco

WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER

500 West Madison Street, Suite 3800

Chicago, Illinois 60661

Telephone: (312) 876-1800

CERTIFICATE OF SERVICE

Thas certifies that a copy of the foregoing document was served by first-class
mail, postage prepaid, to counsel for Plaintiff, William D. Harris, Jr., Hitt Gaines
Boisbrun, P.C., 225 University Plaza, 275 West Campbel}Rghd, Richardson, Texas
75080, this 19" day of April, 2002.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintff,
Civil Action No.
v.
3-01CV0127-R
ROBERT H. PETERSON COQ,,

Lo W WO WO O W LoD WON o

Defendant.

PLAINTIFF'S ISSUE DIRECTED TRIAL BRIEF

The following is abbreviated to address what are deemed principal issues in the hope of
achieving brevity and clarity. Only the significant areas for decision will be addressed:

(A) SUMMARY

The patent in suit is United States Patent No. 5,988,159 (the '159 Patent), entitled “GAS-
FIRED ;\.RT[FICLAL LOGS AND COALS-BURNER ASSEMBLY.” The'159 Patcnt was filed as
a continuation 1n part on Apal 2, 1996, basing its priority on a patent application originally filed on
May 17, 1993. The '159 Patent issued on November 23, 1999. One Golden Blount is the inventor
of the '159 Patent, and presently, the '159 Patent is assigned to Golden Blount, Inc.

The '159 Patent 1s directed to, and claums, a highly efficient artificial logs and coals-bumner
assembly for use with artificial, decorative logs and glowing coals and embers. The artificial logs and
coals-burner assembly provides control for the glowing coals and embers independently of the gas

logs burn. The 159 Patent accomplishes this by attaching and positioning a secondary coals burner
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elongated tube forward and below a primary burner tube. The secondary coals burner elongated tube
provides a flame out in front of the artificial logs where it lies at a level to iﬁﬂamc small artificial
embers and sand on the front hearth portion. This effect more closely approximates the look of 2
wood burning fireplace. In fact, the artificial coals or embers appearance is greatly enhanced.
The '159 Patent also suggests (i.e., claims) providing a valve between the primary burner tube
and the secondary coals bumer elongated tube. The valve allows the user to selectively increase the
amount of gas being bumned forward the artificial Jogs. Tlus control makes available a greater
introduction of radiant heat to the room, than might be afforded using only a conventional pnmary
burner tube. Consequently, the "159 Patent provides an efficient artificial logs and coals burner
assembly that provides a flame out in front of the artificial logs, which more closely approximates the
look of a wood burning fireplace, as well as provides a greater amount of radiant heat to the room
in which it is located.
The Defendants were made awarc of the '159 Patent on December 16, 1999, by a letter of
December 10, 1999, from L. Dan Tucker (attorney for Plaintiff) to the President of Robert H.

Peterson Company. The Defendants responded to the letter of December 16, 1999, but merely sent

a put-off letter from Tod M. Corrin to L. Dan Tucker on December 30, 1999. The Defendants have

continued to market, manufacture, sell and offer to sell the infringing device since receiving the letter
from L. Dan Tucker on December 16, 1999. They did not seek a legal opinion unti] after suit was

filed.

(B) CLAIM INTERPRETATION

The claims of the invention are to be interpreted as a matter of law. Marionan v. Westview

—=
- -
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Instruments, Inc., 52 F.3d 967, 34 U.S.P.Q.2d 1321 (Fed. Cir. 1995). The following interpretation
is believed proper in the areas of question, with those arcas believed to be fully self-explanatory

containing no formal interpretation:

CLAIM I:
a) The preamble requires a gas cnvironment as opposed to a wood burning
environment;
b) The terms used herein are self-explanatory;
c) "The word coals is meant to cover the secondary coals bumner clongated tube
that i1s designed or adapted to makce the coals or embers enhanced in
appearance;

d) The elongated primary bumer tube 1s held up by the side of the pan through
which the elongated primary bumer tube extends. The elongated primary
bumer tube 1s at a raised level with respect to the secondary coals burner
elongated tube (e.g., with respect to the centerling).

c) The terms used herein are self-explanatory;
f) The terms used herein are self-explanatory;
£) The valve is located between the connection to the elongated primary bumer
tube and the connection to the secondary coals burncr clongated tube;
"3 h) The gas flow control means is the common valve in every gas fed fire place.

CLAIM 13:  The valve s located between the connection to the elongated primary burner
tube and the connection to the secondary coals burner elongated tube;

CLAIM 17: Away from includes any direction that does not include a horizontal
component pointed toward the vertical plane of the fircplace opening, with the
exception that the plurality of gas discharge ports should not point

- substantially vertically upward because sand and embers may fal) therein.

(C) INFRINGEMENT

(1) Literal Infringement requires that every element of a claim be included in the

infringing device. 35U.5.C. 27} (a) Everyelement of the claims at issue may
be found in the Defendant's infringing device. Consequently, the Defendant
is infringing the '159 Patent under 35 U.S.C. 271(a).

(2)  Whoever actively induces infringement of a patent shall be liable as an

infonger. 35 U.S.C. 271(b) Fromberg v Thornhill, 315 F.2d 407 (5th Cir.

-
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1963). The Defendant bas induced distnbutors and consurners to infnnge the
'159 Patent. Consequently, the Defendant is infringing the '159 Patent under
35 U.S.C. 271(b).
Whoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture, combination
or composition, or a material or apparatus for use in practicing a patented
process, constituting a material part of the invention, knowing the same to be
especially made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable for
substantial noninfringing use, shall be liable as a contributory infringer. 35
U.8.C. 271(c) Dawson Chemical Co. v. Rohm and Haas Co., 448 U.S. 176,
100 S.CT. 2601, 65 L.Ed. 696 (1980). As the Defendant knew, the device
sold by the Defendant has no use other than an infringiog use, it not a staple
article of commerce, and it is especially adapted to infringe, and it is 2 material
and essential part of the invention. Consequently, tbe Defendant is infringing
the '159 Patent under 35 U.S.C. 271(c).
Infringement under the doctrine of equivalence. If there are any departures
from literal infringement they are slight indeed. They are insubstantial.
Graver Tank v. Linde dir Products, 339 U.S. 605, 70 S.CT. §54, 94 LEd
1097 (1950). The doctrineis available because there is no prosecution history

estoppel, per the admission of the Defendant's counsel when under oath.

-4- -
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48)] VALIDITY

1) There is/are no prior use, prior sale or prior art that invalidates the patent.
{2)  No pertinent documents exist of any kind, except perhaps of recent
reconstruction or fabrication. Those recently constructed documents only
include sketches of an alleged prior art product, the sketches of which were
made by a distributor at the direction of an employee of Defendant and with
the assistance of the employce. The nature and the syucture of the prior
productis speculative and vague. Such alleged prior product and its sales do
not meet the standard of clear and convincing evidence to qualify as prior art.
3) Additionally, the illustrated structures that bear Production No. 33 and
Production Na. 34 are but sketches and they are not really of items that arc
analogous to the ember (coals) burner of the claimed invention. The alleged
prior art bumners are each of the same size, and moreaver, there is na support
means shown or suggested. Each of the bumers have center lines that are
level withrespect to one another. Also the deposition testimony of Defendant
suggests that these alleged prior art bumers were used for a so-calied “sce
‘through” fircplace, where like burner effects was wanted on each side. Asto
ali the purported art referred to above, it is not believed proved by clear and
convincing evidence. It is much like the barb wire case, where many many
witnesses sought to show prior structures and sales, but the inventor's patent
stood up against the multitude because of lack of solid proof. The Barbed

Wire Patent, 143 U.S. 275, 12 S.CT. 443, 36 L.Ed. 154 (1892).

~=_ JT-APP 0350
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The other prior art offered is simply not considered in point, although it1s
considered anyway in the statement just below. |

Considering all of the art, there is no anticipation of the patent elaims in suit
There is no one qualified reference that within its four corners is sdbstant{ally
the same as the invention.

The prior art does not render the invention obvious to one of ordinary skill in
the art, as will be analyzed in paragraph 7 below, applying the time proven test
of Graham v. John Deere: determine the scope and content of the prior art,
identify the differences between the invention and the prior art; determine the
level of skill in the prior art; and address whether or not the differences are

cbvious. Graham v. John Deere, 383 U.S. 1,86 S.CT. 684, 15 L.Ed.2d 545

(1966). All this analysis should be done realizing that patents are presumed

valid and that the burden to overturn them is substantial-requiring clearly

convincing evidence.

(a) The claimed invention is quite different from any of the references
cited. Asan example, the claimed bumer assembly is configured with
an auxiliary front burner, which co-functions with the main burner,
and is sttuctured and adapted to extend outwardly to enliven antificial
material on the hearth to make it appear as glowing embers or coals
at the front of the logs. Such a systern attempts to closely
approximate the appearance of 2 wood burming fireplace.

(b)  Thelevel of skill in the art is modest; a person with only several years

HITT GAINES & BOISBRUXN . @020
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experience, perhaps 5 years, would approximate this level - - This
becomes a definition of a person of ordinary skill in the art.
(¢) v Itis believed that the differences would not be obvious to one of
ordinary skill in the art.
As secondary factors, the Plaintiff’s commercial embodiment of the invention
hasbeen a commercial success since its introduction in about 1994, Ithas met
aneced that has long existed. Further, it hasbeen imitated by Defendant. The
foregoing secondary factors bolster the case for validity.
Clear and convincing evidencc is required to invalidate the pertinent patent
claims. Such evidence has not been presented. The pertinent claims are
therefore valid.

The patent is valid and infringed

(E}  WILLFUL INFRINGEMENT

Defendant was given notice by letter of Decernber 10, 1999, received on
December 16, 1999.

Defendant made a Jess than eanest effort to obtain a prompt opinion.
After being reminded a second time by Plaintiff, Defendant took no steps to
stop its infringement or to get a defimtive opinion.

Defendant did not get an epinion until after suit was filed in January, 2001,
which was over a year after notice. Additionally, the opinton was oral and

was given without the attormey inspecting the accused product. This was the

7 _—
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case even though the Company officer following the matter was also located
in Chicaga, and located only a short distance from the attorney’s office.
Amazingly, the Company office and the attomey never saw each other until
depositions were taken in the suit. In short, the attorney was furnished with
inadequate iuform-ation, and the Defendant did not make a substantial effort
to provide the adequate information required to render a reasonable opinion.
In actuality, the Complany officer merely sought an opinion of counsel (per
deposition testimony) because he had heard that suchan opinion could protect
him from attorneys fees (or other damages).

The similarity of the Defendant’s product to the patented product, as well as

the timing of Defendant's product entry into the market (i.e., after Plaintiff's

product had already entered the market), raises an inference of capying.

F. DAMAGES

8]

Damages are assessed from December 16, 1999, the date of which Defendant
was made aware of the patent and their infringement. The damages are the
Jost profits of Plaintiff. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575
F.2d 1152, 197 U.S.P.Q. (BNA) 726 (6th Cir. 1978). Sec also, State
Industries v. Mor-Flo Industries, Inc., 883 F.2d 1573,12U.8.P.Q.2D (BNA)
1026 (1989) or Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538 (Fed. Cir. 1995).
The figures wil} be proved at the trial. Note that the damages inciqde the lost

profits on so-called “convoyed” products, also known as the entire markct

-8 -
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value rule.
(2)  The damages should be trebled under 35 U.S.C. 285, [or 284]
(3)  Thisbeing an exceptional case, reasonable attorneys fees should be awarded

to-Plamntiff.

INJUNCTION

(1) Asis usually the case where the Plaintiff has prevailed in a patent case, the
infringing Defendant is enjoined from further infringement. 35 U.S.C. 283
Smith International, Inc. v. Hughes Tool Co., 718 F.2d 1573 (Fed Cir. 1983),

cert. denied, 104 S.CT. 493 (1988). For permanent injunctions in a patent

and infringement case, the injunctive relief is considered a matter of right.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

State Bar No. 09109000 -
CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE
[ hereby certify that a true copy of the enclosed Plaintiff’s Issue Directed Tnal Brief was
served on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jerry R. Selinger F. William McLaughlin

Jenkens & Gilchrst Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephane) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, 1L 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

LN
Williamn D. Harris, Jr. 5
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,, §
: §
Plaintiff, &

§ Civil Action No.
v §

§ 3-01CVY0127-R

ROBERT H. PETERSON CO., §
§
Defendant. §

PLAINTIFF GOLDEN BLOUNT INC.'S
SUBSTITUTE LIST OF EXHIBITS

The following list is Plaimiff’s effort to comply with paragraph 2.c. of the Court’s Amended
Scheduling Order (each party’s list of exhibits) dated February 27, 2002, Pleasc note, the only
difference between plaintiff's substitute list of exhibits and plamtff's original list of exhibits is the
inclusio; of a video comparison of plaintiff's and defendant's devices.

+ Document Bates Number B1213
- Document Bates Number B1554

+ Document Bates Numbers B1555-B1559

= Document Bates Number 000013

*

Document Bates Number 000016

.

Document Bates Number 000050

Document Bates Numbers 000051-000053
* Vanous Boards, Charts and Video Tape as follows:

Y

t—‘“"’ J‘f—APp 0357~
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- Defendant’s Commercial Device that Allegedly Infringes the “159 Patent

HITT GAINES & BOISBRUN 003

. Tral Board Exhibit or averheads illustrating elements (and structures) of
Defendant’s device versus the claim language of th;: 159 Patent, and also
including an illustration and comparison of the elements (and structures) of
the Plaintiff’s device.
Annotated drawings may be used to illustrate aspects of the foregoing.
- Trial- Board Exhibits or overheads illustrating total sales in number and
dollar amount of Plaintiff’s log sets/assembly burner sets/secondary coals
(ember) burner sets.
- Trial Board Exhibits or overheads illustrating total sales in number and
doliar amount of Defendant’s log sets/assembly burner sets/secondary coals
(ember) burner sets.
- Trial Board Exhibits or overhcad illustrating the actual damages in number
of devices sold by Defendant multiplied by Plaintiff’s profit per device.
- Video demonstration comparing Plaintiff’s working log and assembly
burner set (with and without its secondary coals (ember) burner operating) to
Defendant's working log and assembly burner set (with and without its
secondary coals (ember) bumner operating).
- A comparison of Defendant’s log and assembly bumer set with the
secondary coals (ember) burmer set to Defendant’s log and assembly
bumner set without the secondary coals (ember) burner set (illustrations

taken directly from Defendant’s webstte}.

- Plainiff's Commercial Device Covered by the Claims of the ‘159 Patent

o

T
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+ Document Bates Numbers B0001-B0726

» Document Bates Number GO0017

» Document Bates Numbers 000018-000019

= Document Bates Numbers 000033-000034

+ Certified File Wrapper of the ‘159 Patemt

+ Current Sales Brochure Ulustrating Defendant’s Marketed Device
= Defendant’s 97/98 Sales Catalog

+ Claim Chart Showing Claim Interpretation (As Decided by the Court)

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

St 9%;;7[ ,

WILLIAM D. HARRIS, JR.
- State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.

225 Umiversity Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephone)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE
I hereby certify that a true copy of the enclosed Plaintiff Golden Blount Inc.’s Substitute List
of Exhibits was served on the following counsel of record on April 19, 2002, by first class mail and

facsitnile:
' Jerry R. Selinger F. Wilbam McLaughlin
Jenkens & Gilchrist Dean A. Monco
1445 Rass Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dalias, Texas 75202 Clark & Mortimer
214/855-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, L. 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimilce)
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IN THE UNITED STATES PISTR] Wmorm

FOR THE NORTHERN DISTRICT
DALLAS DIVISION

GOLDEN BLOUNT, INC,,
Plaintiff,

Y.

ROBERT H. PETERSON CO.,

W WD OB SON WON W o0 U WD

Defendant.

SUPPLEMENTAL JOINT PRETRIAL ORDER
PURSUANT TO LOCAL RULE 164

This Supplemental Joint Pretrial Order is submitted in accordance with the Court’s Amended

Scheduling Order datcd February 27, 2002. For simplicity, Plaintiff, Golden 8lount, Inc. and

Defendant, Robest H. Peterson Co., only submit the following substituted sections: Substituted

Statement of Stipulated Facts (substituted Section B) and Substituted Staternent of Contested [ssucs

of Fact by Golden Blount, Inc. (substituted Section C-1). Please note, the only difference between

substitute Section B and original Section B, is that paragraph 9 has been added. Additionally, the

only difference between substitute Section C-1 and original Section C-1, is that paragraphs 18 and

19 have been added.

Date: 51(/ 7o
Date: ¢-/15/07

Date: #fzt[w.

Respectfully submitte:

)

for Golden BlounY Inc.

ﬁbmﬁffudm /sl £ s )

Counsel for Rabert [, Péerson’Co. ,,53 ﬂ,..,.ub—

R~

Buchmeyer

-
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IN THE UNITED STATES DISTRICT COURT |
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC,, §
§
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
- §
Defendant. &

B. SUBSTITUTE STATEMENT OF STIPULATED FACTS

Plaintiff Golden Blount, Inc. (“Golden Blount”) and Defendant Robert H. Peterson Co.
(“PETERSON CO.") respectfully submit the following statemnent of facts.

I. The parties, Golden Biount, Inc. and Robert H. Peterson Co., stipulaie that copics
of United States Patent No. 5,988,159 wili be accepted as a true and correct copy of the original

patent as issued by the United States Patent Office.

2 The parties stipulate that Golden Blount, Inc., is a Texas corporation and is the present
owner of the entire interest of United States Patent No. 5,988,159, together with the nght to sue and
recover for past infringement.

3. The parties stipulate that copies of all brochures, websites or catalogs of Robert H.
- Peterson Co., will be accepted as true and correct copies of their onginals as distnbuted-by Robert

H. Pererson Co., and Likewise the same shali apply to the brochures, websites or catalogs of Golden

Blount, Inc.

Ll

[————

1
e e e

4 4
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4. The parties stipulate that copies of the assignment from Golden Blount to Golden

Blount, Inc., will be accepted as a true and correct copy of the assignment filed with the United States
Patent Office.

5. The parties stipulate that copies of the documents produced by either par{y to the
other during the wmitial discovery period are tme and correct copies as produlced by the producing
party and that they may be treated as oniginals, unless error may appear.

6. The parties stipulate that Robert H. Peterson Co.’s Ember Flame Booster is intended
to be attached to its G-4 series bumner system or G-5 series log set and the combined unit comprises
a pnimary burner pipe, an ember pan that supports the primary bumer pipe, a secondary burner rube
and a valve that controls a flow of gas between the primary burner pipe and the sccondary bumner
tube, and that an end uscr would connect the pritnary bumer pipe to a gas source having a valve

- associated therewith.

7. The parties stipulate that the claims that are at issue in this action are 1, 2, 5, 7-9, 11-
13 and 1_5-1 7.

8. The parties stipulate that the copies of the prosecution history of U.S. Patent No.
5,988.159, including any or all continuations thereaf, as well any parents thereof, will be accepted
as true and correct copies of the prosecution history as kept by the United States Patent Office, unless
EITOT INay appear.

9. The partics stipulate that the following letiers, as set forth below, are admissible as
eviderce:

A December 10, 1999, letter from L. Dan Tucker to the President of Robert H.

Peterson Company {Bates No. B1197-1198-—-Received on December 16,
1999);

= _JT:APP 0364 ~->
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B. December 30, 1999, letter from Tod M. Corrin to L. Dan Tucker {Bates No.
B1469-1170--—Received shortly after the date upon which it was sent);

C. May 3,2000, letter from L. Dan Tucker to Tod M. Corrin (Bates No. B1213--
---Received shortly after the date upon which it was sent);

D. May 16, 2000, letter from Terrell A. Stone to L. Dan Tucker (Bates No,
B1467—-Received shortly after the date upon which it was sent);-

E. January 19, 2001, letter from Roy Hardin to Tod M. Corrin (Bates No.
B1462—---Received shortly after the date upon which it was sent);

JT-APP OBG%»-—
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Civii Action No.
v. §
. § 3-0I1CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

C-1. GOLDEN BLOUNT, INC's SUBSTITUTE STATEMENT OF
CONTESTED ISSUES OF FACT

Plaintiff Golden Blount, Inc. (“Golden Blount’ ") respectfully submits the following staternent
of contested issues of fact.

1. Whetherclains 1, 2,5, 7-9, 11-13 and 15-17, individually or as a group, are infringed
by the accused Peterson structure, cither by direct infringement, contributory infringement or
inducement to infringement ( 35 USC 271). (It 1s submitted that the interpretation of the claims is
strictly for the Court; the application of those interpreted claims to the accused device or structure
is for the jury).

2 Whether claims 1, 2, 5, 7-9, 11-13 and 15-17 are valid and enforceable. (It is
submitted that the ultimate determination of validity and enforceability is for the Court; there may be
certain underlying facts that are for the jury).

3 Whether the patented invention, as defined by one or more claims thereof was a

commercial success.



- 04/19/02  17:32 FAX 972+480+8864 HITT GAINES & BOISDRUN @oo?

4. Whether the patented invention, as defined by one or mare claims thercof met a long
recognized or felt need.

5. That the Defendant’s auxiliary burner was intended strictly for use wi—th an artificial
log sct and that distributors sold a Peterson log set with each sale of an auxiliary burner,

6. That Peterson acted irresponsible in not promptly obtaining an opinion covering
whether or not it violated the patent in suit after being accused of infringement by the Plaintiff.

7. That the ultimate opinion obtained by Peterson did not come till over a year after
Peterson had notice of infringement from Blount - - - that during that entire periad after its nitial
consideration Peterson did nothing to obtain an opinion and only sought one after it was sued.

8. That the ultimate opiniion was only oral, and based on telephone conferences with
Peterson’s representative.

9. That the attomey had never seen an actual accused structure or device made by
Petersonbutrelied strictly on catalog/advertisement information (even though a Peterson facility was
only a short distance away in the Chicago area, where the attorney offices), and that neither the
attorney nor the client made a thorough independent investigation.

10.  That the oral opinion given was not adequate under the circumstances described
ahove.

il That the infringing conduct of Defendant was not only intentional, but wilful.

12. That the accused device was sold and offered for sale within the United States and it
constitutes a component of one or more of claims 1,2, S, 7-9, 11-13 and 15-17 of the patent in suit

(combination claims) and constitutes a material part of the patented invention claim(s); that the sales

Mop wy o 42U
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and offering for sale were made knowing the accused structures were especially made or espe;ially
adapted for use in an infringement of such patent claim(s); that the accused device was not a staple
article or commodity of commerce suitable for substantial non infringing use.

13, Peterson actively induced infringement of one or more of claims 1,2,5, 7—§, 11-13
and 15-17. Tlis was accomplished by advertisements, catalogs and presentations showing how to
infringe and by offers for sale and sale of devices that necessanly infringed when used.

4. That Peterson knew about the patent while it engaged in its infringing conduct,

15. That the accused Peterson device appears to be a substantial copy of the patented
device sold by Blount and that such accused device was not marketed until after the Blount device
had been on the market for several years.

16, That Golden Blount, Inc_, has been damaged to the extent at least of lost profits for
all of the sales of infringing products made by Peterson, and that Golden Blount Inc.’s damages
include sg]és of rclatgd products made by Peterson because of the sale of the patented structure.

I7. There is no prosecution history estoppel, as was admitted by attormcy MclLaughlin
during his deposition.

18.  Each and every element of the claims in suit, as interpreted as a matter of law, are

present in the Defendant’s accused structure and the claims are infringed.

= e TEBa
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19. The Defendant had notice of the Plaintiff's patent and its purported relevance to
Defendants accused product as of December 16, 1599, by a letter from Plaintiff's attomey of

December 10, 1999.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

{éz ; Lear— s
WILLIAM D. HARRIS, IR.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC.,

Plaintiff,
Civil Action No.

v.
3-01CV0127-R

ROBERT H. PETERSON CO.,

“Or L0 LOR WO S W WO WO WL

Defendant.

PLAINTIFF, GOLDEN BLOUNT, INC.'s
OPENING CLAIM CONSTRUCTION BRIEF

Pursuant to the Court’s request of May 3, 2002, Plainuff Golden Blount submits its

Respectfully submitted,

For Plaintiff Goldeg Blount, Inc.

State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Teiephone)
972/480-8865 (Facsimile)
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PLAINTIFF, GOLDEN BLOUNT, INC.'s e
OPENING CLAIM CONSTRUCTION BRIEF

PREFACE

Plaintiff, Golden Blount, Inc.'s (“Blount’s”) Claim Construction Brief (Markman Bnief)
contains several parts, which, taken together, identify and support Blount’s Qroposqd claim
definitions: (1) Blount’s Claim Construction Memorandum; (2) Table of Claim Terms and
Blount’s Proposed Constructions (attached hereto as Appendix A); (3) Table Correlating Terms
and Structures Supporting Those Terms (attached hereto as Appendix B); and (4) A copy of
United States Patent No. 5,988,159, the patent in suit.

The Claim Censtruction Memorandum is itself divided into three major sections. The
Claim Construction Memorandum first recites the legal principles governing claim construction
tssues. [t next provides a brief overview of the technology at issue, and it concludes by
providing a detailed explanation supporting Blount's proposed constructions.

The Table of Claim Terms and Blount's Proposed Censtruction (Appendix A) provides a
comprehensive list of all claims and terms, together with: (1) a listing where a discussion of each
term can be found in the '159 Patent, (2) a formal discussion of each term, and (3) Blount's
proposed construction of each term.!

The Table Correlating Terms and Structures Supporting Those Terms {Appendix B} is a
pictorial representation of the claim language applied to the various components of the device as

disclosed in the specification of Blount's patent. Its use is optional.

I While the Plaintiff believes that only certain claim terms are in issue (each of which include a detailed

discussion in the Claim Construction Memorandum), a comprehensive list of ciaim terms and their meaning has been
provided for clanity.

i —_ JT-APP 0373,
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1. SCOPE OF THE BRIEF
The text of this brief is directed to construing terms that may be in dispute and to terms

that would benefit from overall clarity if construed. Appendix A is a detailed analysis, term by
_term, covering matiers believed to be in issue and matters not in issue. It is presented for
purposes of consideration and for the minimal possibility that the Court may want to consult it
for a term that was not covered in the text of the brief. Appendix B is a pictorial ;epresen(alion
of the claim language applied to the various components of the device, and according to the

+Court’s discretion, may or may not be used.

<l.  INTRODUCTION

A United States Patent includes a specification that contains a written description and

drawings explaining and generally describing the invention, and concludes with numbered
paragraphs called “claims.” These claims set "the metes and bounds of the invention entitled to
the protection of the patent system.” In certain cases, the words in a claim may be susceptible
1o different meanings. The process by which the proper meaning of a claim term is determined
is called claim construction, and because claim construction is a legal determination, it must be
conducted by the trial court (typically at what is called a Markman hezying).’

The Federal Circuit has carefully defined the process by which a court should construe
patent claim terms. The analysis always begins with a review of the language of the claims and
an assessment of what those terms typically mean to one of ordinary skill in the relevant
technology. The Federal Circuit also proclaims that courts should examine the rest of the
intrinsic evidence—the patent specification (which includes the drawings) and prosecution
history—to determine whether the inventor has defined, expressly or by implication, terms used
in the claims. The process ends here if there is no doubt as to the terms meaning. On occasion
when the court needs a tutorial or some added understanding of the subject matter, the court may
wm to evidence extrinsic to the patent documents (e.g., expert testimony). However, a court

may never use such extrinsic evidence to vary or contradict what the intrinsic evidence teaches.

! Zenith Lab. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1424 (Fed. Cir.), cert. denied, 513 U:S. 995 (1994)."

3 Markmen v. Westview Instruments, Inc., 517 U.S. 370 (1996).
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The Plaintiff, Blount, proposes definitions that are consistent with the disclosure
contained within the patent and its prosecution history. Because Blount applies legally correct
and well-settled claim construction principles mandated by the Federal Circuit, the Court should
adopt Blount’s proposed claim definitions. In the present case, it is believed that the claim

construction may be completed with intrinsic evidence only.

M. LEGAL CONSIDERATIONS IN INTERPRETING PATENT CLAIMS §
Patent claims should be construed from the vantage point of one of ordinary skill in the -

art at the time the patent was filed. Two types of evidence usually arise during claim

construction—intrinsic evidence and extrinsic evidence. Intrinsic evidence consists of the
patent’s claims, its specification (including drawings), and its prosecution history (including :
cited art). whereas extrinsic evidence is “evidence which is external to the patent and file history, -

such as expert testimony, inventor testimony, dictionaries, and technical treatises and articles.”

When construing claim terms, courts should refer to all of the intrinsic evidence.® Such o

intrinsic evidence is the “most significant source of the legally operative meaning of disputed .

claim language.” In most instances the intrinsic evidence alone will resolve any ambiguity in a .

(AR

disputed claim term. In those cases, it is improper to refer to extrinsic evidence.

By way of contrast, courts may only rely on extrinsic evidence to ensure that the claim

Ml

construction is consistent with clearly expressed, plainly apposite, and widely held

understandings in the pertinent technical field.® Extrinsic evidence can never be the source of a

,
i

f
4
B

claim construction that varies, contradicts, expands, or limits a definition that is expressed, even

[

by implication, in the intrinsic evidence.’

e
|

Kopykake Enterprises. Inc. v Lucks Co., 264 F.3d 1377, 1383 (Fed. Cir. 2001).
Vatronies Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1584 (Fed. Cir. 1996). Puney Bowes, Inc. v. Hewlett- :
Packard Co., 182 F.3d 1298, 1308 (Fed. Cir. 1999), Kegel Co. v AMF Bowling, Inc., 127 F 3d 1420, 1426

(Fed Cir. 1997).

Fitronics, 90 F.3 at 1582; Bell Atlantic Network Services, Inc. v. Covad Communications Group, Inc., 262 .
F.3d 1258, 1267 (Fed. Cir. 2001); DeMarini Sports, Inc v Worth, Inc.,239 F.3d 1314, 1324 (Fed. Cir. i E
2001).

Vuronics, 90 F.3d at 1582.
Pitney Bowes, 182 F.3d at 1309 .
Bell Atlantic, 262 F.3d at 1269 -
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A. Claim Construction Must Follow All of the Intrinsic Evidence

Claim terms are “to be interpreted so as to give the terms their ordinary meaning, absent
some clear special definition.™"® Courts cannot, however, look at the ordinary meaning (if one in
fact exists) of a claim term in a vacuum; rather, courts review the ordinary meaning in the
context of the written description (including drawings) and, if nccessary, the prosecution history
of the patent at issue to determine a claim term’s proper construction.” Indeed, (it is legal
ervor to construe a claim by considering it in isolation. A claim must be read in view of the
specification of which it is a part”"* Such analysis is necessary because “a patentec may choose
to be his own lexicographer and use terms in a manner other than their ordinary meaning....""
and when the specification defines a claim term cither expressly or implicitly, that definition
controls."

Thus, “it is always nccessary to review the specification to determine whether the
inventor has used any terms in a manner inconsistent with their ordinary meaning [because the
specification] acts as a dictionary when it expressly defines terms [or]...defines terms by
implication.””* Moreover, there need not be “an explicit statement of redefinition,” because the
patentee can redefine a term by implication. “{W]hen a patentee uses a claim term throughout
the entire patent specification, in a manner consistent with only a single meaning, he has defined
that term ‘by implication’™'* When a claim term possesses “means-plus-function” language, 35
U.S.C. § 112, 4 6 should be used to construe the term. In such instances, courts must refer to the
specification (and perhaps the prosceution history), since this intrinsic evidence is the exclusive

source for determining how the patentee chose to define those terms.

0 Enercon GmbH v Unsted Siates "'l Trade Comm'n, 151 F.3d 1376, 1384 (Fed. Cir. 1998), cert. denied,

526 U'S 1130 (1999), see also Vitrronics, 90 F.3d at 1582

. DeMarini, 239 F.3d at 1324

. Bell Comm. Res.. Inc. v. Vualink Comm. Corp., 55 F.3d 615, 621 (Fed. Cir. 1995)

B Viromes, 90 F.3d at 1582 (citation omitted); accord Wolverine World Wide, Inc v Nike, Inc, 3§ F3d
1192, 1197 (Fed. Cir. 1994), see also Hockerson-Halberstadt, Inc. v Avia Group Intern., Inc., 222 F.3d

951, 955 (Fed. Cir. 2000).

It

‘: Renishaw PLC v. Marposs Societa’ per Aziona, 158 F.3d 1243, 1249-50 (Fed. Cir. 1998).
:6 Vitronics, 90 F.3d at 1582; see also Bell Atlantic, 262 F.3d at 1268.
Bell Atlantic, 262 F 3d at 1271 {quoting Vitronics, 90 F.3d at 1582) {emphasis added).
3
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B. The Prosecution History May Influence Claim Construction

As discussed above, the Court should examine all of the intrinsic evidence—including
the prosecution history—in construing disputed claim terms. The prosecution history is
important intrinsic evidence because it “constitutes a public record of the patentee’s
representations concerning the scope and meaning of the claims.”"’

The Federal Circuit has consistently held that arguments and amendments made during
the prosecution of a patent application and other aspects of the prosecution history may be
examined to determine the meaning of the terms in the claims'®  This is in contrast to
prosecution history estoppel, which comes up for consideration only when the so called
“doctrine of equivalents” is in issue. The prosecution history may clarify the interpretation of
claim terms, for example so as to consider any interpretation that was asserted during
prosecution.”” However, “(u]nless {one is] altering ctaim language to escape an examiner
rejection. a patent applicant only limits claims during prosecution by clearly disavowing claim
coverage.™® The matter of estoppel does not arise under the Markman claim construction, which
is for literal interpretation, as opposed to the factual finding of differences under the doctrine of

£3]

equivalents. Here the ultimate findings for “equivalents,” view the record of prosecution in a

somewhat different light.

C. Extrinsic Evidence May Only be Used to Confirm Construction
and Construe Ambiguous Terms

Extrinsic evidence includes anything that is external to the patent and file history, such as
expert testimony, inventor testimony, dictionaries, and technical treatises and articles.”!
Although technical treatises and dictionaries are considered extrinsic evidence, the Federal

Circuit considers them “worthy of special note” in that

Haockerson-Halberstadi, 222 F.3d at 957 (citing Vitronics, 90 F.3d at 1583); see also Pall Corp. v. PTI
Technologies, Inc., 259 F.3d 1383, 1393 (Fed. Cir. 2001) (public notice function of patents requires review
of the prosecution history and probibits a claim construction that would include any interpretation that was
disclaimed during prosecution). .

1d.; Elkay Manufacturing Co. v. Ebco Manufacturing Co., 192 F.3d 973, 978-79 (Fed. Cir. 1999);
Southwall Technologies, inc. v. Cardinal IG Co., 54 F.3d 1570, 1576 (Fed. Cir. 1995).

Soutinwall Technologies, 54 F.3d at 1576.

York Prods., Inc. v. Ceniral Tractor Farm & Family Ctr., 99 F.3d 1568, 1575 (Fed. Cir. 1996).

Vitronics, 90 F.3d at 1584,

_« JT-APP 0381
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[jludges are free to consult such resources at any time in order to better
understand the underlying technology and may also rely on dictionary definitions
when construing claim terms so long as the dictionary definition does not
contradict any definition found in or ascerizined by a reading of the patent
documents.”

Expert testimony, on the other hand, 15 considered the weakest form of extrinsic evidence. “As
compared to expert testimony, which often only indicates what a particular expert believes a
term means, prior art references may be more indicative of what those skilled in the art generally
believe a certain term means.”™

Extrinsic evidence may only be relied upon to construe the claim terms themselves
“when the claim language remains genuinely ambiguous after consideration of the intrinsic
evidence” Moreover, if the meaning of the claim limitations is apparent from the totality of
the intrinsic evidence, then the claim has been construed.

While extrinsic evidence may be relied on to ensure that the Court’s understanding of the
underlying technology generally conforms to that of one of ordinary skill in the art, it “may not
be used to vary, contradict, expand, or limit the claim language from how it is defined, even by

w25

implication, in the specification or file history.

D. Ceonstruction of Means-Plus-Function Claims

Several of the claims asserted by Blount contain means-plus-function language and are
thus subject to 35 US.C. § 112, § 62* Under 35 US.C. § 112, 16 “means-plus-function™
language, an element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, material, or acts in support
thereof, and such claim shall be construed to cover the corresponding structure, material, or acts
described in the specification and equivalents thereof.*” Nevertheless, because it is not belicved

that there is an issue regarding 35 U.S.C. § 112, §6, it will not be detatled any further.

22

” Id at 1584 n.6.
;4 fd ai 1584.
;5 Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1332 (Fed. Cir. 2001).
Bell Atlantic, 262 F.3d at 1269; see also Vitronics, 90 F.3d at 1584-85; Markman v. Westview Instruments,

N Inc .52 F.3d 967, 981 (Fed. Cir. 1995), af'd, 517 U.S. 370 (1996).
* 3I5U.8.C.§ 112, {6.
! id

=_ JTAPP 0382
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IV. OVERVIEW OF THE PATENT-IN-SUIT

Before reviewing the construction of each of the disputed claim terms, it is first necessary
to understand the context or technology in which they appear. In recent years artificial fireplaces
have gained wide recognition as a desirable alternative to wood burning fireplaces. An artificial
fireplace, in contrast to its wood burning counterpart, has the ability to quickly and easily bring
heat and aesthetic beauty to a home. For instance, where a wood burning fireplace might take a
homeowner upwards of 30 to 45 minutes to generate a flame capable of providing the desired
heat and aesthetic beauty, an artificial fireplace can create a similar flame in minutes. This ease
of use, as well as instant gratification, has made the artificial fireplace industry extremely
popular.

While artificial fireplaces are currently widely used by homeowners, there is still a
systematic push in the artificial fireplace industry to provide the most realistic and appealing
artificial fireplace set-up. One of the most significant challenges in the field of artificial
fireplaces is the problem of producing a realistic looking flame desirably with coals and embers,
i.e.. a flame such as provided by a wood burning fireplace.

Upon recognizing this challenge, and realizing that nobody at the time had devised an
artificial fireplace capable of creating a realistic looking flame, Mr. Golden Blount invented the
device, as well as obtained the patent, that forms the basis for this Claim Construction Brief.
The patent in suit is United States Patent No. 5,988,159 (the '159 Patent), entitied “GAS-FIRED
ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY." The '159 Patent is directed to,
and claims. a highly efficient artificial logs and coals-burner assembly for use with artificial,
decorative logs and glowing coals and embers. An advantage of Blount's patented artificial logs
and coals-bumer assembly, is that it provides control for the flame of the coals and embers
independent of the flame of the gas logs. Blount's patent accomplishes this by attaching and
positioning a secondary coals burner elongated tube forward and below a primary burner tube.
The secondary coals burner elongated tube provides a flame out in front of the artificial logs
where it lies at a level to inflame small artificial embers and sand on the front hearth portion.
This effect more closely approximates the look of a wood burning fireplace. In fact, the coals or
embers appecarance is greatly enhanced, and some of this effect is forward of the log assembly

and, thus. creates an appearance that would actually be obtained from a wood buming assembly.
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Blount's patent also suggests (i.c., claims) providing a valve between the primary burner
tube and the secondary coals bumer clongated tube. The valve allows the user to selectively
increase the amount of gas being burned forward the artificial logs. This control makes available
2 greater introduction of radiant heat to the room, than might be afforded using only a
tonventional primary burner tube. Consequently, the '159 Patent provides an efficient artificial
“logs and coals bumer assembly that provides a flame out in front of the artificial. logs, which
more closely approximates the look of a wood buming fireplace, as well as provides a greater

amount of radiant heat to the room in which it is located.

V. THE PROPER CONSTRUCTION OF INDIVIDUAL CLAIM
- TERMS IN PLAINTIFE'S PATENT

The parties have identified a number of disputed claim terms. These disputed terms are

grouped below according to the claims in which they appear.  For ease in understanding, a
number of the disputed claim terms will begin with an illustration (most of which are pulled

directly from the specification of the '159 Patent) highlighting the structure of that term.

A. Proper Claim Interpretation for the ‘159 Patent

I. Claim 1 of the ‘159 Patent
Claim 1 of the '159 Patent reads in its entirety as follows:

l. A gas-fired artificial logs and coals-bumer assembly for fireplace comprising:
(a) an clongated primary burner tube including a plurality of gas discharge ports;

(b) a secondary coals burner elongated tube positioned forwardly of the primary
bumer tube;

(c) a support means for holding the elongated primary burner tube in a raised level
relative to the forwardly position secondary coals bumner elongated tube;

(d) the secondary coals bumer elongated tube including a plurality of gas discharge
ports;

(e) the elongated primary burner tube and the secondary coals bumer clongated tube
communicating through tubular connection means wherein the gas flow to the

i
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secandary elongated coals burner tube is fed through the primary burner tube.and- .
the tubular connection means;

(H a valve for adjusting gas flow to the secondary coals burner elongated tube
positioned in the tubular gas connection means; and

() the primary burner tube being in communication with a gas source with a gas
fiow control means therein for controlling gas flow into said primary bumer tube.

. “secondary coals burner elongated tube”

Secondary Coals Burnet
Elongated Tube

The claim term “sccondary coals burner elongated tube” has a plain and common
meaning and should be interpreted to mean a tube that is configured to provide a flame under
artificial coals focated in front of gas logs. Examining the specification indicates that this plain
and common meaning of “secondary coals bumer elongated tubc™ is consistent with the
description contained in the specification. In particular, the paragraph beginning on column 6.
line 41, recites that the “[fJlames 40 fed by gas from the secondary burner tube 104 can rise
through the artificial ember bed.” From this description. it is clear that the claim term
“secondary coals burner elongated tube” has a plain and common meaning and should be
interpreted (o mean a tube that is configured to provide a flame under artificial coals located in
front of gas logs.

FIG.s 3 & 4 of the specification clearly and consistently illustrate how the “secondary
coals bumer elongated i;be“ is positioned und.r the artificial ember bed 28. and provides the
flame 40. This conclusively corrcborates the interpretation advanced above. Thus, both the

written description and the FIG.s are consistent with the Plaintiff's proposed definition.
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REQUESTED INTERPRETATION

The term “secondary coals burner elongated tube” should be interpreted to mean a tube

that is configured to provide a flame under artificial coals located in_front of gas logs.

. “a support means for holding the elongated primary burner
tube in a raised level relative to the forwardly position secondary

coals burner elongated tube”

Raised Level
1Bhue Structure)

The support means is the primary item in this phrase. The support mcans holds the
elongated primary burner tube at a “raised level” with respect to the secondary coals burner
elongated tube. The term “raised level™ has a plain and common meaning and should be
interpreted to mean that the upper most portion of the primary burner tube is higher than the
upper most portion of the secondary coals burner elongated tube. Examining the specification
-indicates that this plain and common meaning of “raised level” is consistent with the description
.contained in the specification.

The specification teaches that the covering materials cover the (op of the primary burner
elongated tube and fan out to a lesser thickness to also cover the top of the sccondary coals
burner clongated tube. From this teaching, the point of reference is taken from the tops of the

~respective tubes. This is further supported where the specification recites that “{tJhe secondary

elongated burner tube can also have adjustments for height . . . depending on the depth and size
of the coals and embers fire bed.” (See column 6, lines 30-35 of the '159 Patent). Clearly, the

specification intends the reference point to be from the tops of the respective tubes. Finally, in

i
No]
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‘common parlance, when one item is raised with respect to another. the highest point of the twe-—-.

items is compared.

Accordingly, it is clear that the claim term “raised level™ has a plain and common
meaning and should be interpreted to mean that the upper most portion of the primary burner
tube is higher than the upper most portion of the secondary coals burner elongated tube.

REQUESTED INTERPRETATION

The phrase “a support means for the ¢ in a raised

level relative to_the forwardly position secondary coals bumer elongated tube” should be

interpreted to mean that a support structure holds the upper most portion of the primary burner

tube higher than the upper most portion of the secondary coals burner elongated tube.

. “tubular connection means”

Fubular Connectton
Means

The claim term “tubular connection means™ may be construed under 35 U.S.C. §112. ] 6.
As recited in the law section above. construing a means-pius-function claim requires determining
the function performed by the claimed “means,” and subsequent thereto, determining the
corresponding structure disclosed in the specification that performs the stated function of the
claimed “means.”

The function of the “tubular connection means” is to provide a path for gas to travel from
the elongated primary burner tube 1o the secondary coals burner elongated tube. The
specification clearly supports this function.

Further. the structure disclosed in the specification for performing the stated function

includes a collection of tubes and fittings. In column 5, lines 25-44, the specification described

10
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how the connector 102 is fitted to the uncapped end of the burner tube 14, as well as fitted ta the-- .
secondary coals burner elongated tube 104. Further, FIG.s 2-4 illustrate the conncction means
comprising a collection of tubes and fittings. .

Accordingly, the function is to provide a path for gas to travel from the elongated
primary bumer tube to the secondary coals bumer elongated tube, and the structure for
accomplishing that function is a collection of tubes and fittings, and equivalents thereof.

REQUESTED INTERPRETATION

The term “tubular connection means” should be interpreted to mean a collection of tubes

and fittings configured to provide a path for gas (o travel from the elongated primary burmer tube

to the secondary coals burner elongated tube, and equivalents thereof.

1. Claim 15 of the ‘159 Patent
Claim 15 of the '159 Patent reads in its entirety as foltows:

15. The gas-fired artificial logs and coals-burner assembly according 1o claim |
wherein the open frame pan and primary clongated burncr tube is positioned
under an artificial logs and grate support means.

. “positioned under an artificial logs and grate support means”

Posiioned Under An
aruficial Logs and
Grate Suppont NMeans

The claim term “positioned under an artificial logs and grate support means™ has a plain
and common meaning and should be interpreted to mean that a set of artificial logs and a grate

support are positioned over the open frame pan and the primary bumner elongated tube.
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Examining the specification indicates that this plain and common meaning of “positioned under- .

an artificial logs and grate support means” is consistent with the description contained 1 the
specification. In particular, the paragraph beginning on column 6, line 41, recites that, “[a]s
discussed, a grate 20 is located above the pan bumer which is covered with sand 22. The grate
20 can hold at least one artificial log 24.” From this description, it is clear that the claim term
“positioned under an artificial logs and grate support means™ has a plain and common meaning
and should be interpreted to mean that a set of artificial logs and a grate support are positioned
over the open frame pan and the primary burner elongated tube.

Further. FIG.s 3 & 4 of the specification. teach how the aruficial logs 24 and the grate
support 20 are positioned over the open frame pan. This clearly corroborates the interpretation
advanced above. Thus, both the written description and the FIG.s are consistent with Plaintiff's
proposed definition.

REQUESTED INTERPRETATION

The term “‘positioned under an artificial lops_and prate support_means” should be

interpreted to mean that a set of artificial logs and a grate_support_are positioned over the open

frame pan and the primary burner elongated tube.

3. Claim 17 of the '159 Patent
Claim 17 of the '159 Patent reads in its entirety as {ollows:

17. A gas-fired artificial coals- and embers-burner apparatus suitable for attaching to
a gas-fired primary artificial log bumer tube said primary artificial log burner
tube having a terminal end comprising:

(a) a secondary coals burning elongated tube;
b) a connector means for connecting said terminal end in communication with the
secondary burner tube, the secondary burner tube positioned substanually

parallel. forward and below the primary burner tube

(c) the connector means having interposed between the primary and secondary burner
tubes a pas flow adjustment valve, :

(d) primary and secondary burner tubes having a plurality of gas discharge ports,
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} (e) a gas distribution ports of the secondary burner tube directed away from the—
fireplace opening.

. “secondary coals burning elongated tube”

Secondary Codls
Burming Elonpated 1ube

The claim term “secondary coals burning elongated tube™ should be construed similar to
the term “secondary coals burner clongated tube™ of Claim 1. Accordingly. the term “secondary
coals burning elongated tube™ should be interpreted to mean a tube that is configured to provide
a flame under artificial coals located in front of gas logs. Information pertaining to how
Plaintiff interpreted the term “‘secondary coals burning elongated tube™ may be found in the
detailed discussion above with respect to Claim 1.

REQUESTED INTERPRETATION

The term “secondary coals burning elongated tube” should be interpreted to mean a tube

that is confipured to provide a tlame under artificial coals located in front of gas logs.

. “connector means”

[y

Connector Means

“
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The claim term “connector means™ should be construed similar to the term “tubufar -
connection means” of Claim }. Accordingly. the term “connector means™ should be interpreted
to mean a collection of tubes and fittings configured to provide a path for gas to travel from the
elongated primary burner tube to the secondary coals burner elongated tube, and equivalents
thereof. Information pertaining to how Plaintiff interpreted the term “connector means™ may be
found in the detailed discussion above with respect to Claim 1.

REQUESTED INTERPRETATION

The term “connector means” should be interpreted te mean a collection of tubes and

fittings configured to provide a path for pas to travel from the elgngated primary burner tube to

the secondary coals burner elongated tube, and equivalents thereof,

. “below the primary burner tube”

Below The Paman
Burner Tube
(Sceondary Coals
Durner Llongated
Tubey

The term “below the primary burner tube™ has a plain and common meaning and should
be interpreted to mean that the upper most portion of the secondary coals burner elongated tube
is lower than the upper most portion of the primary burner tube. Examining the specification
indicates that this plain and common meaning of “below the primary burner tube™ is consistent
with the description contained in the specification.

The specification teaches that the covering materials cover the top of the primary burner
elongated tube and fan out to a lesser thickness (o also cover the top of the secondary coals

burner elongated ube. From this teaching, the point of reference is taken from the tops of the

14
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respective tubes. This is further supported where the specification recites that “[t}he secondary--
elongated bumer tube can also have adjustments for height . .. depending on ihe depth and size
of the coals and embers firc bed.” (See column 6, lines 30-35 of the '159 Patent). Clearly, the
specification intends the reference point to be from the tops of the tespective tubes. Finally, in
common parlance, when one item is below another. the highest point of the two items 1s
compared.

Accordingly, it is clear that the claim term “below the primary burner tube” has a plain
and common meaning and should be interpreted to mean that the upper most portion of the
secondary coals burner elongated tube is lower than the upper most portion of the primary burner
tube. -

REQUESTED INTERPRETATION

The phrase “below the primary burner tube™ shoutd be interpreted to mean that the upper

most portion of the secondary coals burner clongated tube is lower than the upper_most_portion

of the primary bumer tube.

. “directed away from the fireplace opening”

Cross-Secnonal Yiew of
Sccondany Coals Bumer Elongated

Tube
No
Yes Iy
1
Rear of Nircplace ’ Yes 4—— No 1 1replace Opening

| l
! Armows Represent ©

Yes

Pon Directions

The term “directed away from the fireplace opening” has a plain and common meaning
and should be interpreted to mean that the gas discharge ports of the secondary coals buming

elongated tube may be directed from vertically down, to any position approaching 179 degrees in

15
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the clockwise direction, but may not be located vertically upward. Examining the specification
indicates that this plain and common meaning of “directed away from the fireplace opening” 15
consistent with the description contained in the specification.

In particular, the specification recites that “[i]n the secondary burner tube 104, the gas is
discharged in a direction away from the opening of the fireplace[,] or in another aspect,] is
directed somewhat toward or directly toward the primary burner tube I4."'(em;;lzasis added)
(See column 3, lines 58-62 of the '159 Patent). The specification further recites that “if the
secondary burner 104 discharges gas in a vertical direction, apertures in the sand or coverage
granular material will occur and one would lose the aesthetic beauty of the applications of
distribution of gas for burning and creating flame coals’ and embers' appearance.” (See column
6, lines 14-20 of the '159 Patent). In further support of this vertical direction analysis, the
specification states that “[b]y avoiding the upper [vertical] ridge, the apertures are less likely to
be clogged by sand.” (See column §, lines 50-52 of the '159 Patent). The specification clearly
supports the interpretation that the gas discharge ports of the secondary coals bumning elongated
tube may be directed from vertically down, to any position approaching 179 degrees in the
clockwise direction. Nevertheless, the gas discharge ports may not be located vertically upward.

REQUESTED INTERPRETATION

The phrase the term “directed away from the fireplace_opening” should be interpreted to

mean that the gas discharge ports of the secondary coals burning elongated tube may be directed

from vertically down, to any position approaching 179 degrees in the clockwise direction, but

may not be located vertically upward.

VI.  CONCLUSION

For the foregoing reasons and based on the intrinsic evidence relied upon, Plaintiff,
Golden Blount. Inc. respectfully requests that the Court adopt the following proposed claim
construction:

REQUESTED CONSTRUCTION RESTATED

. The term “secondary coals burner elongated tube” should be interpreted to mean a

tube that is configured to provide a flame under artificial coals located in front of

gas logs.
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The phrase “a support means for holding the elongated primary burner lubc in a

raised level relative to the forwardly position secondary coals burner clongated

tube” should be interpreted to mean that a support structure holds the upper most

portion” of the primary burner tube higher than the upper most portion of the

secondary coals burner elongated tube.

The term “tubular connection means” should be interpreted to mean a collection

of tubes and fittings configured to provide a path for gas to travel from the

elongated primary burner tube to the secondary coals burner elongated tube, and

equivalents thereof.

The term “positioned under an artificial logs and grate support means” should be

interpreted to mean that a set of artificial logs and a grate support are posittoned

over the open frame pan and the primary burner elongated tube.

The term “sccondary coals bumning elongated tube” should be interpreted to mean

a tube that is configured to provide a flame under artificial coals located in front

of pas logs.

The term “connector means” should be interpreted to mean a collection of tubes
and fittings configured to provide a path for gas to travel from the elongated
primary burner tube to the secondary coals burner elongated tube, and equivalents
thereof.

The phrase “below the primary burner tube” should be interpreted to mean that
the upper most portion of the secondary coals burner elongated tube is lower than
the upper most portion of the primary burner tube.

The phrase the term “dirccted away from the fireplace opening” should be
interpreted to mean that the gas discharge ports of the secondary coals burning
clongated tube may be directed from vertically down, to any position approaching

179 degrees in the clockwise direction. but may not be located vertically upward.

17
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Respectfully submitted,

For Plaintiff Golden Blohm inc.

/J,Mw, 7/IW,_§L

WILLIAM D. HARRIS, JR.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580

Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
ATTORNEYS FOR PLAINTIFF
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United States Patent 9

US005988159A

113 Patent Number:

5988,159 -

Blount 451 Date of Patent: Nov. 23, 1999
{54] GAS-FIRED ARTIFICIAL LOGS AND 5033455 WI991 Erklor etal oo, 126512
COALS-BURNER ASSEMBLY 5052370 i — 1260512
5081981 WI992 Bedl 12697 R
[76] laventor. Gelden Blount. 5310 Hasbor Town. 5263852 1111993 Bock o 431/125
Dallas. Tex. 75287
Primary Examiner—Larry Jones
{211 Appl. No.: 08/626,498 Atiorney, Agent, or Firm—L. Dan Tucket
(22} Fued: Apt. 2, 199¢ (57] ABSTRACT
Related U.S. Application Data A gas-fued anifical logs apd coals-burner asscrmbly is
provided for fireplace usc in cooperation with decorative gas
[63]) Coououation-in-pan of appbcauon No. 08/7276.894, Jul 1§, logs. and artificial coals and embers decorative ilerns by
1994, abandoned. which s a continuauon-m-pant of appli- placement forward of the gas logs in the freplace
cauon No 03/061.727, May 17, 1993, abandoned. arrangement. a secondary clongated coals- and embers-
1511 oL CL® F23C 1118 burner tube apparatus. The asscrbly provides gas-fired
(52) U.S. CL oo 126/512; 126/500; 126/540; artificial logs. coals- and embers-burner apparatus for fife-
431/125 places whesein gas Sow through primary burner lube is the
source of gas flow to a secon coals- aod embers-burner
(58] Ficld of Search h""““iz('ﬁg)ugi ;33/551023 tube posm‘g;mcd forward and g:.ltgw the primary burner tube
: : ) with multiple discharge ports in the sccandary tube directed
156 References Cited away from the front of the fireplace. thus cohancing the

U.S. PATENT DOCUMENTS

3,042,109 7/1962 Peterson e e eeneerernnee 1260512
3871355  3N915 Heary aee. 431125 X
S000.162 31990 Shimck et al e 126/512

natural burp in cooperation of the fireplace draft as well as
the aesthetic beauty of the imitation burniog logs. coals and
cmbers.

19 Claims, 3 Drawing Shects
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GAS-FIRED ARTIFICIAL LOGS AND
COALS-BURNER ASSEMBLY

The present application is a4 cobtinuation-ip-part appli-
cation of U.S. patent applicatios Ser. No. 08/276.8%4. filed
Jul. 19, 1994, aow abandooed. entitled “A Supplemental
Burner for Retrofiting to an Existing Gas Log Burnes
Assemnbly”™ which is a coatinuation-in-part application of
U.S. patent application Ser. No. 08/061.727. filed May 17.
1993. entitled “Coatrolled Ernber Bed Burnes™ which is now
abandoacd.

TECHNICAL FIELD OF THE INVENTION

The preseat inveniion relates 10 2 pas-fired artificial logs
and coals-burner assembly for a fireplace 10 be used with
decorative gas logs and coals or embers decorative ilermns
placed forward of the gas logs in the Aireplace armangement.
In another aspect. the inventios relales 1o coals- and embers-
burner apparatus suitable for ataching to a termigal end of
a gas-fired primary antificial burner. the coals- and embers-
burner asscrably utilizing a valve between the primary
artificial logs burner and the coals- and embers-burner.

In yet another aspect. the invention relates to a gas-fued
antificial logs. coals- and cmbers-burner assembly for fire-
place whercin gas fiow through a primary burners tube is the
source for gas flow to a secondary coals burner tube posi-
tioned forward and beiow the primary burper tube with the
multiple discharpe ports in the secondary tube directed away
from the froot of the fircplace.

The present further relates 0 efficient gas burners for
burning natural gas. manufactured gas and propanc gascous
fucls within a fireplace eaviropmeat. In addition. the iaveo-
ton provides an efficient burner system for burning gascous
fuels in a2 maaner which provides decorative flames and
decorative coals and cmbers which simulate wood burning.

Gas logs arc usually made of a fire resistapt ceramic
material; however. when gas flames arc directed against
such ceramic materials, the pas flame is cooled by the
artificial logs and many times produces a highly wefficient
apd dirty yelow flame. Such a flamc further indicates
incommplete burn of the gascous materials due to a lack of
sufficicot burn temperature and oxygen supply thus creating
excessive soot and carbon monoxide. Various atlempts have
been made in cormecting these decorative fireplace gas log
deficiencies.

Further it is known that gas burners or gas nozzles can be
buried below a level of sand and vermiculite. These burner
systems are referred 1o as sand pan burnas which disbuarse
the gasses through the fireproof material and permit the gas
permeating through the porous material to igaite upon
entering the atmosphere. Such systems allow disbursal of
the flames over a large arca or bed of material. Such
disbursal of flames creates a more effident burm which
further simulates the action of burning wood, ashes aod
embers in a fireplace.”

Prior ant burper systems for artifiial decorative logs and
sand pan type burness are incorporated in various prefabni-
cated fircplaces or existing masonry fireplaces; however,
such systems are sequired to mect the ANSI emission
standards which have been adapted by the American Gas
Institute. Accordingly. it is very desirable to provide a dean
burming gas-fired artificial logs and coals-burner assembly
which meat the present ANSI cmission standards.

Gas logs are increasingly popular in homes. Decorative
artificial lags are placed on a grate which is located over a
gas burper. The burner is typically 2 tube with spaced

o

50

()

2

apatures. Sand is poured over the gas burner to hide it from
sight. Astifical embers are then spread across the sand. In
use. gas Bows through the bumar and escapes through the
spaced apertures. The gas filters up through the sand vader-
ncath the artificial logs. The gas is ignited and creates flames
between the logs. The height of the flame is conuolled by 2
primary valve which can b manipulated by the user.

Gas logs can. under these cooditions. provide a great deal
of heat to a room Also. gas logs require virtually so effon
to light. Natural logs. on the other hand. must be properly
cured before burning. Evea then. kindling is usually aceded.
And once lit it is difficult 10 conuol the rate of burning
Beyond convenience. gas logs are also aesthetically pleas-
ing. However, the standard gas logs burner only acales
flames around the artificial fogs. Natural logs. when burned
will break apart to produce beautiful burning embers in front
of the main log stack. A pecd exists to produce a more
realistic acstheuc burn with gas logs.

Duc to the populanty of gas logs. a number of advances
have been pateated. For example, U.S. Pat No. 5.000.162 to
Shimek ¢t al. discloses a “Clean Burning Glowing Ember
and Gas Log Burmer System.”™ This unit is marketed uader
the trademark Heal-N-Glow as the Mode! SO0OGDVMH as
a sclfcontained fireplace and wall heater for rmobile hores,
The system is a fow-BTU system whose main objective is to
rainimize carbon monoxide creation and 500t deposit oo the
logs. A burncr system is provided with a furst branch and a
second branch. The furst branch is supported oo a prefabri-
cated grate berwesn a first and second decorative log. The
sccond branch is forward of the logs aod is protected vnder
2 mctal mesh. A very light layer of special ember material is
spread on top of the mesh. Shimek et al 162 is only sold as
1 complete system of logs. burner and special ember mate-
rial It cannot be fitled 10 existing pan bummers which are by
far the most common burner in use, the combination result-
ing in the assembly of the invention. Thus, the Shimek
burner system is a0 expensive option.

The Shimek burner system provides a metal trim piece or
refractory material in front of the second buroct pipe branch
50 that it is not casily vicwed by a person standing in frost

_of the fAreplace. The second branch oaly illuminates a thin

line of ember material. Neither the fust or secood branch can
be covered by sand as is common in other units. The gas
apatures in the branches arc located oo the upper surface of
both branches. Thus, sand could casily clog the apertures.
Mareover, the flow of gas into the second branch canhot be
regulated.

U.S. Pat No. 5.052370 to Karabin discloses 2 “Gas
Burper Assembly Including Emberizing Material ™ The gas
burner comprises a first and second gas-burper assembly.
The first gas-burner assembly is formed by a pair of parallel
burner tubes connccted by a third burner tube. The second
gas-burper assembly is located farward of the first assembly
and is geaerally T-shaped. The second burmer only illuri-
pates a thin line of ember material. A single gas source
supplics both burner assemblies. An igniter is provided to
ignite the gas from the main burner asscmbly. The Same
from that burning gas ignites the gas from the sccopd burna
asscrobly. As with the Shimek ot al. burner asscmbly. the
flow of gas to the sccond burper assembly cannot be
controlled. '

Finally. U.S. Par. No. 5.081.981 to Beal disdoses ya
anothar burner and is entitled “Yellow Flame Gas Fireplace
Burner Assembly.” The Beal refercnce is primarily coo-
cerned with producing 2 dean yellow flame The burper
asscmbly includes a U-shaped burner tube. The front portion

-
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of the burner tube is forward of the artifical logs and
provides flame for crober material. However, as with the
Shimek reference above. the farward partion of the burner
tube is hidden from vicw by a partion of the grate. The Beal
system docs 20l contemplate the present assembly.
Furthermore. as with both the Shimek and Karabio
references. there is 0o means provided to control scparately
the flow of gas into the front burper wbe

A nced exists for ap ipexpensive asserably for improving
the performnance and acsthetic appeal of pan-type gas burn-
ers. The assembly thould distribute gas under anificial coals
or ermbers in front of the gas-fired Jogs. The assembly should
also provide a method of controlling the flow of gas to a
sccondary burner. thus controlling the height of the coals and
crmbers bed Bames a0d the amount of heat radiated into 2
roore. A need further exists for an asserably which cao safely
operale even if completely covered by sand and enhances
gas burn of both primary log burser and sccondary coals and
crubers burner by gas fiow control and burp direction,

These present and long-felt needs for gas logs and glow-
ing coals- and embers-burper systems will burn clean aad
closely simulate the natural fiames produced by burning
woad logs have not yet been met by the art. Therefore. it is
desirable to produce a reliable and efficient gas logs and
glowing coals- and cmbers-burner asscmbly which produces
the desired cfficiency of burn while providing decorative
flamcs that closely simulate burning wood logs while at the
same time providiag useable beat and still meet EPA regu-
lations and the ANS] cmissioes and safety standards.

SUMMARY OF THE INVENTION

It is a primary object of the prescnt inveation to provide
a highly efficicnt gas-burper asscrbly for use with artificial
decorative logs and glowing coals and cmbers wherein the
assembly provides control for the glowing coals and cmbers
indepcndently of the gas logs burn.

It 1s apother pnmary object of the present invention to
provide 2 novel burner asserably which closely simulates the
flames. embers and coals of natural wood logs bura.

It is another principic object of the present invention to
provide a povel buroer assembly which has low carbon
monoxide emission characteristics.

Itis yet another object of the present invention to provide
an efficient low carbon monoxide emission burner assembly
that combincs long decarative gas flames with short or jow
srooldering glowing embers and coals in the same assembly.

It is another object of the present invention to providz a
gas flow communicating primary and secondary burner
tubes with the gas distribution ports of the secoadary burner
tube dirccted away from the opening of the fireplace apd
utilizing the nawrnl draft of the fireplace to enhance the
overall cficicncy of the bun of the two burners.

The prescat burper assembly is the combination of an
inexpensive primary gas Jogs burnar assembly in gas flow
communication with a secondary coals- and embers-burner
be positioned forward and below the primary burner which
opcrates 10 cnhance the patural draft of the fircplace to
traprove efficicncy of burn and acsthetic appeal of the
gas-fired artificial logs. coals- and cobers-burner assembly.
The secoadary burner cag distribute gas under artificial coals
and ernbers in froat of the gas logs with control of the gas
flow to the secondary burner being readily adjustable by a
valve in the coupection means between the primary and
sccondary burners. The secondary burner receives gas
through the primary burnpes. the connectioe reans, and the
gas flow is regulated selectively by the valve which is
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interposcd between the prirary and secoadary burners in the
connccion means. The coatrol of gas 8ow thus controls the
height of the coals and crmbers bed flames and the amount of
radiant beat which is produced in the front of the fircplace
and is distributed into the room. The amount of radiant heat
can be enhanced by wtilizing the control valve for increasing
the amount of gas being burped in the secondary burper or
the utilization of even a tertiary bumner along with the
secondary burner which are provided forward of the gaslogs
arrangement in the fureplace. The secondary burner cap
operate efficiently when completely covered with sand and
artificial coals and embers materials. there being 86 need far
2 ncw grate to hide the secondary burner.

The ability to regulate the flow of gas to the secondary
burner is an especially important feature. In addition. the gas
flow from the scoondary burner away from the opeaing of
the fircplace and. in effect. towasd the primary burnes is also
of spcaal importance becausc of the utlization of the
fueplace panral draft and direction of flames to more
completely burn the gas. avoid any pockets of gas in front
of the gas logs. The direction of the gas dispersion from the
sccondary burner ensurcs that through the action of the
natural draft of the fircplace and the burning logs from the
primary buraer that complete and total combustion in an
cfficicnt ruanncr will be achicved of the gas fowing from the
secondary burner which is positioned somewhat forward of
the primary burner.

People buy gas logs primarily for conveniepec, but this
does pot means that they want to give up oo the beauty of
burning real Jogs Standard pan burners only provide part of
that beauty. Having roaring flames throughout the logs is
greatly complemented by Jower flames in front of the gas
Jogs throughout a coals and embers bed. None of the prior
art refaeoces above feature or cven suggest a variable
control means for accomplishing lower flaracs in the coals
and embers bed. Moreover. every fireplace drafts differently.
Such differcnces in fireplace construction and drafting, i.c..
fireplace draft. as well as sizing and mapufacture of present
artificial fireplace buarner apparatus dictates that variable
contol of the sccondary burner. the coals and embers burner
which operates independeady of the primary logs buraer is
pecessary. Yolume and velocity of air entering the firebox
varics according to the size of the room. height of the
ccilings. and size of the fircbox. Nonoe of the prior an
references compensate for the varying drafts of fueplaces
and therefore fail to accommodate all fireplaces while
anempting to provide the maximum acsthetic beauty desired
and efficicocy of burn.

Most importantly. the gas-fired artificial logs. coals- and
embers-burnar assembly through the secondary burper con-
ol afforded by the valve. allows the user to sclectively
increase the arnount of gas being burned forward of the
artificial logs. This conurol also affords a greater introduction
of radiant heat to the room as desired on colder days. As
previously discussed, antificial gas logs can act as a heat sink
and absorb heat produced by the flames. The heat generated
by the secondary burner is largely radiant and is projected
into the room. which affords quick heating of the room while
also providing the acsthetic beautics of a gas-fired antificial
logs. coals- and embers-bumer assembly operation.

BRIEF DESCRIFTION OF THE DRAWINGS

For a2 more completc undarstanding of the present
iovention. and for furthar details and advaatages thereofl
refercace is now made to the following Detailed Description
taken in conjunction with the accompanying drawings. in
which: -
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FIG. 1 provides a3 perspective view of a prior art pan
burner used with artificial gas logs;

FIG. 2 provides a gas-fired antificial logs priroary pan tube
burner and secondary coals and embers tube burner;

FIG. 3 illustrates the effcat of the present assembly in
providing logs. coals and embers flames; and

FIG. 4 is a front view of the assembly illumioating the
coals and cmbers bed and gas logs Aames.

DETAILED DESCRIPTION OF THE DRAWINGS

The present assembly provides 2 number of advantages
over the burner asserabties disclosed in the prioc ant. FIG. 1
Mustrates a standard pan buroer 10 which is used io the vast
raajority of antificial log.s¢ts. The pan burner 10 has an open
frame 12 which supports 2 burper tube 14. An jnlet 16 is
conpected o a gas source (ack shown). A plurality of
apertures, as evidenced by gas pluraes 18, are spaced along
the leagth of the burner tube 14. Gas cscapes through the
apertures and filters through sand (not shown). Gas which
cscapes from the sand is initially ignited to create flames.
These flaroes are contipually fed by the escaping gas. The
burner tube 14 is supporied by the side walls 122, 125 of the
frame 12. The burper tube 14 extends beyond the side wall
12a and is capped.

FIG. 2 llustrates a secondary burper apparatus 100 which
embodics the present inveauon in combination with primary
burner tube 14. The secondary burner apparatus 100 can be
retrofitted to the terminal eod 14 of the bumer tube 14 in
the pan burper 10. The cap must be removed from the
terminal cod 14a. A connector 102 is thea attached to the
uncapped end of burner tbe 14. The connector 102 is fitted
to the secondary burper tube 104 arcating an enclosed fAuid
path for the gas. The consections between the connector 102
and the terminal end Bda should be adequately sealed to
prevent leakage. Likewisc, the conpection between the con-
nector 102 and the secondary burner tube 104 should also be
properly scaled. A valve 106 is 1nterposed in this fluid path.
The valve 106 can be variably positioped to give the user the
ability select the amount of gas colering the sccondary
burner. The secondary burner tube 104 is gencrally paraliel
to the prumary burner tube 14. The tarminal partion of the
secondary burna tube 104¢ is closed The primary and
secondary burner tubes are typically made of stecl.

A plurality of aperturcs 108 are along the leagth of the
secondary burner tube 104. The apertures 108 can be evenly
spaced or clustered. The apertures 108 ase typically between
YAz and i inch in diarieter. but are preferably Vie of am inch
to diamcicr. More impartantly, the apatures are located
along the radial edge “of the sccondary burper tube 104,
below the upper ndge of the tube. By avoiding the upper
ndpe. the apermres are less likely 1o be clogged by sand. Gas
passing through the valve 106 coters the secondary burner
tube 104 and escapes through the spaced apertures. The
apertures can be evenly spaced or clustered

These various spacéd apestures or gas discharge ports are
mosl important in their positicn i regard to both the primary
and sccoadary tube bummers. In the secondary burner tube
104, the gas is discharged in a dircction away from the
opening of the fireplace or in another aspect is directed
sommcwhat toward or directly toward the primary burner tube
14. The cffects of such gas burn direction enhapces the
acsthetic beauty of the overall logs. coals. and embers burn.
but. ruore importaatly. provide several safety features of the
gas-fired anifidal logs. coals- and cmbers-burner assembly.
First. the patural draft of the fucplace provides a more
efficient burn of the gas and avoids high or intolcrable levels
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of carbop mopoxide. Even mare importandy is that the
backward direction or gas flow dircction toward the primary
burner from the secondary burper avoids creation of pockets
of gas in the sand and other coverage material of these
burners which could possibly create a flash explosion due to
accuroulated gas. For example. if the gas is directed from the
secondary burmer 104 1oward the opening of the fireplace.
then two iadependent sources of gas pocketing ocours—one
on the gas logs primary burner which may of may oot be
covered by granular materials as well as that generated by
the sccondary burner which is removed from about four to
cight or ten inches in front of the primary burper. Lighting
of such gas distribution pockets would be hazardous and
uniformity of coordinated burn utilizing oatural draft of the
fircplace would be lost. If the sccondary burner 104 dis-
charges gas in a vertical direction. apertures in the sand or
coverage granular material will occur and ooc would lose
the acsthetic beauty of the applications of distribution of gas
for burning and creating flame coals® and embers® appear-
anoce.

In the gas-fired anificial logs. coals- and embers-burocr
assermbly of the invention. the primary elongated burncr
tube can be comprised of a onc-half inch pipe while the
secondary coals- and embers-burner cloagated whe can be
of a one-quarter inch pipe. These dimeasiopal rejaticnships
can be varied depending oo the needs for gas volume and the
size of the fireplace. The spacing between the primary and
secondary burner tubes can also be vaned within reasonable
lengths of from about four to eight or ten inches depeading
on the size and depth of the coais apd crabers bed onc
requires. The secondary ¢longated burner tbe can also have
adjustments for height. meaning distance clevated from the
fioor of the fircplace. again depending on the depth and size
of the coals and embers fire bed. In all of these dimensional
relationships, the preseot invention provides an adjustable
burn facility for the secondary clongated bumer tube which
controls the amount of coals 20d crobers flame and glow.
again depending on the individual's desires. size of the
room. size of the fireplace and the amount of natural draft
through the fureplace.

FIGS. 3 and 4 ilustrate the effcct of the secondary burner
apparatus 10¢ oace coonected to the pan burnar 10. As
discussed. a grate 20 is located above the pan burner which
1s covered with sapd 22. The grate 20 cao hold at least one
artificial log 24. Astificial erober material 26 which giows
whep heated cap be strewn under and arcund the atifical
logs and ca top of the sand Flames 30 fed by gas from the
primary burser tube 14 rise through the artificial logs 24.
Flamcs 40 fed by gas from the sccondary burner tube 104
can risc through the artificial ember bed 28. As illustrated.
the fiampes 40 can be fower than the flames 30, thus providing
an acsthetically pleasing sight

Although prefared embodiments of the invention have
been described in the foregoing Detailed Desaiption and
illustrated in the accompanying drawings. it will be uada-
stood that the invention is not limited 10 the cmbodiments
disclosed, but is capable of pumcrous fearrangements.
modifications. and substitutions of parts and clemeats with-
out departing from the spirit of the invention. Accordingly.
the present inventioa is intended lo encompass such
rearangements, modifications. and substitutions of parts
and clements as fall within the scope of the invention

What is claimed is:

1. A gas-fired artificial Jogs and coals-burner asscrobly for
fircplace comprising:

an eloogated primary burner tube including a plurality of

gas discharge poris] -
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a secoodary coals burner elongated tube positioned for-
wardly of the primary burner tube;
2 support meaps for holding the clongated primary burmner
tube in a raised level relative to the forwardty position
sccondary coals burner elongated tube;

the secondary coals burner clongated twbe induding a
plurality of gas discharge ports;

the clongated primary buroer tube and the sccondary coals
burner efongated tube communicating through tubular
connection means wherein the gas fiow o the second-
ary cloogated coals bumer tube is fed through the
primary buraer tube and the wbular connection means;
valve for adjusung gas flow 1o thc secondary coals
burner cloagated tube positioned in the tubular gas
coanection means; and

the primary burner tube being in communication with a

gas source with a gas fBow control means therein for
coatrolling gas flow into said primary burner tube.

2. The gas-fired artificiai Jogs and coals-burner assembly
according to claira 1 wherein the suppont means for the
prumary burner tube is comprised of an open frame paa for
supporting the primary burncr tube in an elevated position
relative to the fireplace foor.

3. The gas-fired antificial logs and coals-burper asscmbly
according to claim 1 wherein the secondary coals burner
clongated tube discharge ports are dirccted toward the
peimary burner eloagated tube at aa 2ngle of from abour §
to about 75 degrecs based ob the planc of the fircplace foor.

4. The gas-fired artificial logs and coals-burper assembly
according 10 claim 3 wherein the sccondary coals burner
clongated tube discharge ports directed toward the primary
burner tube utilizes the fireplace patural draft in achieving
combustion of both gas sources in sufidcot air to maintain
satisfactory levels of CO.

5. The gas-fired artificial logs and coals-burner assembly
according to claim 1 wherein the scoondary coals burner
clongated tbe is substantially paralle! to the primary burper
wbe and has 3 smaller inside diarncter than the primary
burser tube with the valve adjusting gas Aow for coals burp
and forwarding heat radiation from the fireplace.

6. The gas-fired artificial Jogs and coals-buracr assembly
according to claim 4 whercin the primary burper tube s
comprised of a standard half-inch pipe and the secondary
burner tube is comprised of 2 standard quarter-inch pipe.

7. The gas-fired antificial logs and coals-burper asserobly
according to claiml whertin the elongated primary burner
twbe and the secondary coals burner clongated twbe are
spaced apan on different planes at from about four to about
cight inches.

8. The gas-fired artificial logs and coals-burner assembly
according 1o claim 1 wherein the sccondary coals burner
clongated tubc is of a smaller diameter than the primary
burner rube which allows for a lower profile of coals apd
sand coverage.

9. The gas-fucd artificial logs and coals-burner asscrubly
according to claim 1 whercin the secondary coals burner
elongated tubc is adjustable in height relative 1o the Soor of
the fireplace and the elevated primary burner tube.

10. The gas-fired artificial logs and coals-burper asscrubly
according 1o claim 1 wherein at least two secondary coal
burner clongated tobes are utilized for artificial ¢oa) burn
a0d radiast heat gencration.

I1. The gas-fired antificial logs and coals-burner assembly
according to daim 1 wherein the primary and secondary
burper tubes have apertures of from about Y5z inch to about
%3 inch. ’
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12. The gas-fired artificial logs and coals-burmer assembly
according to claim 1 wherein the gas Sow adjustment valve
has a removable handle. the gas fiow adjustment allowing a
varicety of scttings from full closed to full open.

13. The gas-fired antificial logs and coals-burner assembly
according to claim 1 wherein the connection means is
compriscd of a connector attached 1o the terminal end of the
primary burper tube at a first end of a coancator and attached
to the secondary coals burner ¢longated tube 10 2 conpector
second ead with the valve interposed berween the primary
burner tube and the secondary burner tube.

14. The gas-fircd anificial logs and coals-burner assembly
according to claim 13 wherein the conoector geaerally is
shaped outward from the first end coanected 1o the primary
burner tube. directed generally perpendicular to the burner
tubes alignment and inward to the second end connecled (0
the sccondary burner tube. the valve and connector being
posttioned generally exterior of the primary and secondary
burner tube fire zones.

15. The gas-fired artificial logs and coals-burner assembly
according to claim 1 wherein the open frame pan and
primary clongated bummer tube is positioned upder an art-
ficial logs and grate support rucans.

16. The gas-fired antificial logs and coals-burner assembly
according to claitn 1 wherein the primary eloogated burner
tube is covered with saod and the sccondary -elongated
burmer nrbe is covered with sand. mica. and fibrous materials
which simutate coals and ember burn.

17. A gas-fured arntificial coals- 2nd embers-burner appa-
ratus suitable for attaching to a gas-fired primary artificial
Yog burner tube said primary antificial log burner tube haviang
a terminal end comprising:

a sccondary coals burning elongated tube;

a connector rocans for coonecting said terminal end in
commurication with the secondary burner tube, the
secondary burner tube positioned substantially paralle],
forward and below the primary burner mbe. the con-
pector means having interposed between the primary
aod secondary burna ltubes a gas fiow adjustment
valve. the primary and secondary burser tubes having
a plurality of gas discharge ports. the secondary burper
tube being in gas fow cornmuaication with the primary
burmner tube being the conncction means, a gas distri-
butioa ports of the secondary burver tube directed away
from the fircpiace opening.

18. The pas-fired artificial coals- and crobers-burner appa-
ratus according to claim 1. wherein the gas distribution ports
of the sccondary burner tube are directed toward the primary
burner nibe at from about 5 degrees to about 75 degrees
clevation from the fircplace floor.

19. A gas burner assernbly for use in 2 fueplace compris-
ing:

a primary burecr tube having a first end and a second end,
said first end adapicd 10 be connectzd to a gas source
with a gas flow control means for coatrolling the
amount of gas flowiog into said primary burner tbe;
sccond bummer tube; -

connecior tube attached to said secood ead of said
primary burner tube and to said sccond bumner tube to
provide fluid communication between said primary
burner tube and said second buraer wbe; apd

valve disposed in said conncctor ube for selectively
controlling the flow of gas from said primary burner
tube into said second burner tbe.

[V}
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

" DALLAS DIVISION
GOLDEN BLOUNT, INC,, )
Plaintiff, ;
v, ; Civil Action No.: 3:01-CV-0127-R
ROBERT H. PETERSON CO,, %
Defendant. %

DEFENDANT ROBERT H. PETERSON COMPANY’S
RESPONDING BRIEF REGARDING CLAIM CONSTRUCTION

Defendant Robert H. Peterson Company (“PETERSON CO.”) respectfully submits
this responding brief regarding the interpretation of disputed claim terms in U.S. Patent No.

5,988,159 (“the ‘159 patent-in-suit”™) (Ex. 1).

I. GENERAL PRINCIPLES OF CLAIM INTERPRETATION

PETERSON CO. generally agrees with Plaintiff Golden Blount, Inc.’s (“BLOUNT™)
discussion on claim interpretation under Section I11 at pages 2-5 of its Opening Claim
Construction Brief One exception is that BLOUNT does not define any standard for one of
ordinary skill in the art at the time the patent was filed. PETERSON COMPANY submits
a person of ordinary skill in the art would be a tradesman having a high school education and
experience in arranging tubing for gas flow for the purpose of constructing fireplace

assemblies A person of ordinary skilt would also have experience in the design of non-

-
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complex mechanical structures.'

II. BACKGROUND OF THE RELEVANT ART

Gas burning fireplaces have been used as an altemative to wood burning fireplaces for
decades. Gas logs, usually made of fire resistant ceramic matenial, are placed on grates which
are located over a gas burner tube (“primary burner tube”) having a series of perforations to
permit the ignited gas to surround the decorative gas logs (Ex. 1, Col. 5, 1. 14-25; Col. 6, 1.
47-48). A pan burner is used to support a primary burner tube positioned within openings
on the vertical walls of the pan burner. The pan burner with the primary burner is positioned
under a grate which supports artificial gas logs. Sand and vermiculite is spread on the pan
burner to cover the primary burner tube while at the same time permitting any gas escaping
from the primary burner tube to be ignited. This produces a burning embers effect on the

sand/vermiculite material, imitating the burning embers of a natural wood fireplace (Ex. 1,

Col. 1, 1.47-55).

IIl. THE PROSECUTION HISTORY OF THE ‘159 PATENT-IN-SUIT

Sometime in 1993, Golden Blount, the named inventor, allegedly developed an
optional accessory for gas log sets which he referred to as a Controlled Ember-Bed Burner,
which comprised a connector tube for connecting to the primary burner, with a gas control
valve positioned in the connector tube, and a secondary burner tube adapted to be positioned

forward of and below the primary burner tube. The secondary burner tube produced a flame

'In its Trial Brief (Ex. 5) at paragraph (7)(b), Blount stated that “The level of skill
in the art is modest; a person with only several years of experience, perhaps 5 years, would
approximate this level - this becomes a definition of a person of ordinary skill in the art.”

2- S
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forwardly of the primary burner tube. OnMay 17, 1993, BLOUNT filed United States Patent
Application No. 08/061,727 entitled “Controlled Ember Bed Burner.” (Ex. 1,Col. 1, L 9-
10). That application described a secondary burner for optional use with an artificial log
system, The secondary burner is positioned in front of and below the log system. The claims
of the ‘727 application were rejected and the application was abandoned. Prior to
abandonment of the ‘727 application, BLOUNT filed United States Patent Application No.
08/276,894 entitled “Supplemental Bumner for Retrofitting to an Existing Gas Log Burner
Assembly” as a continuation-in-part of the *727 application (Ex. 1, Col. 1,15). The ‘894
application included 18 claims. Claim | specified a supplemental burner for retrofitting to an
existing gas log burner assembly having a primary burner tube with a terminal end, the
supplemental bumer comprised a connector attached to the terminal end of the primary
burner; a secondary burner tube attached to the connector: and a valve interposed between
the supplemental burner tube and the connector. All of the claims were rejected as obvious
over Eiklor, et al, U.S. Patent No. 5,033 455 in view of Peterson, U.S. Patent No 3,042,109
and Henry, U.S. Pétent No. 3,871,355
BLOUNT submitted a declaration alleging commercial success of the invention, In
an advisory action mailed April 30, 1996, the U.S. Patent and Trademark Office indicated that
the applicant’s arguments were not persuasive, noting that:
“This combination of references when compared to the
claims at 1ssue leaves very little to differ over. Thus, the
secondary considerations when considered in light of this
difference carries much less weight in affecting a decision of
patentability.” (Ex. 2, p. 2-3).
A Notice of Abandonment of the ‘894 application was mailed on May 30, 1996.

Prior to this abandonment, BLOUNT filed U.S. Application no. 08/626,498 on April

3. T
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2, 1996 as a continuation-in-part of the ‘894 application (Ex. 1, p. 1). With an amendment
filed on July 10, 1998 in connection with the ‘498 application, claim I specifies, m ;;enir;ent
part:
“__a support means for holding the elongated primary burner tube in a raised level
relative to a forward position secondary coals burner elongated tube;...”.
This limitation was not included in the prior abandoned applications.
After an amendment was made by the examiner to correct antecedent problems,
including specifying the secondary coals burner elongated tube as a separate element, the U.S.

Patent Office issued a Notice of Allowance on January 19, 1999.

IV. THE CONSTRUCTION OF DISPUTED
CLAIM TERMS IN THE ‘159 PATENT-IN-SUIT

A. Independent claims 1 and 17.

“The 159 patent-in-suit issued on November 23, 1999, based on application no.
08/626,498 discussed supra. The ‘159 patent issued with 19 claims, of which claims 1, 17
and 19 were independent. Claim 19 is not being asserted in this litigation, and will not be

discussed herein. Claims 1 and 17 are set forth below in their entirety, with disputed terms

underlined.
l. A gas-fired artificial logs and coals-burner assembly for fircplace comprising;
an elongated primary burner tube including a plurality of gas discharge ports;
a secondary coals burner clongated tube positioned forwardly of the primary
burner tube;

a support means for holding the elongated primary burner tube in a raised level

relative to the forwardly position secondary coals burner elongated tube,

4- -~
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the secondary coals burner elongated tube including a pluralityr o£ pas
discharge ports;

the elongated primary burner tube and the secondary coals burner elongated
tube communicating through tubular connection means wherein the gas flow to the secondary
coals burner elongated tube positioned in the tubular gas connection means;

a valve for adjusting gas flow to the secondary coals burner elongated tube
positioned in the tubular gas connection means: and

the primary burner tube being in communication with a gas source with a gas
flow control means therein for controlling gas flow into said primary burner tube.

7. Agas-fired artificial coals- and embers-burner apparatus suitable for attaching
to a gas-fired primary artificial log burner tube said primary artificial log
burner tube having a terminal end comprising:

a secondary coals burning elongated tube:

aconnector means for connecting said terminal end in communication with the
secondary burner tube, the secondary burner tube positioned substantially parallel, forward

and below the primary burner tube, the connector means having interposed between the

primary and secondary burner tubes a gas flow adjustment valve, the primary and secondary
burner tubes having a plurality of gas discharge ports, the sccondary burner tube being in gas
flow communication with the primary burner tube being the connection means, a gas

distribution ports of the secondary burner tube directed away from the fireplace opening.

B. The Disputed Claim Terms

PETERSON CO. will address the disputed claim terms in the order identified in the

-5- -
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BLOUNT opening bnef.

1. “Second Coals Burner Elongated Tube”
The term “secondary coals burner elongated tube” (claims 1 and 17) refers to a tube
that is positioned forward to and below the primary burner tube. This limitation must be
construed in combination with the limitation described in paragraph 2. below relative to the
limitation of “a support means for holding the elongated primary burner tube in a raised level
relative to the forwardly positioned secondary closed burner elongated tube.” As noted
above, these limitations were separated by the examiner to correct antecedent problems in the
claim. The BLOUNT opening brief ignores this relationship and instead tries to interpret the
limitation only with respect to providing a flame under artificial coals.
The purpose of the secondary burner tube is to provide more flame to the front of the

fireplace. This is best illustrated in Fig. 3 and the description contained in column 6, lines 40-

52 of the ‘159 patent-in-suit (Ex.1).
The ‘159 patent-in-suit describes Fig. 3 as follows:

Figs. 3 and 4 illustrate the effect of the secondary burner
apparatus 100 once connected to the pan burner 10. As
discussed, a grate 20 is located above the pan burner which is
covered with sand 22. The grate 20 can hold at least one
artificial log 24. Artificial ember material 26 which glows
when heated can be strewn under and around the artificial logs
and on top of the sand. Flames 30 fed by gas from the
primary burner tube 14 rise through the artificial logs 24.
Flames 40 fed by gas from the secondary burner tube 104 can
rise through the artificial ember bed 28. As illustrated, the
flames 40 can be lower than the flames 30, thus providing an
aesthetically pleasing sight.

BLOUNT’s description of the term “secondary coals burner elongated tube” fails to

describe the relative positions of the primary burner and the secondary bumer to one another

6 S
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from a horizontal and a vertical perspective. (BB, p. 8) There is no description of any
embodiment pictorially or verbally which illustrates any orientation of the primary l;aur;cr-tub-e
and the secondary bumer tube other than the secondary bumer tube is forward to and
completely below the primary burner tube. |

The term “secondary coals burner elongated tube” should be interpreted to mean a

secondary burner tube positioned forward to and completely below an elevated primary

bumer.

2. “A Support Means For Holding the Elongated Primary Burner Tube in
a Raised Level Relative to the Forwardly Positioned Secondary Coals
Burner Elongated Tube”

The term “support means for holding the clongated primary burner tube in a raised
level relative to the forwardly positioned secondary coals burner elongated tube” refers to the
standard pan burner 10 (Ex 1, Fig. 2) which contains two openings through which the
primary burner tube 14 is inserted. This enables the primary burner tube 14 to be held in an
elevated position v‘is a vis the secondary burner tube 104,

The principal dispute between the parties regarding this term revolves around the
meaning of “raised level.” PETERSON CO. submits that the term “raised level” means that
the gas apertures (ports) 18 of the primary burner 14 are positioned above the apertures
{ports) 108 contained along the length of the secondary burner tube 104. Repeating the
description of Fig. 3 contained in column 6, lines 47-52, the ‘159 patent (Ex. 1) states:

Flames 30 fed by gas from the primary burner 14 rise through
the artificial logs 24. Flames 40 fed by gas from the secondary

burner tube 104 can rise through the artificial ember bed 28.
As illustrated, the flames 40 can be lower than the flames 30,

*BR" refers to Blount Brief

(
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thus providing an aestheticatly pleasing sight. o
The relative position of the flames from the primary and secondary burner tubes
controls the aesthetics of the fire which is achieved and the safety of operation (Ex. 1, Col.
5, 1.55-65). This, according to the *159 patent, is the primary purpose for the secondary
burner (Ex. 1, Col. 3,1 20-30). As such, the term “raised level” refers specifically to the
relative orientation of the gas ports of the primary burner and the secondary bumer.

In contrast, BLOUNT interprets the meaning of the term “raised level” to mean that:

“The uppermost portion of the primary burner tube is higher
than the uppermost portion of the secondary coals burner

elongated tube.” (BB, p. 9).

This interpretation is incorrect for the simple reason that the relative position of the
tops of the burner tubes is irrelevant to any aspect to the invention described and claimed in
the <159 patent. It is not the tops of the primary and secondary burner tubes which impact
the aesthetic appearance of the flame and ember effect produced in the fireplace. Rather, it
is the relative position of the gas ports in the primary and secondary burner tubes which
produce the aesthetic effect which the *159 patent claims {Ex. 1, Col. 3, . 20-30).

To support its position, BLOUNT refers to Column 6, lines 30-35 of the ‘159 patent-
in-suit wherein the specification recites that:

“The secondary elongated burner can also have adjustments
for height . . . depending on the depth and size of the coals

and embers fire bed.”

However, BLOUNT ignores that next sentence in column 6 which explains the pnimary
purpose of any adjustments in the positioning of the secondary burner tube, to wit:

“Inall of these dimensional relationships, the present invention
provides an adjustable burn facility for the secondary
elongated burner tube which controls the amount of coals and
embers flame and glow again depending on the individual’s

8-
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desires, size of the room, size of the fireplace and the amount
of natural draft through the fireplace.” (Col. 6, 1. 34-40).
(Emphasis added).
It is obvious from this description that it is the position of the gas ports of the primary
burner tube which are in a raised relationship to the gas ports of the secondary bumner tube.

Moreover, the depth of the coals and embers fire bed is a limiting factor-for height of the

secondary burner, not the primary burner. The primary burmer need not be at a raised level

relative to the secondary burner because of depth of the coals and ember fire bed The top
of the primary burner could be lower than the secondary burner to satisfy the depth concems.

Since theuk‘ 159 patent expressly states that the gas ports are not to be positioned on
the upper ridge of the secondary burner tube so as to avoid clogging by sand, BLOUNT’s
interpretation of the term “raised level” is further contradicted by the specification of the <159

patent itself. (Col. 5,1 49-53).

i

Furthermore, the term “raised level” is not used in the ‘159 patent-in-suit. The only
analogous term used is “below.” (Ex. 1, éol, 3,1 54-60). Fig. 2 and 3 show the entire
secondary burnertube 104 positioned below the lowermost portion of the primary burner 14.
(Also, see Ex. 6). Given this description and illustration, the term “raised level” should also
refer to the secondary burner tube being positioned completely below the lowermost portion
of the primary burner tube 14.

Morcove‘r, Plaintiff’s interpretation of the term “raised level” vis a vis the uppermost
portions of the primary burner tube and secondary bum.er tube conflicts with its own
interpretation of the term “raised level” submitted to this court in its Findings orf Fact and
Conclusions of Law on or about April 19, 2002 (Ex. 4, p.6), as well as its Issue Directed Trial

Brief submitted the same date (Ex_5). Specifically, ininterpreting Claim 1, BLOUNT stated:

9. S
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“d) The elongated primary burner tube is held up by the side
of the pan through which the elongated primary burner tube
extends. The elongated primary burner tube is at a raised level
with respect to the secondary coals bumner elongated tube,
(e.g., with respect to the center line) (emphasis added) (Ex. 4,

p. 6).

The term “center line” does not appear anywhere in the ‘159 patent, nor is it

illustrated. Having realized that it had no support in the speciﬁca{ion fér such an
interpretation, BLOUNT has shifted gears and moved its interpretation of the term “raised
level” to the relative vertical relationship between the uppermost portions of the primary tube
and the secondary bumner tube.

Both of BLOUNTs proffered interpretations lack support in the specification, having

no import whatsoever in the attainment of the aesthetic effect of ember burning which the

“159 patent-in-suit professes to achieve.

Therefore, the term “a support means for holding the elongated primary burner tube
in a raised level relative to the forwardly positioned secondary coals burner elongated tube”
refers to a bumer_ pan having perforations formed on the burner pan through which the
elongated primary burner tube is inserted so as to position the gas ports of the primary burner
tube in a raised position vis a vis the gas ports of the secondary coals burner elongated tube.

Additionally, the term “raised level” also means that the entire secondary burner tube is

positioned below the lowermast portion of the primary burner tube.

3. “Tubular Connection Means”

The PETERSON CO. accepts the definition of the term “tubular connection means”

contained in BLOUNT’s brief (p. 11).

-10- _ JF-APP 0438
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4, “Positioned Under an Artificial Logs and Grate Support Means”

PETERSON CO. respectfully submits that this limitation should be given its plain and

ordinary meaning, £.e., that the pan and primary bumner tube are positioned under artificial gas
i logs and grate support means, as depicted in Figs. 3 and 4 (Ex. 1). In fact, BLOUNT in its

opening brief concurs that the term has a plain and common meaning. However, BLOUNT

then twists the claim language 180° to specify that artificial logs and a grate are positioned
over the open flame pan. BLOUNT does not explain any reason for twisting the claim
language. BLOUNT is apparently attempting to read elements into the claim that are not

positively recited in the claim.

5. “Secondary Coals Burning Elongated Tube”

PETERSON CO. incorporates by reference the arguments presented in section B.1.,
supra with respect to this identical term, found in claim 1, and also used in claim 17.
Defendant PETERSON CO. requests that the term “secondary coals burning elongated tube”

be interpreted to mean:

“secondary coals burmner elongated tube” should be interpreted
to mean a secondary burner tube positioned forward to and
completely below an elevated primary burner.

6. “Connector Means”

PETERSON CO. accepts the definition of the term “connector means” contained in

BLOUNT's brief (p. 14).

-11- -
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7. “RBelow the Primary Burner” o

PETERSON CO. incorporates by reference the arguments presented in section B.2.,

supra, with respect to the term “raised level” PETERSON CO. submit that the term “below

the primary burner tube” (claim 17):
“refers to a burner pan having perforations through which-the
elongated primary burner tube is inserted 5o as to position the
gas ports of the primary burner tube in a raised position vis a
vis the gas ports of the secondary coals burner elongated tube.
Additionally, the term “below the primary bumer” also means

that the entire secondary burner tube is positioned completely
below the lowermost portion of the primary burner tube.”

8. “Directed Away from the Fireplace Opening”

The term “directed away from the fireplace opening” (claim 17) refers to the direction
of gas being emitted from the secondary coals burner elongated tube. PETERSON CO.
respectfully submits that this term means that the gas emitting from the secondary coals
burner tube are directed away from the front of the fireplace and specifically in the direction
of the primary burner tube, i.e., toward the interior of the fireplace. The gas ports of the
sccondary bumer tube cannot be directed either vertically upward or essentially vertically
upward because these gas jets would become clogged by the sand and/or other granular
material which covers the secondary burner tube. The gas ports of the secondary burner tube
cannot be directed either vertically downwardly or essentially vertically downwardly because
this would cause the gas emitting from the gas ports to strike the bottom of the fireplace and
move in a 90° direction toward the front of the fireplace (Ex. 7). This is prohibited by the
patent specification because it will negatively impact the aesthetic effect sought to be

produced by the alleged invention disclosed and claimed in the *159 patent-in-suit.

J12-
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There are several descriptionsin the ‘159 patent specification which define to a person

of ordinary skill in the art the meaning of the term “directed away from the fireplace opening,”

to wit:

“More importantly, the apertures are located along the radial
edge of the secondary burner tube 104, below the upper ridge
of the tube [Fig. 2]. By avoiding the upper ridge, the
apertures are less likely to be clogged by sand.” (Ex. 1, Col.
5,1.49-52).

“These various spaced apertures or gas discharge ports are
most important in their position in regard to both the primary
and secondary tube burners. In the secondary burner tube
104, the gas is discharged in a direction away from the
opening of the fireplace or in another aspect is directed
somewhat toward or directly toward the primary burner tube
14. The effects of such gas burn direction enhances the
aesthetic beauty of the overall logs, coals and ember burn, but,
more importantly, provides several safety features of the gas-
fired artificial logs, coals and ember burner assembly. First,
the natural draft of the fireplace provides a more efficient burn
of the gas and avoids high or intolerable levels of carbon
monoxide. Even more importantly is that the backward
direction or gas flow direction toward the primary burner from
the secondary butner avoids creation of pockets of gas in the
sand and other coverage material of these burners which could
possibly create a flash explosion due to accumulated gas. For
example, if the gas is directed from the secondary burner 104
toward the opening of the fireplace, then two independent
sources of gas pocketing occurs - one on the gas logs primary
burner which may or may not be covered by granular materials
as well as that generated by the secondary burmer which is
removed from about 4 to 8 or 10 inches in front of the primary
burner. Lighting of such gas distribution pockets would be
hazardous and uniformity of coordinated burn utilizing natural
draft of the fireplace would be lost.” (Ex. 1, Col. 5, 1. 56-col.
6, 1. 15). (Emphasis added).

|

Because directing the flames of the secondary burner tube vertically downwardly to the floor
of the pan or fireplace would result in at least a portion of the gas going out toward the front

of the fireplace (Ex. 7), the orientation of the gas portsin the secondary burner tube vertically

-13- -
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downwardly is prohibited by the above identified portions of the specification of the *159
patent-in-suit. Given the above-identified description, the term “directed away from the
fireplace opening” requires the gas ports of the secondary burner tube to be directed
sufficiently toward the primary bumner tube to the degree required to prevent any portion of
the gas from being directed to the front of the fireplace.
BLOUNT asserts that the term “directed away from the fireplace opening” refers to
“gas discharge ports of the secondary coals burning elongated tube [Which] may be directed
from vertically down, to any position approaching 179° in a clockwise direction.” (BB, p.
16). This interpretation directly contradicts the statements contained in the specification of
the 159 patent-in-suit quoted above. The primary difference between the interpretations of
BLOUNT and the PETERSON CO. regarding this particular term is that the PETERSON
CO. interpretation prohibits a vertically downward or essentially vertically downward
orientation of the gas jets of the secondary burner tube, and requires, in accordance with the
specification portions quoted above, that the gas ports of the secondary burner tube be
oriented so that the flames are directed inwardly toward the primary burner for both safety
and aesthetic purposes.

In contrast, BLOUNT asserts that the gas ports of the secondary burner tube can be
oriented vertically downwardly, but offers no explanation as to the gas which will strike the
bottom of the bumer pan and/or the floor of the fireplace, with at least a portion of the gas
being directed toward the opening of the fireplace, in direct contraventionto BLOUNT’s own
specification {Ex. 7). Consequently, BLOUNT s interpretation of this term, fo at least the
extent that it permits the gas ports of the secondary burner tube to be oriented vertically

downwardly, is prohubited by the specification.

-14-
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Therefore, the term “directed away from the fireplace opening” refers to gas portson
the secondary coals burner elongated tube which are oriented inwardly toward the primary

bummer to the degree required to prevent any flames from being directed outwardly toward

the front of the fireplace.

CONCLUSIONS

For the above-stated reasons, the PETERSON CO. respectfully requests that the

court adopt its interpretation of the disputed terms as follows:
1. The term “secondary coals burner elongated tube” (claims 1 and 17) refers to
atube that is positioned forward to and completely below the primary burner.

The purpose of the secondary burner is to provide more flame to the front of

]

the fireplace.

2. The term “support means for holding the elongated primary burner tube in a

.

raised level relative to the forwardly positioned secondary coals burner

-l

elongated tube” refers to a burner pan having perforations through which the
elongated primary bumner tube is inserted so as to position the gas ports of the
primary burner tube in a raised position vis a vis the gas ports of the
secondary coals burner elongated tube.  Additionally, the term “raised level”
also means that the entire secondary burner tube is positioned completely
below the lowermost portion of the primary burner tube.

3. The PETERSON CO. accepts the definition of the term “tubular coﬁnection

means” contained in BLOUNT s brief (p. 11).

-15- R
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The term “positioned under an artificial log and grate support means” shoul

[ —

be given its plain ordinary meaning, i.e., that the pan bumer and primary
burner tube are positioned under artificial gas logs and grate support meauns,
as depicted in Figs. 3 and 4 (Ex. 1).

The term “secondary coals burner elongated tube” (claims 1 and 17) refers to
a tube that is positioned forward to and completely below the primary burner.
The purpose of the secondary burner is to provide more flame lower and to
the front of the fireplace. See, Interpretation No. 1.

PETERSON CO. accepts the definition of the term “connector means”
contained in BLOUNT s brief (p. 14).

The term “below the primary burner tube” refers to:

“to a bumer pan having perforations through which the

elongated primary burner tube is inserted so as to position the

gas ports of the primary bumner tube in a raised position vis a

vis the gas ports of the secondary coals burner elongated tube.

Additionally, the term “below the primary burner” also means

that the entire secondary burner tube is positioned completely

below the lowermost portion of the primary burner tube.”

The term “directed away from the fireplace opening’’refers to gas ports on the
secondary coals burner elongated tube whichare oriented inwardly toward the

primary burner to the degree required to prevent any flames from being

directed outwardly toward the front of the fireplace.
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Respectfully submutted, e

512zl 02 Q/Am fj,@&,

Date Jerpf R. s inger

H & GILCHRIST
S Ross Avenue
duite 3200
Dallas, Texas 75202
Telephone: (214) 855-4500
Facsimile: (214) 855-4300

Dean A. Monco
F. William McLaughlin
WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER
500 West Madison Street
Suite 3800
Chicago, illinois 60661
Telephone: (312) 876-1800
Facsimile: (312) 876-2020
Attorneys for Defendant Robert H. Peterson Co.

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing document was served by hand delivery to
counsel for Plaintiff, William D. Harris, Jr., Hitt Gaines Boisbrun, P.C_, 225 University Plaza,
275 West Canpbell Road, Richardson, Tgxas 75080, this 28" day of May, 2002.
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I INTRODUCTION e

This is plaintiff's reply to defendant's responsive claim construction brief. On May 17,
2002, plaintiff submitted its opening claim construction brief (with appendix), which covered
numerous suggested interpretations, both in the text and in the appendix. Defendant's responsive
claim construction brief filed on May 28, 2002, accepted these interpretations except for those
which it enumerated (listed below). Accordingly, the only terms that are presently in issue are as
foilows: A) “secondary coals bumer elongated tube,” B} *'a support means for holding the
elongated primary bumer tube in a raised level relative to the forwardly positioned secondary
coals bumer elongated tube,” C} “positioned under an artificial logs and grate support means,”

D) “below the poimary burner,” and E) “directed away from the fireplace opening.”

II. THE PROSECUTION HISTORY OF THE '159 PATENT-IN-SUIT

The Defendant, in its responsive claim'conslruction brief of May 28, 2002, directed an
entire section solely to the prosecution history of the '159 Patent. It appears, however, that the
defendant is attempting to muddy the water by including such a section. Nowhere in that
section, nor any section directed to the claim interpretation, is the defendant asserting that the
prosecution history be used to facilitate its claim construction. While the plaintiff’ agrees
wholehcartedly with the defendant that prosecution history exists for the '159 patent, as it would
for every patent that issues, it also wholeheartedly agrees that the prosecution history of the '159
Patent 1s not relevant nor required for the claim construction at hand. Actually, the record of
prosecution is noteworthy if not remarkable by how “clean™ it is. Exhibits 2 and 3 of defendant's
responsive claim construction brief furthers this point, and while file wrapper estoppel (i.c.,
prosecution history estoppel) is not really germane at this point, its absence of discussion shows

how benign the prosecution is. Accordingly, the prosecution history of the '159 Patent is clearly

not an issue,

-
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HI. THE CONSTRUCTION OF DISPUTED TLAIM TERMS IN THE '159 PATENT-
IN-SUIT

Al “Secondary Coals Burner Elongated Tube”

Plaintiff maintains its position that the claim term “secondary coals bumer elongated
tube” has a plain and common meaning and should be interpreted to mean a tube that is
configured to provide a flame under artificial coals. As specifically pointc& out in plaintiff's
Opening Claim Construction Brief, the specification clearly supports such an interpretation.

Defendant asserts that the purpose of the secondary burner tube is to provide more flame
to the front of the fireplace. Defendant supports this assertion using Fig. 3 and the description
contained in column 6, lines 40-52, of the '159 patent-in-suit. As defendant pointed out, the '159

patent-in-suit describes Fig. 3 as follows:

FIGS. 3 and 4 illustrate the effect of the secondary burner
apparatus 100 once connected to the pan bumer 10. As discussed, a
grate 20 1s located above the pan burner which is covered with
sand 22. The grate 20 can hold at least one artificial log 24.
Artificial ember material 26 which glows when heated can be
strewn under and around the artificial logs and on top of the sand.
Flames 30 fed by gas from the primary burner tube 14 rise through
the artificial logs 24. Flames 40 fed by gas from the secondary
burner tube 104 can rise through the artificial ember bed [ie.,
coals} 28. As illustrated, the flames 40 can be lower than the
flames 30, thus providing an aesthetically pleasing sight.
{Emphasis added)

Plaintiff agrees with defendant that the aforementioned description suggests that the
“secondary coals bumner elongated tube” is designed to.provide a flame toward the front of the
fireplace. However, if the defendant were to continue its reading of the same paragraph, it would
observe that the aforementioned description also suggests that the “secondary coals burner
elongated tube” is designed to provide flames 40 under the artificial ember bed 28 {i.e., coals].
As easily (and properly) as one could read this paragraph to suggest that the “secondary coals
bumer elongated tube™ is designed to provide a flame toward the front of the fireplace, one could
read this paragraph to say that the “secondary coals burner elongated tube” is designed to provide
a flame under the artificial coals. In furtherance of this, the claim term (opposite the term used in
the specification) includes the phrase “coals bumer,” which furthers plaintiff's construction.

2
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In addition, defendant asserts that plaintiff's description of the term “secondary-coals
burner elongated tube” fails to describe the relative position of the primary bumer tube and the
secondary coals burner tube to one another. Clearly, no position is imparted when using the term
“secondary coals burner elongated tube” alone, except that it is designed to burn coals, as the

name suggests and the specification supports. While plaintiff agrees that there is an element of

Claim 1 that positions the primary burner tube and the secondary bumer tube with respect to one .

another, that element is addressed in the section directly below this one, named “‘a support means
for holding the elongated primary burner tube in a raised level relative to the forwardly position
secondary coals bumner elongated tube."

REQUESTED INTERPRETATION

The term “'secondary coals burner elongated tube” should be interpreted to mean a tube

that is configured to provide a flame under artificial coals.

B. “A Support Means for Holding the Elongated Primary Burner Tube in a
Raised Level Relative to the Forwardly Position Secondary Coals Burner
Elongated Tube”

The prncipal dispute between the partics regarding this term revolves around the
meaning of “raised level”. Plaintiff maintains its position, however, that the claim term “raised
level” should be interpreted to mean that the upper most portion of the primary burner tube is
higher than the upper most portion of the secondary coals burner elongated tube. Additionally,
however, plaintiff asserts that the claim term “raised level” should be interpreted to mean that
the centerline of the primary burner tube is higher than the centerliée of the secondary coals
burner elongated tube.' . y .

In contrast, defendant interprets the meaning of the term *‘raised lcv_c_l”' to me;m.thaf‘the
position of the gas ports of the primary burper tube be at a raised level with rcspr;_f:i to Q{e;i}gas
ports of the secondary burner tube. To support its belief, defendant refers the Qouﬁ to Qplu»mn 6,

lines 30-40 of the patent-in-suit, wherein the specification recites that:

“The secondary elongated bumer tube can also have adjustments
for beight, meaning distance elevated from the floor of the

: Defendant noted that plaintiff's pretrial materials asserted the “center line™ as a reference point that could be

used. Plaintiff finds no problem with this reference point.

3
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fireplace, again depending on the depth and size of the coals and . . -——— .
embers fire bed. In all of these dimensional relationships, the

present invention provides an adjustable burn facility for the

secondary elongated bumer tube which controls the amount of

coals and embers flame and glow, again depending on the

individual's desires, size of the room, size of the fireplace and the

amount of natura] draft through the fireplace.” (Emphasis added)

proe AU HENE

Defendant incorrectly characterizes to the Court what the phrase “adjustable bum facility

for the secondary bumer tube which controls the amount of coals and embers flame and glow”

means. Defendant argues that the phrase adjustable bum facility is referring to the adjustable

position of the gas ports of the secondary bumer tube with respect to the primary bumer tube.
Defendant contends that it is this adjustable position that controls the amount of coals and
embers flame and glow. Clearly this is not the case.

The adjustable bumn facility, and thus the amount of c‘oals and embers flame and glow, is
provided by the adjustable valve 106, not the adjustable positgon of the gas ports of the secondary

burner tube with respect to the primary burner tube. Column 3, line 65 through column 4, line 3,

of the 'I59 Patent recites that “the gas flow is regulated selectively by the valve which is

interposed between the primary and secondary bumers in the connection means. The control of g
gas flow thus controls the height of the coals and embers bed flames. Accordingly, it is the valve

106 that provides the adjustable burn facility, and not the adjustable position of the gas ports of %’I'
the secondary bumer tube, as offered by defendant. The defendant's characterization is o

misleading, and thus, raised level is not measured with respect to the gas discharge ports.

Defendant also argues that the term “raised level” requires that the entire secondary

bumer tube be positioned below the lowermost portion of the primary burner tube. (Defendant

also argued this during its interpretation of the term “secondary coals bumner elongated tube™). In

support of this, defendant provides its Exhibit 6 (a feproduction of FIG. 3 of the '159 Patent), EJ
which shows a line labeled “Level” illustrating how the entire secondary burner tube is -
positioned below the lowermost portion of the primary bumner tube. The defendant, once again, U
has mischaracterized the teachings of the '159 Patent. Defendant's reproduction of FIG. 3 of the
'159 Patent is identical to that shown in FIG."3 of the '159 Patent, with the exception of one Ll
thing: FIG. 3 of the '159 patent shows that the secondary coals bumer elongated tube is
’ : 3
L '
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positioned on the fireplace floor, wherein the defendant's reproduction of FIG. 3 ilIustrgigs_ that
the secondary coals bumner elongated tube is clevated off of the fireplace floor. |

This distinction is important to the claim interpretation of the term “raised level.” As the
defendant correctly pointed out, as well as Claim 9 recites, the sccondafy coals burner elongated
tube is adjustable in height relative to the floor of the fireplace and the elevated primary bumner
tube. Applying the defendant's suggested interpretation that the entire sccondag burner tube be
positioned below the lowermost portion of the primary burner tube to the actual FIG. 3 of the
'159 Patent, would make Claim 9 totally inoperative. The Courts are well settled that an
interpretation of a claim that would render two related claims in a patent inconsistent is
“presumptively unreasonable.™

As previously recited, applying defendant's suggested interpretation that the entire
secondary bumer tube be positioned below the lowermost p<;rtion of the primary burner tube to
the actual FIG. 3 renders Claim 9 totally inoperative. In contrast, applying the defendant's
suggested interpretation that the entire secondary burner tube be positioned below the lowermost
portion of the primary bumer tube to defendant's mischaracterized Exhibit 6, doesn't render
Claim 9 totally inoperative. It appears that the defendant modified its Exhibit 6 for this reason.
Plamntiff's interpretation of the term “raised level” allows the secondary coals burner elongated
tube illustrated in FIG. 3 to be adjusted upwards without making Claim 9 totally inoperative.
Clearly, thjé was the intent of the specification and the only way to make Claim 1 and Claim 9
consistent with eachother.

Defendant pointed the Court to the fact that plaintiff's Findings of Fact and Conclusions
of Law, as well as plaintiff's Issue Directed Trial Brief, referred to the centerline as the reference
point. An interpretation that the claim term “raised level” means that the centerline of the
primary bumer tube is higher than the centerline of the secondary coals burner elongated tube is
equally as feasible as an interpretation that the claim term “raised level” means that the upper
most portion of the primary bumner tube is higher than the upper most portiori of the secondary

coals buner elongated tube. Of importance, either of the interpretations may be used without

Wright Medical Technology, Inc. v. Osteonics Corp., 122 F.3¢ 1440 (Fed. Cir. 1997).
5
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going against the requirements of Claim 9, as happens when defendant's suggested interpretation

1s used.

REQUESTED INTERPRETATION

The phrase ““a support means for holdineg the elongated primary bumer tube in a raised

level retative to the forwardly position secondary coals bumer elongated tube” should be

interpreted to mean that a support structure holds the upper most portion of the primary bumer

tube higher than_the upper most portion of the secondary coals bumer elongated tube, or

alternatively, that a support structure holds the centerline of the primary bumer tube higher than

the centerline of the secondary coals burner eloneated tube,

C. “Positioned under an Artificial Logs and Grate Support Means”

Plaintiff maintains its position that the claim term “p(:;sitioncd under an artificial logs and
grate support means” has a plain and common meaning and should be interpreted to mean that a
set of artificial logs and a grate support are positioned over the open frame pan and the primary
burner elongated tube. Defendant contends that plaintiff has twisted the clajim language 180°.
With the exception of a few words, defendant's suggested interpretation is identical to plaintiff's.
The major difference between the two interpretations is that plaintiff uses the term “grate” and
defendant uses the term “grate support means.” -

While plaintiff does not entirely understand defendant's argument about 35 U.S.C. § 112,
1 6, it certainly appears that this statute raised no problem. The courts are very clear that when
sufficient structure for performing a claim function is provided, no interpretation problem is
presented.’ Plaintiff asserts that the term “grate™ provides sufficient structure for performing the
claimed function of supporting the artificial logs. Thus, there is no issue.

REQUESTED INTERPRETATION

The term “positioned under an_artificial foes and grate support means” should be

interpreted to mean that a set of artificial logs and a erate support are positioned over the open

frame pan and the primary burner elongated tube.

See Al-Site Corp. v. VST Int'l, Inc., 174 F.3d 1308, 1318 (Fed. Cir. 1999).
6
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D. “Below the Primary Burner”

Plaintiff incorporates by reference the arguments presented in section B., supra, with

respect to the term “raised level.”

REQUESTED INTERPRETATION

The phrase “below the primary burner tube™ should be interpreted to mean that the upper

most portion of the secondary coals burner elongated tube is lower than the upper most portion of

the primary _bumer tube, or alternatively, that the centerline of the secondary_coals bumer

eloncated tube is lower than the centerline of the primary burner tube

E. “Directed Away from the Fireplace Opening”

Plaintiff maintains its position that the claim term “directed away from the fireplace
opening” has a plain and common meaning and should b;: interpreted to mean that the gas
discharge ports of the secondary coals bumning elongated tube may be directed from vertically
down, to any position approaching 179 degrees in the clockwise direction, but may not be
located vertically upward.*

Defendant contends that the term “directed away from the fireplace opening,” among
other things, means that the gas ports of the secondary bumer tube cannot be directed either
vertically downwardly or essentially vertically downwardly because this would cause the gas
emitting from the gas ports to strike the bottom of the fireplace and move in a 90° direction
toward the front of the fireplace. Defendant's interpretation requires that the gas ports of the
secondary burner tube be directed sufficiently toward the primary bumer tube to the degree
required to prevent any portion of the gas from being directed to the front of the fireplace, and
thus, prevent any potentially deadly combustion.” Defendant uses its Exhibit 7, as well as
discussions associated therewith, to support this contention. Plaintiff argues that Exhibit 7, of

which defendant relies, is no more than inproven extrinsic evidence.

‘ Plaintiff respectfully wishes to inform the Court that this term is strictly limited to Claim 17, and should not

be imparted on independent Claim 1.
3 1t is realized that this Brief is not intended as an infringement analysis, but defendant's statement that the
openings cannot be straight down without creating potential hazard, flies directly in the face of defendant's own device.
The apertures of Defendant's own device appear to point vertically downward, and none of the ternible consequences
seem 1o occur.

7
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As the Court is well aware, extrinsic evidence may only be relied upon to construe-the.
claim terms themselves “when the claim language remains genuinely ambiguous afier
consideration of the intrinsic evidence.™ Defendant's Exhibit 7, and the arguments conceming ‘it,
are improper in that the assumption presented is an extrinsic technical assertion; and only
Intrinsic evidence should be used. Moreover, defendant's Exhibit 7 is not only extrinsic
evidence, but unproven evidence. As it is, Exhibit 7 is an extrinsic lay opinion.

Defendant failed to take one important factor into consideration while rationalizing its
interpretation of the claim term “directed away from the fireplace opening.” Namely, defendant's
supposed logic is flawed because it failed to consider the effect the draft of the fireplace has on
the gas exiting the gas discharge ports of the secondary coals burning elongated tube. Column 4,
lines 15-21, of the '159 Patent recites that “‘the gas flow from the secondary burner away from the
opening of the fireplace and, in effect, toward the primary l;umer is also of special importance

because of the utilization of the fireplace natural draft and direction of flames to more completely

-burn the gas, avoid any pockets of gas in front of the gas logs.” (Emphasis added) That is, it is

the natural draft of the fireplace, in conjunction with the gas discharge ports of the secondary
coals burner clongated tube not being directed to the fireplace opening, that brings the gas, and
therefore flame, away from the fireplace opening. The undersigned does not know the

percentage forward and rearward, but quite evidently the peint of the fireplace natural draft has

been overlooked or glossed over. Thus, it is the natural- draft of the fireplace (a fact that
defendant failed to mention) that allows the gas discharge ports of the secondary coals burner
elongated tube to be located vertically downward, while minimizing the gas from exiting toward
the fireplace opening. Plaintiff's Exhibit 1, which is a modification of defendant's Exhibit 7,
schematically illustrates the point herein:

Defendant also failed to take into consideration the significance that the wording of
Claim 18 has on the interpretation of the claim term “directed away from the fireplace opening”
in Claim 17. Claim 18 recites that the “gas distribution ports of the secondary bumner tube are
directed toward the primary burner tube at from about $ degrees to about 75 degrees elevation

from the fireplace floor.”” The doctrine of claim differentiation requires that one must not

Marlonan v. Westview Instruments, 52 F.34 967 (Fed. Cir. 1995).
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interpret an independent claim {Claim 17) in such a way that is inconsistent with a claixn (Claim
18) which depends from it.” The result is that claim differentiation also gives the unspecified
angular relationship (“directed away™”) in Claim 17 to be broader than the dcpcndent Claim 18.
Defendant's suggested interpretation would render Claim 18 “superfluous,” therefore, it is

presumed unreasonable.®

REQUESTED INTERPRETATION

The phrase the term “directed away from the fireplace opening” should be interpreted to

mean that the gas discharge ports of the secondary coals burmning elongated tube may be directed

from vertically down.-to any position approaching 179 degrees in the clockwise direction, but

may not be located vertically upward.

IV. CONCLUSION

For the foregoing reasons and based on the intn'n;;ic evidence relied upon, Plaintiff,
Golden Blount, Inc. respectfully requests that the Court adopt the following proposed claim
construction:

REQUESTED CONSTRUCTION RESTATED

. The term “secondary coals burner elongated tube” should be interpreted to mean a
tube that is configured to provide a flame under artificial coals.

. The phrase “a support means for holding the elongated primary burner tube in a
raised level relative to the forwardly position secondary coals burner elongated
tube™ should be interpreted to mean that a support structure holds the upper most
portion of the primary burner tube higher than the upper most portion of the
secondary coals burner elongated tube, or alternatively that the centerline of the
primary bumer tube 1s higher than the centerline of the secondary coals burner

elongated tube.

| t

Wright Medical Technology, Inc. v. Osteonics Corp., 122 F.3d 1440 (Fed. Cir. 1997).

Athletic Alternatives, Inc. v. Prince Manufacturing, Inc., 73 F.3d 1573 (Fed. Cir. 1996).
9
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The term “positioned under an artificial logs and grate support means” should.be
interpreted to mean that a set of artificial logs and a grate support are positioned
- over the open frame pan and the primary bumner elongated tube.

The phrase “below the primary burner tube” should be interpreted similar to the
phrase “raised level above.

The phrase the term “directed away from the fireplace opeping™ should be
interpreted to mean that the gas discharge ports of the se-condary coals buming
elongated tube may be directed from vertically down, to any position approaching

179 degrees in the clockwise direction, but may not be located vertically upward.
Respectfully submitted,

For Plajntiff Golden Blount, Inc.

WILLIAM D.
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580
Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)
ATTORNEYS FOR PLAINTIFF
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Jenkens & Gilchnist
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. . US. DISTRICT COURT
7o “b\\, NORTHERNDISTRICT OF TEXAS
\O\ |

- FILED
IN THE UNITED STATES DISTRICT COUHE{
FOR THE NORTHERN DISTRICT OF TEXAS{.- IN - 4 2
DALLAS DIVISION 5

%, CLERK, US. DISTRICT CQ

e BY

GOLDEN BLOUNT, INC,, Deputy

Plaintift,
Civil Action No.

Y.
3-01CV01217-R

ROBERT H. PETERSON CO,,

L T LN L N A L L L

Defendant.

ORDER DENYING PETERSON CO.’s MOTION
FOR PROTECTIVE ORDER

The Court has reviewed the briefing of the parties’ counsel relating to Peterson Co.’s Motion
For Protective Order to Preclude Testimony of F. William McLaughlin and heard counsel in an
appearance on the 3 1st day of May, 2002. After full consideration of the foregoing, it is found that
such Motion should be denicd. It is therefore

ORDERED that Peterson’s subject motion should be denied in 1ts entirety.
T

Signed this f day ofx 5 s, 2002

ORDER DENYING PETERSON CO.'s MOTION FOR PROTECTIVE ORDER
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OF COUNSEL.:

F. William McLaughlin

Dean A. Monco

WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER

500 West Madison Street, Suite 3800

Chicago, Illinois 60661
Telephone: (312) 876-1800

pcctfully submitted,

J

as Bar No. 18008250
NS & GILCHRIST,

a Professional Corporation
1445 Ross Avenue, Suite 3200
Dallas, Texas 75202 '
Telephone: (214) 855-4500
Facsimile: (214) 855-4300

CERTIFICATE OF SERVICE

This certifies that a copy of the foregoing document was served by first-class mail,
postage prepaid, to counsel for Plaintiff, William D. Harris, Jr., Hitt Gaines Boisbrun, P.C_, 225
University Plaza, 275 West Campbell Road, Richardson, Texas 75080, this 26" day of June,

2002.

Dallas? 906826 v 152244 0C00M




o N - - . . - - .

RE“”E VE

nin 2 m NORTHr_RN DIS '"L\‘ICI OF TEXAS
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IN THE UNITED STATES DISTRICT ¢OURT [ |

WOOD’ PH”'UPS ET AL FOR THE NORTHERN DISTRICT OF TEXAS JUN 2 6 200

DALLAS DIVISION

GOLDEN BLOUNT, INC,,

CLERK,US.CISTRICT COURT
By

Loeeitn

Plaintiff,

)
}
)
) .

v. ) Civil Action No.: 3:01-CV-0127-R
)
ROBERT H. PETERSON CO., )
)
Defendant. )

ROBERT H. PETERSON CO.’S
35 USC SECTION 282 NOTICE

Robert H. Peterson Co. hereby gives notice to Golden Blount, Inc. of the country, number,
date, name of the patentec of any patent, the title, date and page numbers of any publication to be
relied upen as anticipation of the patent in suit or as showing the state of the art, and the name and
address of any person who may be relied upon as the prior inventor or as having prior knowledge
of or as having previously used or offered for sale the invention of the patent in suit.

LIST OF PATENTS

United States Patent No. 3,042,109 issued July 3, 1962, to Peterson;
United States Patent No. 3,871,355 issued March 18, 1975, to Henry;
United States Patent No. 5,033,455 issued July 23, 1991 to Eiklor, et al.; and

United States Patent No. 3,583,845 issued June 8, 1971 to Pulone.
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LIST OF PUBLICATIONS Lo

Real-Fyre F3 Series Circular Burner (Bates No. 000037), dated 1973,

Installation Instructions Real-Fyre Hearth Logs with Front-Flame Burner (Bates No.
000031), date prior to 1977;

Bumer assembly CGA drawing of Robert H. Peterson Co. (Bates No. 000034),‘dated July
1, 1983;

Bumner installation drawing (Bates No. 000100), date about 1975;

Drawing of hook up for circular G4 burners (No. 000029}, date prior to 1977; and

Robert H. Peterson Co. brochure “Gas Log Warmth from Peterson Real-Fyre” (Bates

Nos. 000038-000049), date prior to 1977.

PERSONS WHO MAY BE RELIED UPON AS PRIOR
INVENTOR OR HAVING PRIOR KNOWLEDGE

John Pulaski, 500 Oak Glen Road, Howell, New Jersey 07731;

Darryl R. Dworkin, Summit-Fyreside, 911 First Avenue, Asbury Park, New Jersey
07712:

Defendant Robert H. Peterson Co., by Leslie Bortz, ¢/o 2500 West Arthington Street,
Chicago, Illinois 60612, and Tod Corrin and Vince Jankowski, c/o 14724 East Proctor Ave,,

City of Industry, California 91746.
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07725702 10:37 FAX 972+480+8864 HITT GAINES & BOISBRIN [dioaa

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION
GOLDEN BLOUNT, INC., §
§
Plaintiff, §
§ Civil Action No.
v. §
§ 3-01CV0127-R
ROBERT H. PETERSON CO., §
§
Defendant. §

PLAINTIFF, GOLDEN BLOUNT, INC'S
DESIGNATION OF ADDITIONAL EXHIBITS

Inaccordance with the provisions of the Court’s pre-trial procedure, Plaintiff Golden Blount,
Inc. designates herewith additional Trial Exhibits 24 - 26, to be added to Triat Exhibits 1-23 filed with
this Court on July 17, 2002. A copy of the additional exhibits is also being served on Defendant
Robert H. Peterson Company. For the record, it is noted that these exhibits are the depositions of
- Leslie Bortz (by 30(b)(6)), in two separate sessions and William McLaughlin. These depositions have
previously been designated to use in this lawsuit. Unless directed, these depositions will not be filed
at this time nor will the Court be burdened with copics. All of the copies will be available at the trial
as needed as will the originals. 1f the Court or opposing party wants the matter handled otherwise,
we solicit an immediate contact. Note that the protective order entered in this case requires special
handling.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

ILLIAM D. HARHUS,
State Bar No. 09109000
CHARLES W. GAINES
State Bar No. 07570580
Hitt Gaines & Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)

972/480-8865 (Facsimile) .
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07/25/02-_10:37 FAX 972+480+8864 HITT GAINES & BOISBRUN G004

CERTIFICATE OF SERVICE

1 hcreb)é' certify that a true copy of the enclosed Plaintiff Golden Blount Inc.’s Designation of

Additional Exhibits was served on the following counsel of record on July 25, 2002, by facsimile

transmission and hand delivery:

Jerry R. Selinger (via hand delivery) F. William McLaughlin (via fax)
Jenkens & Gilchrist Dean A. Monco

1445 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
Dallas, Texas 75202 Clark & Mortimer

214/855-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

If opposing counsel requires full deposition copies, they will be provided forthwith on notice
to Golden Blount, Inc.’s counsel.

illiam D. Harris, Jr.

- JT-APP 0465

- v

e B e B

7_3'

e s



D et

“JT-APP 0466



United States Patent g

,n.ln
Phe

USO05988159A

IR RN RREEE

{11y Patent Number: 5,988,159
Blount 1451 Date of Patent: Nov. 23, 1999
i (54] GAS-FIRED ARTIFICIAL LOGS AND 5033455 11991 Eidoretal o 1267512
e COALS-BURNER ASSEMBLY 5052370 107199 Kambio e 124502
5081581 WI992 Bedd o L&MR
[76] - lovcotor:  Gelden Blount. 5310 Harbor Town. 5263252 111993 Bock e 412
: Dallas. Tex. 75287
Primary Examiner— ary Joncs
{21]  Appl. No.: 08/626 498 Antomey, Agent. ar Firm—0_ Dan Tucker
(22} Filed: Apr 2, 1996 .. 157M ABSTRACT
. Reiated US. Application Data A gas-fired aruficdal logs and coals-buoer assembly is
providcd for fireplace usc io cooperation with decorztive gas
{63] Cooupuation-wn-pan of application No. 03/276.3%4, Jul_ 19, logs. and artificial coals and embers decorative iterns by
1994, atandoned, which is 2 conupuation-in-part of appli- placement forward of the gas logs in the fireplace
caucn No O8061,727, May 17, 1993, abandoned. arangement. a sccondary clongated coals- apd embas-
[51) Iot CL* ¥F23C 118 burner tube apparatus. The assembly provides gas-fired
(52} US.CL 126/512- 126/500: 126/540: artificial logs. coals- and crbers-burner appararus for fire-
—————— - ' 4311125 places wherein gas Bow through primary buraer tubc is the
e source of gas flow to a secondary coals- and embers-burper
(58] Field of Search oo l :&S‘g)ugi‘ 513815;023' tbe positioned forward and below the primary busper tube
= : . . with raultiple discharge ports in the sccondary whe directed
: away from the froat of the fircplace. thus echancing the
[56] References Cited natural bura i cooparation of the fircplace draft as well as
U.S. PATENT DOCUMENTS the acsthetic beauey of the imitation burning logs. coals and
IO109 T Peterson o 126512 COOTE
3371335 341975 Hewry 43125 X i
. 5.000,162 31991 Shimck etal o 126512 19 Claims, 3 Drawing Sheets
287
12a

JT-APP 0467

" — EXHIBIT




%)
5 .
1o, ,? °
L .

s
L

U.S. Patent Nov. 23, 1999 Sheet 1 of 3 - 5,988,159

FIG. 1
(PRIOR ART)

.

- "

- TTUT-APP 0468 T




{ o __4.\_(, o P o T T ,\ful T T - i e i T i l.tJ _.:.lfi.
i
|

o
W
<r
X Q
(e, . o
U0 ﬁw
i b0l. 80I 90| 20l Opl 22 _
5 /¢ / =)
o0 I3
= ). B
i iNT 1
™
5
Mall
2
R
&
) )
: c 94
=
b2
= og
it
[a+]
&
v3
=




JECHP S

=
S
‘, o

mw 92 ov 2

= P <

i, |

o0 - ! NNy y Y m

=N VLT sy T Y R 9 MO $

% &w,\ﬁﬁ e S et ) "

VM o\ e PV S A ST .

” -~ | y p\ ; i

" v Old '

z

g

2

=

o8]

=

A _

2

-

AT,
fitecs
-gé’:'i‘;ﬁ}:
- ::- v; ”

@

o - - . . - - . . , z . . ' + % 4 3 B AEE | R | ST
i a O aw EE bk NP e S B B am ) e s e N  Am e



&=

I

5.988.159

1

GAS-FIRED ARTIFICIAL LOGS AND
COALS-BURNER ASSEMBLY

The prescat application is a contiouation-in-part appli-
cation of U.S. patent application Ser. No. 08/276.8%, filed
Jul. 19. 1934, now abandoned. entitled “A Supplementat
Burner for Reurofiming to an Existing Gas Log Buraer
Assembly” which is 3 conUnuation-in-part application of
U.S. patent application Ser. No. 08/061.727. filed May 17
199]. enuded “"Coauollcd Ember Bed Burner™ which is now
abandooed.

TECHNICAL FIELD OF THE INVENTION

The present inveation relates 1o a gas-fucd artificial logs
and coals-burner assembly for a fircplace 1o be used with
decorative gas logs and coals or embers decorative iterns
placed forward of the gas logs in the fircplace arrangement
In another aspect. the inveation relates to coals- and embers-
burner apparatus suitable for anaching to a terminal cod of
2 gas-fired primary antificial burner, the coals- and cmbers-
burner asserobly wutilizing a valve berweea the primary
artificial logs burner and the coals- and embers-burner,

Is yet another aspect the invention relates 10 2 gas-fired
artificial logs. coals- and embers-burner assembly for fire-
place whercin gas flow through a primnary burner be is the
source for gas flow 10 2 secondary coals burper tubc posi-
tooed forward apd below the primary burner tube with the
multiple discharge ports in the secondary tube directed away
from the front of the fireplace.

The present further relates to efficient gas bumers for
burning natural gas. manoufactred gas and propane gascous
fucls withia a fireplace coviroament, In addition. the inven-
ton provides an ¢fficient burner system for burning gascous
fuels in a manner which provides decorative flames aod
decorative coals and crbers which simulate wood buraing.

Gas lfogs are usually made of a fire resistant ceramic
material; however. when gas flames are directed against
such ceramic materials. the gas flame is cooled by the
aruficial jogs and roany time¢ produces a highly inefficient
and duty vellow fdame. Such a flame further indicates
incomplete burn of the gascous materials duc to a Jack of
sufficient burn temperature and oxygen supply thus crcating
excessive 500t and carbon mosoxide. Various atiempts have
been made in comecting these decorative fireplace gas log
defidencies.

Further it is known thar gas burners or gas nozzles cas be
buried below 2 level of sand and vamiculite. These bumer
systeras are referred to as sand pan burnars which disburse
the gasses through tie fueproof material and permit the gas
perrucating through the porous material 10 ignite upon
cotering the atmospherc. Such systems allow disbursal of
the flames over 2 large area or bed of material. Such
disbursal of flamss creates a more efficiest bumn which
further simulates the acion of burning wood. ashes and
cmbers in 2 fireplace.

Prior art burner systemns for artifidal decorative Jogs and
sand pan type burpers are incorporated in various prefabni-
cated fircplaces o existing masoary fireplaccs; howevar.
such systems are required to meet the ANSI cmission

o
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standards which have been adapled by the American Gas

Lostitute. Accordinely. it is very desirable to provide a clean
burning gas-fired artificial logs and coals-burner asscmbly
which meet the present ANSI cmission standards.

Gas logs arc increasingly popular in homes. Decorative
artificial logs arc placed ou a grate which is located over a
gas burner. The burper is typically a tubc with spaced

3]
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apeures. Sand is poured over the gas burner o hide it from

_sight Artificial embers are then spread agoss the sand. In

usc. gas flows through the burne aod escapes through the
spaced apartures. The gas filters vp through the sand under-
ncath the artificial logs. The gas is igaited and ceates flames
berween the logs. The height of the fiame is cootrolled by a
primary valve which can be manipulated by the vser.

Gas logs can. under these cooditions. provide @ great deat
of heat 10 a room. Also. gas logs requirc virvvally oo effort
to light. Natural Jegs. oo the otha hand. must be property
cured before burning. Evea thea, kindling is vsually aceded
And oncz liL it is dificult to control the rate of burning.
Bcyond coovenicnce, gas logs are also acsthetically pleas-
ing. However, the standard gas logs burner only creates
fBames around the artficial logs. Natural fogs. when burned
will break apant to produce beavtiful buraing embers in froot
of thc maio log suck A need exists to produce a more
realistic aesthetic burn with gas logs.

Due 1o the popularity of gas logs. 2 sumber of advances
have been pateoted. For exarople. U.S. Pat No. 5.000.162 10
Shimek et al. discloses a “Clean Burning Glowing Ember
and Gas Log Burner System.™ This unit is markzted under
the rademark Heat-N-Glow as the Model 5000GDVMH as
a self-cootained fircplace and wall heater for mobile homes.
The system is a low-BTU system whose main objeaive is to
minimize carbos moooxide creation and 500t deposit on the
logs. A burper system is provided with a first branch and a
second braoch. The first branch is supported oo a prefabri-
cated grate berween a first and second decorative log. The
sccond brapch is forward of the logs and is protecied under
2 metal mesh. A very light layer of special ember matenial is
spread on top of the ruesh. Shimek ct al 162 is only sold as
a coraplete system of logs. burner and special ember mate-
rial It cannot be fined to existing pan burners which are by
far the most commoa buraer in use. the combination result-
ing in the assembly of the invention. Thus. the Shirnek
burner system is an expeasive option.

The Shimck burner system provides a metal trirn picec or
refractory material in front of the second burner pipe brasch
so that it is aot casily viewed by a persoop standing in froot

. of the fireplace. The second braoch oaly illuminates a thin

line of ember material Neither the first or sccond branch can
be covered by sand as is coramoa in other units. The gas
apearmures in the branches arc Jocated on the upper surface of
both branches. Thus. sand could casily clog the apertures.
Marcover. the fiow of gas into the secood branch cannot be
regulated.

U.S. PaL No. 5052370 1o Kanbia discloses a “Gas
Burner Assembly Including Emberizing Material ™ The gas
burner comprises a first and second gas-burner assembly.
The first gas-burner assernbly is formed by a pair of parallel
burner wbes coonected by 2 third bumer twbe. The second
gas-burner asscmbly is located forward of the first assembly
and is gencrally T-shapcd The second burner only lumi-
nates a thin line of ember material. A single gas source
supplics both burber assemblies. Ar igeite is provided to
ignite the gas from the main burner assembly. The flame
from that burping gas ignites the gas from the secoad burnar
assembly. As with the Shimek ¢ al. burncr assembly. the
flow of gas to the sccond burnar asscmbly cannot be
controlled. :

Finally. UU.S. Pat Na. 5.081.981 (o Beal discloses yot
anotha buraer and is cotited “Yellow Flame Gas Fircplace
Burner Assembly.” The Beal refaence is peumadly coo-
cemed with produdng a ccan yclow flame. The burner

asscrmbly includes a U-shaped burnar wbe. R froat pogtion
iy L o
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of the burner tube is forward of the anificGal logs and
provides Baroe for cmber material. However. as with the
Shimek refarence above. the forward partion of the burner
tube is hidden from view by a portioo of the gratc. The Beal
systern docs 0ot conteraplate the presest assembly.
Furthermore. as” with both the Shimek and Karabin
references. there is 0o means provided 1o control separately
the Aow of gas into the front burner tube,

A peed exists for ap inexpensive assembly for improving
the parformmanceiand aesthetic appeal of pan-type gas burn-
ers. The assembly should distribute gas under artificial coals
or erabers in froac of the gas-fired logs. The assernbly should
also provide 3 octhod of congolliag the Aow of gas to a
sccondary buroer. thus coatrolling the height of the coals and
erabers bed flames aod the amovat of heat radiated into a
room. A need further exists for an assembly which can safely
operate evep if compleicly covered by sand and enhances
23s burn of both primary log burner and sccondary coals and
cmbers burner by gas flow control and burn direction

These present’aad loag-felt peeds for gas logs and glow-
ing coals- and cmbers-burner systems will burn clcan and
closely sinulate the patural Bames produced by buming
wood logs have oot yet been met by the an. Therefore. it is
dzsirabic o produce a reliabie and efficicat gas logs and
glowing coals- and cmbers-burner asserbly which produces
the desued efficeacy of burn while providiog decorative
flames that closely simulate burning wood logs while af the
same time providing uscable heat and sl roeet EPA regu-
ladons and the ANSI cmissions and safery standards.

SUMMARY OF THE DNVENTION

It is 2 primary object of the prescnt invention 10 provide
a highly ethcieat gas-burner assembly for use with artifical.
decorative Jogs and glowing coals and embers wherein the
assembly providss conmrol for the glowing coals and ernbers
independently of the gas logs burn,

It is another primary object of the present inveantion to
provide a novel buroer assermbly which closely simulatcs the
Rames. cmbers a0d coals of patural wood logs burn.

It is another principle object of the present invenGon to
provide a povel burncr asserably which has low carbon
rnonoxide emission characteristics.

Itis yet apother abject of the present igvention to provide
an efficient Jow carbon ropoxide emission burner assembly
that corabines long decoradve gas Aames with shaet or low
smoldering glowing embers and coals in the sarme asscrably.

It is another object of the present izvention 1o provide a
gas flow communicaiog primary and secondary buraer
tubes with the gas distribation ports of the secondary burner
tube directed away from the opening of the fireplace and
utilizipg the natral drafs of the fireplace to enhance the
overall efficicacy of the bum of the two burners.

The przscat burner asscmbly is the combinatios of an
inexpeosive primary gas logs burner asscmbly in gas flow
comynunjcation with a secondary coals- and embers-burner
tube positoncd forward and below the primary burner which
operates o cohanes the natural draft of the fireplace to
improve cfidency of burn and aesthetic appeal of the
gas-fired artificial logs. coals- and embers-burner asscrbly.
The secondary buroer can distribute gas under artficial Coals
and cmbers ip front of the gas logs with conwol of the gas
fiow 10 the sccondary burner being readily adjustable by a
valve in the conscction means between the primary and
sccondary burners. The sccondary burner receives gas
through the primary buracr. the connection means, and the
gas flow is regulated sclectively by the valve which is

0
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interposed barwez o the primary and secotdary burpers in the
coancction means. The control of gas flow thus controls the

height of the coals and crobers bed Alames and the amoupt of
radiant hcat which is produced in the front of the fireplace
and is distributed ioto the room. The amount of radiant heat
can be enhanced by utilizisg the conmal valve for increasing
the arnount of gas being burped in the secondary burner or
the utlization of even a terliary bumer along with the
sccondary burner which are p(cvidgd forward of the gas logs
arrangement in the fireplace. The secondary buma an
operate effidently when complewely covered with sand and
antificial coals and ermbers matcrials. there being oo need for
a pew grate to hide the secondary bumer.

The ability to regulate the flow of gas to the secondary
burper is a0 especially irnportant feanunre. In addition, the gas
flow from the secondary burper away from the opening of
the fireplace and. in effect, toward the primary burner is also
of special importasce because of the utilizaton of the
freplace natural draft and direction of Bames to reorc
commpletely burn the gas. avoid any pockets of gas in froat
of the gas Jogs. The direction of the gas dispersion from the
secoadary burmer ensures that through the action of the
natural draft of the fireplacs 20d the burniog logs from the
primary burper that complete and total combustion in an
efficient manoer will be achicved of the gas fiowing from the
sccondary burner which is positdoned somewhat forward of
the primary burmer.

People buy gas logs primarily for conveaicnee, but this
docs not means that they want 1o give up oo the beauty of
burning real logs. Standard pan burners oaly provide pare of
thar beauty. Having roaring flames throughout the logs is
greatly complermented by lower flames in froat of the gas
logs throughout 2 coals and cmbars bed. Nooc of the prior
art refereaces above feature or even suggest a varisbie
control meaps for accomplishing lower flames in the coals
and embers bed. Morcover. every fircplace drafts differeatly.
Such differences in fircplace construction and drafting, i.c..
fircplace drafe as well as sizing and manufacture of present
artificial fireplace burner apparatus dictates that variable
cootro] of the secondary burper. the coals and embers burner
which opecrates independently of the primary logs burper is
necessary. Volume and velocity of air eotering the firebox
varies according to the size of the room. height of the
ceilings. and size of the firebox. Nooc of the prior ant
refercoces compensate for the varying drafts of fircplaces
and therefore fail to accommodate ali fueplaces while
atlerupuing to provide the maximum aesthetic beauty desired
and cfficicncy of burn.

Most importantly. the gas-fired artificial logs. coals- and
embers-burna assembly through the secoadary burner con-
ol afforded by the valve. allows the user to sclectively
increcase the amount of gas being burped forward of the
artificial logs. This conurol also affords a greater introduction
of radiant heat to the room as desired on colder days. As
previously discussed. artificial gas logs cap act as 2 heat sink
and absarb heat produced by the flames. The heat geocrated
by the secondary buraer is largely radiant and is projected
into the room. which affords quick heating of the room while
also providing the acsthetic beautics of a gas-fired artificial
logs. coals- and erbers-burner assembly operation.

BRIEF DESCRIPTION OF THE DRAWINGS

For a morc complete understanding of the present
iovention, asd for furthar dctails and advantages thercof,
reference is now made to the following Detailed Description
uken in conjunciion with the accomnpanying drawings. in
which: -

—=
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FIG. 1 provides a perspective view of a prior art pan
burner used with mtifical gas logs;

FIG. 2 provides a gas-fired artificial logs primary pao tube
burner and secosdary coals and crobay tube burner;

FIG. 3 illusrates the effea of the present assembly in
providing logs. coals and cmbers Aames; and

FI1G. 4 is a froot view of the assembly illuminating the
ccals and crobers bed and gas Jogs flames.

DETAIL ED DESCRIPTION OF THE DRAWINGS

The present assembly provides a aumber of advantages
over the burner asscrablies disclesed in the prior ant. FIG. 1
ilJustrates 2 standard paa burner 10 which is used ia the vast
ruajority of antificial log scts. The'pan burner 10 has an open
frame 12 which supports a2 burner tube 14. An inlet 16 is
conoected 1o a gas source (oot showa). A plurality of
apcrures. as cvidenced by gas piwnes 18, are spaced along
the leagth of the burner tibe 14, Gas escapes tuough the
apermures and futers chrough sand {not shown). Gas which
cscapes from the sand is tnitially ignited to create flames.
These flames are condoually fed by the escaping gas. The
burner tube 14 is supported by the side walls 124, 125 of the
frame 12. The burner mibe 14 extends beyond the side wall
12a and is capped

FIG. 2 illustrates a secondary burpcr apparatus 100 which
embodics the prescot inveation 1o cornbinatiop with primary
bumer tube 14. The secoadary burner apparaws 100 can be
rewrofitted to the terminal ead 14a of the burner wbe 14 in
the pan burner 10. The cap must be removed rom the
termainal cod Jda. A connector 102 is then aftached 10 the
uncapped end of burner tube 34. The connector 102 is fited
to the secoadary buroer fube 104 creating an ¢nclosed fuid
path for the gas. The coanections betweea the conpector 162
and the tamisal ¢od 14a should be adequately scaled to
prevent leakage. Likzwise. the connection between the con-
ncctor 102 and the secopdary burner tube 104 should also be
properly scaled. A valve 106 is interposed in this fluid path.
The valve 106 can be variably posiioned to give the user the
abiliry sclect the amouat of gas cnlering the sccondary
bumes. The sccondany bumner tube 104 is gencrally parallel
to the primary burner tube 14. The taminal portion of the
sccondary burner tube 104a is dosed The pamary and
sccondary buraer tbes are typically made of stecl

A plurality of apertures 108 are along the length of the
sccoadary burner wbe 104. The aperwres 108 can be evenly
spaced or clustered. The apertures 108 are typically between
/12 and " inch in diameter. but are preferably Yie of an inch
in diamcter. More importantly. the apertures are located
along the radiab edge of the sccondary burper tube 104,
below the upper ridge of the twbe. By avoiding the upper
nidge. thz apertures are jess likely to be clogged by sand. Gas
passing through the valve 106 coters the secondary burner
tube 104 and ecscapes through the spaced apertures. The
aperturss can b evenly spaced or clustered

These vanious spaced apertures or gas discharge ports are
most important (o their position io regard to both the primary
and sccondary tube burners. In the secondary burner tube
104. thz gas is discharged in a dircction away from the
opening of the fucplace or ia another aspect is direcled
somewhart toward or direetly toward the primary burner tube
14. The effects of such gas burn directon enhances the

¢
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acsthetic beauty of the overall logs. coals. and embers burn. -

but. more iropostanuly. provide sevzral safety feamires of the
gas-fired artificial logs. coals- and crubers-burper assembly.
Furst. the patwal drafi of the fucplace provides a morc
cHiicient burn of the gas aod avoids high or intolerable levels

6

of carbop monoxide. Even more Tty ‘& hit the
backward direction o gas fow direction @ovard the primary
burner from the secopdary burper avoids aeatioa of pockets
of gas in the sand aod other covaage mataial of these
burners which could possibly crcate a flash explosion due 1o
accumulated gas. For examople. if the gas is direcied from the
sccondary bummer 104 toward the opening of the fireplace.
then two independcot sources of gas pockeling occurs—once
oo the gas logs primary burner which may or may pot be
covered by grapular roaterials as well as that generawed by
the sccondary burner which is removed from about four to
cight or ten toches in froot of the primary burper. Lighting
of such gas distribution pockets would be hazardous and
uniformity of coordipated burp utilizing natural! draft of the
fireplace would be lost If the secondary burner 104 dis-
charges gas i a vertical dusrcction. apertures in the sand or
coverage granuiar material will occur and one would lose
the acsthetic beauty of the applications of distribution of gas
for burning and creating flame coals’ and embers’ appear-
ance.

In the gas-fired artificial logs. coals- and embers-burner
assembly of the invention. the primary clongated burper
tube can be comprised of a onc-half inch pipe while the
sccondary coals- and crobas-burner cloogated whe can be
of a one-quaria inch pipe. These dimeansiooal! relatiooships
caa be varied depending oa the necds for gas volumc and the
size of the fireplace. The spacing berween the primary and
sccondary burner tubes can also be varied within reasonable
Iengths of from about four to cight or ten jnches depending
on the size and depth of the coals and embers bed ooc
requires. The secondary clongated burner tube can also have
adjusuments for height. meaning distance clevated from the
floor of the fircplace. again depending on the depth and size
of the coals and cmbers fire bed. In all of these dimcasional
relationships. the present invention provides an adjustable
burn facility for the secondary clongated burmner tube which
controls the amount of coals and embers flame and glow,
again depending oo the individual's desires. sizc of the
room. size of the fireplace and the amouat of patural draft
through the fireplace.

FIGS. 3 and 4 illustrate the effect of the secondary burner
apparatus 100 once comnccted lo the pan burner 10. As
discussed. a grate 20 is localed above the pan burna which
is covered with sand 22 The grate 20 can hold at Jeast onc
artificial log 24. Artificial ember raterial 26 which glows
when heated can be sorewn under and arouad the amificial
logs and on top of the sand. Flarses 3 fed by gas from the
primary burner tube 14 rise through the artificial logs 24,
Flarues 40 fed by gas from the secondary buroer tube 104
can risc through the artificial ember bed 28, As illustrated.
the flames 40 can be lower thag the fames 30. thus providing
an acsthetically pleasipg sight.

Although preferted embodiments of the ipvention have
been described in the foregoing Detailed Description and
illustrated in the accompanying drawings. it will be undar-
stood thal the invendon is not limited to the embodiments
disclosed. but is capable of sumcrous rearrapgements.
modifications. and substitutions of parts aod clements with-
out departing from the spirit of the inveption. Accordingly.
the present ipvention is intended to cacompass such
rearrangements. modifications. and substitsdons of parts
and elements as fall within the scope of the invention.

What is claimed is:

1. A gas-fired artificial logs and coals-burner asserobly for
fircplacc comprising: - —

- an cloggated primary burner tube includinj a pluraliry-of
gas discharge ports; e 3 -

- o Ta—
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2 sccondary coals burner clongated be positioned for-
uardly of the primary burner tube;

3 support means for holding the clongated primary burna
tubc in 2 raised level relauve to the forwardly position
secondary coals burner clongated wbe:

the secondary coals burper clongated tube including a
plusality of gas discharge ports;

the cloagated primary burner tube 20d the secondary coals
buraer cloagatsd tube comunugicating through tubular
coancction meaas wherein the gas Sow to the second-
a7 cloogated coals burner tube is fed through the
prunary burner tube aod the tubular coanection means:

2 valve for adjusting gas fow to the secondary coals
burner cicngatzd tubc positicacd in the tubular gas
coancation méans: apd

the primary butner wbe being in communication with a
£as sowce with a gas Bow control means thercin for
coaurolling gas Bow into said primary burner tube

2. The gas-fired artificial logs and coals-burner asserubly
according to claim 1 whercin the suppont means for the
primary burner tube is compnsed of ag open frame pan for
supporiing the primary burner tube in an clevated posidon
relative to the fueplacs fioor.

3. The gas-fired arsificial logs and coals-burner assembly
according to claim ! wherein the sceoodary coals burnes
cloagated tube discharge ports are directed toward the
pnmary burner cloagated tube at an angle of from about §
to about 75 degrees based oo the planc of the fireplace floor

4. The gas-fired artificial Jogs and coals-burner assembly
according fo claim 3 wherein the sccondary coals buraer
clongatzd tube discharge ports directed toward the primary
burner wbe utlizes the fireplace natural draft in achieving
combusaoan of both gas sources in sulfident air to maintain
satsfactory levels of CO.

5. The gas-fired artificial logs and coals-burner assembly
according to claim 1 wherein the secondary coals burna
clongated wbe is substantially paralle! to the primary burng
tube and has a smaller joside diameta thao the primary
burner tube with the valve adjusting gas Bow for coals burn
and forwarding heat radiation from the fireplace.

6. The gas-fued arasicial logs and coals-burner asserobly
according to chim 4 whercio the primary burper tube is
comprised of a2 standard half-inch pipe and the secondary
burner tube is comprised of a standard quarter-inch pipe

7. The gas-fued ardficial logs and coals-burner asscmbly
according 10 claim 1 wherein the clongated primary burner
whe and the seconcary coals burner clongated tube are
spaced apart on diif —=pt planes at from about four to about
cight inches.

B. The gas-fired ardficial logs and coals-burner assernbly
accordicg to claim 1 wherein the sccondary coals burna
cloagatz2 tbe 15 of a smaller diameter than the primary
burger tube which allows for a lower profile of coals and
sand coverage.

9. The gas-fired artificial logs and coals-burner assembly
according o claim 1 wherein the scoondary coals burner
cloagated wbe is adjustable in height relative to the ioor of
the fueplace a0d the clevated primary burner twbe.

10. The gas-fired artificial logs and coals-burner assembly
according to claim 1 wherein at least two secondary coal
burner zloagated tudes are utilized for artficial coal burn
and radiaat heat geaeration.

11. Th= gas-fired artificial logs and coals-burner assembly
accordiog 1o claim 1 wherein the primary and secondary
bumer bes have aperaures of from abowt Y52 inch to about
“a1och.

pi}
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11 The gas-fired artificial logs and coals-bumner assembly
according to claim 1 wherein the gas flow adjustneat valve
has a removable handle. the gas flow adjustment allowing a
variety of settings from full dosed to full open.

13. The gas-fired arificial logs and coals-burper assembly
according to claim 1 wherein the conocction means s
comprised of a connector attached to the terminal ead of the
primary burper tube at a first cod of a conncator and antached
to the secondary coals bumer eloagated nube to 2 coancctor
sccood cod with the valve interposed betwees the primary
burner twbe and the secondary burner wbe.

14. The gas-fired anifidal lugs and coals-bumer assembly
according to clairm 13 wherein the coasector geoenrally ig
shaped outward from the first end conanccted 1o the primary
burner tube. directed generally perpendicular 10 the burae
tubes aligamecot and inward to the second end conoected to
the secondary burner tubc. the valve and conaector being
positioned generally exterior of the primary and sccondary
burner tube fire zones.

15. The gas-fued artificdal logs 2nd coals-burper assembly
according to claim 1 whercin the open frame pan and
primary clongated burner tbe is positioned under an art-
ficial fogs and gratc support mcans.

16. The gas-fired anificial logs and coals-bumer assembly
according 10 claim 1 wherein the primary clongated burner
lube is covered with sand and the secondary clongaled
burner tube is covercd with saod. roica. and fibrous materials
which simulate coals and e¢mber burn.

17. A gas-fired artificial coals- 20d embers-burper appa-
ratus suitable for amaching to a gas-fired primary antificial
log burner tube said primary artificial fog burner tube having
a terminal end comprising:

a sccondary coals burning cloagated tube;

2 connector means for connecting said tarminal end in
corumunication with the secondary burner mbe, the
sccondary burmer wbe positioned substantially parallel.
forward 2nd below the primary buroer tube. the cop-
ncctofr means having interposed between the primary
and secondary burner tubes a gas fiow adjustment
valve. the primary aod secoodary burner tubes having
a plurality of gas discharge ponts. the secondary burner
tube being in gas Bow cornmunication with the primary
burner tube being the coonection means. a gas disori-
bution ports of the secondary burner rube directed away
fror the fireplace opening.

13. The gas-fired antifidal coals- and efabers-burper appa-
fatus according to claim 1. wherein the gas distribution ports
of the secoodary burner tube arc directed toward the primary
burner mube at from about S degrees 1o about 75 deprecs
clevation fror the fireplace floor.

19. A gas burner asserobly for use in a fureplace corpris-
ing:

a primary burner tube having a first ead and a second end
said first end adapted to be connected to a gas source
with 2 gas flow cootrol mecans for coowolling the
amourt of gas flowing into said primary burner tube;

2 second burner twbe;

a connector tube anached to said second end of said
primary burncr tube and to said second burner tube to
provide fluid communication between said primary
burner tube and said seoood burper tubce; and

a vatve disposed in said connedor wbe for scleaively
controlling the flow of gas from said primary buracr
tube into said sccood burner tube.

.
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Washington, D.C. 20231

"

%

X. l( SERIAL NUMBER FILING DATE FIRST NAMED INVENTOR
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Below is a communication from the EXAMINER In charge of this appilcation DATE MAILED.

- COMMISSIONER OF PATENTS AND TRADEMARKS

ADVISORY ACTION

-!THE PERIOD FOR RESPONSE:

115 extended to run from the date of tha final Rejection

: Jeontinues ta run from the dats of the Final Rejection.

i-lexpires three months from the date of the final rejaction or a3 of the matling date of this Advisory Actlan, whichever is iater. In no svent however,
will the statutory periad for respanse axpire later than six months from tha date of the Final Rejection,

Any extension of time must be obtained by filing a pettion under 37 CFR 1.138(s). the proposed responss and tha appropriate fas. The date on
which the rasponsa, the pettion, and the fes have baan filed is the date of the response and slso the date lor the purposss of detarmining the

period of extension and the correspending amount of the laa. Any edansion fee pursuant to 37 CFR 1.17 wll ba calculated from the data that
the shortened statutory petiod for responsa expires as set forth above.

{ZJAppellant's Briet is dus in accordance with 37 CFR 1.192(a)

_— {9 Applicant’s responsa to the final rejaction, filed January 29, 1556 , has baen considered with the following effect, but & is not deemed to place the
) } apphcation in condtlon for atlowance:
e 1. ([ The proposed amendmaents to the claim and/or specification will not be entered and the final rejections stands because

a. (J There is no cenvincing showing undsr 37 CFR 1.116(b) why the praposed amendment Is necessary and was not earlier presented.
b &7 They raise new issues that would require further consideration and/or search. (Seé Note)

c 3 They raise the issue of new malter. (See Nots)

d. ¥ They ara not deemed to place the application in better form for appeal by materially raducing of simpiifying the issues for appeat

e. (1 Thay present additional claims without canceling a coresponding number of finally rejectad claims.

NOTE The praposed amandmant ratses a new issue, the patentabrity of the supplemental burner, valve snd connactor combination absant the pamary
burnar and the consideration of commercial succeas as evidenced by the declaration of Ms, Blount.

2.0 Newly proposed or amended claims wuuld be allowed if submited in a separately filad amendment canceling the non-allowable
clams,

3 (Upon the fitng of an appeal, the proposed amendment (] will b [ will not be. etered and the status of the claims In this application would
ba as follows:
Allowed claims: NONE

Claims objected to; NONE
Claims rejected: 1-18

However;
a.[Jtne rejection of claims on references is deemed to be overcoma by applicant’s responsa.
’ b.JThe rejection of claims on non-reference grounds only is deemed to be overcome by applicant’s response

4. JThe atfidawt, exhibit or request for reconsideration has been considered bit does not overcoms the rejection.
5. (X1 The affidavit or exhibtt will nct be considered because applicant has not shown good and sufficient reasons why ¢ was not earlier presented.

0 The praposed drawing correction L] has (1 has not been approved by the examiner,
(G other

w
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UNITED STATES UTILITY PATENT APPLICATION SERIAL NO. 08/276, 894
PART IIT: DETAILED ACTION Pg.2

THIS OFFICE ACTION IS RESPONSIVE TO APPLICANT'S
AMENDMENT, FILED January 29, 1996

Receipt 1s acknowledged of the amendment after Tinal and the declaration filed January 29,

1996 -
Applicant’s arguments filed January 29, 1996 have been fully considered but they o
are not deemed to he persunsive, "

The declaration points out the commercial success of what is identified as the claimed "
wivention. The commercial success is noted. C

The factual inquiries set forth in Graham v John Deere Co., 383 U.S. 1, 86 5.C1. 684,

i5 L.Ed. 2nd 345 (1966}, 148 USPQ 459, thar are applied for establishing a background for . ‘

determining obviousness under 35 US.C. § [03 are summarized as follows: : }

Determining the scope and conrtents of the prior art;
Ascertaining the differences between the prior art and she claims at issue; and

by by ==

Secondary factors such as comtmercial success are measured in light of the differences

between the prior art and the claims at issue. Although applicant proposes to limit the claims

Resolving the level of ordinary skill in the pertinent art. J

- to the supplemental bumer tube, the connector and valve attached thereto this only serves to B
open the proposed claims to a different rejection. The essence of the invention 15 sull ‘:
embodied in the idea of a supplemental bumer tube which connects to the remainder of the t-d
burmner system by .was of a connector and which includes a valve to control the flow of gas to \
the supplemeatal buraer tube. The prior art patent to Eiklor et al shows all of this except a -
U.S. PATENT & TRADEMARK OFFICE EXAMmE;:Lv.A—RR_X.JONES ) B
ART UNIT 3406 CP-42401 (03301933 Q) 2‘:1 o i

- " JT-APP 0477



UNITED STATES UTILITY PATENT APPLICATION SERIAL NO. 08/276,894
PART III: DETATLED ACTION Pg.3

distinct connector and valve. The additionally applied references to Henry and Peterson teach

the combination of a connector and a supplemental bumer tube as well as the use of a control
valve to control the flow of gas to a bumer tube The use of control valves in combination

with gas burner tubes 1s so well known as to not even require a reference to prove its
EXISIENCE

This combination of references when compared to the claims at issue leave very linle
o differ over Thus the secondary considerations when considered in the light of this
difference carnes much fess weight in affecting a decision of patentabihity.

Thus the rejection of the claims as presented in the Final Rejection stands. The
proposed claims will not be entered as they do not place the application in condition for
allowance and they do not place the application in better condition for appeal. The proposed
claims raise a new 1ssues (the patentability of the supplemental bumer, valve and connectar
combination absent the primary bumer and the consideration of commercial success as

evidenced by the declaration of Mr. Blount)

The extended penod for response including the additional 3 month extension expired

Apnl 2, 1996

GUIDE TO COMMUNICATING WITH THE PTO REGARDING THIS APPLICATION

Inquines regarding this or earlier communications from the Examiner should be
directed to me, Larry Jones at telephone number (703) 308-1933. My normal working
hours are 9:30 a.m. to 6:00 p.m. (ET), Monday through Friday. '

An inquiry of a general nature or relating to the status of this application should be
directed 10 the Group Receptionist whose telephone pumber is (703) 308-0861. The
Receptionist is available 8:30 a.m. to 5:0¢ p.m. (ET), daily.

U.S. PATENT & TRADEMARK OFFICE

EXAMINER:LARRY JONES
ART UNIT 3406

CP-4-2A01 (703)308.1933 .
—=_ s- . 000< 1“’

- — o —
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UNITED STATES UTILITY PATENT APPLICATION SERIAL NO. 08/276,894
PART III: DETATLED ACTION Pg.4

Fax transmissions may be made to the Art Unit 3406 fax number (703) 308-7764.
Any transmitied document should clearly identify the application (by serial number) and the
Examiner { Larry Jones) to whom the document is directed. The fax reception facility is
available 24 hours a day.

April 25, 1996

ART UNIT 3406

U.S. PATENT & TRADEMARK OFFICE EXAMINERTLARRY JONES

ART UNIT 3406 CP-4.2A01 (7033067933
= = an02AA

.- e TEm
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GLDT B8095CIP2
05842/60434

Serial No:

Filed:

For:

Group Art Unit:
Examiner:

Assistant Commissioner

tor Patents
Washington, DC 20231

Sir:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Golden Blount

08/626,498

04/02/96

GAS-FIRED ARTIFICIAL LOGS AND COALS-BURNER ASSEMBLY
3406

Larry Jones

1 hereby certify that this correspondence is being
deposited with the United States Postal Scrvice with
sulficient postage as first class mail in an envelope
addressed 10 Assistant Commissioner foc Patents,
Washipgjon, DC 20231 on

..... (bl 10,998

AMENDMENT

In response to the Official Action mailed April 3, 1997, please amend the above

identified application as follows:

In the Specification
1}

Page 1, lifie 1, d

te "copending”; and

Page 1, linc"2, after "08/276,894" insert -- , now abandoned --.

000309
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In the Claims

Please amend Claims 1 and 17 as tollows: e,

L. {Amended) A gas-fired artificial logs and coals-burner assembly for fireplace
comprising:

an elongated primary burner tube including a plurality of gas discharge portsyt,
/

a support means for hdfding the clongated primary burner tube in a raiseﬂ

‘\‘i level relative 1o %f‘lg/ﬂ&@;é(r&/mm burner elongated tube;
A ’ the secondary coals burner elonguted tube including a plurality of gas discharge
ports [directed away from the fireplace opening];

the elongated primary burner tube and the secondary coals burner elongated
tube communicating thmugh_ tubular connection means wherein the pas flow to the
secondary elongated coals burner tube is fed through the primary burner tube and the

tubular connection means,

a valve for adjusting gas flow to the secondary coals burner elongated tube

positioned in the tubular gas connection means; and

the [assembly] primary burner tube being in communication with a gas source

[through] with a gas flow control means therein_for controlling gas flow_into said primary

burney tube.

17.  (Amended) A gas-fired artificial coals- and embers-burner apparatus suitable

for attaching to {a terminal end of] a gas-fired primary antificial log burner tube said primary

N artificial log burner tube having a terminal end comprising: ,54/
P

i .
W
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a connector means for connecting {the primary burner] said terminal end in

communication with ;1 secondary burner tube, the secondary burner tube, positioned

substantially parallel, forward and below the primary burner tube, the connector means -
having interposed between the primary and secondary burner tubes a gas flow adjustment
valve, the primary and secondary burner tubes having a plurality of gas discharge ports, the
0’ e L . . )
% secondary burner tube-if gas l]éw communication with the primary burner bctlhc

’ . ; /

:ﬂ connection means, thé gas distribution ports of the secondary burner tube directed away

trom the fireplace opening. ' -

Please add new Claim 19:

19. A gas burner assembly for use in a fireplace comprising:

a primary burner tube having a first end and a second end, said first end

adapted 10 be connected to a gas source with a gas flow control means for controlling the —
-V amount of gas flowing into said primary burner tube;
’? A a second burner tube;

a connector tube attached to said second end of said primary burner tube and
to said second burner tube to provide fluid communication between said primary burner
tube and said second burner tube; and

a valve disposed in said connector tube for selectively controlling the flow of

gas from said primary burner tube into said second burner tube.

—_———— - - R
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REMARKS
This application has been revived pursuant to 37 CFR §1.137(b).
Applicant acknowledges the application was filed with informal drawings. Formal

drawings will be forwarded to the Patent and Trademark Office upen a notice of aiflowance

of the cléfms.

‘The specification has been amended to show the current status of the parent
application.

Claim 1 has been amended to place it in better form for claiming the invention.

Claim 17 has been amended to place it in better form and to supply the proper
amecedent basis for the primary arificial log burner terminal end.

Claims 1-17 stand rejected as being unpatentable over Eiklor, et al in view of
Peterson and Henry. Applicant must rcspcct[ull.y traverse this rejection and request

reconstderation.

The Eiklor, et al reference provides for an upper and lower burner tube that are in

fluid communication with each other. However, Eiklor does not in any way suggest a valve -

for adjusting gas flow to the secondary or lower tube. As specifically claimed in all of the

rejected claims, the claimed device requires a valve for adjusting gas flow to the secondary

burner. This valve is disposed in the connection portion of the claimed device that connects

the primary burner tube 10 the secondary burner tube. Thus, the valve for adjusting the gas

flow to the secondary burner tube is between the primary and the secondary burner tube in

the claimed invention.

00031
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It should also be noted that the claimed invention provides for the primary burner

tube being in connection with a gas source with a gas flow contro! means therein for
controlling gas flow into said primary burner tube. Thus, as now claimed in amended

Claims 1-17, the assembly includes a flow control means for controlling pas flow into the

primary burner tube with an additional valve for adjusting gas flow to the secondary burner
tube. It is submitted that this assembly is in no way disclosed or suggested by Eiklor, et al. %
. 2.
Eiklor, et al have been combined with Peterson and Henry 1o reject the claims as
originally presented. Peterson does provide for a valve tor controlling pas flow into a single .
. id
burner tube. This valve is between the gas source and the single burner tube. Henry does .
disclose a primary and secondary tube that are joined together with a connector. However, kS
this combination of references in no way suggests the incorporation of an additional valve .
between the primary and the secondary burner tubes. The only supgestion for the h
p
incorporation of the second valve necessarily comes from Applicant’s own disclosure. i
;j Clearly, by making the combination of references as set forth in the Official Action and ~
B 7
concluding the claimed invention is obvious is classic hindsight. Even if all of the references Y
are combined as suggested by the Examiner, there is still no valve disposed between the ':-”
primary and secondary burner to control gas flow into the secondary burner.
As set forth in the specification, the incorporation of the valve between the primary
.
and the secondary burner gives the user the ability to selectively adjust the amount of gas .
3
entering the secondary burner. Applicant has pointed out in the specification that all 4
fireplaces are different and that the volume and velocity of air entering a firebox varies 7y
i
o
5. 4
At
4
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according to the size of the room, height of the ceilings, and size of the firebox. With these

variables, the claimed invention provides for an apparatus to carefully adjust -lhciamofu;n of
gas being passed to the secondary burner once the primary burner is properly adjusted.
These advantages are important for fine-tuning combustion elfficiency as well as providing
the desired aesthetic effects of the gas fired arnificial log and coal elements of the fireplace.

Newly presented Claim 19 claims only the burner elements with the intermediate
control valve between the primary and the secondary burner tubes. As set forth above, such
an assembly is in no way suggested by the cited references.

In view of the foregoing, it is respectiully urged that all claims be allowed.

The Commissioner is hereby authorized to charge any additional fees connected with

this communication or credit any overpayment 10 Deposit Account No. 12-1781.

Respectiully submitted,

A Fitz

L. Dan Tucker
Registration No. 22,670

Date: July 9, 1998

LOCKE PURNELL RAIN HARRELL
2200 Ross Avenue, Suite 2200
Dallas, Texas 75201-6776
214-740-8000
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BITT GAINES & BOISBRUN Qoog

TN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOLDEN BLOUNT, INC,,

Plaintiff,
Civil Action No.

l V.

' ROBERT H. PETERSON CO.,

3-01CV0127-R

Wn LN WO LN LD WO LoD W W

Defendant.

PLAINTIFE'S FINDINGS OF FACT AND CONCLUSIONS GF LAW

The proposed findings of fact and conclusions of law are submitted to comply with Paragraph

2.d. of the Amended Scheduling Order of February 27, 2002.

A. FINDINGS OF FACT
1. The Plamntiff Golden Blount, Inc. is the owner of U.S. Patent 5,988,159, assiened it

by Mr. Golden Blount, the named inventor for the patent (hereinafter “the pateat,”
““the patent in suit,” or the “Blount patent”™). The Plaintiff has sued Peterson Co.
(Dzfendant).

2. The field of the invention is fireplace bumers and associated equipment.

i 3. Toe Defendant contends that the patent is invalid under 35 U.S.C. 102 and 35 U.S.C.
103. The Defendant also contends that it does not infringe.

been marketed for approximately six years, i.e., from about the time Plaintiff originally
filedits patent application. Its sales grew significantly and itis a commercial success.
5. Dezfendant is unable to establish when it commenced design of its accused strucrues,
but it was long after the Plaintiff placed its device on the market. There is a lack of

i zxplanation of why the first marketed accused structures were not fabricated anc

t
Py
prratiy

i

.
&
e

hS

' 4. At the time the patentissued, the Plaintiff’s commercial structure under the patent hac

- : JT-APP 0488 -
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HITT GAINES & BOISBRUN Qoo7

placed on the market till after Plaintiff’s device had established amarket. Also thers
is no showing that the Defendant's device went through any significant design or
development. The Defendant’s structure is very similar to Plaintiff’s. The foregoing
gives inference of copying. '

There had besn a need for a bumer d=vice to give the appearance of the b\_Jming of

natural logs by creating an arza of subducd flames out front of the artificial logs, and .

to create the appearance of fiery hot embers out front, as would be present with the
burning of real logs. The need for such a bumer device to enhance the artificial
fireplacs’s operation had existed for long before the invention occurred. The patented
device met the aforementioned need.

The prior art relied on by the Defendant does not show the same concepts that the
Plaintiff's claims include, and proof o fthe actual existence and/or sales of the prior art
relied upon is lacking, as will be noted just below.

A recent sketch, made long after the patent was filed, was made to illustrate that
which Defendant is trying to establish was prior art in the eighties. Defendant says
it went off the market long ago. The sketch was made long after the fact, to illustratz
a device allegedly made public or sold by a third party in the eighties. The recent
sketch was made with the inputs and assistance of the Defendant’s personnel.

The alleged prior att, shown in the sketch, was not sufficiently proved to consider it

as meeting the standard of being shown “by clear and convincing evidence.” Evenif -

it did, it was for quite a different purpose than the patented device, 2nd further, the
end.us: has not been shown.

Tuming to the evidence of bumer configurations of Production No. 33 and
Production No. 34, again their existence, their uss, and their actual sale or marketing
is vague. The Defendants say the alleged structures were not marketed (or not further
sold) since around 1990. The only evidence offersd were sketches of uncertain ongin.
Also, if these devices were viable prior art, it would seem that Defendant would have
used taem to compete with Plaindff, rather than market the copycat structure

presendy sold.

=JT-APP 0489 - __
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12,

14.

15.

17.

The main tube and the auxiliary ube of Production Nas. 33 and 34 are of the same
diameter and on a vertical level. No support means is provided or suggested.
From the facts found and reasons swated above, I do not believe the evidence
pertaining to the alleged prior art of Productios Nos. 33 and 34 have establish=d by
clear and convincing evidence their prior use or salz. Moreover, I find substantial
differences between the alleged devicss of Production Nos. 33 and 34. Note that the
Jevel of skill in the art is not high and giant inventive steps likely would not be made
as readily as if this were astwophysics.
The other alleged art offered by Defendant is not nearly as similar as Production Nos.
33 and 34, and each fail to show significant pertinenee.
There are 12 claims in issue. They are claims 1,2, 5, 7-9, 11-13 and 15-17. Claims
1 and 17 are independent claims. All other claims at issue are dependznt oc Claim 1,
that is, they refer to another claim as a beginning point of the structure they claim.
As amartizr of faw, the Court must construe the claims before Jiteral infringement of
the accused structure may be addressed. (Claim construcuon appears in the
Conclusions of Law, infra.)
Applying the claim construction referred to in the Conclusions of Law; Therzis literal
infringzment of independent Claim 1, literal infing=ment of Claim 17 and hiteral
infringement of dependent Claims 2, 5, 7-9, 11-13 and 15-16.
It could be argued that the above is somewhat misstatzd in that ao independent valve,
such a3 each residential fireplace has, is 2bscat from the structure sold. However, the
parties previously stipulated in effect thit the Defendant’s structure is used in the
environment of the valve already being in the standard fireplace setup. Everything
else is provided by Defendant (and by Plaintiff) to the ultimate customer, normallyv
through a distributor. The evidence is that there is no other use for the patenizd
structure. Itis sold with knowledge that it will be used as per its intended use in a gas
fireplace with artificial Jogs. Itis not a staple articie of commerce. Ceriainlyitis a
most significant part of the patented product, in fact, essentially all of it. Hence 1w

there is not element by clement literal infringement, there is contnbutory infringzmers

3. -
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[35 U.5.C.271(d)].

18. _ Itis further found that the Defendant advertises and provides instructions, such that
the installer or the ultimate customer following the advertising and instructions
provided by Defzndant will constitute infringement. It is further found that
demonstrations and sales meztings are held where distributors are shown bow to
practice ithe patented invention with Defendants squipment. The dismbutors pass this
onto customers and to ipstallers. By this conduct, Defendant induces infringement
(35 U.S.C. 271(c)).

19. In the alterpative to literal direct infringement, elements of the claims in suit are
present in the accused structure. In each instance, element by element, and also
considering the accused structurs as a whole, there is insubstanual differences from -
the Defendant’s accused struciure and the claims at issue. Moreover, elemznt by
element, and as a whole, the accused structure does the same thing (the same

functioh) in the same way to give the same result. While this is repeated under

}\
Lo
;

Conclusions of Law, it constitutes infringement under the doctrine of equivalent.

20. After the Defendant received a c2ase and desist letter, an attorney (Mr. McLaughlin)

was called by phone to seek some advice. Mr. McLaughlin was provided only the

letter and some advertising brochures or papers. Mr. McLaughlin was not asked for
an opinion in the real sense of the word, but was told by Mr. Bortz, the Defendant’s

execurive, that things very similar to the patented squcture had existed in the past as .

early as the eighties. The only advice given by the aitorney was that, if that were so,

some of the claims would be invalid, depending on just what the prior-art devices
were, 2nd that he would not havs to be concerned about those claims.

721.  Attorney McLaughtin was not even provided with the Defendant’s accused device at
that e, nor any alleged prior art. He was never provided the accused device until
long after his oral opinion was given and after suit was filed.

22. In the final analysis, the only opinion given was oral and it was based on soms
sktches provided that did not include information or details of when they were sold

or made available to the public, nor any aspect of their authenticity, dezail or history.
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The art provided to the attoroey clearly did not render the patent claims invalid

23. The oral opinion, rendered more than a year after th_e first cease and desist letter and
cven afier suit was filed, did not inform the client that there was no estoppel during
prosecution and that the doctrine of equivalents would have to be dealt with. 1t is
uncsrtain how far the oral apinion went, but it was meager.

24. The Dafendant’s executive did get what he asked for, a statement that thers was no
infrirgzment. The Defendant's apparent desire was to avoid paying attorneys fees or
increased damages, and this appears to have been the sole reason for consultation witk
counsel, as shown both by his testimony on why he consulted Mr. McLaughlin by
phone 2nd alse by Mr. McLaughlin’s testimony as to the stated reason for the
consultation. Notc that at no time before his deposition was taken, did the
Defendant’s executive Mr. Bortz ever have a face-to-face meeting with M.
McLaaghlin concerning the cease and desist letter, even though he and M:.

McLaughlin were both in Chicago and had offices only a short distance apart. Never

Ry

before Mr. Bortz's deposition was there an accused structure shown to M.
McLaughlin. While some advertisements of Defendant’s structure were shown,
detatled drawings were not pfovid:d to attorﬁcy McLaughlin. Thus, he neverhad a
full picture of the accused structure. For example, his testimony as to whether or nos
his auxiliary burner was below the main bumer shows that, even then, he had notbee=r;
able to understand pcftincnt points of the accused structu:f.

25, I find that the Defepdant merely went through the motion of obtaining an opinion to
protect itself and that it did not acquire a timely, well-considered opinion. I find tha:
Deferncaat knew it was being very casual or cursory concerning the opinion and tha:
the Dz7endant surely rmust have know that its opinion was more of 2 bargain basemer::

job than was needed.

¥

26. As a Tinding of fact, it 1s found that the conduct above is wilful.
27. It is found that the following factors exist in the present case: {1) demand for the
patented product; (2) absence of acceptable non-infringing subsatutes; (3

manufaciuring and marketing capability to exploit the demand; and (4) the amount o
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28.

the profit it would have made. These are the factors that are referred to in the case
of Panduit Corp. v. Stahlin Bros. Fibre Works, Inc.. 575 F.2d 1152, 1156, 197
U.SP.Q. (BNA) 726 (6t Cir. 1978). "

Log sets and grate support means are included in the computation oflost profits. This
takes into consideration Claim 15 as well as considering the convoy of the log sets
together with each auxiliary burner unit. The individual butner units are often sold

alope o dis‘tributors, but the distributors ulumately sell these with a log set.

CONCLUSIONS OF LAW

1.

The Plaintiff owns all right, titlc and interestin U.S. Patznt No. 5,988,159, including
the right to sue and recover for past infringement.

Claim int=rpretztion applied by the Court is focused on a paragraph by paragraph
analysis of each claim in suit, with those paragraphs not believed to require any

comment for interpretation being marked such:

CLAIM 1:
a) The preamble requires a gas environment as opposed to a wood
bumning environment;
b) The terms used herein are self-explanatory;
) The word coals is meant to cover the secondary coals bumer

clongated tube that is designed or adapted to make the coals oz
embers enhanced in appearance;

d) The elongated primary burper tube is held up by the side oi the pan
through which the elongated primary burner tube extends. The
clongated primary burner tube is at a raised level with respect to the
secondary coals burner elongated tube (e.g., with respect to the

_ centerline). .
e) The terms used herein are sclf-explanatory;
1) The terms used herein are self-explanatory;
g The valve is located between the connection to the elongated primary

bumer tmbe and the connection to the secopdary coals burner
elongated tube; _

h) Tbe gas flow control means is the common valve ip every gas fed fire
place.

CLAIM 2:  The terms used herein are self-explanatory.

CLADM 5: The terms used herein are self-explanatory.

-&-
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CLAIM 7: The terms used herein are self-explanatory.
CLATIM 8: The terms used hersin are self-explanatory.
CLAIM 9:  The terms used herein are self-explanatory.
CLAIM 11: The terms used herein are sclf—cxplanato-r;:.
CLAIM 12: The terms used herein are self-explanatory.

CLAIM 13:  Thevalvsis located between the connection to the clongated primary
burner tube and the connection to the sccondary coals bumner
elongated tube;

CLLAIM 15:  The terms used herein are self-explanatory.
CLAIM 16: The terms used herein are self-explanatory.

CLAIM 17:  Away from includes any dixection that does not include a bonizontal
component pointed toward the vertical plane of the fireplace opening,
with the exception that the plurality of gas discharge ports should not
point substantially vertically upward because sand and embers may fal}
therein.

U.S. Patant No. 5,988,159 is infringed, if not hterally, thru inducement and
contributery infringement by Defendant. 35 U.S.C.271(b) and (c), respactiully. Any
one of th=se makes Defendant liable as an infringer.

There is no prosecution history estoppel, per the adoussion of the Defendant's
counsel when under oath.

The infringement occurs through the doctrine of equivalents if not directly and/or
hiterally, based on the facts found relating to equivalence.

The alleged prior uses, sales, and other art do not render any of the claims in suit as
anticipaizd under 35 1J.S.C. 102, por make any in suit obvious under 35 U.S.C. 103,
The claims of the patent are valid.

Damagzs are awarded to Plaintiff from Defendant, from the time Defendant received
notice v=der the law through 1ts receipt of Plaintiff’s notice letter on December 1€,

1999,

The Parduit factors are met. Thus, compensatory damages include lost profits, which

-7-
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10.
11.

12.

@o1s

include convoyed items that interact and are essential to the operation of the patented
subject matter. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc.,575F.2d 1152, 197
U.S.P.Q. (BNA) 726 (6th Cir. 1978). See also, Siate Industries v. Mor-Flo
Indusiries, Inc., 883 F2d 1573, 12 U.S.P.Q2D (BNA) 1026 (1989) or Rite-Hite
Corp. v. Kelley Co., 56 F.3d 1538 (Fed Cir. 1995). The total damages are
. . .
The infringement of Defendant was wiliful. Damages are inpled under 35 U.S.C. 284.
This is an exceptional case under 35 U.S.C. 285, and reasonable attomeys fees are
awarded Plaintff.
Allofthe findings of factand conclusions of law stated above are hereby incorparated
togethar with the usual rule in patent infringement cases, that infiogement causes
irrcparable harm and will be abated. Thersfore, an injunctien is grantad against
Defendant. The 'mjunctibn against infringement is separately set forth and decreed,
by this Court.

Respectfully submitted,

For Plaintiff Golden Blount, Inc.

/O ég@" 7&1/7//?»'/ /l

WILLIAM D. HARRIS, JR

State Bar No. 09109000

CHARLES W. GAINES

State Bar No. 07570580 .

Hitt Gaines & Boisbrun, P.C.

225 University Plaza

275 West Campbell Road

Richardson, Texas 75080

972/480-8800 (Telephons)

972/480-8865 (Facsimile)
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CERTIFICATE OF SERVICE
| Ibereby certify thata true copy of the enclosed Findings of Fact and Conclusions of Law wag

| Terry R. Selinget

e

[ served on the following counsel of record on April 19, 2002, by first class mail and facsimile:

F. William McLaughlin

Jenkens & Gilchrist Dean A. Monco
14435 Ross Avenue, Suite 3200 Wood, Phillips, VanSanten,
’ Dallas, Texas 75202 Clark & Mortimer
214/835-4500 (Telephone) 500 W. Madison Street, Suite 3800
214/855-4300 (Facsimile) Chicago, IL 60611-2511

312/876-1800 (Telephone)
312/876-2020 (Facsimile)

SOl N www},

Willtam D. Haris, Jr.
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" GOLDEN BLOUNT, INC,,

HITT GAINES & BOISBRUN / @a1s

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

Plainuff,
Civil Action Na.

v.
3-01CV0127-R

ROBERT H. PETERSON CO.,

WP W W WD Lo Wn LN Wn L

Defendant.

PLAINTIFE'S ISSUE DIRECTED TRIAL BRIEF

The following is abbreviated to address what are deemed principal issues in the hope of
achicving brevity and clarity. Only the significant areas for decision will be addressed:
(A) SUMMARY
The patent in suit is United States Patent No. 5,988,159 (the '139 Patent), entitled ‘fGAS-
FIRED ;&RTIFICIAL LOGS AND COALS-BURNER ASSEMBLY.” The 139 Patent was filed as
a continuation in part on Apdl 2, 1996, basing its priority on a patent application originally filed on
May 17, 1993. The'159 Paicnt issued on November 23, 1999. One Golden Blount is the inventor
of the: '159 Patent, and puesently, the 159 Patent is assigned to Golden Blount, Inc.
The '159 Patent s direc-ted to, and claims, a highly efficient artificial logs and coals-burner
assentbly for use with artificial, decorative Jogs and glowing coals and embers. The artificial logs and
coals burner assernbly provides contral for the glowing coals and embers independently of the gas

logs bumn. The '159 Patent accomplishes this by attaching and positioning a secondary coals bumer

EXHIBIT

! B
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14719202 16:18 FAX 872-180-8364 BITT GAINES & BOISBRUN Qo1se

WAl
%

elongated tube forward and below a primary burner tube. The s=condary coals burner elonéated tube

provides a flame out in front of the artificial logs whers= it lies ata level to inflame small artificial
c;:nbers and sand on the front hearth portion. This effect more closcl); approximatss the loock ofa -
wood burning fireplace. In fact, the artificial coals or embers appearance is greatly enhanced.

The'159 Patent also suggests (i.c., claims) providing avalve betvezn thr; primary burnsr tube

and the sscondary coals bumer elongated tube. The valve allows the user to selectively increase the
amount of gas being burned forward the artificial Jogs. This control makes available a greater
introduction of radiant heat to the room, than might be afforded usi.ng only a conventional primary
burner tube. Consequently, the '159 Patent providn;:s an efficient artificial Jogs and coals burner
assembly thai provides a flame out in front of the artificial logs, which more closely approximates the
look of 2 wood buming fireplace, as well as provides a greater amount of radiant heat to the room
in which it is located.

The Defcmiants were made awlarc 0f>thc '159 Patent on December 16, 1999, by aletter of
December 10, 1999, from L. Dan Tucker (attorney for Plaintff) to the President of Robert H.
Pc[crsorI Company. The Defendants responded to the Jetter of Dezcember 16, 1999, but merely sent
a put-off letter from Tod M. Cormin to L. Dan Tucker on December 10, 1999. The Defendants have
continuad to market, manufacture, sell and offer to sell the infringing device sincc receiving the letter
from L. Dan Tucker on December 16, 1999. They did not seek z; legal opinion unti] after suit was

filed.

B) CLA™™ INTERPRETATION

The claims of the invention are to be interpreted as a matter of law. Markman v. Westview

2 JT-APR-0499
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CLAIM 1:
a)

b)
c)

d)

e)

g)

- CLATM 13:

CLAIM 17:

(1)

@

&

<

i
H
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1
s
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Instruments, Inc., 52 F.3d 967, 34 U.S.P.Q.2d 1321 (Fed. Cir. 1995). The following Interpretation
is believed proper in the areas of question, with those arcas believed to be fully self-explanatory

containing no formal interpretation:

The prearnble requires a gas environment as opposed to a wood buming
environment;
The terms used herein are self-explanatory;

"The word coals is meant to cover the secondary coals burner clongated tube

that is designed or adapted to makc the coals or embers enhanced in

appearance;

The clongated primary bumner tube is held up by the side of the pan through
which the elongated primary bumer tube extends. The elongated primary

Lburner tube is at a raised level with respect to the sccondary coals burner
clongated tube (e.g., with respect to the centerline).

The termns used herein are seli-explanatory;

The terms used herein are self-explanatory;

The valve is located between the connection to the elongated primary bumer
tube and the connection to the secondary coals burncr elongated tube;

The gas flow control means is the common valve in every gas fed fire place.
The valve is located between the connection to the elongated prirnary burper
tube and the connection to the secondary coals bumner clongated tube;
Away from includes any direction that does not include a horizontal
component pointed toward the vertical plane of the fircplace opening, with the
exception that the plurality of gas discharge ports should not point
substantially vertically upward because sand and embers may fall therewn.

(C) INFRINGEMENT

Literal Infringement requires that every element of a claim be included in the

~infringing device. 35U.S.C. 271(a) Every element of the claims atissue may

b= found in the Defendant's infringing device. Consequently, the Defendant
is infringing the '159 Patent under 35 U.5.C. 271(a).
Whoever actively induces infringement of 2 patent shall be liable as an

‘nfringer. 35 U.S.C. 271(b) Fromberg v. Thornhill, 3 15 F.2d 407 (5th Cir.

—
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1963). The Defendant has induced distributors and consumers to infringe the
'159 Patent. Consequently, the Dt-:fcndant is infringing the '159 Patent under
35 U.S.C. 271(b).
‘Whoever offers to sell or sells within the United States or imports into the
United States a component of 2 patznted machine, manufacture, combi}natiron
or composition, or a materal or apparatus for use in practicing a patented
'process, constituting a material part of the invendon, knowing the same to be
especially made or especially adapted for .usc in an infringement pf such
patent, and not a staple article or commodity of commerce sujtable for
substantial noninfringing use, shall be liable as a contributory infringer. 35
U.8.C. 271(c) Dawson Chemical Co. v. Rohm and Haas Co., 448 U.S. 174,
100 S.CT. 2601, 65 LEd. 696 (1980). As the Defendant knew, the device
sold by the Defendant has .no use other than an infringing use, it not a staple
article of commercs, anditis éspecially adapted to infringe, and it is 2 material
and essental part of the invention. Con_scqucntly, the Defendantis iJ.dfn'nging
the '159 Patent under 35 U.S.C. 271(c). |
Infringement under the doctrine of equivalence. If there are any departures
from literal infringement they are slight indeed. They are insubstantial.
Graver Tank v. Linde dir Products, 339 U.S. 605, 70 S.CT. 854, 94 L.Ed
1097 (1950). The doctrine is available because thers is no prosccution history

estoppel, per the admission of the Defendant's counsel when under oath.

=_JT-APPOSO1_
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(D)

HITT GAINES & BOISBRUN

VALIDITY

8y
@)

()

There is/are no prior use, prior salc or poior art that invalidates the patent.

No pertinent documents exist of amy kind, except perhaps of recent

. reconstruction or fabrication. Those recently construcizd documents only

include skstches of an alleged prior art product, the sketches of which were

made by a distrbutor at the direction of an employee of Defendant and with

. the assistance of the employee. The nature and the structure of the prior

product is speculative and vague. Suct; alleged prior product and its sales do
not meet the standardAofclcar and convincing evidence to qualify as prior art.
Additionally, the illustrated structures that bear Production No. 33 —and
Production No. 34 are but sketches and they are not really of items that arc
analogous to the ember (coals) burner of the claimed invention. The alleged
prior art burners are each (;f the same size, and moreover, there is na support

means shown or suggested. Each of the burners have center lines that are

level with respect to one another. Also the deposition testimony of Defendant

Qio1g

suggests ghat these alleged prior art bumers were used for a so-called “see

through” fircplace, where like burner effects was wanted on cachside. Asto
al] the purported art referred to above, it 15 not believed proved by clear and
convincing evidence. It i;'much like the barb wire case, where many many
witnesses sought to show prior structures and sales, but the inventor's patent
stood up against the multitude because of lack of solid proof. The Barbed

Wire Patent, 143 1J.S. 275, 12 S.CT. 443, 36 L.Ed. 154 (1892).

-
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)

(5)
(6)
)

The other prior art offered is simply not considered in point, although it is

considerad anyway in the statement just below,

Considering all of the art, there is no anticipation of the patent- claims in suit.
There is no onc qualified reference that within its four corners is substantially
the same as the invention.

The prior art does not render the i-x;v:nrion obvious to one of ordinary skill in
the art, as will be analyzed in paragraph 7 below, applymng the time proven test
of Graham v. John Deere: determine the sc*.-:»pc and @ntcnt of the prior art;
identify the differences between the invention and the prior arg; determine the
level of skill in the prior art; and address whether or not the differences are

obvious. Graham v. John Deere, 383 U.S. 1,86 S.CT. 684,15 L.Ed.2d 545

(1966). All this analysis should be done realizing that patents are presumed

valid and that the burden 1o overturn them is substantial—requiring clearly

convincing evidence. ,

(2) The clai:ncd. invention is quite different from any of the references
cited. Asan example, the claimed bumer assembly is configured with
an auxiliary front burner, which co-functions with the main bumer,
and is structured and adapted to extznd outwardly to enliven artificial
material on the hearth to make it appear as glowing embers or coa:s
at the front of the logs. Such a systern attempts to closely
apprdximétc the appearance of a wood buming fireplace.

b) The level of skill in the art is modest; a person with only several years

AY
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experience, pechaps 5 years, would approximate this level - - This

becomes a definition of a person of-ord'maxy skill in the art.
() ~ Itis believed that the diSerences would ot be obvious to one of
ordinary skill in the art. |
(8) As secondary factors, the Plaintiff’s coramercial cmbodimcni ofthr; lnvention
kas been a commercial success since its inoduction in about 1994, Ithas met
a néed that has long existed. Further, it hasbeen imitated by Defendant. The
foregoing secondary factors bolster the case for validity.
9 Clear and convincing evidence is required to invalidate the pertinent patent
claims. Such cvidence has not been presented. The pertinent claims ars

therefore valid.

[T

9 (10) The patent is valid and infringed

i L

(E) WILLFUL INFRINGEMENT
) Defendant was given notice by letter of December 10, 1999, received on

December 16, 1999,

@) Defendant made a Jess than earnest effort to obtain a prompt opinion.

) A frer being reminded a second time by Plaind]ét’TD.cfchdam took no steps to
stop its infringement or to get a defimitive opinioa.

(4) De=fsndant did not get an opinion until after suit was filed in Januvary, 2001,

which was over a year after notuce. Additionally, the opinion was oral and

was given without the attorney inspecting the accused product. This was the

——
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case even though the Company officer following the matter was also Jocated
in Chicago, and located only a short distance from the attorney’s office.
Amazingly, the Company officc and the attorney never saw each other until

depositions were taken in the suit. In short, the attormey was fumnished with

_ inadequate information, and the Defendant did not make a substantial effort

to provide the adequate information required to render a reasonable opinion.
In actuality, the Company officer merely sought an b;:ﬁnion of counsel (per
deposition testimony) because he had heard that such an opinion could protect

him from attorneys fees (or other damages).

(3) The similarity of the Defendant’s product to the patented product, as well as
the timing of Defendant's product entry into the market (i.e., after Plaintiff's
product had already entered the market), raises an infcrcnc;: of copying.

DAMAGES

(D Darnages asc assessed from December 16, 1999, the date of which Defendant

was made aware of the patent and their infringement. The damages are the
lost profits of Plaintiff. Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575
F.2d 1152, 197 U.S.P.Q. (BNA) 726 (6th Cir. 1978). See also, State
Industries v. Mor-Flo Industries, Inc., 883 F.2d 1573, 12 U.S.P.Q.2D (BNA)
1026 (1989) or Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538 (Fed. Cir. 1995).
The figures will be proved at the trial. Note that the damages include the lost

profits on so-called “convoyed” products, 2lso known as the entire markct

~4T-APR 0505
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value rule.
2) The damages should be trebled under 35 U.S.C. 285, [or 284]
(3) -. Thisbeing an cxcsptional case, reasonable attorneys fees should be awarded

to Plaintff.

(G) INJUNCTION
(1) Asis usually the case where the Plaintiff has prevailed in a patent case, the
infringing Defendant is enjoined from further infringement. 35 U.S.C. 283
Smitk International, Inc. v. Hughes Tool Co., 718 F.2d 1573 (Fed Cir. 1983),

cert. denied, 104 S.CT. 493 (1988). For permanent injunctions in a patent

and infringement case, the injunctive relief is considercd a matter of right.
Respectfully submitted,

For Plaintiff Golden Blount, Inc.

WILLIAM D.
State Bar No. 09109000

- CHARLES W. GAINES
State Bar INo. 67570580

Hitt Gaines & -Boisbrun, P.C.
225 University Plaza

275 West Campbell Road
Richardson, Texas 75080
972/480-8800 (Telephone)
972/480-8865 (Facsimile)

9 -
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CERTIFICATE OF SERVICE
I herzby certify that a true copy of the enclosed Plaintiff’s Issue Dirccted Trial Brief was
servec on the following counsel of record on April 19, 2002, by first class mail and facsimile:

Jery R. Selinger

Jenkens & Gilchrist

1445 Ross Avznue, Suiic 3200
Dallas, Texas 75202
214/855-4500 (Telephone)
214/855-4300 (Facsimile)

F. William McLaughlin

Dean A. Monco

o2y

Wood, Phillips, VanSantcn

. Clark & Mortimer

500 W. Madison Street, Suits 3800
Chicago, IL 60611-2511
312/876-1800 (Telephone)

312/876-2020 (Facsimile)

Williamm D. Harris, Jr.
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Position of Burners

'159 Patent, Claim 1:

a support means for holding the elongated primary burner tube in a raised

level relative to the forwardly position secondary coals burner elongated

tube; !

'159 Patent, Claim 17:

...the secondary burner tube positioned substantially parallel, forward and

below the primary burner tube...

Primary burner tube

Secondary burner tube:
Forward and below primary tube
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Direction of Ports
‘/ERTICAL DOWN NOT COVERED BY SPECIFICATION-- .

'159 Patent, Claim 17:

. . . gas distribution ports of the secondary burner tube directed away

from the fireplace opening.

'159 Patent, Col. 5, Lines 56-61:

These various phased apertures or gas discharge ports are most important
in their position in regard to both the primary and secondary tube burners.

In the secondary burner tube 104, the gas is discharged in a direction away

from the opening of the fireplace...

A=/ e/ @ | Vertical down
. ==~ 7/.: | port position N
CUTEEEEEEETTTT ET causes gas flow  EieE
r"‘NQtA”‘?VYede | in both directions
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™ IN THE UNITED STATES DISTRICT COU FE L), ;
FOR THE NORTHERN DISTRICT JJF TEXW:;_\_T i
DALLAS DIVISION JUL 3 120
CLERK, U.S. DISTRICT COURT
GOLDEN BLOUNT, INC., § By
Plaintiff, §
§ Civil Action No.
v §
§ 3-01CV0127-R
ROBERT H. PETERSON CQ., §
§
Defendant. §

PLAINTIFF GOLDEN BLOUNT INC.'S
MOTION TO DISREGARD THE TESTIMONY OF
OF JOHN PALASKI AND BRIEF IN SUPPORT THEREQF
TO THE HONORABLE JUDGFE OF SAID COURT:

COMENOW._Plaintitf Golden Blount, Inc. (hereinafter. “Blount or “Plaint[f Vo file this.
its motion to disregard the testimony and declaration of Mr. Joha Pataski as prior arl. and its briel
in support thereof.

I. INTRODUCTION

Plaintiff filed this lawsuit secking a judgement against Defendant Robert H. Peterson Co.
(hereinafter, “Defendant™) inconprection with its infringement of United States Patent No_ 5.988.159
(hereinafier, the “the 159 patent™). Amony other things. Plaintff seeks a judgment from the Court
that the declaration and oral testimony of Mr. John Palaski be disregarded as prior art, and therefore
insufficient to establish either anticipation under 35 U.S.C. § 102 or obviousness under 35 U.S.C.

§103.

——
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II. LEGAL ARGUMENT

Historically, courts have looked with disfavor upon finding anticipation with only oral
testimony. In the Barbed Wire Patent, 143 U.S 27536 L. Ed 134, 128 Ct. 443. 1892 Dec. Comm'r
Par 299 (1892). the Supreme Court commented on the dangers of invalidating a patent on oral
tesimony alone.  In view of the unsatisfactory character of such testimony, ;ﬁrising from the
lorgetfulness of witnesses. their liabitity to mistakes. their proneness 1o recollect things as the party
calling them would have them recollect them, aside fram the temptation to actual perjury. Courts
have not only imposed upon Defendants the burden of proving such devices. but have required that
the prool shall be clear. satisfaciory and bevond areasonable doubt. Counts have stated that witnesses
whose memorics are prodded by the cagerness of interested parties to elicit testimony favarable 10

themselves are not usualiy 10 be depended vpon for accurate information. fof at 284,

The Barbed Wire Patent involved adispute over the novelty of a patent for barbed wire. Tweniy-
four witnesses testified on behalf of an accused infringer that thev had seen an anticipating barbed
wire fence exhibited by one Morley at an 1858 or 1859 county fair at Delhi in Delaware Counny .
lowa. fdd ar 285, Inthe Barbed Wire Parent case, the distriet court found that it was unlikely that
all twenty-four witnesses were lying, and declared the patent tnvalid based on their testimony. On
appeal, however, the Supreme Court of the United States reversed the district court ruling. The

Supreme Court noted:

The very fact ... that almost every important patent, from the cotton
gin of Whitney to the one under consideration, has been attacked by
the testimony of witnesses who imagined they had made similar
discoveries long before the patentee had claimed to have invented his
device, has tended to throw a certain amount of discredit upon all that
class of evidence, and to demand that it be subjected to the closest
scrutiny.

b
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The Barbed Wire Patent, 143 U.S. at 284-85.

The Court later clarified that the high standard of proof required when using oral testimony
to prove prior public use was not "beyend a reasonable doubt™ as stated in The Barbed Wire Pateni.
but was nevertheless a high threshold. See Eibel Process Co v. Minnesota & Ontario Paper Co .
261 US 43,60 (1923) ("The temptation 1o remember in such cases and the ease wit‘h W hic-h honest
witnesses can convinee themsetves after many vears ol having had a conception at the basts of a
valuable patent. are well known in this branch of Taw, and have properly led 10 a rule that oy idence
to prove prior discovery must be elear and satisfacton ™).

In light of this high standard. the Court of Custom and Patent Appeals adopied a hst of
factors for evaluating the credibility of oral statements. In /i re Reuter. the Court established that for
evaluating the credibilin of orab statements: (1) delay between eventand trial. (2) interest ol witness.
(3) contradiction or impeachment. (4) corraboration. (3) witnesses’ familiarity with details ofalleged
prior siructure, {6) improbability of prior use considering state of the an. (7) impact ol'the invenuon
on the industry, and (8) relationship between witness and afleged prior user. fn re Reurer. 670 F . 2d

1015.1021 & 0.9 (CCPA 1981). (citing E 1 du Poat de Nemours & Co v Berkley & Co 620 F 2d
12471261 .20, 203 USPO 1. 1 0. 20 (8th Cir. 19810)))

In further support of this high standard. the Federal Circuit, citing The Barbed Wire Patent.
has recently held that the testimony of six witness were not sufficient to overcome the clear and
convincing standard that is necessary to invalidate a patent. Juicy Whip, Inc.. v. Orange Bang. Inc..
292 F.3d 728 (Fed. Cir. 2002). In reaching its decision, the court stated that “Histoncally, courts
have looked with disfavor upon finding anticipation with onlv oral testimony...,” after which 1t

referenced the holding in The Barbed Wire Patent. Id at 748.
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The facts of the present case, especially in view of those factors set forth in i re Réu:er.
weigh heavily in favor of disregarding the incredible oral testimony and declaration of Mr. Palaski
as prior art because thev fail 1o over come the clear and convincing standard.

First, almost 28 years has elapsed between the time Mr. Palaski supposedly ﬁfst displa}'ed
his device and this trial. As was evidenced by Mr. Palaski’s forgeifulness and sparse testimony, this
considerable amount of time has taken a substantial tole on his ability to remember the facts as they
were.

Second, Mr. Palaski appears to be an interested witness.  As was testified to by Mr
Janikowski (a 40 vear emplovee of Defendant Robert H. Peterson and extremely good [riend of My
Palaskir' ). Mr. Palaskiwas_at the time of owning and aperating his Fireside Shop, one of Defendant’s
highest volume distributors. It poes without saying that such a situation created an indebtedness
between the parties. This fact alone, unplies that Mr. Palaski 1s an interested witness.

Third, the testimony Mr. Palaski gave in his direct examination contradicted the testimon)
he gave in his cross-examination. For instance, on direct examination Mr. Palaski averred that the
only difference between the device he manufactured and sold in the mid 1970s and that which Mr.
Janikowski had manufactured to resemble Mr. Palaski’s drawings. was the tvpe of valve used in the
two. In his cross-examination, however, Mr. Pataski contradicted this testimony. stating that in
addition to the valve being different. the tubing used to carry the gas from the primary burner to the

secondary burner and the fittings were also different.

" Mr. Janikowski testified on cross-examination that he and Mr. Palaski were very good
friends, such good friends that on occasions each had been to the others home.
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Fourth, nothing exists to substantially corroborate Mr. Palaski’s testimony. As cstablished

at trial by Mr. Palaski’s testimony, Mr. Janikowski and others who visited the shop did not actually
observe the complete deVice because sand and embers covered a substantia} portion of the burner
system. Furthermore, other than the spur of the moment drawing that Mr. Palaski prepared many

months after suit was filed, hie failed to produce even one document or other writing that evidenced

the prior cxistence of his device.
Fifth, Mr. Palaski never even sold the compiete unit, but mstead sold component parts thai

may or may nol have been assembled into the device by the end user. Moreover. Mr. Palask:

testified at trial that he didn’t know if even one of his devices exists today. Both of these facts
clearly indicate that his device had little or no tmpact on the industry.

Sixth, Mr. Palaski’s own personal interest in this matter1s significant, given the [act that Mr
Palaski, the witness, was also the same person who supposedly built the device.

Finally and seventh, when questioned about the relative height of each of the tubes, Mr.
Palaski demonstrated less than a perfect recollection to detail, whenhe stated that he only “thought”
that one was higher than the other but was somewhat uncertain until a mock-up ol a device made by
Mr. Janikowski was referenced.

In view of the faét that all of the In re Reuter factors have been established in this case, Mr.
set forth

Palaski’s testimony and declaration do not overcome the clear and satisfactory standard as

by the above-referenced casc law, and accordingly, Mr. Palaski’s testimony 1s therefore insufficient

to invalidate the *159 patent.
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Therefore, in view of the precedent set forth in the Barbed Wire Patent case and Inre ke;lei',
as well as that which was confirmed just recently in the Federal Circuit case of Juicy Whip, Inc., the
Plaintiffrequests that this Court do as the Courts have done in the past, and disregard the belaled oral
testimony and declaration of Mr. Palaski as prior art.

Respectiully submitted,
For Plaintiff Golden Blount, Inc.
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