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STATEMENT OF RELATED CASES

No other appeal in or from this civil action was previously before this Court
or any other appellate court. Counsel is unaware of any case that will directly
affect or be directly affected by the Court’s decision in this appeal.

STATEMENT OF JURISDICTION

The district court had jurisdiction over this patent infringement action
pursuant to 28 U.S.C. §§ 1331, 1338(a). The district court entered final judgment
on September 4, 2007. Aristocrat filed a timely notice of appeal on September 12,
2007. This Court has jurisdiction over the appeal pursuant to 28 U.S.C. §
1295(a)(1).

STATEMENT OF THE ISSUES

1. Was the district court correct in using “improper revival” as a basis
for invalidating the ’215 patent, even though neither the Supreme Court nor this
Court has ever invalidated a patent based on the PTO’s alleged “improper revival”
of an unintentionally abandoned patent application, and even though “improper
revival” does not fall within the statutory defenses authorized by 35 U.S.C. § 2827

2. Did the district court err in holding that the PTO exceeded its statutory
authority by reviving an “unintentionally” abandoned patent application, when the
revival provisions of the Patent Act, such as 35 U.S.C. § 41(a)(7), expressly
provide for a “petition for the revival of an unintentionally abandoned

application”?



STATEMENT OF THE CASE

Aristocrat commenced these proceedings on June 12, 2006, by filing a
complaint for patent infringement against IGT in the United States District Court
for the Northern District of California. (JA57.) Aristocrat’s First Amended
Complaint, filed in December 2006, asserted that IGT infringed the ’215 and *603
patents. (JA2.) IGT counterclaimed, seeking, among other things, a declaratory
judgment of invalidity of those patents. (JA240-84.)

On April 3, 2007, IGT moved for summary judgment that the *215 and *603
patents are invalid based on the PTO’s “improper revival” of the *215 patent
application, which went abandoned during prosecution because a filing fee was
received one day late. (JA356-74.) IGT argued that the alleged invalidity of the
’215 patent extended to the *603 patent as well. (JA371-73.) As the '603 patent is
a continuation of the 215 patent, IGT argued that the '603 patent’s chain of
priority was broken by the abandonment of the '215 patent application, and thus
the *215 patent application became invalidating prior art to the '603 patent under
35U.8.C. § 102. (Id.) Aristocrat opposed. (JA620-636.)

Following briefing and oral argument, the district court granted IGT’s
motion on June 13, 2007. (JA1-26.) On September 4, 2007, the district court
entered final judgment. (JA27.) This appeal timely followed on September 12,

2007. (JA910.)



STATEMENT OF FACTS

The district court invalidated two Aristocrat patents based on an
unintentional one-day delay in submitting a filing fee to the PTO, a delay the
PTO—in its discretion—chose to excuse. The district court also threw into
question the applicability and use of a PTO regulation broadly permitting revival
of unintentionally abandoned applications, that has been applied by the PTO to
countless patent applications for a quarter of a century.

A. The Parties

Aristocrat and IGT are competitors in the market for electronic gaming
machines. Among other activities, Aristocrat makes and sells slot machines for
casinos. (JA2.) IGT also designs and manufactures electronic gaming machines.
(d.)

B. The’215 and ’603 Patents

Aristocrat owns the ’215 and 603 patents, which relate to slot machines.
(JA29,40.) The two patents are formally related: the 603 patent issued from a
continuation application of the *215 patent application. (JA40.)

Further detail regarding the technology and the scope of the patents is not
necessary to resolve this appeal. Detail regarding the prosecution history is,
however, pertinent. The prosecution of the patents-in-suit began in Australia.

Aristocrat filed a provisional application on July 8, 1997. (JA2.) On September 9,



1997, Aristocrat filed another provisional application (collectively, “the Australian
provisional applications”). (Id.)

On July 8, 1998, Aristocrat filed a Patent Cooperation Treaty application in
Australia (“the PCT application”). (JA2-3.) That application, which claimed
priority to the Australian provisional applications, was published on January 21,
1999. (JA3.) Aristocrat was therefore required to pay the fee for the U.S. national
stage of the PCT application by January 10, 2000. (/d.) These facts are not in
dispute.

The PTO received the national filing fee on January 11, 2000—one day late.
({d)

On June 13, 2000, the PTO mailed a notice of abandonment to Mr. Shahan
Islam, Aristocrat’s U.S. attorney of record for the *215 patent application. (JA641-
43.) The notice stated that “Applicants may wish to consider filing a petition to the
Commissioner under 37 CFR 1.137(a) or (b) requesting that the application be
revived.” (JA642.) The notice detailed each of those regulations, namely, the
“unavoidable” delay standard of 37 C.F.R. § 1.137(a) and the “unintentional” delay
standard of 37 C.F.R. § 1.137(b). (Id.)

Aristocrat’s counsel responded on September 15, 2000, by filing a Petition
to Correct the Date-In of the 215 patent application. (JA645-49.) On June 5,

2001, the PTO denied the petition without prejudice. (JA651-53.) There is an



issue of fact whether Mr. Islam actually received notice of the denial at that time.
(JA739.) Mr. Islam’s firm did, however, receive the denial notice on January 23,
2002. On that date, Serle Mosoff, an attorney who worked with Mr. Islam,
received a fax from the PTO entitled “05 June 2001 Decision,” along with a copy
of the denial notice. (JA655-58.)'

On July 18, 2002, Aristocrat’s attorney filed a petition to revive the '215
patent application under 37 C.F.R. § 1.137(b), stating that the delay in paying the
national stage filing fee was “unintentional.” (JA660-61.) On September 3, 2002,
the PTO granted the petition, stating that “[a]ll of the requirements of 37 C.F.R.
1.137(b) have been met and the applicant’s petition to revive is GRANTED.”
(JA687 (emphasis in original).)

Thereafter, Aristocrat’s attorneys resumed prosecution on the merits, and the
’215 patent issued on June 6, 2006. (JA29.) Aristocrat did not learn of its
attorneys’ actions, and the abandonment of the ’215 patent application, until after

the application was revived. (JA866.)

! Aristocrat requested an opportunity, pursuant to Federal Rule of Civil Procedure
56(f), to develop the pertinent facts relating to the prosecuting attorneys’
awareness of the June 5, 2001 denial notice prior to January 23, 2002. The district
court denied Aristocrat’s request. (JA23-24.)



Aristocrat filed the application leading to the '603 patent on April 8, 2005,
as a continuation of the ’215 patent application. (JA40.) The 603 patent issued on
September 19, 2006. (Id.)

C. The District Court Proceedings

On June 12, 2006, Aristocrat sued IGT for infringement of the *215 patent.
(JAS57.) After the ‘603 patent issued, Aristocrat amended its complaint to assert
infringement of that patent as well. (JA2.)

During discovery, IGT moved for summary judgment of invalidity. (JA356-
373.) In its motion, IGT alleged that the PTO improperly revived the ’215 patent
application after it became abandoned. IGT argued that the ’215 patent application
went abandoned pursuant to 35 U.S.C. § 371(d), because the national filing fee was
paid one day late. In reviving the ’215 application, IGT asserted, Aristocrat was
required to show that its one-day delay in paying the fee was “unavoidable,” not
merely “unintentional.” (JA364-65.)

IGT further argued that the 215 patent application also went abandoned
pursuant to 35 U.S.C. § 133, which provides that an applicant must respond to a
PTO action (in this case, the PTO’s denial of the petition to correct the “Date-In")
within six months. (JA365-67.) IGT urged that under § 133—as under § 371—
Aristocrat was required to show “unavoidable” and not merely “unintentional”

delay. (/d.)



IGT initially did not provide the district court with any basis for the
argument that the PTO’s supposed “improper revival” of a patent application is a
valid defense against an issued patent. (/d) Nor did IGT explain to the district
court that 37 C.F.R. § 1.137 allows a showing of either “unavoidable” delay under
§ 1.137(2) or “unintentional” delay under § 1.137(b). Instead, IGT informed the
district court—without more—that “Patent Office regulations and rules require a
substantial ‘showing’ of ‘unavoidable’ delay.” (JA369.) IGT brushed aside 37
C.F.R. § 1.137(b) as simply the “wrong standard.” (JA370.)

Aristocrat opposed IGT’s motion for summary judgment on multiple
grounds. Aristocrat argued that “improper revival” is not a defense within any of
the paragraphs in 35 U.S.C. § 282, which lays out the defenses available to accused
infringers against an issued patent. (JA628.) In addition, Aristocrat argued that
37.C.FR. § 1.137(b), the PTO regulation that allows for revival of applications
after “unintentional” abandonment, is entitled to deference, and that Aristocrat’s
revival under this regulation was proper. (JA629.)

In reply, among other things, IGT argued for the first time that the
Administrative Procedure Act gave the district court authority to hold that the
PTO’s revival of the 215 patent application exceeded the agency’s statutory

authority. (JA770-72.) But IGT never pleaded an APA claim. (JA240-285.)



Neither the United States, nor the PTO, nor the PTO Commissioner is a party to
this lawsuit.

D. The District Court Opinion

On June 13, 2007, the district court granted IGT’s motion for summary
judgment of invalidity. (JAl.) The court held that the PTO lacked authority to
revive an application abandoned under 35 U.S.C. § 371 or § 133, unless the
applicant’s delay was “unavoidable” rather than “unintentional.” (JA20-21.) The
court reasoned that 35 U.S.C. § 41(a)(7), which expressly allows for a revival of
applications after an “unintentional” delay, “does not modify or alter Section 133
or Section 371, which expressly require ‘unavoidable’ delays in order to revive
abandoned applications.” (JA15.) The court did not address Aristocrat’s argument
that § 371 independently allows for revival after an unintentional delay in paying
the filing fee, and that the district court’s result improperly treats international
applicants differently from domestic applicants.

The district court further held that “improper revival” by the PTO constitutes
~ a statutory defense under 35 U.S.C. §§ 282(2) and 282(4), and thus provides
grounds to invalidate an issued patent during litigation. (JA16-18.) The district
court also accepted IGT’s argument that the Administrative Procedure Act
permitted the court in this circumstance to decide whether the PTO exceeded its

statutory authority. (JA18-19.)



The court entered final judgment on September 4, 2007. (JA27.)
Aristocrat’s notice of appeal timely followed. (JA910.)

STANDARD OF REVIEW

The district court’s grant of summary judgment is reviewed de novo.
Rodime PLC v. Seagate Tech., Inc., 174 F.3d 1294, 1301 (Fed. Cir. 1999).
Likewise, “[t]his court reviews the statutory construction of a district court de
novo.” NTP, Inc. v. Research in Motion, Lid., 418 F.3d 1282, 1314 (Fed. Cir.
2005).

SUMMARY OF THE ARGUMENT

The district court etred in declaring the 215 and ’603 patents invalid for
“improper revival.” As a threshold matter, Congress has not sanctioned “improper
revival” of a patent application by the PTO as a means for accused infringers to
invalidate a duly issued, presumptively valid patent. Congress enumerated the
defenses available to accused infringers in four separate paragraphs within 35
U.S.C. § 282. Improper revival fits within none of those four paragraphs, and thus
cannot form an invalidity defense against an issued patent.

That conclusion is consistent with this Court’s repeated holdings that
“procedural irregularities” during patent prosecution do not constitute independent
grounds on which to invalidate an issued patent, absent inequitable conduct.

Moreover, alternate remedies already in place effectively guard against potential



abuses. Adding “improper revival” as a defense would only invite defendants to
scour the prosecution record for mere procedural glitches in order to defeat
substantively valid patents—just as IGT has done in this case.

Even if this Court holds that “improper revival” is a defense to an issued
patent, the district court’s interpretation of the Patent Act is incorrect. This
erroneous interpretation has far-reaching effects—it unduly narrows the
applicability of 37 C.F.R. § 1.137(b), a long-standing PTO regulation that has been
applied without controversy to countless patents, and risks their retroactive
invalidation.

The district court’s holding directly contravenes Title 35. Section 371
expressly allows for an “unintentional” delay in paying the national stage filing fee
by incorporating the PCT, which, in turn, excﬁses “unintentional” delays.
Moreover, section 371 must allow for “unintentional” delays because the Patent
Act mandates that international patent applicants be given the same procedural
benefits provided to domestic applicants—and domestic applicants are allowed to
revive applications upon showing that their delay in paying the application filing
fee was “unintentional” (under 35 U.S.C. § 111). If the district court’s decision
stands, domestic and international applications will be improperly subject to

differing procedural standards.
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In addition, 35 U.S.C. § 41(a)(7) constitutes an independent source of PTO
authority for reviving applications abandoned after an “unintentional” delay. In
1982, Congress amended the Patent Statute to create two different standards with
two different corresponding fees by which applicants could revive an abandoned
application. In an effort to give the PTO greater flexibility in reviving abandoned
applications, Congress amended 35 U.S.C. § 41(a)(7) to provide for a “petition for
the revival of an unintentionally abandoned application.” The district court’s
holding failed to consider that § 41(a)(7) authorized an alternative means in
addition to the previously existing “unavoidable” standard referenced in §§ 371
and 133 to revive an abandoned application.

The PTO’s implementing regulation, 37 C.F.R. § 1.137(b)—which went into
effect on the same day that § 41(a)(7) (1982) became law—faithfully implements
the literal language of § 41(a)(7) to create an “unintentional” standard for revival.
As a reasonable interpretation of the statute, it is entitled to deference. Chevron,
US.A., Inc. v. NRDC, Inc., 467 U.S. 837, 843 (1984). Instead of granting the PTO
regulations due deference, however, the district court reviewed the statutory
scheme de novo.

The ’603 patent stands or falls with the *215 patent. If this Court reverses
the district court’s summary judgment of invalidity of the *215 patent, it must also

do so for the ’603 patent. IGT does not disagree.
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ARGUMENT

I “IMPROPER REVIVAL” IS NOT AN INVALIDITY DEFENSE TO
AN ISSUED PATENT

The district court erroneously invalidated the 215 and ’603 patents. The
PTO’s allegedly “improper revival” of a patent application does not form a
statutory defense to the validity of an issued patent. The grounds on which an
accused infringer may defend against infringement of an issued patent are laid out
in four separate paragraphs of 35 U.S.C. § 282. “Improper revival” does not fall
within any of those four paragraphs, and thus cannot constitute the basis for
invalidity. Consistent with this conclusion, this Court has repeatedly held that,
absent inequitable conduct, “procedural irregularities” during patent prosecution
are not independent grounds to invalidate an issued patent.

Moreover, no sound reason justifies allowing accused infringers to comb
through prosecution records in search of some technicality, such as a fee paid one
day late, by which to defeat a duly issued patent. This is especially true where, as
here, the public suffers no harm from the delay.

The district court further erred by accepting IGT’s argument—never pleaded
and first articulated in its summary judgment reply brief—that the Administrative
Procedure Act (“APA”) provides an independent procedural vehicle for reviewing

the PTO’s actions.
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A. 35 US.C. § 282 Identifies The Defenses Available To Accused
Infringers

Section 282 of Title 35 begins by declaring that an issued patent “shall be
presumed valid.” 35 U.S.C. § 282, This section then enumerates the .four
categories of defenses available to an accused infringer, which must be proven by
clear and convincing evidence. See, e.g., SSIH Equip. S.A. v. US. Int’l Trade
Comm’n, 718 F.2d 365, 375 (Fed. Cir. 1983) (confirming the burden of proof).
Section 282 states, in relevant part:

The following shall be defenses in any action involving the validity or
infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement or
unenforceability,

(2) Invalidity of the patent or any claim in suit on any ground
specified in part IT of this title as a condition for patentability,

(3) Invalidity of the patent or any claim in suit for failure to comply
with any requirement of sections 112 or 251 of this title,

(4) Any other fact or act made a defense by this title.
35 U.S.C. § 282,

In holding Aristocrat’s patents invalid, the district court reasoned that
“improper revival” of an application abandoned during prosecution under 35
U.S.C. § 371(d) and/or 35 U.S.C. § 133 falls within the scope of § 282. (JA16-18.)
Section 371(d) relates to payment of the national stage filing fee for a PCT

application. It provides, in pertinent part:
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The requirements with respect to the national fee . . . shall be
complied with by the date of the commencement of the national stage
or by such later time as may be fixed by the Director. . . Failure to
comply with these requirements shall be regarded as abandonment of
the application by the parties thereof, unless it be shown to the
satisfaction of the Director that such failure to comply was
unavoidable.
Section 133 sets the time for responding to a PTO action. It provides, in pertinent
part:
Upon failure of the applicant to prosecute the application within six
months after any action therein, of which notice has been given or
mailed to the applicant . . . the application shall be regarded as
abandoned by the parties thereto, unless it be shown to the satisfaction
of the Director that such delay was unavoidable.
Neither of the above statutes constitutes grounds for invalidity under § 282.

IGT does not dispute that “improper revival” of a patent application does not fall
within either § 282(1) or § 282(3). That leaves § 282(2) and § 282(4), both of
which the district court accepted as vehicles for IGT’s “improper revival” defense.
(JA17-18.) But “improper revival” falls within neither.

B. “Improper Revival” Is Not A “Condition For Patentability”
Within 35 U.S.C. § 282(2)

Section 282(2) provides that an accused infringer may raise “[i]nvalidity of
the patent or any claim in suit on ahy ground specified in part II of this title as a
condition for patentability.” Thus, in order to fall within § 282(2), the purported

defense must be: (1) “in part II” of Title 35; and (2) “a condition for patentability.”
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The district court held that § 282(2) allows for an improper revival defense
“[bJecause Section 133’s six-month deadline for prosecuting an application is
specified within part II of Title 35...” (JA18.) True. But the court wholly failed
to consider the second requirement, namely, whether § 133 and § 371 constitute “a
condition for patentability.”

What constitutes a “condition for patentability” is clearly defined by the
Patent Act, and does not include “improper revival.” Sections 102 and 103 of Title
35 are explicitly titled “conditions for patentability.” Together with Section 101

“inventions patentable™), these provisions spell out the statutory “conditions for
patentability,” as the Supreme Court recognized in Graham v. John Deere, 383
U.S. 1, 12 (1966):

The [1952 Patent] Act sets out the conditions of patentability in three

sections. An analysis of the structure of these three sections indicates

that patentability is dependent upon three explicit conditions: novelty

and utility as articulated and defined in § 101 and § 102, and
nonobviousness, the new statutory formulation, as set out in § 103.

2 In addition, section 371 is not in part I of Title 35, and thus meets neither
requirement of § 282(2).
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Because improper revival does not fall within the scope of §§ 101, 102, or 103, it is
not a “condition for patentability” under § 282(2). IGT must look elsewhere to
find a statutory basis for its alleged improper revival defense.’

C. “Improper Revival” Is Not A “Fact Or Act Made A Defense”
Under 35 U.S.C. § 282(4)

Section 282(4) provides that a defense to an issued patent may include
“[a]ny other act or fact made a defense by this title.” The district court agreed with
IGT that improper revival is an invalidity defense under this paragraph. The fact
that Section 133 and Section 371 are not specifically listed this paragraph, the
court reasoned, “does not mean that they are not included in the catch-all provision
of ‘any other act or fact made a defense by this title.”” (JA17.)

This analysis cannot stand. It is a non sequitur to say that even though
improper revival does not appear in § 282(4), it might not be excluded by §
282(4)—therefore, it must be included within § 282(4). Such flawed reasoning
makes § 282(4) utterly boundless, as the provision lists nothing in particular. If
Congress had intended to make any and every statutory provision of Title 35 a
defense, the four separate paragraphs of § 282 would be superfluous. A statutory

interpretation reaching this result should be avoided. See Duncan v. Walker, 533

3 As noted above, Section 112, which deals with the requirements for a proper
patent application, is explicitly made a defense under § 282(3).
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U.S. 167, 174 (2001) (interpreting a statute to avoid rendering the statute’s
language “insignificant, if not wholly superfluous”); Kirkendall v. Dep’t of the
Army, 479 F.3d 830, 855 (Fed. Cir. 2007) (same). If Congress had truly intended
to place no limits on what constitutes a defense in patent litigation, it would have
simply said—in one paragraph rather than four—that a defense to any action
involving patent validity or infringement lies in “any section of this Title.”
Congress, however, declined to do so.

Instead, the plain language of § 282(4) provides clear limits by considering
whether Congress “made” the act or fact a “defense.” Thus, that section looks to
whether there is evidence that Congress intended a particular section of Title 35 to
be a defense in patent infringement litigation. In other words, a purported defense
must be tied to one or more paragraphs of § 282. See Mylan Pharms., Inc. v.
Thompson, 268 F.3d 1323, 1331 (Fed. Cir. 2001) (holding that whether a patent
_owner conﬁplied with the “Orémge Book” listing requirements set forth in the
FFDCA was not a defense, where it was not tied to 35 U.S.C. § 282).

Indeed, when Congress intended to make a section of the Patent Act
available as a defense (beyond those specified in §§ 282(1)-(3)), Congress has said
so. For example, 35 U.S.C. § 273 is titled “Defense to infringement based on
earlier inventor,” and explicitly provides that “it shall be a defense to an action for

infringement.” Id. § 271(b)(1). Likewise, 35 U.S.C. § 185 provides that an issued

-17 -



patent “shall be invalid” for failure to proscribe to the secrecy provisions in 35
U.S.C. §§ 181 and 184. See also 35 U.S.C. § 271(e)(1) (“It shall not be an act of
infringement to make, use, offer to sell, or sell within the United States a patented
invention. . . which is primarily manufactured using recombinant DNA. . .*); id. §
272 (temporary presence in the United States “shall not constitute infringement of
any patent. . .”). Congress plainly knows how to specify which acts or facts not
specifically mentioned in §§ 282(1)-(3) form a “defense” under § 282(4).

Having defined three specific, distinct categories of defenses in § 282(1)-(3),
and having made clear when a statutory section is otherwise “made a defense,”
Congress plainly did not intend for all of the requirements of Title 35 to fall within
the ambit of § 282(4). The fourth paragraph of § 282 should not be stretched
beyond its limit to include improper revival.

Because improper revival does not fall within any of the four paragraphs of
35 U.S.C. § 282, it is not a proper invalidity defense.

D. Allowing Improper Revival As A Defense Contravenes Judicial
Precedent

Interpreting 35 U.S.C. § 282 to invalidate issued patents based on
prosecution glitches would needlessly defeat countless issued patents and burden
courts with litigants’ attempts to second-guess the patent prosecution process for
litigation advantage. Inaugurating a new defense—"“improper revival”— would

yield no benefit.
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Consistent with the structure and mandate of § 282—and common sense—
this Court has repeatedly refused to allow any and all prosecution irregularities to
become grounds to invalidate an issued patent, where there is no inequitable
conduct. For example, in Ferguson Beauregard/Logic Controls, Division of Dover
Res., Inc. v. Mega Sys., LLC, 350 F.3d 1327, 1344 (Fed. Cir. 2003), this Court
affirmed a district court’s determination that it lacked authority to take action
based on the PTO’s alleged “improper revival” of a patent after the owner failed to
timely pay a maintenance fee. Because the defendant did not plead inequitable
conduct (and the Court declined to infer such a pleading where none existed), the
defendant stated no valid claim for relief. See id.

Similarly, in Magnivision, Inc. v. Bonneau Co., 115 F.3d 956, 960 (Fed. Cir.
1997), the Court refused to sanction a variety of “prosecution irregularities” as
invalidity defenses to a valid patent. In that case, the PTO examiner did not
propetly file a written statement of interview. Id. at 959. The Court declared that
“[i]Jmperfection in patent examination, whether by the examiner or the applicant,
does not create a new defense called ‘prosecution irregularities’. . .” Id. at 960.
The Court added that “[p]rocedural lapses during examination, should they occur,
do not provide grounds of invalidity. Absent proof of inequitable conduct, the
examiner’s or the applicant’s absolute compliance with the internal rules of patent

examination becomes irrelevant after the patent has issued.” Id.
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This proposition is not limited to Ferguson Beauregard and Magnivision.
See also Norian Corp. v. Stryker Corp., 363 F.3d 1321, 1329 (Fed. Cir. 2004)
(“[F]lawed prosecution arguments do not affect patent validity, whether or not they
raise questions of inequitable conduct. After a patent has issued, validity is
determined objectively based on prior art and the other requirements of
patentability.”); Ulead Sys., Inc. v. Lex Computer & Mgmt Corp., 351 F.3d 1139,
1148-50 (Fed. Cir. 2003) (the PTO’s decision to accept a late payment of a fee
should not be reviewed to determine whether the patent owner acted in good faith).

Finally, Aristocrat notes that this Court’s decision in Quantum Corp. v.
Rodime PLC, 65 F.3d 1577, 1584 (Fed. Cir. 1995) is not to the contrary. In
Quantum, the Court held that 35 U.S.C. § 305, the statutory provision prohibiting
broadening claims during reexamination, can serve to invalidate improperly
broadened claims. Id. at 1582-83. In dicta, the Quantum panel suggested that 35
U.S.C. § 282 may not constitute an exclusive list of defenses to the validity of

issued patents. See id. at 1584.

* Whether 35 U.S.C. § 282 forms the exclusive list of possible defenses to an
issued patent was not squarely before the Court in Quantum, as both parties agreed
that claims not in compliance with § 305 cannot stand. See Sacco v. United States,
452 F.3d 1305, 1308 n.2 (Fed. Cir. 2006) (“[1]f a decision does not squarely
address an issue, a court remains free to address the issue on the merits in a
subsequent case.”) (citations omitted).
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However, whether this Court can imply a defense not within § 282 and
whether it should in this circumstance present two wholly different questions, In
Quantum, the Court held that § 305 was a defense because to hold otherwise would
expressly frustrate the statute. Jd The Court recognized that a contrary rule would
foster gamesmanship by encouraging applicants to try for broad claims during re-
exam, yet enable them to fall back on their original claims. See id. In addition,
Congress arguably intended for § 305 to be a defense, based upon its parallel with
the reissue statute, which is explicitly made a defense by § 282(3).

No similar need exists for an “improper revival” defense. Patent applicants
have no legitimate incentive to abandon their applications. Indeed, the whole point
of the statutory scheme for revival of applications is the remediation of
unintentional or unavoidable errors by patent applicants. Moreover, any egregious
or intentional attempts by applicants to delay may be addressed through existing
defenses, such as prosecution laches or inequitable conduct. See, e.g., In re
Bogese, 303 F.3d 1362, 1370 (Fed. Cir. 2002) (affirming the PTO’s application of
prosecution laches to reject patent claims due to unreasonable delay in

prosecution); Symbol Techs., Inc. v. Lemelson Med., Educ. & Res. Found., 277
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F.3d 1361 (Fed. Cir. 2002) (affirming the invalidation of issued patents based on
unreasonable delay during patent prosecution).’

In addition, for patents subject to the 1994 GATT amendments—as is the
case here—the patent’s term runs 20 years from the effective filing date. 35
U.S.C. § 154. An applicant’s delay in prosecution only serves to shorten the
duration of the applicant’s exclusionary rights. But any delay by the applicant
does not delay the date upon which the patent expires and the public gains free use
of the invention. Thus, the applicant, not the public, already bears the burden of
any delay. Indeed, Aristocrat has already suffered, paying a substantial late fee
and losing time in gaining issuance of the ’215 patent and hence, infringement
damages. IGT has never explained why the facts of this case deserve the
additional-—and extreme—remedy of invalidating two patents.

For the above reasons, “improper revival” should not be a defense by which
accused infringers can nitpick procedural details of patent prosecution to invalidate

duly issued patents.

5 Indeed, IGT has asserted both prosecution laches and inequitable conduct
defenses, although both of these defenses lack merit.
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E. The District Court Erred By Finding The PTO’s Grant of Revival
Subject To Review Under The Administrative Procedure Act

The district court held that the Administrative Procedure Act provided an
independent basis for it to review the PTO’s revival of the *215 patent application
in this lawsuit. (JA18-19.) That was legal error.

First, IGT never properly pleaded an APA claim. See Andrx Pharms., Inc. v.
Biovail Corp., 276 F.3d 1368, 1379-1380 (Fed. Cir. 2002) (APA claims must be
pleaded). IGT also raised this argument too late in the district court briefing—in
its reply brief in support of summary judgment. See Novosteel SA v. United States,
284 F.3d 1261, 1273 (Fed. Cir. 2002) (arguments first raised in a summary
judgment reply brief to a district court may be waived).

Aside from its procedural deficiencies, IGT’s APA argument fails on the
merits. The problem is fundamental: the APA provides a vehicle for suit for non-
monetary relief against the government. But IGT has not properly invoked the
APA by suing the government. See 5 U.S.C. § 703 (the form of proceeding under
the APA is to bring suit pursuant to a “special statutory review proceeding” if one
exists, or, if none exists, “otherwise against the United States, the agency by its
official title, or the appropriate officer”); id. § 702 (specifying the scope of the
government’s limited waiver of sovereign immunity under the APA); see also
Andrx Pharms., 276 F.3d at 1380 (an APA claim “can hardly lie” without the

government as a party). The problem with applying the APA here is plain: the
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district court held that the PTO exceeded its statutory authority, yet the PTO was
not a party to the litigation and had no opportunity to defend itself.

The APA does not provide a private litigant with some sort of generalized
affirmative defense of “government agency wrongdoing” during civil litigation
between two private litigants. The district court here, as well as the other recent
district court decisions on which it relied,® overlooked the fact that review under
the APA hinges on a properly pleaded claim against the government.

For the above reasons, improper revival is not, and properly should not be, a
defense to invalidate an issued patent. This Court should therefore reverse the
district court’s grant of summary judgment of invalidity in favor of IGT and
remand the case for further proceedings.

II. THE DISTRICT COURT ERRONEOUSLY REQUIRED A

SHOWING OF “UNAVOIDABLE” DELAY, RATHER THAN

“UNINTENTIONAL” DELAY, TO REVIVE THE ‘21§ PATENT
APPLICATION UNDER 35 U.S.C. § 371

Even if this Court holds that IGT may raise improper revival as an invalidity
defense, the district court’s grant of summary judgment of invalidity must

nonetheless be reversed. In invalidating the ’215 patent, the district court held that

S New York Univ. v. Autodesk, Inc., 466 F. Supp. 2d 563 (S.D.N.Y. 2006); Lawman
Armor Corp. v. Simon, No. 04-72260, 2005 U.S. Dist. Lexis 10843 (E.D. Mich.
Mar. 29, 2005); Field Hybrids, LLC v. Toyota Motor Corp., No. 03-4121, 2005
U.S. Dist. Lexis 1159 (D. Minn. Jan. 27, 2005).

-24 -



the PTO lacked statutory authority to revive the application abandoned for an
“unintentional” rather than “unavoidable” delay. (JA20-21.)

The district court’s conclusion stems from a flawed interpretation of the
statutory scheme. Section 371 expressly grants statutory authority to the PTO to
accept PCT national filing fees paid late due to an “unintentional” delay. This
statutory authority derives from two separate sources. First, Section 371
incorporates the PCT by reference, and the PCT, in turn, explicitly allows for
“unintentional” delays in paying the national stage filing fee. Second, 35 U.S.C. §
372(a) mandates that the PTO give international patent applicants the same
procedural benefits as domestic applicants. Since 35 U.S.C. § 111 allows domestic
applicants to revive applications deemed abandoned for “unintentional” delay in
paying the filing fee, Section 372(a) mandates that § 371 should be interpreted to
afford international applicants equal benefits.

A. 35 US.C. § 371, By Incorporating The PCT, Allows For An
“Unintentional Delay” In Paying The National Stage Filing Fee

Section 371 governs the commencement of the national stage of a PCT
application. In particular, section 371(b) provides, in pertinent part:
(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time limit under
article 22(1). ..
Section 371 thus directly incorporates the time limits of Article 22 of the PCT

itself. This is important because Article 22 of the PCT gives the PTO discretion to
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accept late filings. The broad language of Article 22(c) does not specify a standard
for showing delay and thus may be fairly read to encompass both “unavoidable”
and “unintentional” delays. PCT Article 22 provides, in pertinent part:
Copy, Translation, and Fee, to Designated Offices
(1) The applicant shall furnish a copy of the international application
(unless the communication provided for in Article 20 has already
taken place) and a translation thereof (as prescribed), and pay the

national fee (if any), to each designated Office not later than at the
expiration of 30(i) months from the priority date. . .

& %k &k

(3) Any national law may, for performing the acts referred to in
paragraphs (1) or (2), fix time limits which expire later than the time
limit provided for in those paragraphs.
Were there any further doubt, it is removed by PCT Rule 49.6.” PCT Rule 49.6(a)
is an interpretive rule that was promulgated to interpret PCT Article 22. Expressly

adopted by the United States,® the rule provides for “unintentional” delays in filing

the appropriate fees:

7 Avdilable at http://www.wipo.int/pct/en/texts/rules/r49 htm# 49 6.

® The Editor’s Note to PCT Rule 49.6 explains that the rule applies to applications
filed before January 1, 2003, unless notified by a Contracting State that the rule is
incompatible with that State’s national law. The United States has not made such
a notification. See http://www.wipo.int/pct/en/texts/reservations/res_incomp.pdf.
Thus, this Rule is applicable in the United States, and to the '215 patent in
particular.
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(a) Where the effect of the international application provided for . . .

has ceased because the applicant failed to perform the acts referred to

in Article 22 within the applicable time limit, the designated Office

shall, upon request of the applicant, and subject to paragraphs (b) to

(e) of this Rule, reinstate the rights of the applicant with respect to

that international application if it finds that any delay in meeting

that time limit was unintentional or, at the option of the designated

Office, that the failure to meet that time limit occurred in spite of due

care required by the circumstances having been taken.
Thus, built into the “commencement” of the national stage of a PCT application
under § 371 is the fact that the PTO has discretion to accept delayed payment of a
national stage filing fee if such delay was “unintentional.” The language of §
371(d) further confirms this discretion. Under § 371(d), the filing fee is due “by
the date of the commencement of the national stage or by such later time as may be
fixed by the Director. . .” Thus it is only after the deadline, and after the “such
later time as may be fixed by the Director,” that the delay must be shown to be
“unavoidable.” See id. A reasonable interpretation of § 371(d), in accordance with
§ 371(b), thus demonstrates that the PTO Commissioner may fix a later deadline if
an applicant was late due to an “unintentional” delay, just as the PCT envisions.

B. 35 U.S.C. § 372(a) Requires That § 371 Be Interpreted To Allow

For Revival of Applications After The National Filing Fee Is Paid
After An “Unintentional” Delay

A second, independent reason that § 371 expressly allows for an

“unintentional” delay standard is the mandate of 35 U.S.C. § 372(a). Section
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372(a) directs that the PTO must accord international applicants the same
procedural treatment as domestic applicants:

National stage: Requirements and procedure

(a) All questions of substance and, within the scope of the

requirements of the [PCT] and Regulations, procedure in an

international application designating the United States shall be
determined as in the case of national applications regularly filed in the

Patent and Trademark Office.

Applying this “same treatment” mandate from Congress, because 35 U.S.C. §
111(a)(4) expressly allows for “unintentional or unavoidable” delays in the filing
fee for domestic applications, that same procedural treatment must be afforded to
international applicants. Despite urging by Aristocrat, the district court’s opinion
did not address this point. (JA1-26.)

For the above reasons, the PTO has statutory authority to revive applications
abandoned after an applicant missed the national filing fee deadline due to an
“unintentional” delay. The PTO’s implementing regulation, 37 C.F.R. § 1.137(b),
must be upheld as a reasonable interpretation of § 371.

II. 35 US.C. § 41(A)(7) INDEPENDENTLY CONFIRMS THE PTO’S

AUTHORITY TO ALLOW REVIVAL OF PATENT APPLICATIONS
AFTER AN “UNINTENTIONAL” DELAY

In addition to the authority provided by § 371, Title 35 further gives the PTO
broad authority to revive patent applications abandoned after an “unintentional”

delay. In 1982, Congress passed legislation specifically creating two different

-28-



standards for revival of abandoned applications, with two different corresponding
fees. That law was codified at 35 U.S.C. § 41(a)(7), which provides for a “petition
for the revival of an unintentionally abandoned application for a patent, for the
unintentionally delayed payment of the fee for issuing each patent, or for an
unintentionally delayed response by the patent owner in any reexamination
proceeding. ...” Id.

On the same day that the statute became law, the PTO promulgated the
modern version of 37 C.F.R. § 1.137, which affords applicants a choice between
reviving an application under the “unavoidable” standard of 37 C.F.R. § 1.137(a)
or the “unintentional” standard of 37 C.F.R. § 1.137(b). Applicants seeking revival
pay a different late fee appropriate under each standard. The PTO regulation
states:

(a) Unavoidable. If the delay in reply by applicant or patent owner

was unavoidable, a petition may be filed pursuant to this paragraph to

revive an abandoned application, a reexamination prosecution
terminated . . ., or a lapsed patent.

¥ % ¥k

(b) Unintentional. If the delay in reply by applicant or patent owner
was unintentional, a petition may be filed pursuant to this paragraph to
revive an abandoned application, a reexamination prosecution . . . , or

a lapsed patent.
L O

37 CFR. § 1.137. In the quarter century since these statutory and regulatory

provisions went into place, the PTO has accepted countless petitions for revival
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after an “unintentional” delay. Many a patent, like ‘215, has issued after a
procedural lapse during prosecution, followed by a petition for revival under the
“unintentional” standard of 37 C.F.R. § 1.137(b).

IGT’s arguments to the district court ignored the statutory framework
viewed as a unified whole, as well as the historical evolution of the statute. IGT’s
arguments further brushed aside the considerable deference to which the PTO
regulations are entitled. The district court accepted IGT’s arguments. This Court
decidedly should not.

A. 35 US.C. § 41(a)(7) Grants The PTO Discretion To Revive
“Unintentionally” Abandoned Patent Applications

Statutory interpretations begins “with the words of the statute,” but courts
“may consult dictionaries, and legislative history, if necessary. . ..” NTP, Inc. v.
Research in Motion, Ltd., 418 F.3d 1282, 1314-1315 (Fed. Cir. 2005) (citation
omitted). Importantly, “all of the provisions of a unified statute must be read in

harmony. ...” In re Bennett, 766 F.2d 524, 528 (Fed. Cir. 1985) (en banc).

 This fact is particularly problematic because the district court’s ruling
retroactively disrupts the settled expectations of myriad patent applicants who used
the “unintentional” standard for revival in the last 25 years. Cf. Chevron Oil Co. v.
Huson, 404 U.S. 97 (1971) (only prospectively applying ruling, on equitable
grounds); Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722,
739 (2002) (“[CJourts must be cautious before adopting changes that disrupt the
settled expectations of the inventing community.”).
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The plain language 35 U.S.C. § 41(a)(7) shows that Congress granted the
PTO authority to revive an “unintentionally” abandoned patent application,
whether that application went abandoned under the deadlines imposed by 35
U.S.C. § 371, § 133, or some other provision of Title 35.

Prior to 1982, a patent applicant could only excuse a missed deadline by
showing that the delay was ‘“‘unavoidable.” In 1982, however, Congress relaxed
this requirement by amending the Patent Act to create an additional standard for
revival of an abandoned patent application—one based on “unintentional” delay.
This statutory amendment was codified into 35 U.S.C. § 41(a)(7), which now
provides:

On filing each petition for the revival of an unintentionally abandoned

application for a patent, for the unintentionally delayed payment of

the fee for issuing each patent, or for an unintentionally delayed

response by the patent owner in any reexamination proceeding,

$1500, unless the petition is filed under section 133 or 151 of this

title, in which case the fee shall be $500.

The 1982 amendments, therefore, created two different standards for revival of
abandoned applications, with two different corresponding fees.

On its face, section 41(a)(7) applies to a “petition for the revival of an
unintentionally abandoned application. . .” This 1982 amendment was the first

time that the statute allowed for revival after an “unintentional” as opposed to an

“unavoidable” delay. The fact that Congress set a fee for the revival of
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“unintentionally abandoned applications” shows that Congress intended for the
PTO to be able revive unintentionally abandoned patent applications.

Recognizing that the statute contemplates “two possible standards,” the
district court correctly rejected IGT’s untenable argument that § 41(a)(7) is a fee
statute, “nothing more.” (JA14-15.) It would be absurd for Congress to set a fee
for petitions to revive “unintentionally abandoned applications,” yet not intend to
give the PTO the power to accept such petitions in the first place. See, e.g., United
States v. Am. Trucking Ass’n, 310 U.S. 534, 543 (1940) (statutes should not be
interpreted to lead to “absurd” or “futile” results)."

The district court, however, erred in interpreting § 41(a)(7) to exclude the
possibility of “unintentional” revivals of petitions that went abandoned under § 133
or § 371(d). Even though the court recognized that § 41(a)(7) created “two
possible standards,” the court held that § 41(a)(7) “does not modify or alter Section

133 or Section 371, which expressly require ‘unavoidable’ delays in order to revive

19 1GT’s argument that § 41(a)(7) is only a “fee” statute, because of its codification
with other fee provisions, is incorrect. It is the statutory language passed by
Congress, not that language’s particular placement within the United States Code,
that is controlling. See 1 U.S.C. § 112 (it is the Statutes at Large which provide the
evidence of federal law); United States v. Welden, 377 U.S. 95, 98 (1964) (a statute
must be interpreted “in the context of the entire Act, rather than in the context of
the ‘arrangement’ selected by the codifier”); Conyers v. MSPB, 388 F.3d 1380,
1382 n.1 (Fed. Cir. 2004) (the codification of an enacted statute into a “statutory
note” in the United States Code does not alter that statute’s legal significance).
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abandoned applications.” (JA14-15.) It appears that the district court read the
“unless” clause of § 41(a)(7), which includes abandonment under § 133, as an
exception to the “unintentional” standard of § 41(a)(7).

The court erred, as the converse is actually true. Section 41(a)(7) created an
additional, separate standard by which applicants could choose to revive an
abandoned application. The plain language of § 41(a)(7) allows for revival of
applications abandoned after an “unintentional” delay, upon payment of the
specified fee, “unless” the applicant chooses to file the petition under the
previously-existing “unavoidable” standard (e.g., as specified in § 133 or § 151), in
which case the petition requires a lower fee.

Thus, the reference in § 41(a)(7) to other statutes (such as § 133) after the
“unless” clause only confirms the existence of the “unavoidable” standard as a
lower-fee alternative to the unintentional standard laid out in § 41(a)(7) before the
“unless” clause.

The very language of § 41(a)(7) confirms this reading. Section 41(a)(7)
permits revival after “an unintentionally delayed response by the patent owner in

»

any reexamination proceeding. . .” But the timing for responses in reexam is
governed by § 133. See 35 U.S.C. § 305. Congress thus expressly intended that

the “unintentional” standard in § 41(a)(7) be used for applications that went

-33-



abandoned under the deadline set forth in § 133. Otherwise, these statutes would
be irreconcilable.

The same is true with regard to § 151, also referred to after the “unless”
clause. Section 41(a)(7) provides for petitions for revival of an “unintentionally
delayed payment of the fee for issuing each patent”—a requirement governed by §
151—for a fee of $1,500, “unless the petition is filed under section 133 or 151 of
this title, in which case the fee shall be $500.” Yet like § 133, Section 151
specifies only the “unavoidable” standard for late payment of the issue fee. See 35
US.C. § 151.

The only way to read § 41(a)(7) and § 151 together, without rendering parts
of one or the other superfluous, is that § 41(a)(7) provides for revival after late
payment of the issue fee if the delay was “unintentional” (for a fee of $1500),
“unless” the applicant chooses to file the petition under the “unavoidable” standard
in § 151 (for a fee of $500). See Colautti v. Franklin, 439 U.S. 379, 392 (1979) (It
is an “elementary canon of construction that a statute should be interpreted so as
not to render one part inoperative™); Walther v. Sec’y of HHS, 485 F.3d 1146, 1150
(Fed. Cir. 2007) (same). The relationship between § 41(a)(7) and § 151 provides
further evidence that § 41(a)(7) is as an alternative, higher-fee standard to the
“unavoidable” standard specified in other statutory sections, such as in §§ 133 and

151.
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In short, nothing in Title 35 makes § 41(a)(7) mutually exclusive to any
other statutory section. The plain language of § 41(a)(7) contemplates the
“unintentional” and “unavoidable” standards as alternate routes for revival, with
the former simply triggering a higher fee. In fact, the legislative history, discussed
below, confirms that this reading was exactly what Congress intended. The district
erred by accepting IGT’s myopic argument to the contrary, focused solely on the
word “unavoidable” in § 371 and § 133. That argument does not fully consider the
relationship between § 41(a)(7) and the remainder of Title 35.

B. The Legislative History Of 35 U.S.C. § 41(a)(7) Confirms The

Creation Of Two Different Standards For Accepting Petitions To
Revive Abandoned Applications

The legislative history of Section 41(a)(7) makes plain that Congress
intended to allow two different fees and two different standards for filing petitions
for revival. The House Report accompanying § 41(a)(7) (1982) explained:

Section 41(a)7 establishes two different fees for filing petitions with

different standards to revive patent applications. . . Since the section

provides for two alternative fees with different standards, the section
would permit the applicant seeking revival or acceptance of a delayed
payment of the fee for issuing a patent to choose one or the other of

the fees and standards under such regulations as the Commissioner

may establish.

H.R. Rep. No. 542, 97th Cong. Sess. 6-7 (1982), reprinted in 1982 U.S. Code

Cong. & Ad. News. 770-771. Congress could not make its objective more clear—

an applicant could now choose between two routes to revival:
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[Section § 41(a)(7)] establishes a fee of $50 for filing a petition under
sections 133 or 151 of title 35 in accordance with standards presently
in effect requiring that the delay resulting in the abandonment. . . be
unavoidable. Under this section a petition accompanied by either a
fee of $500 or a fee of $50 would not be granted where the
abandonment . . . was intentional as opposed to being unintentional or
unavoidable.

Id. at 771. The report further shows that the 1982 statutory amendments gave the
PTO more discretion to accept petitions for revival:
[Section 41(a)(7)] would permit the Commissioner to have more
discretion than present law to revive abandoned applications and
accept late payment of the fee for issuing a patent in appropriate
circumstances.
Id. The legislative history clearly demonstrates the creation of a two-track system
for revival—one that affords applicants a choice between the unintentional and the

unavoidable standard. The district court’s statutory interpretation is contrary to

both the plain language of the statute, and the express intent of Congress.
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C. The District Court Failed To Consider The Historical Evolution
Of The Statutory “Unintentional” Standard for Revival

Acknowledging the existence of two separate standards for revival, the
district court nonetheless thought that, by not adding the magic word
“unintentional” td § 133 or § 371 during amendments in 1984, Congress must not
have intended for the “unintentional” delay standard to apply to applications
abandoned under those sections. (JA15.)

But in 1984, Congress did not amend § 133 or § 371 to add the word
“unintentional” because Congress did not need to do so. Congress had already
given the PTO the flexibility to set an “unintentional” standard two years earlier,
by enacting § 41(a)(7)."" And the PTO had already implemented this authority by
promulgating regulations allowing for revival after ‘“unintentional” delays,
including abandonment under § 133. See 37 C.F.R. § 1.137 (1982).

The fact that the PTO had already promulgated its regulations establishing
two standards in 1982—which Congress did not disturb in 1984—further shows
that the PTO’s “unintentional” delay regulation, 37 C.F.R. § 1.137(b), is well
within the agency’s statutory authority. See United States v. Riverside Bayview

Homes, Inc., 474 U.S. 121, 137 (1985) (“[A] refusal by Congress to overrule an

"' In addition, as discussed above supra § II, Section 371 independently allows for
“unintentional” delays.
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agency’s construction of legislation is at least some evidence of the reasonableness
of that construction . . .”).

In fact, the legislative history of the 1984 amendments to § 371(d) shows
that Congress not only approved of its prior 1982 amendments, but wished to
ensure that international applicants could utilize the same relaxed standard:

As a general proposition, the amendments made by subsections

402(a)-(d) to 35 U.S.C. § 371 set forth a legislative scheme to provide

greater flexibility in the Patent and Trademark Office for the handling

of intemational applications. In addition, these subsections, by

relaxing the requirements which international applicants must satisfy

by the commencement of the national stage, give internatiomal

applicants benefits similar to those given national applicants by

P.L. 97-247" with respect to the time for filing the national fee and

oath or declaration.

130 Cong. Rec. H 10525 (Oct. 1, 1984), reprinted in U.S. Code & Ad. News
5839."

In a similar vein, the district court also failed to consider the parallel history

of 35 U.S.C. § 111(a)(4). Section 111(a)(4) relates to the time for filing the patent

application fee. Congress amended this section in 1994 to allow for revival upon

showing of an “unintentional or unavoidable” delay. See 35 U.S.C. § 111 (1994).

"2 PL 97-247 was the 1982 law adding the “unintentional” revival language to 35
U.S.C. § 41(a)(7).

1 Interpretation of § 371(d) is further discussed, supra in Section III.
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In a footnote, the district court observed that “If Congress had truly intended for
Section 371 or Section 133 to encompass the ‘unintentional’ standard, it would
have amended them [to include the word ‘unintentional’] as it did with Section
111.” (JA15)

But this reasoning again ignores the evolution of the pertinent statute and
regulations. After 1982, Congress did not need to amend Title 35 to include the
word “unintentional,” because Congress had already given the PTO authority to
implement a dual-standard system, and the PTO had already implemented it.

The district court’s reasoning in regard to § 111 would render § 41(a)(7)
inoperable. If Congress needed to amend every statutory deadline provision in
Title 35 to add the word “intentional” in order to allow for revival after an
unintentional delay, that would have rendered § 41(a)(7) wholly inoperable from
1982 until 1994, when the word “unintentional” was first placed into § 111. From
1982 to 1994, the only reference to the “unintentional” revival standard in Title 35
was in § 41(a)(7). The district court’s flawed reasoning should not be adopted.

In sum, neither the 1984 amendment to § 371 nor the 1994 amendment to §
111 shows any Congressional intent to override the authority granted to the PTO in
1982. In fact, these amendments reaffirm Congressional intent for the

“unintentional” revival standard.
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D.  This Court Has Recognized The Substantive Authority Granted
By 35 U.S.C. § 41(a)(7)

Almost twenty years ago, this Court correctly recognized the two-tier
statutory framework put in place by Congress in the 1980s. In Morganroth v.
Quigg, 885 F.2d 843, 847 (Fed. Cir. 1989), the Court considered whether the
Commissioner’s authority to revive abandoned applications extended to
abandonment by failure to appeal a federal district court decision. The Court
agreed with the Commissioner that no such authority existed. But the Court’s
analysis recognized that the Commissioner’s existing authority stems in part from
§ 41(a)(7). The Court explained:

Section 41(a)(7), which provides for the “filing” of a “petition for

the revival of an unintentionally abandoned application,” is part of

a section that sets the fees the Commissioner is to charge in

connection with various procedures before the Patent and Trademark
Office.

885 F.2d at 847. This Court, therefore, explicitly recognized that although §
41(a)(7) resides in a section of the United States Code that also sets fee amounts,
the statutory provision grants the PTO authority to accept petitions for revival of an
“unintentionally” abandoned patent application.

District courts have recognized this as well. See Enzo Therapeutics v. Yeda
Res. & Dev. Co., 477 F. Supp. 2d 699, 703 (E.D. Va. 2007) (noting that the
“unintentional” standard set forth in 37 C.F.R. § 1.137(b) “finds authority in 35

U.S.C. § 41(a)(7), which specifies the filing fee for a ‘petition for the revival of an
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unintentionally abandoned application for a patent . . .””); Urologix, Inc. v.
Prostalund AB, 256 F. Supp. 2d 911, 913 (E.D. Wis. 2003) (explaining that under
§ 41(a)(7) a patentee “can petition the PTO to revive an abandoned application
and, thereby, correct a failure of copendency”).

Commentatots, too, have recognized the authority granted by § 41(a)(7) in
the 1982 statute. See, e.g, CHISUM ON PATENTS § 11.02[1][d][ii] (citing §
41(a)(7)) (“The 1982 statute granted greater authority to the Commissioner to
revive abandoned applications. The statute and implementing rules provide a fee. .
. for petitions to revive applications abandoned ‘unintentionally’ and a lower fee. . .
for petitions to revive applications abandoned ‘unavoidably’. . .); id §
11.03[2][b][iv][A] (“Once abandoned, an application may be revived by two
methods. First, an applicant may pay a fee and show that the abandonment was
unavoidable. . . . Second, the applicant may pay a higher fee and state that the
abandonment was unintentional.”) (citing § 41(a)(7) as supportive authority).

The district court’s decision ignored the PTO’s widely recognized authority
under § 41(a)(7) to accept petitions for revival based on “unintentional” delay.
This universal recognition shows that § 41(a)(7) is, and has been, an independent
source of authority for a higher-fee alternative to the previously-existing
“unavoidable” standard for revival. The district court erred by looking for the

magic word “unintentional” in other statutory sections, such as § 133 and § 371.
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This reasoning would have rendered § 41(a)(7) wholly inoperable from 1982 until
1994, when the word “unintentional” first appeared in another statutory section (§
111).

E. Rather Than Accord 37 C.F.R. § 1.137(b) Chevron Deference, The

District Court Improperly Conducted A De Novo Interpretation
Of The Statute

The amendments to add the “unintentional” standard to 35 U.S.C. § 41(a)(7)
became law in October 1982. Effective on the same day that the statute became
law, the PTO amended 37 C.F.R. § 1.137 to establish two different standards for
petitions for revival. The regulation broadly allowed for the “unintentional”
standard without regard for which statutory deadline was missed by the applicant,
i.e., whether the application went abandoned under 35 U.S.C. § 371(d), under 35
U.S.C. § 133, and/or under some other section of Title 35. See 37 C.F.R. §
1.137(b) (1982).

The district court, baséd on its own interpretation of the statute, held that the
PTO “abused its discretion” in reviving the *215 patent application. (JA21.) The
court erred by proceeding from its own interpretation of the statute, and then

holding the PTO regulation (37 C.F.R. § 1.137(b)) inapplicable and/or overbroad
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simply because it departed from the court’s own reading of Title 35 A court,
however “does not simply impose its own construction on the statute, as would be
necessary in the absence of an administrative interpretation. Rather, if the statute
is silent or ambiguous with respect to the specific issue, tile question for the court
is whether the agency’s answer is based on a permissible construction of the
statute.” Chevron, U.S.A., Inc. v. NRDC, Inc., 467 U.S. 837, 843 (1984).

Importantly, a reviewing court “need not conclude that the agenéy
construction was the only one it permissibly could have adopted to uphold the
construction, or even the reading the court would have reached if the question
initially had arisen in a judicial proceeding.” Id. at 843 n.11.

Thus, the question before the district court, and now before this Court, is
whether § 1.137(b) is a reasonable interpretation of Title 35°s provisions regarding
revival of abandoned applications. This inquiry does not turn on whether §

1.137(b) is the only possible interpretation of the pertinent statutory revival

' Indeed, in light of the district court’s ruling, the status of 37 C.F.R. § 1.137(b) is
not entirely clear. On its face, § 1.137(b) broadly allows for revival after an
“unintentional” delay, regardless of the statutory deadline which caused the
abandonment. If the district court’s ruling stands, however, then in some situations
using the “unintentional” revival provisions of § 1.137(b) will be contrary to Title
35.
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provisions. See id. In other words, any ambiguity in the statute should be resolved
in favor of the PTO’s interpretation.

F.  Statutory Ambiguity Should Be Resolved Liberally In Favor Of
Remediation Of Administrative Mistakes

The PTO’s reasonable implementation of § 41(a)(7) requires deference. The
statute should be liberally construed for another reason: its remedial nature. For
example, like 35 U.S.C. § 251, the reissue statute, the revival provisions of §
41(a)(7) are intended to allow correction of errors. This Court has noted that the
because § 251 is “based on fundamental principles of equity and fairness,” the

”

statute “should be construed liberally.” Medrad, Inc. v. Tyco Healthcare Group
LP, 466 F.3d 1047, 1051 (Fed. Cir. 2006); see also In re Bennett, 766 F.2d 524,
528 (Fed. Cir. 1985) (en banc) (“These fundamental principles [of equity and
fairness] must not be forgotten in implementation of the statute.”).

Section 41(a)(7) is no different. Congress expressly recognized that delays
and errors might occur during prosecution of a patent application. Patents should
not be invalidated due to procedural lapses that do not prejudice the public

interest.”” As such, this Court should interpret the revival provisions of the Patent

Act liberally, to give the PTO the full power delegated to it by Congress to fix

I’ Paying a fee late may create more ministerial work for the PTO, but an applicant
compensates the public for this transaction cost by paying the mandatory late fee.
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trivial errors. See Superior Fireplace Co. v. Majestic Prods. Co., 270 F.3d 1358,
1370 (Fed. Cir. 2001) (declining to narrowly interpret the remedial provisions of
35 U.S.C. § 255, concerning certificates of correction, “without express indication
from the statute”).

IV. BECAUSE THE °’215 PATENT APPLICATION WAS PROPERLY
REVIVED, THE ’603 PATENT IS NOT INVALID

The district court erred in holding that the 215 patent application was not
properly revived. As IGT admitted at the hearing before the district court, the only
basis for invalidity of the *603 patent was under 35 U.S.C. § 102(b), based on the
publication of the *215 patent application. (JA850.) IGT asserted that if the *215
patent application was abandoned, then it became §102(b) prior art to the 603
patent application. (JA371-73, 851.)

If the 215 patent application was properly revived, however, then the *603
patent retains priority to the *215 patent application, and the 215 patent is not prior
art to the *603 patent. Therefore, if the Court reverses the judgment regarding the

’215 patent, the judgment of invalidity of the '603 patent must be reversed as well.

- 45 -



CONCLUSION

Because the district court erred in granting summary judgment that the *215
and 603 patents are invalid, Aristocrat respectfully requests that this Court reverse
the grant of summary judgment and remand the case to the district court for further

proceedings.
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IN THE UNITED STATES DISTRICT CQURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

ARISTOCRAT TECHNOLOGIES No. C06-3717 MJY
AUSTRALIA PTY LIMITED and
ARISTOCRAT TECHNOLOGIES, INC., ORDER GRANTING DEFENDANTS’
MOTION FOR SUMMARY JUDGMENT
Plaintiffs, OF INVALIDITY ON GROUNDS THAT
THE ‘215 APPLICATION WAS
v, ABANDONED UNDER 35 U.S.C. §371

_ o ) L AND§ 133,
INTERNATIONAL GAME TECHNOLOGY
and IGT,

Defandarit.

L INTRODUCTION

‘Before the Court is Defendants International Game Technolagy and IGT’s (collectively,
“Defendants”) Motion for'Summary Judgment of Tnvalidity on Grounds that the *215 Patent Was
Abandoned Under 35 U,S.C, § 371 and § 133,' Plaintiffs Aristocrat Technologios Australia Pty
Limited (“ATA”) and Aristoerat Technologies, Ine. (“ATI”) (callectively “Plaintiffs” or
“Aristocrat”)-oppese the metion. Forthe following reasons, the Court GRANTS Defendants’
Mation for Summary Judgment.
1.  FACTUAL BACKGRQUND

This action presents a patent infringement dispute pertaining to certain technology related to

electronic gaming machines. Unless otherwise noted, for purposes of the pending motion, the Court

'Docket No, 166,
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finds the. following facts 10 ba undisputed.

A.  The Parties

Plaintiff ATA i3 an Aystralian company with its principal place of business in Australia,
(First Amended Comtplaint (“FAC”).§ 1; Def.’s Ans. " 1.) ATA provides & range of ganiing
solutions such as software, systeris, and hardware, iricliding electtanie gaming miachines, (FACY
1) Plaint{ff ATl is.a Nevada, corporation with its principal place of business in Las Vegas, Nevada.
(FAC 9 2; Def*s Ans. § 1) ATIdevelops and distributes ATA products. (FACY 2)

Defendants Intemational Game Technology and IGT are Nevada cotporations with their
principal places of business if Retio, Nevada. (EAC Y 3-4; Def"s Ans. 19 3-4.) IGT designs and
manufactures electronic gaming machines for sale in the United States, including the State of
California. (Dief.’s Ans.J5.) The parties:are in dispute as to the particnlar type of business
canduceted by Intemational Game Technglogy. (FACY 5; Def.’s Ans. Y 5.)

B,  TheOperativé Claims and Counterclaims

On December 15, 2008, Plaintiffs filed their First Amended Complaint alleging: twa claims:
(1) Infringement of U.S. Patent No. 7,056,215 B1 (“the 215 Patent™); and (2) Infringement of U S.
Patent No. 7,108,603 B2 (“the *603 Patent”);* On Jannary 2, 2007, Defendants filed their respansive
‘pleading consisting of an answer, 2 list of affirmative defenses, and six vounterclainis; (1)
Deglaration of Non-Infringement as to the *215 Patent; (2) Declaration of Patent Invalidity as td the
*215 Patent; (3) Declaration of Patent Unenforceability as to the *215 Patent; (4) Declaration of
Non-Infringement as to the "603 Patent; (5) Declaration of Patent Invalidity as to the *603 Patent;
and (6) Detlatation of Patent Unienforsedbility as to the *603 Patent?

C.  The File History

On July 8, 1997 and September 9, 1997, Plaintiffs filed in Australta-provisional patent
applications PO 7780 and PO 9090, respectively. (Joint Statement of Undisputed Fact (*JS7) at 1Y
1-2.) Ongyear later, on July 8, 1998, Plaintiffs filed in Australia, undet the Patetit Cooperation

*Docket No 76.

*Docket No. 79.
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Treaty (“PCT”)!, an intemationial application (“PCT Application™} claiming priorify to the above-
referenced provisional applications. (4. at{] 3-4.¥ Asmoere fully described below, the July 8,
1998 international PCT Application ultinrately issyed in the United States in 2006 as the °213
Patent.

‘The World Intellectial Propetty Orpanization published the PCT Application oni January 21,
1999. (Id. at9 5.) ‘The resuling deadtine for Plaintiffsto file-the national feg for the U.S. national
stage of its PCT Application in the United States Patent & Trademark ‘Office (“PTO") was January
10,2000°, (/4. at§6.) One day afier the deadline expired, on Janngry 11, 2000, the PTO received
the national feg forthe U.S, national stage of Plaintiffs” PCT Application. (Jd..at§ 7)) Accordingly,
the PTO gave Plaintiff’s PCT Application a filing date of Jarary 11, 2000. (/47

On or about June 13, 2000, the PTO mailed a “Notice of Abandonment™ of the *215
Application to Plaintiffs’ atiorney.of record, Mr. Islam,” (#4. 5t 9, Ex. 9.) The “Notice of
Abandenment” inicluded the followirig statements:

COMMUNICATION

The above-identified application was ABANDONED on 11 January 2000 for failure
to pay the basic nationdl fée 30 month [sic] from the priority date for international
application no. PCT/AU98/00525.

RECOMMENDATION

“The Patent Cooperation ‘I[reaty is an internztional patent law treaty, concluded in 1970, anended in 1979, dnd
modified in 1984 and 2001. Jtprovides a nnified procedure for filing patent applications to protect inventions in gach of its
Gontracling States.

SAn intemnational PQT application can fairly be thought of as.a bundle of many national applications, framn it, one
may pursue the-applicationinmany nations. But, for cach such pational patent to issue, the PCT application must eventually
be prosecutad as 4 national application iti each counfry, it accordance with that country™s patent laws. See, e.g., Vodav.
Cordis Corp., 476 F.3d 887, 890, 899 (Fed. Cir. 2007) (“The foreign patents issued;from o common Patent Coeperation.
Traaty (‘PCT*)-application, . . . [Tjhe text of the PCT niaintins the independence of each.country”s patents.”); Se also
Patent Cooperation Treaty, Z& US.T.7645.

Fanuary 10, 2000 i5.30 nienitlis, plus d weekend, after July 8, 1997. 35°U.S.C. § 371,

"On April 10,2600, Plaintiff had.filed with the PTO' “Declaration.and Power of Attorney,™ signed by Scott Olive,
dited January 17,2000, stating: “As 2 tiamed iriveritor, T hereby Zppoint Stanley I. Rosen.[ ], Richard 1. Saniuel [ ], Shaman
Islam [ ], Theresa A. O’Rourke [ ],.and Nigholas DuBbis [ ] whose address 15 Friedman Siegglbaum, Seven Becker Farm
Road, Rossland, New Jersey; 07068-1757 as my attorneys, to-proseeute this application, and tp transact all business in [the
PTQ) contiected therewith™ (5. 4t §8, Ex. L)
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1.'1'37:(a? or(b) requesting that the applicatior be tevived. Any petition filed under 37
CFR 1,137() and/or a petition under 37 CFK 1.137(1) requesting that fhie application
be revived must meet the criteria in the recent revision of 37 CFR 1.137. See 62 Fed.
Reg. 5313) (Oetober 10, 1997); 1703 Off. Gaz. Pat, Office 63 (October 21, 1997)
(Effective Date: 01 Dgcember 1997).

Under 37-CFR 1.137(a), a petition requesting that the application be révived on the
grounds of unavoidable detay must be filed promptly after applicant becomes aware
of the abandonmentand sush petition must be ascompanied by: (1) an adequate
showing of the cayse of unavoidable delay, (2) a proper-reply, (3) the petition fee
I q?if.eg 1:;5; lj,aw and (4) aterminal disclaimer and fee in all applications filed before

Unider 37 CFR 1.137(1), a petition requesting thait the application be revived on the
grounds of uninfentional delay must be accompanied by: (1) @ proper reply; (2) the
petition fee required by law, (3) a statement that-the “entire delay in filing the.
required reply from the due date for the reply to the filing of a grantable petition
pursyant to this paragraph was unintentional” and (4) any terminal disclaimer.and fee
required pursuant to 37 CFR 1.137(c). The Commissioner may require additional
information where there is a question ‘whither the delay ‘was unintentional. The
petition fee required by law is $1210.00 for a small entity.

The filing of any petition under the wnintentional standard cannot be intentioaally
delayed. A person seeking revival due to unintentional delay cannot make a
statesnent that the delay was unintentional unless the gntire delay was unintentional.
A statement thay the delay was unintentional is not:appropriate if the petitioner
intentionally delayed the filing of a petition for revival under 37-CFR 1.137(b).
There are three periods 1o be considered during the evaluation of a petition under 37
‘CFR 1.137: (1) the delay in the reply that originally resulted in the abandonment; (2)
the delay in filing an injtial petition under 37 CFR 1.137 1o revive the application;
and (3] the delay in filing a.grantable petition under 37 CFR 1,137 to revive the
application. Ses 62 Fed. Reg. 53131 (October 10, 1997); 1203 Off. Gaz. Pat. Office
63 {Qctober21, 1997).

This recommerndation to file a pefition under 37 CFR 1,137(a) or {b) should nit be
qons;éuadaa.s an indicafion as to wheilier or not any such petition(s) will be favorably
considered.

(fd. 3t 10, Ex, 2)

On September 15, 2000, Mr, Islam filed a “Petition Under 27 CFR. § 1,10(¢) or § 1.10(d) to

Coarrsct Date-In" of the *215 Application.” (/4. at§ 11.) On or about June 5, 2001, the PTQ issued a
notice addressed to Plaintiffs” attomey of record, Mr, Istam, denying Plaintiffs’ petition to change
the “date-n” of the *215 Application:and reaffirned abandonment of the *215 Application, (/. at |

14, Ex, 3.) The notice stated, among other things:

On March 21 2000, the United States Designated /Elected Office (DO/EQ/US)
majled a Notification of Missing Requirements (Form PCT/DO/ED905) and =~
Natification of a Defective Oath or Declaration (Form PCT/DO/EO/917) indicating
that the declaration was not executed in accordatics with 37 CER 1.66 or37 CFR.
1.68. The notifigation set a one-month time limit to respond. On 10 April 2000,
applicant filed a Respongs to Notification of Missing requirements Under 35 U.S.C,

4
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371 in the United States Degignated/Eleeted Office (DO/EQ/US’ which was
.ﬁﬁqompmxcdig%gxewted declaration and power of attomey. On 13 Jung 2000, the
PCT Legal Office: mailed Communication and Notification of Abandonment. On 19
Septetnber, 2000 applicant filed present petition stating thaf 'we are fling this petition
ynder 37 CFR 1,10(c) or 1;10%‘}1) to.amend the “date in” to reflect the actual date the
undersigned depaesif with the United States Postal Express Mail under 37 Cir [sic]
1,10(a) the application and requisite national fee, ... Forthe reasons discussed
above, applicant’s request that the office accept the national application papers:as
filed on 10 Janyary 2000 is DISMISSED 'wiﬂl:c;xut'_prejudipe. ’l‘lﬁe application remains
ABANDONED, Any reconsidergtion on the mierits of thig petition must be filed
within TWQ (2) MONTHS from the mail date of this decision. Any reconsideration
equest should include a-cover letter entitled “Renewed Pefition Under 37 CFR1,182.
ll\lcly g)g(tit)ion fee is required. Extensions of time may be obtained under 37 CFR

(a).

(Id.-at | 15, Bx.3.) The PTO determined that Mr. Islam’s petition to comect the “Date-In” had not
provided sufficient corroborative-gvidenios under 37-C.F.R. 1.10, such as “a copy-of the Express
Mail Label,” of “a statement from 4 USPS eniployse having firsthand knowledge of the tine of the
last pickup-oni 10 Tanuary 2000.” (/d.)° Neither Mr. Islanii or anyone ¢lse filed any additional
wiitten papers with the PTQ pertaining to the?215 Application-until July 18, 2002. (/. at§ 16.)

On Jyly 18, 2002, M. Islam filed g petition to revive the "215 Appliation,-entitled “Petition
For Revival Of An Applicatio [sic] For Patent Abandoned Uniafetitiotially Under 37 C.F.R,
LI37(h),™ (Id. at1) 17-18.) The petition to revive contained the follawing statérert, among ottier
-things, on page 1

Burden Hour Staternent: This form is estimated to take 1.0 hour to complete. Tims

will vary depending upen the needs of the individual case. Any comments on the

amount of time you are required to complete this form sligild be sent to the Chief

Information Officer, US, Patent and Trademark Office, Washingten, D.C, 20231. DO

NOT SEND FEES OR COMPLETED-FORMS TQ THIS ADDRESS, SEND TO:
Assistant Commigsioner for Patents, Washington, DC.20231.

"My, Islam did not. submit.an Express Mail receipt to-the PTO in support of the Petition {p Correct “Date-In.” (Id.
at§ 12.) Plaintiff lias not produced in this tase, and based o its-current informatian, does riot.now have in its possession,
custody or ¢ontrol, an Expresy Meil reveipt, among other things, thateould have supporied its Petition to Correot “Date-In.”
{d. &y 13.)

#As discussed in more detail below, Plaintiffs contend there is a question of fact as to whether or not Mr. Istam
actually received the June 5, 2001 lgtter, Thereby precluding summary judgment on the current record. Assupport forthe
existerice of this queistion of fact, Plaintiffs poitit to.a Jatmary 7%, 2002 facsitnile from Anthony Smith of the PTO to:Serle
Mosoff (an-atiorney who werked with Mr, Islam). (Declaration of Arturo E. Sandoval (“Sandoval Decl.”) Ex D) The
January 23, 2002 facsimile bore:the words “05.June2001 Decision™arid attached 4 copy of the PTO"s June $, 2001 decision
notifying Mr. Islam that he had failed to provide sufficient corroborative evidence in support of his “Date-In” petition.
Plainfiffs.contend thatif Mr. Islam and Plgintiffs did notreceivethe PTO s June §, 2001 decision until January 23,2002, then
Plaintiffs July 18, 2002 Petition to Revive the *215 Putents titnely uader35'US.C. § 133. (Pls” Opp. af 4:2+6.)

5
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(Jd. at"] 19, Ex. 4,) The petition to revive contained the following statement, amang other things, on
page 2:

STATEMENT: The entire delay in filing the required reply until the filing of'a
grantable petition under 37 CFR 1,137(b) was unintenfional. [NOTE: The United
States Patent and Trademark Office miay Tequire additional information if there is a
question as to whether either the abandonment or the delay in ﬁﬁnﬁ.)a ﬁ'etmo.n under
37 CFR 1.137(b) was unititentional (MPEF 71 1.02@)(II0)(C) and (D))].
(Id)) A portion ofthe statement, and the unsigned signature line immediately below it, appeared as
follows:
4. STATEMENT: Theice delsyfn Sing the soquired reply uofl tho ling oF reatable pelifon indss 37:CRR
'L 137(0) s wnintertional, [ﬂgra. ﬁvmﬂmﬁi&mﬁ&&%ﬁ@ﬁuﬁwﬁm oryaeyion
Jfthexe:is a question ps 1o whether either thesbandopment or thedelay in fling 3, pefition under 37-CFR 1.437(t) s
. oluentiorl (MPEE THD2SHITNE) end (D)) .
"WARNING: Lnforrustion un-this form may besoms publle. Credit eard information should otbe Included oo this
“forin. Provide evédi card toformation and sitborization-on PTO-2038. B
Dl T ' “Slguatire:
Telephang Shabarlstam .
mobc QDM Typear i e
S75MadisanAverne
New Yodk, NY 10022

Also on July 18,2002, Mr. Islam filed @ “Second Preliminary Amendmentt” and & “Petition
For Accglerated Examinafion Under MPEP 708.Q2(VII).” (Jd. 4t Yy 22-23.). Mr. Islarn filed 2
sigried Affidavit In Support OF Patition For Aceelerated Examination Under MPEP 708.02(VIII).
(Id. at § 24). Paragraph 5 of Mr. Islam”s Affidavit states, in its-entirety,
5. A pre-examination search was made in various computerized databases. The search
yielded the same results as in the prior intemiational proceedings of this application. The
following; references were noted as being most relevant: ' o
1. Aysiraltian Paent Abstrack AN A _5,3370/86 Poker Machine
2. UK. Patent Application 2153572A Gaming Machine
3, Australian Patenit AU_A 33868/89 Controlling Apparatus For Gamirg
Machine ' ' '
(1d, at923))
The PTO’s September 3, 2002 Decigion an Petition stdted, among other things; “All of the

requirements of 37 C.F.R. 1.137{b) [of unintentional delay] have been met and the: applicant’s
petition to revive is GRANTED.” (Id. at ' 26.) Subsequentto Mr, Islam’®s filing of the petition-to
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Tevive, the PTO has niot requested ang Plaintiffs have not provided any additional information
supporting the petition. (Id. at §27.)

On April 8, 2005, Plaintiffy” counsel of record filed the applicatian for the *603. Patent, {d.
at §28.) On June 6,2006 and September 19, 2006, the *215 Patent and the” 603 Patent issued,
respectively. (Id, a1 29-30))

Acgording to Defendants, the PTO"s file histary provides-the undisputed facts necessary to
decide the pending motion and enter a final judgment in their favor for the entire case. Defendants
seek 4n order granting sumimaty judgmient on their Second Defense and Second and Fifth
‘Counterclaims, declaring that; (1) the “215 Patent is invalid because Plaintiff abandoned the *215
Applicationunder 35 1U.8.C. § § 371 and 133, and never lawfully revived it on the grounds required
by those statutes; and {2J the *603 patent is:invalid under 35 U.S.C. § 102(b), because the *215
Applicafion has the same specificafion and was published in 1999 and abandoned in 2000, years
befote the *603 Application was filed in 2005.

I,  LEGAL STANDARD

Federal Rulg of Civil Procedure 56(c)-anthorizes surimary judgment if there is: no gennine
issue as o any material fact and the moving party is entitled to judgment as 3 matter of law. See
Anderson v, Liberty Lobby, Ine., 477 U 8, 242, 247-4% (1986). The movitig party bears the initial
burden of demonstrating the basis for the matien and identifying the portions of the pleadings,
depositiens, answers to interrogatories, affidavits, and admissions on file that establish the absence
of afriable issue of material fact. Celotex Corp. v. Catrett, 4718, 317, 323 (1986). If the moving
paity mieets this initial burden, the burden then shifts to the non-bving party o present specific
facts showing that there is a genuing issue for trial. Fed. R. Civ. P. 56(e); Celotex, 477 1.8t 324,
Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 585-87 (1986). The non-movant’s
barg assertions, standing alore, are insufficient to create 3 material issye of fact and defeat g motion

for summisary judgmient. Anderson, 477 U.S, at 247-48. An issue of fact is tnaterial if; under the

Al substantive law of the ¢ase, résolution of the factual dispute thighit affect the case’s quicame., 1d. af

248, Factual disputes are genuine if they “properly can be resolved in favor of either party.” Id. at

250, Thus, a genuine issue fortrial exists if the non-movant presents: evidence from which a
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reasanablé jury, viewing the evidence in the light miost favarable tothat party, could resolve the
‘material issue in its favor. Jd. However, “[i]f the [non-movant’s] evidence is merely colerable, or is
not sigtificantly probative, summary judgment nray ‘be granted” Jd,-at 249-50 (internal citations
omitted),

Suinsiiary judgment ig 4s appropriate in a patent case a4 it iv in any other case, C.R, Bard Inc;
v, Advanced Cardiovascular Systems, 911 F2d 670, 672 (Fed, Cir. 1990). A-patent is presumed
valid. 35 US.C. § 282. Theburden is on the party challenging the patent to show, by clear and
convincing evidence, that the patent is invalid, See, e.g., Hybritech Ine, v. Monoclonal Antibodies,
ric., 802 F2d 1367 (Fed. Cir. 1986); See also Invitrogen Corp, v. Clontech Laboratorigs, Inc,, 429
F.3d 1052, 1063 (Fed. Cir. 20035 {citing Apotex USA, Inv. v. Merck & Co., inc., 254 F.3d 1031,
1036-(Fed. Cir. 2001} (requiring: the party asserting invalidity to prove by clear and convincing
evidence that the invention was not abandened, suppressed, o cangealed under § 102(g).)). Because
this standard raust e emiployed at the summary judgnent stage just as it would be used af-tral,
Defendants have the burden of showing that there is an undisputed record from which a finder of
fact would find by clearand convincing evidence that the *215 Patent and *603 Patent are invalid.
Teton West Const. Inc. v, Two Rivers Const, Inc., 961 F. Supp. 1322, 1426 (D. Iddho 1997).
IvV. ANALYSIS

A.  Sunimary of the Parties” Argumerits

A short summary of the: parties’ arguments is helpful in framing-the issues-now before
the Court,

1.  Defendants’ Argnments

In their motion, Defendants argue that both the *215 Patent and the *603 Patent are invalid on
grounds of abandonment. Initially, as to the. ’215 Patent, Defendants insist that Plaintiffs abandened.
their "215 Application by: (1) failing to timely file the nationgl-fge that was due on.January 10, 2000
under 35 U.S.C. § 371; (2) failing fo timely file a response to the PTO’s Tune 5, 2001 notice
reaffirming abandonment under 35 1J.8,C. § 133; and(3) failing to maks an adequate “showing™ in
their Petition to Revive that their delays were “unavoidable,” as specifically required under Sections

133 and 371. Defendants’ positions are based or the premise that the FTO improperly revived the
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*215 Application by failing to apply the “unayeidable” standazd set forth in Sections 133 and 371,
and instead applied a lower “unintentional® standard, which is net authorized by the pertinent
statutary provisions. Dgfendants ingist that the PTQ s actions inrgviving the patent were thus
U.5.C. § 706(2){A), and were “in excess of statutary ... authority,” 5 U.8.C. § 706(2)(C), and
therefore must be set aside.

Next, as to the 603 Patent, Defendants declare that it is similarly invalid because the 6503
Application wag filed in 2003 as a “continugtion™ of the "215 Application —more than one year after
thie *215 PCT Application was published in 1999, Because thie *603 Patent is based upon the
abandoned “215 Application, Defendants.aver that the "603 Patent isnecessarily barred under 35
U.S.C. § 102(b).

2. Plaintiffs’ Argumenis

In their opposition, Plaintiffs make fout primary arguments. First, they argue that the PTO
the “unintentionsl” prong of 37 C.ER. § 1.137(b). Second, they argue that Sections 371 and 133
address only the timing of pafent-applications and PTO responses, and do ngt independently provide
grounds for invalidating an issued patent, 35 1U.S.C. §§ 371 and 133. In support of this atgument,
Plaintiffs accord significance to Sections 282(2)-(4), which specify the applicable invalidity defenses
available to an accused infringer, 35 U.8.C. § 282(2)-(4). Plaintiffs maintain that because neither
Section 371 arSection 133 15 a “condition for patentability”under Title 35, neither section may
serve as 4 basis for invalidating the patents af issye. Third, Plaintiffs argue that Section 41(2)(7)
specifically empowers the PTO with the discretion to accept petitions tq revive ynintentionally
abandoned patent applications. 35 U.S.C. § 41(a)(7). Fourth, Plaintiffs insist that a number of
factyal disputes exist which preclude summary judgment.™®

The Court now turns to the "215 Patent Application und the "603 Patent Application in order
to determine whether Plaintiffs abaridoried them.

B The 7215 Patent

1°Plaintiffs-also request fime for additional discovery pussuant to Fedetal Rule:of Civil Procedure 56{1).

9
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The relevant statutory landscape in deciding whether Plainitiffs abandoned the “215 Patent
Application is as follows.

Segtion 101 provides that “Whoever invets or discovers any hew and useful process., . .
rhay bbtain a paent thicrefors, subject 10 the conditioris and requirements of this title.” 35°US.C. §
101 (emphasis added). In the pending motion, Defendanits’ abatidonmient argument foouses on.
Plaintiffs” fajlure to satisfy twa timing requirements taken from Title 35 — Section 371(d) and
Section 133.

Section 371, entitled, “WNational Stage; Commencement,” provides that failure to timely file a
timely national fe¢ “shall be regarded as abandoriment of the application by the parties thereof,
-unless it be shown to the satisfaction of the Director that such failure to0-comply was unavoidable.”
35 US.C. §371(d) (emphasis.added). Section 133, entifled, “Time for Prosecuting Application,”
provides that “failure of the applicant fo proseeute the application within six mouths affer any aciion
thersin, of which notics has bsen given of mailed to the applicant . , . the application skall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Director
that:such delay was unavoidable.” 35 U 5.C. § 133 (erphasis aded). Accordingly, both of these
requirements prescribe fhie patentet to “show” that its delay was “unavoidable,” otherwise the patent
application “shall be regarded as abandoned.”

1. Whieh Standard. of Review Governs the Revivil of the *215 Patent
Application — “Unavoidable® or “Unintentional” Delay?
Defendants insist that begause Section 133 and Section 371 explicitly require a showing of

“unayoidable” rather than “aninténtional” delay, it was improper for the PTQ t6 revive the 215
Application.on grounds of “unintentional” delay under 37 CF.R. 1.13%(b)."! Plaintiffs argue that the

137 C.ER. 1.137 provides, in'relevant part,

{8) Unavoidable. If thedelay in reply by applicant or patent ovner was unavoidable, a petitionrmay be filed
pursuant te this paragraph te revive an abandoned application, a reexamination proceeding terrminated
under §§ 1.550(d) or 1.957(by o (c), or 4 Tapsed patent. A grantable petition pursusnt fo this parapraph
must be agtompanied by:

1) The reply required to the cutstanding: Office dctioti of notice, unless previously filed;

(2) Thepetition fee-as set forth in § 1.17(}3;

(3) A showing tp the satisfaction of the Director that fhe enfire delny in filing the'required reply

from the due date for the reply until the fillng of a grantable petifion pursuant to-thisparagraph

10
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PTO had authority to accept the petition 0 revive the allegedly abandoned “215 Patent application
underthe “unintentional” prong of 37 C.FR. § 1.137(b). As further support for the existence of
PTO diserstion in reviving patent applivations, Plaintiffs contend that Section 41 (a)(7) specifically
empowers the PTO with the discretion to tevive “uninfentionally” abandoned paterit applications.

Thie Court will iow address the plain mearing of the statutory text-and the distinction
‘between-the “unavoidable™ and “unintentional™ standards and the relevant legislative history and
gvolution of the statutes at issue to-determing the appropriate standard to apply to Plaintiffs’ delay in
filing their nafional fee and their subsequent delay in filing their response to-the PTO s notice
reaffirming abaridonraent.

a. Plain Meaning

Initially, the Court:notes that “[s]tatutory interpretation begins with the plain meaning of the
stafute’s langnage, [and] [wihere fhe statutory language is ¢lear and consistent with the statutory
schierte- at issue, the plain languags of the statute is conclusive and thie judicial inguify is atan end.”
Botosan v, Paul McNaily Realty, 216 F.3d §27, §31 (Sth Cir. 2000) (citations omitted); see glso BP
Am. Prod. €o. v. Burten, 127 8.-Ct. 638,643 (2006) (“Unless otherwise defined, statutory termus: are
generally interpreted in aceordance with their otdinary meaning.”). Only where a gfetute yields to
moie than one reasonable inteipretation, should a-court tutn to the statute’s legislative history for

was ungveidable; and
{4) Any terming] disclaimer (and e asset forth in § 1.20(dY) required pursuant to paragraph (d)
of this.section.

(b) Unintentional. If the delay in reply by-applicant or patent bwner was uninterrtional, ¢ petition may be
filed pursuantto th]sparagraph torevive an sbandoned application, a- -Tegxamination; pmceedmg terminated
under §§ 1.550(d) or 1.957(b) or {c), or o lapsed paterit. A graritable pefition pursuant o this parsigraph
‘must be accompanied by:
(1) The reply requiréd to tie gutstanding Office action ornotice, unless previcusly filed;
(2) The petifion fee asset foriliin § 1.17(m);
(3).A statement that the entire delay in filing the required Teply from the due date:for the reply
ntil the ﬂlmg of a.grantable petition pursuant to this paragraph was unintentiondl. The Director
may requirsadditionalinformation where thereis a question whether the delay wasunintentional,
and
(4 Any terming] disclainmer (4nd fee g5 set forthiin § 1.20(d)):requited pursuant to paragraph (d)
of thissection,

37.C.F.R. 1.137(a), (b).
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evidenge of congressional initent. United States v. Daas, 198 F3d 1167, 1174 (9th Cir. 1999); se¢
also Uhnited Staies v. Gonzales, 520 U 8.1, 6:(1997) (“Given the straightforward statutory command,
there is no reason tq resort 1o legislative histary.”).

Here, the plain language of Section 133 and 371(d) is clear and imambiguous. Both statuies
explicitly presciibie that a patentapplication “shall be regarded” as abaridoned unless it can be shown
that the delay was “anavoidable.” 35 U.S.C. §§ 133, 371(d). Neither section references an
“unintentional” standard. Intuming to‘Congress’s use of the terms, “unavoidable™ and
“nnintertignal® delay, it isevident that-Congress. intended a distinction between the “nnavoidable™
and “unintentional” standards. For example, Congress has explicitly identified the citcumstances
under which it intendsto authorize the PTO to revive an abandoned. application for “unintentional”
and/or “unavoidable® failures. See 35 17.8.C. § 111(@)(4) and (b)(3)(C) (application abandoned for
failure to fintely subnit fees or oath unless delay was “unaveidable or unintentional), 35 U.S.C. §
122{(b)(2)(B)(ii3) (application abatidoned for failure to timely nofify PTQ of the filing 6fan
international application-unless delay was “unintentional™}; Ray, 55 F 3d at 608-609, n.1 (nofing that
amendment to 35 T.58.C. § 41(c) anthorized revival for “unintentional” delays, in addition to
“unayoidable” delags). Congress’s deliberate use of; and distinetion between, the terms,
“uninteritional” and “uravoidable,” within Title 35 is evidénes that Congress has ereated different
standards in evaluating certain delays on the part of a patentee. Based ori the sxpress language of
the statutes at issue, the Court.finds clear suppart on their face that the “unavoeidable” standard
goverms fhe Teview of delays underSection 133 and Section 371{d). Although-the Court’s inquiry
can end here, @ review of the legislative history and evolution of Sectioi 133 and Section 371(d)
provide further support for the Court's finding.

b.  Legislative History of Sections:133 and 371

The relevant legislative history and evolution of Section 133 and S¢ction 371 indicates that
those sections contemplate application of the “unavoidable” standard, and pot the “unintentional”
stanidard.

Tuming to Section 133, the. Court notes that the “unavoidable” standard “as it is contained in

35 US.C. § 133 has remained unchanged since first enacted in 1861.” Haines v. Quigg, 673 F,
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Supp. 314, 316-17 (N.D. Tnd. 1987), Despite opportunities to amend Section 133, Corngrass has
elected nat to include an “unintentional” standard therein. For-example, in 1982 Congress entacted
35 ULB.C.. § 41(a)(7), which.established the amount of certain statutory fees for revival of:an
“yintentionally” abatidoned patent application, See Pub. L. 97:247, § 3(a)-(¢) (Aug. 27, 1982); 35
U.S.C. §41(2)(7). Despitethe enastmentof Section. 41(2)(7) and subsequent amphdments to that
section, Congress has not chesen to amend Section 13340 add.an “unintentjonal” standard to the
existing “unavoldable” standard which govemns review undet Section 133. Jd; see aiso Pub. L. 106-
113§ 4732(a)(10)(A) (Nov. 29, 1999), a3 amended by Pub. L, 107-273,§ 13206(5)(1)(B) (Nov. 2,
2002).

Next, turning to Section 371, the legislative history similarly reveals no Congressional intent
to import an “unintentional” standard therein. As originally enacted in 1975, Section 371 did not
‘provide any mechanism to exguse abandonment whatsoever, Se¢ Pub. L. 94-131 (Nov. 14, 1973).
In 1984, after the-enactment of Section 41(a)(7) - whisch referenced the vonicept af “unintentional”
delay ~ Congress amended Section 371 to excuse abandonment, only if the delay was
#mavaidable.” .See Pub. L. 98-622 (Nov. 8, 1984), Thus, despite the opportunity to include or
otherwige tefetence an “unintentional” standard within Seetion 371, Congress hag refrained froimn.
deing se. Aceordingly, Court finds additional support in the legislative history of the statutes af
issue that the “unaveidable™ standard governs the review of delays under Section 3% and Section
371(d).1?

Forthese reasons the Court finds that Segtion 133 and S¢ction 371 contemplate the
application of the “unavoidable” standard otily, and nof the “apintentional” standard.

“Finally, tarning to the apposite desisions, it is evident fat courts have continued to adhere o the distinction
between the “unavoidable™and “tuimtentional” standards, In determining whether 4 deldy was “unayoidable,” for purposes
of shandonrent analysis, one looks to whether the party exercised the due care of a reasonably prudent person. Ray v.
Lehman, S5F.3d 606, 603-09 (Fed. Cir. 1995) (oiting Douglas v. Marbeok,21 U.5.F-Q. 24 1697, 1700, 1981 ‘WL 237823
(E:D. Ra. 1991, In.re Mattuflath, 38.App. D.C. 497, 514-15 (D.C. Cir. 1912)). “Unisitentional™ conduct is not ediough to
meet the stringent standard of “undvoidable delay ™ Femspre, LL/C, v. Dudas, 2007 U.S. Lexis 8482,%26 (N.D. Cal. 2007),
See also Smithv. Mossinghaff; 671 F. 2d 533 (D.Q. Cir. 1982) (holding that-where applicant’s aftomey missed deadline
because e was preoccupied with offier legal miatters arid was in fhie provess of noving his-residerice, applicant did not
establish uravoiddble delay), Rydeen v, Onigg, 748 F. Supp. 900 (D. D.C. 1990) (holding that failure to pay maintenance
fee because patentee’s attorney had not received customary nofice from. PTQ alerting, im it ‘wag dug was not sufficient to
establisk unavoidahle delay because PTO hasno duty to pravide notice thet maintendnce fee is due). Consequently, itisclear
that. federal courts have recognized that under Title 33 the “unaveidable? standard is distinct from the “unintentional”
standard,
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2. Daoes Sectipn 41(a)(7) Alter the Application of the Unayoidable Stanidard?

The Court now turns to Plaintiffs’ contentionthatthe 1982 enagtment of Sectian 41(a)(7)
empowered the PTO with discretion to. agcept petitions to revive an “unintentionally™ abandoned
patent application, Plaintiffs argue that Congress enacted Section 41(a)(7) 48 a “remedial” statute to
provide the PTO with greater disorstioni in reviving abaridoned patent applications. Plaintjffs insist
that because Section 41 created two different filing fees for applications that had been either
“unavoidably” ot “nnintgntionally” abandoned, Congress necessarily afforded the PTO diseretion-to
apply either the “unintentional™ or “unaveidable™ standard in evdluating requests to revive
abandoned patent applications, Thus,according 1o Plaintiffs, the PTO’s revival of the "215
Application is supported by Section 41(2)(7). Defendants disagree. Defendants posit that Section
41(2)(7) does not change the “unavoidable™ standard explieitly set forth in Section 133 and Section
371. Defendants claim that Section-41(a)(7) is a few statute — nothing more —and cannot override
the-¢lear Congressional intent and plain meaning of Sectioi 133 and Segtion 371. The Court finds
Plaintiffs” reliance on Section 41(a)(7) problematic.

Section 41 of'the Patent Act is entitled, “Patent fees; patent and trademark search systems.”
35.1.8,C. §41. Itdoes notstate, or otherwise indicate, an intentto change or curail the
“ungvoidable” standard set forth in Sections 133 and 371. Tothe contrary; Section 41(a)(7)
explicitly refers to other sections of the Patent Act that are exclusively subject to the “unavqidable™
standard — namely Section 133 and Section 151:

On filing ¢ach petition for the revival of an unintentionally abandened application; for

a patent, for the unintentionally delayed payment of the fee forissuing each patent, or

foran uniintentionally delayed response By the patent ownet in any feexarnination

proceeding, $1,210, unless the petition is filed under section 133 or 131 of this title,

1n which case the fee shall be $110,

35 U.S.C. § 41{a)(7) (emphasis added)'*. Accordingly, the express language of Section 41(a)(7)
recognizes the continuing-existence-of the “unavoidable” standard in the revigw of patent
applicatibng pufsuant to Section 133, Section 151, and Section 122. Therefore, the: Court finds that
Bection 4 L) (7) sets forth the.amount of fees applicable for revival under the twe possible standards

“Section 151 provides, in'part, “If any payment reguired by this section is not timgly-made, but is submitted with
the fee for delayed payment.and the delqy in-paymentisshown tohavebeen.unavojdabie, itmay be:gccepted by the Director
as though no abandonment or lapse had ever ocourred® 35 U.S.C. § 151 {emphasts added).
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(“unavoidable™ and “unintentional”), however, it does not modify or alter Ssetion 133 gr Section
371, which expressly require “unavoidable” delays in order to revive abandoned applications.**

Notwitltstanding the Court’s reasoning above, at the hearing in this matter, Plaintiffs’ cousel
atgued that the: decisions in Enzo Therapeutias, Ine. v. Veda Research and Dev. Ca. of the Weizmann
Tnst. aof Seienee, 2007 U,8. Dist, Lexis 14831 (E.D. Va. Fob. 28, 2007) conipsls a.different result
under Section 41(a)(7). However, Enzo Therapeutics is distinguishable from the current case on
multiple grounds. There, the pateniee failed:to timely respond to a.three month-deadling oreated by
the PTO under its own teguldtions — specifically, 37 C.FR. § 1.134. Td; at *5. Here, the Plaintiff
[patentee] failed to timely respondte a statiitory requitement created by Congress, The Court
recognizes a significant distinction between procedural rules promulgated by the PTO on the one
hand, and statutory requiremenis promugated by Congress on the otherhand. Certainly, the PTO
would have miore discretion to allow an exception to-ung 1t own tegulatory standards than it would
to allow an exoeption to a statutely standaid created by Congiess. Plaintiffs have failed to provide
this Court with anthority allowing it to depart from the.applicable statutory standards.of review set
forth in Sections 133 and 371.

"The Court notes that Congress®s amendinents to other provisions in the Paterit At are furtier support for the
Court’svonclusion that Segtion 371 provides for theapplicationof the “unavoidable” standard exclusively. Mostosmpelling
is that when Copgress has amended other provisions to explicitly include an “unintentional” standard where it did not
previously exist, Corigress didnotinake such-inclusions within Section 371, The atendmentsto Section 111 ate particularly
‘instructive here because-Section 111 sets forth the initial requirements fora U3, patent apptication, and:Section 371 sets
forth the arialogous initial requirements in thie PCT context. Although Sestion 371 and Section 111 address similar subject
matfer, therespective amendments.ef the sections is instractive-vn Congress*sintent. The relevant amendments of Section
1] 1-are as follows.

Before 1982, nsithier Section 111 nior Section 371 intluded a-clause.about forgiving «failureto comply iuider ¢ither
standard, Aspartofthe same: 1982 Amendments, whichenacted Sertion 41(a)(7), discussed gbove, Gongressrevised Sgotion
111 to excuse abandonment only if failure to comply was “unavoidable.” See Pub. 1...97-247 (Aug. 27, 1982): This reveals
that the emactment Section41(a)}(7) was:not intenided to impose.an unintentional”™ sfaridard, otherwise Congress would.have
simuyltancously included the “ymintentional” language in Section 111 as well.

In 1984, Congresstévised Section 371 to sxgise sbandonment.only if the fenlu:e was “unayvoidable,” See Pub. L.
98-627 (Nov. 3, 1984). By implementing an “unavoidable™ standard exolnswely this revision brought Sevtion 371 in Tine
with Section 11 1. Thel 984:amendment to Segtion’371 gave “interational applicanisbenefits simjlar to those given national
applicants by P'L. 97247 with respect to the time for filinig the nation! fee arid oath ot declaration™ See 130 Cong. Res.
H. 10525 (Oct. 1, 1984). As of the 1984 amendinent, Section 111 and Seetion 371 had equivalent standards for revival.
Subsequently, in 1994, Congress again amended Section 111, this time excsing sbandenment where the failure-to comply
was “unavoidable or uninfentional® See Pub. L. 103465, Title V, Subt.-C, §532(b)(3} (Dec. 8, 1994). However, fo date,
no such amendment was made’to Section 371 anidthe *urintentional™ stdmim'd hasmot been addef] to-that prervision,

Agcordingly, the Conrt finds that in amending parallel statutes; Section 111 and 371, Cangress’s’ failure to amend
Section 371 fo include the unintentional standard, allows-#n Inference that Congress’s intended revival under Section 371
to be governed by the “unavoidable™ standard enlly, TF:Ceongress had truly intended for Sectiom 371 or Section 133t
en¢ompass the “unintentional” standard, it would have afended them as:ftdid with Section 111.
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Because Enzo Therapeusics involved. a réguldtary requirernent rather thasi a statutory one,
and because the court’s inquiry pertained to the “unintentional” standard, rather than the
“anayoidable™ standard applicable here, the Court finds Plaintiffs” réliance on Enzo Therapeutics
unconvincing, '

3, Does Section 282 Préclude a Finding of Patent Invalidity?

In epposing the current mofion, Plaintiffs also-rely on 35 U.S.C, § 282, Plainfiffs maintain
‘that Sections 282(2)-(4) provide the exhaustive list of available invalidity defenses, and that
Defendants have not sufficiently shown that Congress intended Section. 133 and/or Section 371 to be
included withis that list. Plaintiffs explain that the list of defenses inoludes, in relevant part,
“H]nvalidity.of the patent . . .4in suit on.any ground specified in part I of this title as a condition for
patentability” or “{alny other fact or act made a defense by this title.” 35 U.S.C. §§ 282(2), (4)
{emphasis added). Plainfiffs state that the two statatory provisions listed as “conditions for
patentability” are “novelty” and “hon-obvicusness,” under 35 U.B.C. § 102 and § 103, respectively.
Becanse Congress did mot similarly designate Section 133 or Section 371, -as “condition[s] for
patentsbility,” Plaintiffs:contend that Defendants’ invalidity arguments. premised.on Sgction 133 and
Section 371 necessarily fail,

Defenidants reply that their niotion forinvalidity is authorized by Section 282 for four
reasons. First, Defendanits point out that they have miaved to declare the *603 Patent invalid under
Sectionr 102(b) —which is an available invalidity defense under Section 282(2) — and in-order to

1 make that determination the Gourt must decide whether the prior "215 Application remains

abandoned under Section 133 and/or Seetioti 371, Thus, Defendants contend that the issue of
abandonment under Section 133 and/or Section 371 is inescapably tethered to tha Court’s invalidity
inquiry under Section 102(b). Secend, Defendants point out that they have moved to-declare both
the *215 Patent and the *603 Batent invalid under Section 102(c) — which is alsa an available
invalidity defense under Section 282(2), Third, Defertdants state that Section 282(2) is nbt limited to
the defenses found in Section 102 .and Sectien 103, as Plaintiffs contend, Defendants note that
Section 282(2) broadly autherizes them to assert as a defense the “[ilnvalidity ef'the patent . . . in

suit-on any ground specified in part Il of this title as a condition for patentability™ and that part 11
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includes the six-month deadling for prosecuting an application in Section 133 as4-conditiony
therefore, Section 133 is an available defense under Section 282(2). Fourth, Defendants insist that
Section 133 and Section 371 ars.available invalidify defenses undgr Seetion 282(4) because they are
specifically incorporated thetein (“[a)ny other fact oract made a.defense by this title.”) 35 U 5,C. §
282(4).

Having considered the parties™ arguments, the Court finds Defendants’ fourth argument most
persuasive for the reasons set forth below. Section 282(4) clearly references “[alny other fact or act
made a defense by this title™ as an invalidity defonse that must be pleaded. 35 US.C. § 282(4). A
fortiori, Sgetion 282(4) must therefore incoiporate Section 133 and 371{d). This conclusion is
supported by a recent district court decision. New York Univ. v. Autodesk, Inc., 466 F. Supp. 2d 563
(S.DN.Y.2006). In dufadesk, the court implicitly rejected the:same argument made by Plaintiff
here. Id. at 565. There, flie court stated,

Plainitiffargues that the structurs of § 282 of the patent statute proyides a “specific

i‘r:am;e;:gotk for challenging the validity of @ patent in the context-of an mfringement

action™ that precludes judicial review of PTQ decislons that revive abandoned

patents. . , , Section 282 lists three specific defenses thaf may be raised in an

infringement actian. and also penmits a defendant to raise "‘[a]ng-othfer fact oract

made a defense by thig title.” Although improper revival would appiear to be covered

by this catchi-all language, plaintiff argries fhat “improper revival™ [under § .13‘.31] is

not explicitly “madea defense” under the patent, statute, and so s net reviewable in

this proceeding. The fact, however; that “improper revival” is net specifically listed

asa defense in § 282 does:not provide clear and convincing evidence of legislative

Intention to préclude judicial review, ’
1d; See also Quantum Corp. v. Rodime, PLC, 65 F.3d 1557, 1584 (Fed. Cir. 1995) (stating “Section
282 does not state that the list of invalidity defenses contained therein are the only ones-available;
the statutemerely says ‘[t]he following shall be defenses.” The express words bf Scetion 282
therefore allow forthe existerice of other invalidity defenses.”)"? Sirnilarly, in this case, the fact that
Section 133 and Section 371 are not specifically listed under Section 282, dees not mean theyare

nat included in the eatch-all provision of “[alny other fact or g5t made & defense by this titlg.” 35

At the Hearing, atd, in supplemental briefitg, Plaintiffs’ counsel argued that thiR-conit’s reasoning in Quarituri
Corp. is inapposite 1o the qurrent gase. ;Plaintiffs clainy that because the invalidity defensein Quaniym Corp. was premised
on 4 feexamination that violated Section 305, fhe issnewas “substaritive.” Plaintiffs contend that Section.282 is limited to
only those types “substantive™ defenses, and notto the “ministerial” issues in the currem case. However, Plaintiffs have
failed to adduce.any legal authority supporting their distinction between these two semauitic categories. For thal reason, the
Court is:not persuaded that Section 282 should beread as ingposing such 4 limitation,
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1.8.C. § 282(4). Both Section 133 and Section 371 are other “deferises™ within Title 35.
Accordingly, the Court finds that Section 282 does net preclude their-application here.

The Coyrt also finds Defendants’ third -argumient, rélying on Section 282(2), also'to. be well-
taken, Section 28§2(2) broadly withorizes a party to assert as a defense the “[iJnvalidity of the patent

.. in suit en any ground specified in part I of this tifle as a conditiori for paterit ability.” 35 U.S.C.

§ 282(2) (emphasis added). Because'Section 133°s six-moenith deadline for prosecuting an
application is specified within part I of Title 35, it necessarily provides an available defense where a
patentee has abandgned, and failed tg lawfilly revive, 4 patent application, 35 U.8.C. §§282, 133."°

For thigse 1easons, the Court finds that Section 282 does not preslude Defendants” motion for
summary judgment under ‘Section 133 and/or Section 371. Having determined the applicability of
Section 133 and Section 371, the Court:must mow turn its attention. to-the whether it may review the
PTQ’s decision te tevive the "2 15 Application under the “uninteritional” standatd sef forth in 37
GFR 1.137(8).

4. Administrative Procedure Act

Without citing any tegal authority, Plaimtiffs assert in their brief that the PTO’s granting of a
petition {0 revive is not:subjeet o judicidl review. (Pls.” Opp; at 5:24-6:9.) Atthe hearing on this
natter, Plaintiffs’ counsel tlatified that the Court niay reviewe the PTO’s degision, bat should pive
deference to the PTO. when doing so.

A PTO action is generally reviewable underthe Administrative Procedurs Act,5 U.S.C. §8
701 et seq. (“APA”), and “may be set.aside if it is “atbitrary, capricious, an abuse of diseretion, pr
otherwise nof in avcordance with law.” > Ray, 55 F.3d at 608 (quoting 5 US.C. § TO6(2)(A))"”. The

¥In sddressing Defendants’ second drgutient partaining to Section 282, the Caurt nofes that Defendants have failed
to-adduce legal guthority where.a court has-applied Section 102{c)as.a bar in this.factual context. Section 102(s}provides:
“A persen shall be-entitled to a.patentunless. ., (¢) he'has abandoned theinvention.” 35 U.8.0. § 102(c). Becanse the Court
has alreddy deterniined, on other grounds, that:Section 282 doesnot preclude the applicability o'Section 133 ot Section 371,
it-need not reach-the merits of Defendants’ second argument:under-Section 192(c).

ViSee also Morgamoth v, Quige, 8¢5 F.24 843, 848:(Fed. Cir. 1989)(holding thiat the Patent Office’ s interpretation
of statutory -and-regulatory provisiens regarding: abandonmentand revival of patent applications is entitled ta “considerable
deference™). Accordingly, this coust niay “not | | substitute-ifs own judgsient for that of the:agency.” Ray, 55 F.3d at 608,
Indeed, this-court should only set-aside degisions of the Patent Office if they “lack any basis:nreason or"common sense.”
Smith v, Mogsinghoff 671 F 24533, 538 (D.C, Cir. 1982). Atthe same fime, however, a courl *should notsupply areasoned.
‘basis:for Hhe dgency’s dctioh That the-agency ifself hasnot given:™ Motor Wehicle Mf¥is. Assin of U.S. v..State Faver Mutual
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APA confers a general causs of action upon persons “adversely affected or aggrieved by agency
action within the meaning of a-relevant statute,” 8 U.8.C. § 702, but withdraws that cause of action
fo the. extent the.relevant statute “precludels] judicial revigw,” 5 U.S.C. § T01(a)(1). Autodesk, Inc.,
466 F, Supp. 2d 563 at.565. Whether a sfafute precludes judicial review “is determitied not only
froni its €xpress language, butalse from the strusture of thie statutory scheme, its pbjectives, its
legislative histery, and the mafure of the administrative action involved:” K. (citing Blockv. Cmy.
Nurition Inst., 467 U8, 340, 345 (1984)). There is a “general presumption favoring judicial review
of administrative action,” id. ab351, and this presumption is dvercome only wheu there 15 “clear and
eanvincing evidence of Tegislative intentian to preclude fevisw,” Japan Whaling Ass'n v. dm.
Ceiavean Soc'y, 478 U.8. 221, 230 n. 4 (1986). Here, the record hefore the Court evinces no basis:
upon which to find the.existence of clear and convincing evidence of Congress’s intent to preclude
Judicial review. Se¢ Awtodesk, Tnc., 466 F. Supp. 2d 563 at 565 (finding same).

Plaititiffs also assert in their brief, withoit autliority, that judicial r¢view of the PTO’s denial
of a petition to revive is distinguishable from Defendants’ invalidity theory which challenges-the
PTQ’s grant of a patition to revive, To the contrary, courts have recognized that pursuant to the
APA, anaconsed infringer may challenge the PTO’s grant of o petition tg revive as an invalidity
defensc in a later=filed action, See Arrow Intd v. Spire Biomedical, Irie,; 443 F. Supp. 2d 182, 185
(D, Mass. 2006) (stating that if the patentee is successful on its petition to revivé before the PTO, the
alleged infringer may challenge the revival and argue its implications before a District Court in a.
subsequently refiled patent litigation,); See alse Autodesk, fne,, 466 F, Supp. 2d 563, 564-65 {finding
that court was empowered under ADA to review and set aside the PTO™s pranting of a petition to
revive); Lawrnan Aimor Corp. v, Simon, Na, 04-72260, 2005 U 8. Dist. Texis 10843 (E.D. Mich,
Mar, 29, 2005) (same). Because there is a general presumption favoring judicial review of
administrative action, and because Plaintiff has failed to identify clear and conviricing ¢vidence of a
legislative intgntion to preclude judicial reviewr, the:Court finds that it may review the: of the PTO’s
decision to revive the 215 Patent.

5. Did the PTO Abuse its Discretion in Reviving the 7215 Application?

Auto, Ins. Co., 463 U.S. 29, 43 (1983} (internal quotations emitfed).
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Having determinegd that the Coutt miay réview the PTO’s decision to revive the *215
Application and that the proper standard was *nnavoidable,” and net “unintentional,” the- Court must
now decide whether there is undisputed and clear and convinging-evidence to-conelude that the PTO
abused its discretion in failing to applying the “unaveoidable™ standard and the related tumng
requirements of Section 133 and Section 371, In support oF theit motion, Deferidants emphasize that
Plaintiffs’ petifionto revive the *215 Patent was substantively and procedurally flawed.
Bubstantively, Plaintiffs’ petition was allegedly flawed because it provided no explanation for the
delay, as required by 37 C.F R, 1.137, god instead stated in'a conclusory fashion, fhat “[t]he entire
delay in filiig the required reply until the filing of'a grantable petition under 37 CFR 1.137(b) was
wnintentional.” (JS.at 4 19, BEx. 4.)'* Procedurally, Plaintiffs’ petition was allegedly flawed beoause
it was not signed. (1d.) In opposition, Plaintiffs. insist that significant deference shonld be given to
the PTO’s interpretation of its own regulations dand that the existence of matenial factual disputes
preclide simmary judgment.

Under circumstances similar to-the eurrent case, a district court has found that the PTO’s:
revival of an abanidoned application under 37 C.E.R. § 1.137 was an abuse of discretion under
Section 706(2)(A) of the APA, and therefore subject o being overtumed. Field Hybrids. LLC v,
Toyoata Motor Corp.. 2005 U.S. Dist Lexis 1159 %22 (D. Minn. 2005). Ju Freld Hybrids, the plaintiff
patentee failed to réspond to a PTO effice action within the prescribed six-month period set forth in
Section 133. Id. at ¥3. The patentee subsequently filed a petition to revive the-abandoned
applicatian fifteen months later on grounds that the delay was “unirtentiongdl,” Id.at *5, After
mitially disissing the patentee’s first petition, the PTO subsequently pratited fhe patertee’s segond
pelition for revival on grounds that the patentee’s dalay was “unintentional.” Jd. In reviewing the
proprety of the PTQ?s decision, the district court found that the factual record did not support the
PTOQ’s finding that the patentse’s delay was unintentional, 74, at *21, To the contrary, the factual

Tecord tevealed that the patentee’s delay in responding to the PTO was ‘intentional bevause: the

YDefendants contend that Plaintiffs’ petition to revive fails under the “uninterifional” standard also. In particuler,
Defendants argue that because Plaintiifs simultaneously filed otherdocuments(such as a “Second Preliminary Amendment”
and a*Petition for Accelerated Examination Under MPEP 708.02 (VII)”) that would have required extensivetime to prepare,
it catinet:follow that the entire delay was “unintentioral ** (Defs.’ Mof. at 12:12.22.)
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factual record demonstrated that the patentee and the piatentoe’s attarmey were aware 0f the pertirient
deadline. fd. at%21-23.

Here, the Court similarly finds that the PTO abused its discretion in reviving the "213
Application. As described above, the applicable statutoty requirenents for the revival of an
application in these cireumstances are set Forth in Seetion 133 and Section'371(d). As morg fully set
forth below, a review of the undisputed factual record before the Court indieates that Plaingiffs: failed.
to-comply with both:sections.

a. Section 371

Tuming to the national fee- timing requirement-of Section 371, the parties do.not dispute that
the deadline for Plaintiff to file the national fee for the U.S. national stage ofits PCT application at
the PTO was January 10, 2000. (JS.at §6.) The parties also do not dispute that the PTO did not
receive Plaintiffs’ national fe¢ until January 11, 2000, (4, at§7,) A subscquent revival of the

| -application therefore. teduires the patenites to “siow to the satisfactory of the Direstor that such

failure to comply [with the deadline] wasunaveidable.” 35 U.S.C, § 371(d). Here, Plaintiffs failed
to do that. A review of Plaintiffs’ July 22, 2002 Petition for Revival of the *215 Patent, shows that
Plainfiffs made no showing that their delay was “umaveidable” a5 required by Section 371(d). (JS at
] 18, Ex. 4)) For these reasons, the Court finds there is undispufed and clear and convincing
ievidenice to fiid that the PTO's decision to révive thie *215 Patent — without a.showing to the
Director that the faiture was-unavoidable —was an abuse-of discretion because the decision was “not
in:acgordance with. law.” Ray, 55 F.3d 4t 608.
b.  Section 133

Next, the Court tums to the applicable timing requiremerit of Section 133 miandating a
patentee to respond to the PTO within six-months after notice has been given. The parties do not
dispute that the PTQ issugd a denial notice addressed to Plaintiffs” attorney of record dated June 5,
2001, (Id. at 14.) However, e parties do dispute whether Plaintiffs’ atforney of recerd actually
received the PTOs denial notice. (Pls.” Opp. at 11:25-12:16.) If the PTO provided netics or
-otherwise firaely mailed the June 5, 2001 denial notice, then Plaintiffs’ subsequent response on July

18, 2002 was untimely, therehy resulting in another basis for dbandonmient of the *215 Application,
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unless the délay was “unavoidable.” 35 U.8.C. § 133. Tf, howawer, the PTO did net previde notice,
.or otherwise timely mail the June: 5, 2001 denial netice, then Plaintiffs would not have been on
noptice to respond until the next gorrespondence from: the PTO to Plaintiffs’ attorneys, which did not
occur unil January 23, 2002, (Sandoval Decl. Ex. D.). The January 23, 2002 facsimile bore the
words “05 Junie 2001 Decision” and attaphied 4 copy of the PTO’s Jusie 5, 2001 denial notice, (I4)
If Plaintiffs did not receive the PTO’s June 5, 2001 degision until January 23, 2002 — as Plaintiffs
contend is 4 possibility — then Plaintiffs July 18, 2002 Petition to Revive the 215 Patent would
appear timely under 35 U.S.C. § 133, (Pls.” Opp; 8t 4:2-6.)

In examining the factual rechid, it is undisputed that the PTQ reaffirmed the abandonment of
the215 Application in the June 5, 2001 denial motioe addressed:to Plaintiffs” attorey.-of record, Mr.
Islam. (Jd.at 7714, Ex. 3)) Because itis-presumed that a notice by a government.ageney is mailed
on the date show, Molnar v. Legal Sea Foods, Inc., 473 F. Supp. 2d 428, 430 (5.D.N.Y. 2007)
(oitinig Sherlock v. Montefiore Medical Ctr., 84 F,3d 522, 525 (2d Gir. 1996)"%), and because there is
arcbuttable presumpiion that the document has been received by the addressee, Schikare v.
Bankdmerica Supplemental Retivement Plan, 269 B.3d 556, 961 (0th Cir. 2001) (citations omitted),
the Coutt must presume that the PTO sent, and Plaintiff received, the June 5, 2001 denial netice at
that time,

In response, Plaintiffs do ot offer any competent avidence in an effort to rebut the
presumption of receipt of the. denial natice. Plaintiffs donot-offer a declaration from their awn
patent counsel, Mr. Islam or Mr, Mosoff, indicating they did not receive the denial notice. Instead,
Plaintiffs provide the Court with a single declatation containing speculation only. (Blanch Decl, at']
2-5) (stating “Aristocrat hopes to establish through the testimiony of Mr, [ ] Islam and/or [Mr.] { ]
Mosoff that they had not received the Patent Office’s June, 2001 Decision on Petition-until January
23,2002, thergby eliminating the allegedly unexcused six month period of alleged delay.”. . ,
“Based on the existence of Exhibit D fo the Sandoval Declaration (thie Janwary 23, 2002 facsintile
from Asithony Smith of the Patent Office to [Mr.] Mosef), it is belisyed that the facts sought exist.”)

1T here is a further presumption that a mailed document i received three days uﬁer the date on which it is sent. See
Fed. R. Civ. P. 6{e); Skerlozk, 84 F.3d af 525.
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‘However, contrary ta Plaintiffs’ spieculation, the existence of the January 23, 2002 facsimile.does
not have any tendensy to prove that the PTO failed to previously provide the June'S, 2001 denial
notice to Plaintiff. The Januvary 23, 2002 facsimile only tends to prove that the Jyne 5, 2001 -denial
notice was transmittéd to- Plaintiffs* counsel 4 second time, Withont: competent evidence mdicating
pthierwise, the Court tust ceticlude that the June 5, 2001 denial notice was titnely mailed and
received. Plaintiffs” speculation that-the June:5, 2001 notice might.not have been received, withou
‘mote;, isnot sufficient to rebut the applicable presumptions of mailing and receipt. For these
reasons, the Court finds thers is undigputed and clear and convineing cvidenge to find that the PTO’s
degisiar to revive the *215 Patent - withont a showing te the Director that the faihure was
-unavoidable — was an ahuse of diseretion because the PTO’s decision was “not in accordance with
law.” Ray, 55 F.3d at 608.

Having failed 1o establish 7 triable ssne of material fact, Plaintiffs rely on the.existence of
the Jariuary 23, 2002 fagsimile as a basis for a Rule 56(f) request; centending that futirs depositions
.of Plaintiffs” attorneys, Mr. Islam and Mr. Mosoff, are necessary to resolve the factual question of
‘when Plaintiffs actually received-the June 5, 2001 denial notice. Plaintiffs aver that this possible
factual dispute precludes a grant of sumimary judgmert.

The Court finds Plaintiffs” request under Rule 56(f) to be problematic on two fronts. First,
the Court has dlready determined that Plaintiffs” failurs to comiply with Sectien 371(d) resulted in
abandenment of'the"215 Application. In their-opposition, Flaintiffs do not identify any factual
disputes pertaining to their failure to pay the national fee and the resulting gbandontment under
Section 371(d). Neither do. Plairitiffs identify any facts from which this Court-canld find that they
made a.showing of “unavoidable” delay to the PTO regarding the filing of theirnational fee.
Accordingly, even if there were a disputed issue of fact surrounding Plaintiffs’ receipt ofthe June 5,
2001 denial notice, it would not preclyde a grant of summary judgment under Section 371(d).

Second, Plaintiffs™ reliance on Rule 56(f) is precgdurally deficient. Rule 56, provides thaf a
Court may allow a party to ohtain additional discovery where it “appear[s] from the affidavits . . .

that the party cannot for reasons stated present by affidavit facts essential to justify the party’s

|| opposition.” Fed. R. Civ. Proe. 56(f). “The burden is on the party seeking additional discavery to
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proffer sufficient fasts to-show that the evidence sought exists . . , and that'it would pirevent
summary judgment.” Nidds~. Schindler Elevator Corp., 113 F.3d 912, 920 (9th Cir. 1996). To
«obtain postpengment or-denial for farther discovery, the opposing party’s declaration must show the
following: (1) facts establishing 4 likelihood that controverting evidénce may exist as to a material
fact; (2) thie spevific reasons why such eviderics cannot be presented at the preseittime; and (3) the
steps ar procedures which the opposing party intends to utilize to obtain such evidence. Hon.
‘William W. Schwarzer, supra, § 14:114 (citing Fed. R. Civ. . 56{£); Keily v. Marcantonio,187 F.3d
192,203 (1st Cir. 1999); Terrefl v, Brewer, 935 F.2d 1015, 1018 (9th Cir. 1991)). The opposing
party. must-also explain how additional time will enable him of herto rebut the movant’s allegations
of no genuineissue of material fact. Id. (citing Tatum v. City & County of San Francisco, 441 F.3d
1090, 1101 {9th Cir. 2006); Trasky. Erance, 446 F.3d 1036, 1042 (10th Cir. 2006); Stearns Airport
Eguip. Co., Ing v. FMC Carp., 170 F.3d 518, 535 (5th Cir, 1999)). Plaintiffs’ affidavit fails to make
the secessary showing. As set forth above, the Court figtes that the existence of this Jariyary 23,
2002 facsimile does not, by itself, have any tendency to prove that the PTO failed to previously
provide the June 5, 2001 denlal notice to Plaintiff. Additionally, Plaintiffs’ affidavit is insufficient
‘beeause it containg-unly speeulation as to whien its counsel may have reosived the Jung 5, 2001
denial notieg, Sueh speculation is inadequate to raise 3 genuing issue of material fact. Likewisg,
"Plaintiffs” affidavit daes nat present facts establishing the likelihood that the evidence sought
actually exists. Plaintiffs’ affidavit atso fails to explain - why they could not present.declarations
from their own patent counsel — M. Islam and/or Mr, Mesoff — who are the alleged halders of the
allegedly existing evidence.

In eonclusion, the Court finds that there is undisputed clear and convincing evidence on this
record to concludethatthe PTO abused its discretion in failing to applying the “anavoidable®
standard :and the related timing requirements of Section 133 and Section 371(d). Accordingly,
Plaintiffs abandoned the *215 Application, and did net lawfully revive it, because they failed to nieet
the “uniavoidable™ standard and the related timing requirements of Section 133 and Section 371(d).
The Court now addresses the resulting impact.on-the validity-of the 603 Patent.

C, The ’603 Patent
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Defendants argue that becauss the *603 Patent purports to be a “continuation” of the 215
Application, it. would normally-be entitled to the *215 Application”s filing date under 35 US.C. §
120, However; that is nof true if the abandoned “215 Application was never lawfilly revived. On
that basis, Defendants contend that because the *215 Application was abandoned, and not lawfully
rIevived, ysars before the “603 Application was filed, the *603 Patent is not entitled to the filing date
.of the *215 Application. Accordingly, Defendants insist that the "603 Patent fs necessatily invalid
-under Section 102(b) because “the invention was . . . described in printed publication in this or &
foreign county ; . . mope than gne year priot fo:the daie of the application for patent in the United
Stages.” 35 U.S.C. § 102(b). Plaintiffs do not substantively respond to. Deforidants’ argumont.

If a given -apblicaﬁen qualifies asa confinuation, continuation-in-part, or divisional
application, it may be entitled to the effective filing date of'a prier application under Section 120. 35
US.LC. § 120, Section 126 requites that the two applications be “Co-pendent,” Baxter Inf'l, Ine, v.

application to benefit from an earlier patent™s effective filing date, the confinuation patent
application must be filed before abandonment of the first patent application. 35 U.S.C. § 120. In
-such a gaze, the filing dafe of the ptior application is the measure for statutory bars wnder Section
102(b), Chisum, supre, at §6.02[9] (citing Li Second Family Limited Partnership v. Tashiba Corp.,,
231 F.3d 1373, 1379-80 (Fed. Cir. 2000)),.

Section 102(b), provides that “a person shall be entitled ta a patent unless . . . (b) the
mvention was patented ordegoribed in a prinfed publication in this or a foreign cotmtry or in public
use: or on sale in this country, mere than one ‘year prior to the date of the application for patent in the
Dnited States.” 35 U.S.C. § 102(b). A person who invents a product or process that meets the,
conditions of patentability (statutory subject matter, novelty, utility, nonobviousness) is under no
sategorical duty to file an application forthe patent within any certairi period. of time, but, onige ong
of the events described ‘in Section 102 occurs-(patenting, publication, public use or sale in this
country), whether by the iriventor’s action or the action of others, he or she must apply far a patent

-within the prescribed pedod or be barred from obtaining a patent. Chisum, supra, at § 6.02
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{eitations oruitted.). Courts refer to the date one year®® befora the effective application filing date as
the: “critical date.” Id. The statutory bars in Section 102(b) applywhen they ocour “more than one
year prierta the date of the application for patent in the United States” 35 U.S.C. § 102(b).

Here, becanse the *215 Application was not properly revived, its abandonment date
‘was either January 10, 2000 or Deseriibiet 5, 2001, urider Sectioni 371(b)} and Sestion 133,
respectively. The next-correspandence in the chain resulting in the "215 and *603 Patents was
Plaintiffs” “Petition For Revival Of An Application [sic] For Patent Abandoned Unintentionally
Under 37 C.F.R. 1.137(b)” filed on Iuly 18, 2002. ({4, at 17 17-18,) The '603 Application was not
filed until April 8,2005. (/d.-at]28) Thus, under ejther abandonnmient date, there exists a gap
‘between the “215 .and *603 Applications, there exists no co-pendency between the applivations: under
Section 120, and the °603 Application canmot claim the effective filing date of the 7215 Applicaiign.
Agootdingly, the "603 Patent is necessarily invalid because it was deseribed in the published *215
BCT Application moré than one ysar prierto its date of application. See Field Hybrids, 2005 U.S.
Dist. Lexis at *23.
V. CONCLUSION

For the foregoing reasons, the Cotut GRANTS Defendant’s Motign for Summary Judgment
and finds that Defendants have shown, by clearand convincing evidence, that both patents in suit are

invalid becanse the *215 Application was abandonsd, and not lawfully revived.

IT IS SO ORDERED,

Dated: June 13, 2007

NS

'ED STATES DISTRICT JUDGE

n computing thie one-year period, the generd] rule excluding the day the event occurs applies: Furthermore, 35
T'S.C. Section21 provides-fhat ”[wlhen the ... last day for taking any action ... in the Uhited States Patent Office falls-on
Saturday, Sunday, or a holiday within the District of Columbia, the action may be taken, or the fee paid, on the next
succeeding secular or business day ™
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I this action, Plaintiffs Aristocrat Technologies Australia Py Litnited and, Aristocrat
Teehnalogies, Hie, (collectively, “Aristocrat™ allsged that Defendants IGT and International Game
Technology infringed 1J,S. Patent Nes. 7,056,215 and 7,108,603 (Amended Complaint, Docket No.
76) Defendants alleged in defenses, and IGT in counterclaims, that those patents were not infringed
and gre invalid and wnenforcgable (Answer:and Counterelaims, Docket No, 79): The Court, in.an
Order dated June 13, 2007 (Docket No, 344), granted Defendants™ migtion for stimimary judgment of
Jinvalidity (Docket No. 166), holditig that the assérted patents are invalid, The Court, finding all
remaining counterclaims moot except for Defendants™ elaim for-costs and attormey fees, therefore

1T IS HEREBY ORDERED, ADJUDGED AND DECLARED that:

1) U.8.PatentsNos. 7,056,215 and 7,108,603 are invalid (Answer at Sceond Defense and

Second 2nd Fifth Comnterelaims, Dockst No. 79);

%) Aristocrat’s claims ary disniissed with prejudies and they take nothing in this action;

3) IGT’stemaining counterclairits are-dismissed without prejudice, including 1GT"s First
and Fourth Counterclaims for-declarations of non-infringement and. Third and Sixth
Counterclaims for declarations of unenforoeability {Counterelaims, Docket No, 79);

4) Defendants, as prevailing parties, are gwarded their taxable costs in: this:agtion i an:
amount to be determined in gecgrdance with Fed. Rule Civ, Proc. 54 and Civil L;R. 54;

5) The Court retains jurisdiction to decide Defendants claim for attorney fees (Answer af
Prayer for Relief, Dockst No, 79), including any inequitable condust or litigation
misconduct issues asserted as grounds therefore, by separate order upon motien in
accordance with. Fed. Rule Civ. Proc. 54, Civil L.R. 54 and applicable statutes, including
35U8.C. § 285 ("The court in exceptional cases may gward reasondble attorney fees to
the prevailing party™).

Dated this 4 day of _Sept , 2007.

[PROPOSED] FINAL JUDGMENT
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SLOT MACHINE GAME AND SYSTEM
WITH IMPROVED JACKPOT FEATURE

INTRODUCTION

The present invention telates to apparatus for use with a
system of linked poker machines and in particular the
apparalus provides 4n improved jackpol mechanism for use
with such a poker machine system.

BACKGROUND OF THE INVENTION

Many schemes have been devised in the past to induce
players to play slot machines including schemes such as
specifving periods during which jackpot prizes arc increased
or bonus jackpots paid. Other schemes involve awarding an
additional prize to a first player to achjeve a predetermined
combination on a poker machine. These methods, while
effective, add to club overheads because of the need for
additional stuff to cnsuro that the scheme is operated
smoothly.

More recently, with the advent of poker machines linked
through electrical networks it has been possible to automati-
cally generate jackpot prizes on the basis of information
received from the machines being played which are con-
nected to the system and one such prior art arrangement,
commonly known as “Cashcade™"”, counts turnover on all
machines in the network, increments a prize value in accor-
dance with the turnover and pays the jackpot prize when the
count reaches some predetermined and randomly selected
number. In a more recent prior art arrangement, each game
played on each machine in 4 guming system is dllocaled a
randomly selected number and the prize is awarded to 2
machine when the game pumber it is allocated matches a
preselected random number,

In another recent prior art arrangement, the winning
machine is selected by randomly selevling u number at 4
poiat in time and decrementing the number as games played
on the system are counted until the number is decremented
to zero al which time the game (or associated maching)
causing the final decrement is awarded the jackpot.

With some prior arl combination based (rigger arrunge-
ments there is a serious disadvantage in that the player
betting a single token per line, is just as likely 1o achieve a
jackpot as the player playing multiple tokens per line. This
has the effect of encouraging players playimg for the bonus
jackpal W be in single tokens, rather (than betting multiple
tokens per game,

Jackpot games have traditionally been popular in Casinos.
However, in their conventional format these games have
inherent limitations:

(i) Games which use specific combinations of symbols to
trigger jackpots are perceived by many players as being
unwinnable. The games are typically designed in such a way
that the big jackpots should not be won until large amounts
are accwmnulated, With such low frequency the jackpots are
never seen to he won by most players. Anecdotn! evidence
suggests that many players have leamt to disregard the
chance of winning the major jackpots and are realistically
playing for the lesser jackpots (ie the minor and mini
jackpots). ‘The increasing popularity of small mystery jack-
pots with higher frequencies of accurrence tends to support
this argument;

(ii) Due to the increasing demand of players for a more
complex and diverse game range, conveational jackpot
games with combination triggers have become superseded.
However, it is extremely complex 10 develop a wide variety
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of combinations which support both a feawre game and
mathematically exact jackpot triggers;

(iii) Typically, it would be expected that the game return
(RTP) is independent of the number of coing bet per linc.
With conventiopal progressive jackpot games though,
increasing the credits bet per line creates a relative disad-
vantage as far as RTP is concemed. Lets say the start-up
umount for a leature jackpot 13 $10000. A player who is
playing 1 credit per line has e chance for $10000 for each
credit played, whereas a player playing 5 credits per line
only has a chance for $2000 for each credit played. This
creates a scale of diminishing returns. The smart player who
yambles lor the {eature jackpot only, will always cover all
playlines, but will only bet 1 credit per line hecause the prize
paid for the featare jackpot is the same irrespective of the
bet. This is supported by data collected from casinos.

(iv) Typical combination triggered progressive jackpots
huve (ixed hil raes which removes Jrom Lhe operator’s
control the ability to vary jackpot frequency.

These arrangements have been in use in the State of New
South Wales and in other jurisdictions for a considerable
period of time, however, as with other aspects of slot
machine games, players become bored with such arrange-
ments and new and more innavative schemes become nee-
essary in order to stimulate player interest.

In this specification, the term “combinations™ will be used
to refer 10 the mathematical definition of a particular game.
‘I'hat is to say, the combinations of a game are the prob-
ahilities of cach possible outcome for that game.

SUMMARY OF THE INYENTION

According to a first aspect the present invention provides
a random prize awarding feature to selectively provide a
feature outcome on a gaming console, the console being
arranged to offer the feature outcome when a game has
achieved a trigger condition, the console including trigger
means arranged (o test for a trigger condition and to initiate
the feature outcome when the trigger condition occurs, the
trigger condition being determined by an event having a
probability related to credits bet per game on the console.

Accurding (o a sewond aspecl, the present invenlion
provides a random prize awarding system associated with a
network of gaming consoles, the system being arranged to
offer a feawre outcome on a particular console when a
trigger condition occurs as a result of a game being played
on the respective console the prize awarding system includ-
ing trigger means arranged to test for a trigger condition and
to initiate the feature outcome on the respective console
when the trigger condition occurs, the trigger condition
being determined by an event having a probability related to
credits bet per game on the respective console.

According to a third aspect, the present vention pro-
vides a paming console including a random prize awarding
feature to produce a feature outcome, the gaming console
being arranged to offer the feature outcome when a game has
achieved o trigger condition, the consale including rigger
means arranged to test for the trigger condition and to
initiate the feature outcome when the trigger condition
occurs, the trigger condition being determined by an event
having a probability related to credits bet per game on the
cansole.

According to a fourth aspect, the present invention pro-
vides a method of awarding a randem prize associated with
a gaming console arranged to offer a feature outcome when
a game has achieved a irigger condition, the method includ-
ing testing for a trigger condition and initiating the feature
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outcome when the trigger condition occurs, the trigger
condition being detenmined by an event having a probability
related to credits bet per game on the respective console.

According to a fifth aspect, the present inveation provides
a random prize awarding features to selectively provide a
feature outcome on a gaming console, the console being
arranged to offer the feature outcome when & game has
achieved a tigger condition, the console including trigger
means arranged to test for the trigger condition and to
initiate the feature outcome when the trigger condition
occurs, each console being arranged to play a main game
during which testing far the trigger condition occurs, and
wherein the [cature vuicome initisted by the igger condi-
tion is the awarding of ene or more feature games, there
being one or more gaming consoles associated with a
gaming system, each of the gaming consoles being con-
nected to a gaming network and including a signal outpnt
means aranged (0 produce an oulput signal in response Lo
operation of the respective console, such that a centml
feature jackpot system connected 1o the network provides an
incrementing jackpot pool which increases in response to
signals from the connected consoles, and the feature jackpot
game on each machine awards a jackpot deawn from the
Jjackpot pool.

According to 2 sixth aspect, the present invention pro-
vides a gaming system providing a progressive jackpot
feature, and including at least one gaming console having a
random prize awarding feature to sclectively provide a
feature outcome, the console being arranged to offer the
feature outcome when a game has achieved a trigger con-
dition, and jncluding trigger means arranged (o test for the
trigger condition and to initiate the feature outcome when
the trigger condition occurs, the console being arranged to
play a main gamc, during which testing for the trigger
condition occurs, and wherein the feature outcome initiated
by the trigger condition is the awarding of one or more
feature games, the gaming console being connected 0 a
gaming network and including a sigpal output means
arranged to produce an output signal in response to apera-
tion of the respective console, such that the progressive
jackpot feature is implemented using a central feature jack-
pot system connected to the network to provide an incre-
menting jackpot pool which increases in response to sigoals
from cach of the at lcast anc connceted conseles, and cach
feature game awards a jackpot drawn from the jackpot pool.

Preferably, the trigger condition is determined by an event
having a probability related both to expecled tarnover
between consecutive occurrences of the trigger condition, on
the respective console and the credits bet on the respective
game.

In a preferred embodiment of the invention, the trigger
condition is determined by selecting a random number from
a predetermined range of numbers to be associated with each
hought game, and for each credit het on the respective game,
allotting to the game, one or more numbers from the
predetermined range of numbers, and in the event that one
of the numbers allotted to the player matches the randomly
selected number, indicating that the trigger condition bas
occurred.

In one embodiment, one or more gaming consoles are
connected in a gaming network, each of the consoles includ-
ing signal output means arranged to produce an output signal
in response to operation of the respective console, such that
a central feature jackpot system connected to the network
provides an incrementing jackpot which is increased in
response to signals from the consoles connected to the
network,

[
=1

50

w
by

4

Preferably also, the console is arranged to play a first maion
game and the feature outcome initiated by the trigger
condition is a second fcature pame.

‘Ihe function of triggering a feature jackpot game may
either be performed by a central feature game controller or
may be performed within each console in the system.

In the preferred embodiment, the predetermined range of
pumbers is determined as a function of expected tumover
between consccutive occurrences of the trigger condition,
expected jackpot amounts and jackpot frequencies and will
equal the expecled average lurnover per machine belween
successive initiations of progressive jackpot games divided
by the credit value for that machine, For example, if the
progressive jackpot is w be played for an average every
$5,000 of tumover played and the credit value on the
machine is $0.05, then the number range will be 1 1o 100,000
(i.c. 5,000/0.05). In the preferred embodiment, the gaming
machine will allocate the lowest numbers in the range to the
player such that if the player plays 20 credits he will be
allocated numbers 120 giving him a { in 5,000 chance of
lriggering o juckpot feature game.

Alternatively, the number range can be set to the average
expected taover between jackpo; occurrences expressed in
cents (500,000 in the above example), in which case the
numbers allocaled W the player, will be proponional to his
total wager expressed in cents (i.e. 1-100 in the above
example),

Preferably, the feature game is a simplified game having
a higher probability of success than the first game. I a
particularly preferred embodiment, the second game is a
pseudo-spinning-reel pamc having a reduced number of
symbols on each reel and a jackpot is activated if after
spinning the reels a predetermined combination of symbols
uppeurs on the win line of each reel, In particular embodi-
ments, 2, 3 or 4 symbols might be provided on each reel.

In onc particular cxample, the sccond screen game is a
five reel game with two different symbols on each reel,
however, 2, 3, 4, S, 6 or 16 pseudo-ree] games might be
employed. The symbols may be of equal value and equally
weighted (i.e. same number of instances) on each reel or
altornatively, the prizes might ho of differont values (cg:
different fractions of the pool) and the symbols have differ-
ent weightings on et least one reel.

Preferably, the prize awarded in a jackpot game by the
system of the present invention, is a monctary amount the
value of which is incremented with each game played on
each gaming machine or console in the system. Altema-
tively, the incrementation can take place on a per token bet
basis.

Where used above, the term ‘console’ is used to ndicate
2 gaming machine, a goming terminal or other device
arranged to be connected to a communications systers and to
provide a user yaming interface. In e Jollowing descrip-
tion, cxamples arc give which arc applicablc to traditional
slot machines, kowever the invention should be taken to
include gaming systems which include user interfaces other
than traditional slol machines.

BRIFF NDESCRIPTION (OF THE DRAWINGS

Embodiments of the invention will now be described by
way of example, with reference to the accompanying draw-
ings, in which:

FIG. 1 is a block diagram of a network of electronic
gaming machines to which a mystery jackpot controller
according to the present inveation is connected;
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FIG. 2 is a flow chart showing a game atrangement
according to the investion; and
FIG. 3 shows an example of a S reel by 3 window display.

DETAT ED DRSCRIPTION OF THE
PREFERRED EMBODIMENTS

In a preferred embodiment of the invention, a new jackpot
trigger mechanism provides the Casino operator with a far
higher degree of flexibility, Unlike conventional combina-
tion triggered jackpots, the jackpots here are won from a
feature game, The feature game is triggered randomly as a
function of credits bet per game. When a feature is triggered,
a feature game appears. Each jackpot can only be won from
this feature game. During the feature game a second sct of
reel strips appears and a “spin and hold" feature game
commences. The feature prize score is calculated by the total
of the points appearing on the centre line of all § reels.

Feature jackpots in this format exhibit significant differ-
ences over previous jackpat systems:

(i) A jackpot game is provided which is compatible with
any existing game combination within an installation inde-
pendent of the platform, denomination or type of game (eg.
slot machines, cards, keno, bingo or pachinko). This will
allow for the linking of combinations between game fype,
platform type and denomination. Using this system, jackpot
games can now be developed using specific combinations
for the base game which were previously unsuitable for Link
Progressive Systems. These games will compete with the
appeal of the Iatest games on the market,

(i) There is no longer a need to develop mathematically
exdcl combinations in the base game.

(iii) Unlike the multiplier garoe in combination triggered
Jjackpot embodiments the present invention provides a direct
relationship between the number of credits bet and the
probability of winning the jackpot feature game on any one
bought game. Belling 10 credits per line will produce ten
limes as many hits into the feature game than betting 1 credit
per line. This is achieved by using a jackpot trigger which is
directly related to the wager bet on a respective game and the
turnover, instead of using conventional combination trig-
gers,
(iv) Jackpot hit rates can now be changed without making
changes to the base game, 'Ihis was previously not possible
using camhination triggered jackpots.

(v) The jackpot feature system can be used across a
wide-ares-network (WAN), local-ares-network (LAN), used
as a stand-alone game independent of a network or used with
a mystery jackpot. Klexibility is available to change com-
binations at will. :

Referring to FIG. 1 a plurality of electronic gaming
consoles 10 are connected to a network 11, to which a
feature jackpot controller 2 and display means 13 are also
connected.

Fach of the electranic gaming consoles 10 are provided
with a network interface arranged to provide a signal onto
the network 11 on each occurrence of an operation of a
respective console and the jackpot controller 12 is armnged
to receive each of the console operation signals and to
increment the value of a random jackpot prize on the
occurrence of each of these operation signals.

A flow chart for a prize awarding algorithm is illustrated
in FIG. 2.

Referring to the algorithm of F1G. 2, machine contribu-
tions go into the prize pool as with kmown prior art jackpot
systems, while the overhead display shows the incrementing
prize value.

20

~
by

30

4

by

50

60

65

6

In the EGM, an average value of machine twrnover
between jackpot hits, is programmed and is used to ram-
domly generate trigger data tor the jackpot teature games. In
step 20 of the algorithm of FIG. 2, the actual number range
and therefore probability of a feature jackpot game being
awarded will depend upon the value of a credit in the
particular machine and is calculated by dividing the tumover
value by the value of a credit (e, $5000/80.05=100,000).
The average tumaver value is fixed for the RGMs and the
random number generator is initialised (see step 20) at
startup 10 generate numbers from the preprogrammed range
determined from that value.

Fur every game that is played, 2 random trigger value is
selected (see step 21) in the preprogrammed range as
detenmined fromn the average tumover value, When the game
is commenced, it is then reported (see step 22) to the
controller, which allocates a contribution to the prize pool.
Each game is also allotted (see step 23) numbers rom the
same number range that from which the random number was
selected, one number in the range being allotted for each
credit bet such that the player's probability of being awarded
a jackpot feature game is proportional to the bet.

‘I'be previously selected random number is thenused as a
trigger valuc and comparcd with the valucs allotted to the
player, if there is a match (see step 24) between the trigger
value and the player values, the player is given an oppor-
tunity to play a jackpot feature game (see step 23). Alter-
natively, at step 23, a number is allocated which is equal to,
or proportional ta the number of credits het in the respective
game and in step 24, the tigger value is compared with the
single player value and a jackpot feature awarded if the
trigger value is less than or equal to the player value. It will
be appreciated that this alternative arrangement is math-
cmatically cquivalent to the previously described srrange-
meant, the range of numbers below the allotted number in the
alternative arrangement being equivalent to the set of allot-
ted numbers in the previously described arrangement.

In the preferred embodiment, a prize is always awarded in
the jackpot featurc game, the feature gamc being used to
determine the size of the prize o be awarded (see step 27).
The winning machine is then locked up (see step 28) and the
controller awaits an indication that the prize has been paid
before allowing the machine to be unlocked (see step 29). In
some cmhadiments, the machine will not be locked up in
steps 28 and 19, but instead the prize will simply be paid and
the program wiil retarn to step 21. The machine then returns
to step (see step 21) and commences a new game. If the
trigger value does not match (see step 27) then there is no
feature game awarded for that hought game and the machine
returns to step (see step 22) and waits for the next game to
commence.

By way of example, a feature pame might be triggered by
an EGM every $5000 of tumover played, which is equiva-
fent to 100,000 credits on a $0.05 machine, This is referred
{0 as the jackpot feature garue hit rate in credits. A random
number is generated within a preseribed range of pumbers at
the EGM at the commencement of each bought game. The
prescribed range of numbers is determined by the jackpot
feature game hit rate which has heen determined previously,
from typical values of casino turnover, expected jackpot
amounts and jackpot frequencies. The prescribed range in
this example is therefore 1 to 100,000 and before the
commencement of each bought game a random number is
generated within this range.

A bet of 20 credits will result in the numbers between 1
and 20 (inclusive) being allotted 10 the game (mofe that
statistically it does not matter if the numbers are randomly
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selected or not or allotted as a block or scattered, the
probability of a feature game being awarded is unchanged).
If the number 7 is produced by the random number genera-
tor, then the feature game will be triggerod. If any number
between 21 and 100,000 is produced by the random number
generator, the feature game will not be triggered. Similarly,
a bet of 200 credits will result in the numbers between 1 and
200 (inclusive) being allotied lo the game, 1] any numbers
hetween 1 and 200 is praduced by the mndom number
generator, then the feature game will be triggered. If any
number between 201 and 100,000 is produced by the rea-
dom number generator, the feature game will not be trig-
gered.

The example below has been developed using example
mrnover data. A trigger of the second screen featre gamc is
expected every $5000 of turnover (je. 100000 credits on a
$0.05 machine). Increasing the number of credits bet
increases the chance of triggering the featute on any bought
game.

Range
Number of numbers
crodits bet.  assigned

‘urnover
of EGM since last bit
Giames to hi.  Bet/game )

] ftol 100000 $0.05 $5000

2 im2 SO00 £0.10 15000

3 l1tod 333333 $0.15 35000

5 l1ta S 20600 $0.25 35000
10 lro10 10002 $0.50 35000
5 1ra1s H666.66 075 35000
20 1t020 5009 £1.00 $5000
25 1to 25 4009 $1.25 35000
X 1o 30 3333.3 $1.30 $5000
40 1to40 2500 $2.00 $5000
45 1ro4s 222222 $225 35000
50 1to 50 2000 $250 35000
60 L to 60 1666.66 $3.00 $5000
75 1o 75 1333.33 $3.75 35000
100 1to 100 1000 $5.00 35000
150 10150 666.66 $7.50 $5000
200 1 to 200 500 $10.00 35000

Prefcrably, when a jackpot feature game is triggered, alt
players are alerted by a jackpot bell that a possible grand
Jackpot is about w0 be played for. This is done so that all
players share in the experience of a jackpot win. Anecdotal
evidence of players watching feature games being played in
Avustralian casinos suggcests that the drawing power of such
games is immense.

Players are alerted by the jackpot bell instantaneously at
any point during a game, but the featwe game will not
appear until the current game (including base game teatures)
are completed.

In this embodiment the feature game appears with the new
ree] strips already spinning and accompanying leature game
mnes playing. The playcr stops the reels spinning by pross-
ing the comresponding playline buttons in order. The feature
prize score is calculated by the total of the points appearing,
on the centre line of all 5 reels. Across the top of the screen,
4 sum of the scores is displayed.

The 4 featurc prize meters in desconding order of value arc:

(i) Grand Feature Prize. A score of 2 100 wins the grand
feature jackpot;

(if) Major Feature Prize. A score of 9099 (inclusive) wins
the major feature jackpot;

(ii1) Minor Feature Prize. A score of B0-89 (inclusive) wins
the minor feature jackpot;
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(iv) Mini Peature Prize. A score of 379 wins the mini feature
jackpot.

By way of example, referring to FIG. 3, a 5 reel by 3 row
window is displaycd. X the recls of the feature game stop on
the numbers shown in FIG. 3, then the progressive jackpot
won is the sum of the numbers on the centre line ie.
12410+18+13+22=75 which is within the range for the mini
lealure jackpol.

The insuant the feature game is completed and the sum of
scores from all 5 reels is shown, the feature jackpot screen
and sigos display which jackpot has been won. This cel-
ebration of the jackpot win is conducted in a traditional
manner (i.¢ llashing displays, juckpol alarms, music elc),

As the time hetween jackpot game awards is related to
tuenaver, the number of jackpot games played by a player
between feature games and hence their chance of winning is
directly related to the size of each bet on each game played.
(1) All machines on the Jink have 4 leature game, be it &

second screen animation game ar a second set of ree!

strips.

(2) The link bas a number of feature jackpot meters (up to
8). All feature jackpots may be linked.

(3) ‘11e feature game js activated as a function of machine
tumnaover. This means that on average the feature game
will occur one in, for example every $5000.00. There are
a number of advantages of activating the feature game on
turnover. For example, it enables for the first time, a
relatively simple mechanism for allowing mixed denomi-
nation on a link. The feature game gives the player the
chance of winning, one of the available feature jackpots if
a certain oulcome appears. For example, a new set of reel
strips might appear with only 2 or 4 different symbols:
Jackpot 1, Jackpot 2, or (Jackpot 1, Jackpot 2, Jackpot 3,
Jackpot 4). The first time S of the same appear on the
centre line the stated feature jackpot is won.

(4) Another advantage of using a random trigger for a feature
gare, is that it can be applied to any game.

It will be appreciated by persons skilled in the art that
numcrous variations and/or madifications may ho made to
the invention as shown in the specific embodiments without
departing from the spirit or scope of the invention as broadly
described, The present embodiments are, therefore, to be
considered in all respects as illustrative aod not reswictive,

The invention claimed is:

1. In a network of gaming machines, each of said gaming
machines baving a user interface activatable by a player to
affect game display, each of said gaming machines being
capable of accepting different wager amounts made by the
player, 2 method of randomly awarding one progressive
prize from a plurality of progressive prizes using a second
game to select said one progressive prize, a display of said
second game being triggered upon an occurrence of a
random trigger condition having a probability of occurrence
related to the amount of the wager, comprising:

making a wager at a particular gaming machine in the

pelwork of guming machines;

initiating a first main game at said pasticular gaming

machine;

causing a second game trigger condition to occur as a

resuft of said first main game being initiated, said
second game trigger condition occurring randomly and
having a probability of occurrence dependent on the
amount of the wager made at said particular gaming
machine, said step of causing the second game trigger
condition including:
(1) selecting a random number from a predetermined
range of numbers;
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(2) allotting a plurality of numbers from the predeter-
mined range of numbers in proportion to the amount
of the wager made at said particular gaming
machinc, said stop of allotting including allotting one
number for each unit of currency of the amount
wagered; and

(3) indicating the occurrcnce of the second game trig-
ger condition il ope of the allolted numbers malches
the selected random number; .

triggering a second game 1o appear at said particular

gaming machine in response to said occurrence of said
second game tripger conditiop, said second game
appearing aller completion of said firsl main game;
randomly selecting said one progressive prize from said
plurality of progressive prizes that has beea won;
displaying said second game to the player at said particu-
lar gaming machine in response to said triggering;,
gclivaling ssid user inlerface at said particular gaming
machine by said player during said displaying of said
second game to affect the display of said second game;
idemifying to the player said one progressive prize from
said plurality of progressive prizes that has been won;
aond

awarding said onc progressive prize from said plurality of

progressive prizes that has been won.

2. In a network of gaming machines, each of said gaming
machines having a user interface activatable by a player to
affect game display, each of said gaming machines being
capable of accepting different wager amounts made by the
player, a method of randomly awarding one progressive
prize from a plurality of progressive prizes using a second
game to select said one progressive prize, a display of said
second pame being tripgered upon an occurrence of a
random trigger condition having a probability of occurrence
related to the amount of the wager, comprising;:

making a waget at a particular gaming machine in the

nefwork of gaming machines;

initiatiog a first main game at said pacticular gaming

machine;

2

3

1]

5

7y

causing a second game trigger condition to occur as a 40

result of said first main game being initiated, said

10
second game trigger condition occurring randomly and
having a prabability of cccurrence dependent on the
amount of the wager made at said particular paming
machine, said step of causing a sccond game trigger
condition to occur including:

(1) selecting a random nutaber from a predetermined
range of numbers;

(2) allotting a plurality ol numbers lrom the predeter-
mined range of numbers in propartion to the amount
of the wager made at said particular gaming
machine; and

(3) indicating the occurzence of the trigger condition if
one of the allotled number matches the selected
random number;

triggering a second game to appear at said particular

gaming machine in response to said occurrence of said

second game trigger condition, sald second game
appearing aller complelion of said [irsl main game;
randomly selecting said one progressive prize from said
plurality of progressive prizes that has been won;
displaying said second game to the player at said particu-
lar gaming machine in response to said triggering;
activating said user interface at said particular gaming
machine by said playcr during said displaying of said
second game to affect the display of said second game;
identifying to the player said one progressive prize from
said plurality of progressive prizes that has been wou;
and

awarding said onc progressive prize from said plurality of

progressive prizes that has been won.

3. The method of claim 2 wherein the amount of the wager
is an amount in credits.

4. The method of claim 2 wherein said step of making a
wager includes betting a plurality of credits, and wherein
said step of allotting includes allotting one number for each
credit bet.

5. The method of claim 2 wherein said step of selecting a
random number includes gencrating a random number from
2 random number generator.

L * *
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SLOT MACHINE GAME AND SYSTEM
WITH IMPROVED JACKIPOT FEATURE

CROSS REFERENCE TO RELATED
APPLICATIONS

This is a continuation of Ser. No. 09/462,717, filed on Apr.
10, 2000, nod now issucd as U.S. Pat. No. 7,056,215.

The present invention relates to apparotus for use with o
system of linked poker machines and in particuler the
apparalus provides sn improved jackpot mechanism for use
with such a poker machine system.

BACKGROUND OF THE INVENTION

Many schemes have been devised in the past to induce
players to play slot machines including schemes such as
specifving periods during which jackpot prizes are incrensed
or bonus jackpots paid. Other schemes involve awarding an

additional prize W a frst player o achieve a predelermined 2

combipation on a poker machine. These methods, while
effective, add 1o club overheads because of the need for
additional saff 10 ensure that the scheme is operated
smoothly.

More recently, with the adveat of poker machines linked
through electrical networks it has beens possible to automati-
cally generate jackpot prizes on the basis of information
-received from the machines being played which are con-
nected to the system and one such prior ant arrangement,
commonly known as “Cashcade™", counts tumover on sl
wiachines jn the network, increments a prize value in accor-
dance with the turnover and pays the jackpot prize when the
count reaches some predetermined and randomly selected
number. In @ more recent prior ant arrangement, each game
played on cach machine in a gaming system is allocated a
randomly selected nwnber aud tbe prize is awarded to a
machine when the game number it is altocated matches a
preselected candom number.

In another recent prior arl arrangement, the winning
machige is selected by randomly selecting a number at a
point in time and decrementing the number as games played
on the system are counted until the number is decremented
to 7era at which time the game (or assaciated machinc)
causing the final decrement is awarded the jackpot.

With some prior art combination based trigger arrange-
ments there is a serious disadvantage in that the player
befting a single token per line, is just as likely to achieve a
juckpot as the player playing muliiple tokens per line, This

has the effect of encouraging players playing for the bonus 4

jackpot to bet in single tokens, rather than betling muitiple
tokens per game.

Juckpot games have traditionally been popular in Casinos.
However, in their conventional format these games have
iherent limitations:

(#) Gumes which uwe spevific combinutions of symbols to
trigger jackpots are perceived by many players as being
unwinnable. The games are typically desipned in such a way
that the hig jackpots should not be won until large amounts
are accumulated. With such low frequency the jackpots are
never seen 1o be won by most players. Anecdotal evidence
suggests that many players have learnt to disregard the
chance of winuing the major jackpots and are realistically
playing for the lesser jackpots (fe the minor and mini
jackpots). The increasing popularity of small mystery jack-
pots with higher frequencies of occwrrence tends to support
this argument;

“
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(if) Due to the increasing demond of players for a more
complex aud diverse game range, conveational jackpot
games with combination triggers have become superseded.
However, it is extiremely complex to develop a wide varicty
of combinations which suppori both a featore game and
mathematically exact jackpot triggers;

(i) Typically, it would be expected that the game retum
(RTP) is independent ol the aumber ol coins bel per line,
With conventional progressive jackpnt games though,
increasing the credits bet per line creates a relative disad-
vantage as far as RTP is concemed. Lets say the start-up
amount for a feature jackpot is $10000. A player who is
pluying 1 credit per Jine has 4 chance for $10000 lor each
credit plaved, whereas a player playing 5 credits per line
only has a chance for $2000 for each credit played. This
creates a scale of diminishing returns, The smart player who
gambles for the feature jackpot only, will always cover all
playlines, but will only bet 1 eredit per Line because the price
paid for the feature jackpot is the some irrespective of the
bet. This is supported by data colfected from casinos;

(iv) Typicel combination triggered progressive jackpots
have fixed hil rates which removes from the operator’s
control the ability to vary jackpot frequency.

These arrangements have been in use in the State of New
South Wales and in other jurisdictions for a comsiderable
period of time, however, as with other aspects of slot
machine games, players become bored with such arrange-
ments and new and more innovative schemes become nec-
essary in order to stimulate player intercst.

In this specification, the term “combinations” will be used
to refer 10 the mathemalical definition of a particular game.
That is to say, the combinations of a game are the prob-
abilities of each possible outcome for that game.

SUMMARY OF THE INVENTION

According o a [irst aspect the present invention provides
a random prize awarding system associated wilh a geming
console, the console being arranged to a offer a feature
autcome when a game has achieved a trigger condition, the
console including rigger means arranged to test for a trigger
condition and to initiate the feature vulcome when (he
trigger condition accurs, the trigger condition being deter-
mined by a event having a probability related to credits bet
per game on the console.

According to a second aspect, the present invention
provides u rundom prie awarding sysiem associated with u
network of gaming consoles, the system being arranged to
offer a feature outcome on a particular console when a
trigger candition accurs as a result of a game being played
on the respective console the prize awarding system includ-
ing trigger means arranged to test for a trigger condition and
to initiate the featwre ouicome on the respective console
when the trigger condition occurs, the trigger condition
heing determined hy on event having o prohability relnted to
credits bet per game on the respective console.

According to a third aspect, the present invention pro-
vides a gaming console including a random prize awarding
feature, the gaming console being arranged to offer a feature
outcome when a game has achieved a trigger condition, the
console including trigger means atranged to test for the
trigger condition and to initiate the feature autcome when
the trigger condition occurs, the trigger condition being
determined by an event having a probability related to
credits bet per game on the console.

According to a fourth sspect, the present invention pro-
vides a method of awarding a random prize associated with
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a gaming console arranged to offer a feature outcome when
a game ahs schieved a trigger condition, the method includ-
ing testing, for a trigger condition and initiating the feature
oulcome when the trigger condition occums, the trigger
condition being determined by an event having a probabifity
related to credits bet per game on the respective console.

Preferably the trigger condition is detennined by an event
having & probability related both to expecied tumover
between consecutive occurrences of the trigger condition, on
the respective console and the credits bet on the respective
game.

In a preforred cmbodiment of the invention, the tigger
condition is determined by selecting a random number from
a predetermined range of numbers to be assaciated with each
bought game, and for each credit bet on the respective game,
allulling (v the game, one or more pumbers fom (he
prederermined range of numbers, and fn the cvent that one
of the numbers allotted to the player matches the randomly
selected number, indicating that the trigger condition has
occumed.

In one embodiment, one or more gaming consoles are
connecied in a gaming network, cach of the conscles includ-
ing signal output means arranged to produce an output signal
in response to operation of the respective console, such that
a central fealure jackpol system connecled W the network
provides an incrementing jackpot which is increased in
response to signals from the consoles connected to the
netwark.

Preferably also, the coasole is aranged to play a first main
game and the feature outcome initiated by the trigger
condition is a secoud feature game.

The function of triggering a feature jackpot game may
either be performed by a central feature game controller or
may be performed within each console in the system.

In the preferred embodiment, the predetermined range of
pumbers is detenined as a function of expected turmover
between consecutive occurrences of the trigger condition,
expected jackpot amounts and jackpot frequencies and will

equal the expecled average lumover per machine beiween

suecessive initistions of progressive jackpot games divided
by the credit value for that machine. For example, if the
progressive jackpol is to be pluoyed for an average every
$5,000 of turnover played and the credit value on the

machine is $0.05, then the number range will be 1 to 100.000

(i.c. 5,000/0.05). In the preferred cmbodiment, the gaming
machine wil] allocate the lowest numbers in the range to the
player such that if the player plays 20 credits be will be
allocated numbers 1-20 giving him a { in 5.000 chance of
triggering a jackpot feature game.

Altematively, the number range can be set to the average
expected turnover between jackpot ocewrrences expressed in
ceats (500,000 in the above example), in which case the
numbers ulluculed (o e player, will be proportional (v his
total wager expressed in cents (i.c. 1-100 in the above
example).

Preferably, the feature game is a simplified game having
a bigher probability of success than the first game. In a
particularly preferred embodiment, the second game is a
spinning rvel game having s reduced number of symbols on
each reel and a jackpot is activated if after spinning the reels
a predetermined combination of symbols appears on the win
line of each reel.

In one particular example, the second screen game is a
five ree! game with two different symbe!s on each reel. The
symbols may be of equal value and equally weighted (ie.
same number of instances) on each reel or alternatively, the
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prizes might be of different values (eg: different fractions of
the pool) and the symbols have different weightings cn at
least one reel.

Preferably, the prize awarded in a jackpot game by the
system of the present invention, is a monetary amount the
value of which is incremented with cach game played on
each gaming machine or console in the system. Altena-
tively, the incrementation can take place on a per token bet
basis.

Where used above, the term ‘console’ is used to indicate
a gaming machine, a geming temminal or other device
arranged to be connested to a commwications system and to
providc a uscr gaming iaterface. In the following doscrip-
tion, examples are give[n)] which are applicable to traditional
slot machines, however the invention should be taken to
include gaming systems which include user interfaces other
than taditional slot muchines.

BRIEF DESCRIPTION OF THE DRAWINGS

Embudiments ol the invention will now be describud by
way of exsmple, with reference to the accompanying draw-
ings, in which:

FIG. 1 is a block diagram of a network of elecironic
waming machines 10 which & myslery jackpot wontroller
according to the present invention is connected;

FIG. 2 is s flow chan showing a game arrangement
according to the invention; and

FIG. 3 shows an example of a 5 reel by 3 row window
display.

DETAILED DESCRIPTION OF THE
PREFERRED EMBODIMENTS

In a preferred embediment of the invention, a now jackpat
trigger mechanism provides the Casino operator with a far
higher degree of flexibility. Unlike conventiogaj combina-
tion triggered jackpots, the jackpots here are won from a
feature game. The Jeature game is (riggered randomly as a
function of credits het per game. When a feature is triggered,
a feature game appears. Esch jackpot can only be won from
this feature game. During the feature game a second set of
reel strips appears and a “spin and hold” feature game
commences "L he feature prize score is calculated by the total
of the points appearing on the centre line of all S reels.

Feature jackpots in this format exhibit significant differ-
ences over previous fackpot systems:

(i) A jeckpot gamc is provided which is compatible with
any existing game combination within an installation inde-
pendent of the plaiform, denomination or type of game (eg.
slot machines, cards, keno, bingo or pachinko). This will
allow for (he linking of combinutions between gume type,
platform type and denominnation. Using this system, jackpot
gawes <an aow be developed using specific combinations
for the bese game which were previously unsuiteble for Link
Progressive Systems. These games will compete with the
uppeal of the lalest gumnes on the markel,

(i) 'There is no longer s need to develop mathematically
exact combinations in the base game.

{1ii) Unlike the multiplier game in combination triggered
jackpot embodiments, the present invention provides a
direct relationship between the nunber of credits bet and the
probability of winning thes jackpot feature game on any ane
bought game. Betting 10 credits per line will produce ten
times as many hits into the feature game then betting 1 credit
per line, This is achieved by using a jackpot trigger which is
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directly refated 10 the wager bet on a respeciive game and the
turnover, instead of using conveational combination trig-
gers.

(iv) Juckpot hit ratcs csn now be changed without making
changes 1o the base game. This was previously not possible
using combination triggered jackpots.

(v) The jeckpol feature system can be used across a
wide-area-network (WAN), Jovul-ares-network (LAN), used
as a stand-alone game independent of o nerwnrk or used with
a wystery jackpot. Flexibility is available to chaage com-
binations at will.

Referriug to FIG. 1 a plurality of clectronic gaming
consoles 10 are connected to & network 11, 10 which a
feature jackpot controller 12 end display means 13 are also
connected.

Bach of the electronic gaming consoles 10 are provided
with a network interface amranged to provide a signal onto
the metwork 11 on esch occurrence of 2n operation of a
respective console and the jockpot controlter 12 is arranged
to receive each of the console operation signals and to
increment the value of a rendom jackpot prize on the
occurrence of each of these operation signals.

A flow chart for a prize awarding algorithm is illustrated
in FIG. 2.

Referring to the algorithm of FIG. 2, machiae contribu-
tions go into the prize pool as with known prior art jackpot
systems, while the overhead display shows the inctementing
prize value.

In the RMG, an avcrage value of machine tumover
between jackpot hits, is programmed and is used to ran-
domly generate uigger data for the jackpot feawre games. In
step 20 of the algorithm of FIG. 2, the actual number range
and therefore probability of a feature jackpot gawme being
awarded will depend upon the vafue of & credit in the
particular machine and is calculated by dividing the twnover
value by the value of 2 credit (eg., $5000/$0.05=100,000).
‘The average tumover value is fixed for the GGMs and the

d b tor is initialised (see step 20) at
stanup 1o generate numbers from the preprogrammed range
determined from that value.

For every game that is played, a random trigger value is
sclected (see step 21) in the preprogrammed range as
determined from the average tusuover value. When the game
is commenced, it is then reportod (scc sicp 22) to the
controller, which allocates a contsibution to the prize pool.
Each game is elso sllotted (see step 23) numbers from the
same number range that from which the candom number was
selected, ope pumber in the range being allotted for each
credit bet such that the player”s probahility of being swarded
a jackpot feature game is proportional to the bet.

The previously selected random number is then wsed as a
trigger value and compered with the values allotted to the
player, if there is a match (see step 24) between the trigger
value and the player values, the player is given an oppor-
tunity to play a jackpot feature game (see step 25). Alter-
netively, ut step 23, 4 number is allocated which is equal o,
or proportions| to the pumber of credits bet in the respective
game and in step 24, the trigger value is compared with the
single player value and a jackpot fenture awarded if the
trigger value is less than or equal to the player value. It will
‘be appreciated that this alternative arrangement is math-
ematically equivalent to the previously described arrange-
ment, the range of nwnbers below the allotted number in the
altemnative arrangement heing equivalent to the set of allot-
ted numbers in the previously described arrangement.

In the preferred embodiment, a prize is always awarded in
the jackpot feature game, the feature game being used to
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determine the size of the prize to be awarded (see siep 27).
The winning machine is then locked up (see step 28) and the
controller awaits an indication that ihe prize has been paid
before allowing the machine to be unlocked (sce siep 29). In
some embodiments, the machine will not be locked up in
steps 28 and 19, but instead the prize will simply be paid and
the progrem will return to step 21. The machine then retums
lu step (see step 21) und comumences @ new game, If the
trigger value dnes not match (see step 27) then there is no
feature game awarded for that bought game and the machine
returns to step (see step 22) and waits for the next game to
commence,

By way of example, a feature game might be triggered by
an RGM every $5000 of mmover played, which is equiva-
lent to 100,000 credits on a $0.05 machine. This is referred
to us (he juckpol feature gume hil rale in credits. A rundom
number is generatod within a presesibed range of numbers at
the EGM at the commencement of each bought game. 1he
prescribed range of numbers is determined by the jackpot
feature game hit rate which has been determined previously,
from typical values of casibo tumover, expected jackpol
amounts and jackpot froquencics. The preseribed range in
this example is therefore 1 to 100,000 and before the
commencement of each bought game a random number is
generated within this range.

A bet of 20 credits will result in the numbers between 1
and 20 (inclusive) being allotted 10 the game (note thot
statistically it does not matter if the numbers are randomly
selected or mot or allotted as a block or scattered, the
probability of a feature game being awarded is unchanged).
{f the number 7 is produced by the random aumber genera-
tor, then the feature game will be triggered. If any number
between 21 and 100.000 is produced by the random number
generalor, the feature game will not be triggered. Similarly,
abet of 200 credits will result in the numbers between 1 and
200 (inclusive) being allotted to the game. If any number
hetween 1 and 200 is produced by the random number
generator, then the feature ganse will be triggered. If any
pumber between 201 and 100,000 is pruduced by the rn-
dom number generator, the feature game will not be wig-
gered.

The example below has been developed using example
turmover data. A trigger of the second screen feature game is
expected every $5000 of turnover (e, 100000 credits on a
$0.05 machinc). Increasing the number of credits bet
increases the chance of wiggering the feature on any bought
gane.

Number of Range sumbors Tumover of EGM
credits bel wigoed Gunres to bit  BeVgune  since last hit ()
1 1tl WO $uus SSUw
2 fwl 50000 30.10 $5000
3 1wl 3333333 3015 $5000
5 1wl 230000 3025 45000
W 1wl 10000 S0.50 $5000
15 1wis 6666.66 3075 $3000
20 1t S00 $1.00 $5000
25 1wds 4000 $1,25 $5000
N 1wl NN $1.50 45000
O 1w 20 §200 $5000
45 1wds - 22822 $225 $5000
50 ltws0 2000 $2.50 $5000
60 1160 1666.66 $3.00 35000
7 1wl 1333.33 8315 $5000
100 1t 100 1000 $5.00 $5000
150 it 150 666.66 $7.50 $5000

200 11t 200 500 81000 $5000
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Preferably, when a jackpot feature game is triggered, all
players are alerted by a jackpot bell that a possible grand
jackpot is about to be played for. This is done so that ajl
playcrs share in the experience of a jackpot win. Anccdotal
evidence of players watching feature games being playedin §
Australian casinos suggests thet the drawing power of such
games is immense,

Players are alerled by the jackpot bell iuslunianeously 4t
any point during o game, but the feature game will not
appear until the cusrent gawe (including base gamie features)
are complered.

In this embodimeant the feature game appears with the new
ree] strips slready spinning und sccompunying leature gume
tanes playing. The player staps the reels spinning by press-
ing the carresponding playline buttons in order. The feature
prize score is calculated by the total of the points appearing
on the centre line of all 5 reels. Across the top of the screen,
a sum ol the score is displayed.

The 4 feature prize meters in descending arder of value are:

(i) Grand Feature Prize. A score of 2100 wins the grand
fearure jackpot;

(if) Major Feature Prize. A score of 90-99 (inclusive) wins
the major featwre jackpot;

(iii) Minor Feature Prize. A scorc of 80-89 (inclusive) wins
the minor feature jackpot;

(iv) Mini Feawure Prize. A scote of £79 wins the minj feature
jackpot,

By way of example, refersiug to FIG. 3, a § reel by 3 row
window is displayed. If the rocls of the feature game stop on
the numbers shown in FIG. 3, then the progressive jackpot
won Is the sum of the oumbers on the center line ie,
12410418+13+422=75 which is within the range for the mini
feature jackpot.

The instant the feature game is completed and the sum of
scores ffom all 5 reels is shown, the feature jackpot screen
and signs display which jackpot has been won. This cel-
ebration of the jackpot win is conducled in a traditional
manaer (i.e. lashing displays, jackpot alarme, music etc).

Aas the time hetween jackpot game awards is related to
turnover, the number of jackpot games played by a player
between feature games and hence their chance of winaing is
directly related to the size of each bet on each game played.
(1) All machines ou the Jink have a featurs gawe, be it a

sccond scrcen animation game or a sccond sct of recl

=3

“

20

" 28

35

strips. 45

(2) The link has a number of feature jackpot meters (up 1o
8). All feature jackpots may be linked.

(3) The feature game is activated as a function of machine
tumover. This means that on avernge the feature game
will occur one in, for example every $5000.00. There are 5
a number of advantages of activating the feature game on
turnover. For example, it ennbles for the first time, a
relatively simple mechanism for allowing mixed denomi-
nation on a link. The feature game gives the player the
chance of winning one of the available feature jackpots if 355
4 cextuin vuteome uppewrs, For exumple, @ new set of reel
strips might appear with only 2 or 4 different symbols:
Jackpot 1, Jackpot 2, or (Jeckpot 1, Jackpot 2, Jackpot 3,
lackpot 4). The first time 5 of the same appear on the
centre line the stated feature jackpot is won.

(4) Another advantage of using a random trigger for a feature
geme, is that it can be applied to any game.

P

60

It will be appreciated by persons skilled in the art that
numerous variations and/or madifications may be made to
the invention as shown in the specific embodiments without
departing from the spirit or scope of the invention as broacdly
deseribed. The presont embodiments are, therefore, to be
considered in all respects as illustmtive and pot restrictive.

The invention claimed is:

1. In 4 nelwork ol gaming machines, euch of suid guining
machines being capable of secepting different wager
amounts made by a player, a method of randomly awarding
one progressive prize from a plurality of progressive prizes
using A second game to sclect said one progressive prize, a
display ol ssid second gume being triggered upon un occu-
nence of 8 random trigger candition having a probability of
occurrence related to an amount of the wager, comprising:

making a wager at a particular gaming machine in the

petwork of gaming machines; .

initisling 4 (il main game af szid parlicudar guming

machine;

causing a second game trigger condition to occur as a

result of said first main game being initiated, said
second game trigger condition occurring randomly and
having a probability of ocowrrence dependent on the
amount of thc wager madc at said particular gaming
machine, said step of causing a second game trigger
condition o ocsur including:

(1) selecting a random number from a predetermined
range of owmbers;

(2) atlawting a plurality of numbers from the predeter-
mined range of numbers in proportion to the amount
of the wager made at said particular gaming
machine; and

(3) indicating the occurrence of the trigger condition if
onc of the allotted numhers matches the selected
random number;

triggesing a second game 1o appear at said particular

gaming machine in response to said occurrence of said

second pame irigger coundition, said second game
appcaning after complotion of said first main gamo;
randomly selecting said one progressive prize from said
plurality of progressive prizes that has been won,
displaying said second game to the player at said particu-
lar gainiug machine in respouse to said triggering;
identifying to the player said onc progressive prize from
said plurality of progressive prizes that has been won;
and
awarding said one progressive prize from said plurality of
progressive prizes that has been won.

2. The methoad of claim 1, wherein the amount of the
wager is an amount in credits.

3. The method of claim 1, wherein said step of making a
wager includes boning a plurulity of credits, and wherein
said step of allotting includes allotting oue number for each
credit bet.

4, The method of claim 1, wherein said step of allotting
includes ullotting vne number for each unil of currency of
the smount wagered,

§. The method of claim 1, wherein said step of selecting
a random number includes generating a random number
from a random number generator.
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INVENTOR(S) : Scott Olive

it Is certifisd that arror appears in the above-identified patent and thet said Letters Patent is
hereby corrected as shown below:

At col. B, line 8 (claim 1), delete “gaining” and substitute therefore -- gaming --.
At col. 8, line 43 (claim 1), delete “gaining” and substitute therefore -- gaming --.

At col. 8, line 52 (claim 3), delete “boning” and substitute therefore -- betting --.

This certificate supersedes Certificate of Correction issued January 9, 2007.

Signed and Sealed this

Sixth Day of February, 2007

JON W. DUDAS
Director of the United States Patent ard Trademark Office
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